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…. 

Persons skilled in the art will appreciate that any type of device may be utilized to 
provide dynamic magnetic information on a card to a magnetic stripe reader. 

…. 

FIG. 12 shows personal electronic device 1200 which may be, for example, a 
portable telephonic device, portable media player, or any type of electronic device. 

100 patent at 2:44-51, 4:29-35, 8:40-44, 11:20-22, 12:32-34.  Among these is an embodiment with 

an emulator-containing card connected via a “permanent or removable cable” to a separate device.  

Id. at 8:40-44.  This is not a clear intent to exclude a collection of multiple things (for lack of a 

better word) from the scope of the invention.  Accordingly, the preamble of claim 1 of the 100 

patent is not limiting.   

 The preamble of claim 12, “a portable telephonic device,” is in similar straits.  As with 

claim 1, the body of claim 12 is focused on the emulator circuit with no relation to the portability 

or telephonic properties of a “portable telephonic device.”  As the specification excerpts 

reproduced above show, a cellphone is just one of many products that could house the invention. 

Dependent claims 14 and 18-20 are similarly focused and with no relation to a phone.  Dependent 

claims 13 and 15-17 recite additional features for the overall device, but again, with no connection 

to portability or telephonic properties.  In this way, “portable telephonic device” is simply the 

context or intended environment in which the structurally complete invention exists and is not 

limiting.  See Catalina Mktg., 289 F.3d at 808. 

3. “operable to” 

As noted above, the parties dispute whether software required for MST functionality must 

be present on a device to infringe the asserted patents under the “operable to” claim language.  

While the parties do not discuss any of the claims of the asserted patents individually, and it is 

determined above that claim 1 of the 153 patent requires such software, certain claims of the 100 
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patent do not. 

To begin, the limitations in the 153 patent reciting software-dependent functions are absent 

here.  In the 100 patent, the type of data is not specified; instead, only “a circuit operable to . . . 

transmit data” and “operable to communicate data” is required.  100 patent at cls. 1, 4, 6, 8, 12, 18.  

Further, the recited functions are closer to what would be the result from basic activation of the 

recited hardware—e.g., a circuit operable to “emit an electromagnetic field,” “transmit [any] data,” 

“communicate [any] data . . . at a distance.”  Id. at cl. 1; see id. at cl. 12.  For these claims then, 

the software may be necessary for operation, but it is part of the expected environment rather than 

a claim limitation.  Nazomi, 739 F.3d at 1344-5; Silicon Graphics, 607 F.3d at 795. 

The exception is claim 6, “[t]he device of claim 1, further comprising a display operable to 

display a virtual card.”  100 patent at cl. 6.  The display of a virtual card (as construed by the 

parties) is not an inherent feature of any sort of “display.”  It does not come from mere activation 

but from specific programming, akin to the “track of magnetic stripe data” in claim 1 of the 153 

patent.  Thus, “operable to display a virtual card” in claim 6 requires a hardware-software 

combination that must perform the described function. 

D. Infringement 

According to Dynamics’ post-hearing briefing, the use, manufacture, or sale of the Accused 

Products are alleged to infringe claims 1, 4, 6, 12, and 18 of the 100 patent.  See CIB at 47.  Of 

these, claims 1 and 12 are independent, and claims 4, 6, and 18 dependent.  For the reasons 

discussed below, Dynamics has shown infringement of claims 1, 4, 6, 12, and 18 of the 100 patent 

by certain products. 

As with the 153 patent, the preliminary issue of whether Samsung’s Accused Products 

infringe at the time of importation needs to be resolved.  As determined above, only claim 6 of the 
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100 patent requires the presence of enabling software.  As the Galaxy A50, Galaxy Note10, and 

Galaxy Note10+ do not include Samsung Pay at the time of importation, these devices do not 

infringe claim 6.  The remaining Accused Products, otherwise including Samsung Pay but lacking 

a registered credit card number, are not barred from infringement on this ground, however. 

Additionally, adjudication of the Hardware-Modified Products and the Software-Modified 

Products is warranted.  For the same reasons as the 153 patent, there is no dispute the Hardware-

Modified Products lack the necessary components to practice the claims of the 100 patent.  See, 

e.g., RX-0051C at *4, 12; RIB at 36.  Accordingly, the Hardware-Modified Products do not 

infringe the 100 patent.   

As to the Software-Modified Products, the above discussion of “operable to” as used in 

claims 1 and 12 of the 100 patent does not require that the device actually perform the recited 

functions.  Thus, the elimination of the precise code used to power the MST IC, or even the lack 

of the Samsung Pay application generally, is not a barrier to infringement of these independent 

claims.  As to claim 6, which was determined above to require any necessary software to 

accomplish the function “display a virtual card,” the depowering of the MST IC would not appear 

to be relevant at all.  Hence, the Software-Modified Products may still infringe the asserted claims 

of the 100 patent alongside the Accused Products, as discussed below. 

1. Undisputed Claims 

Samsung does not contest Dynamics’ claims of infringement under claims 4 and 6, apart 

from their dependency on claim 1 for which infringement is disputed.  See RIB at 62-70; RRB at 

27-30.  In view of the testimony of Mr. Zatkovich that the Accused Products include the limitations 

recited in these claims, and there being no clear disagreement from Samsung as to that fact, the 

Accused Products meet the limitations of the dependent claims as alleged, with the exception of claim 
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at 480:14–481:1; Tr. (Prasad) at 496:10-19; RX-1671 (Lee) at Q/A 21. This induces 
a voltage (i.e., electricity in the form of an electromotive force) in the read-head, 
which allows the read-head to decode the data from the electromagnetic fields and 
further process the transaction. CX-1199C (Zatkovich) at Q/A 98, 136-137; Tr. 
(Choe) at 480:14–481:1; Tr. (Prasad) at 496:10-19; RX-1671 (Lee) at Q/A 21. 

CIB at 48-49.  Samsung does not dispute this description other than to argue the field emitted by 

MST is a magnetic field—not electric (see RIB at 64)—and the resulting coupling is likewise 

magnetic or inductive coupling—not electric (RIB at 65-70; RRB at 27-28).  As determined above, 

however, the correct construction for “electrical coupling” encompasses a field created by the 

provision of an electrical current to a coil to trigger a field that interacts with the magnetic 

properties of a magnetic stripe read-head.  MST operates in precisely the same way and, thus, 

matches the 100 patent’s repeated and consistent description of “electrical coupling.”  See, e.g., 

100 patent at 5:54-61 (“Persons skilled in the art will appreciate that processor 220 may cause a 

current to flow through a coil of emulator 202 in a different direction to produce different 

electromagnetic fields. The transitions between the different electromagnetic fields may be sensed 

by a magnetic stripe reader as information. Accordingly, a magnetic emulator may transmit data 

serially while a read-head is electrically coupled with a magnetic reader.”).   

The same is true for the “emit an electromagnetic field” limitation.  The 100 patent 

consistently refers to the field produced by a “magnetic emulator” operating in the above manner 

as an “electromagnetic field.”  See, e.g., 100 patent at 1:28-34, 5:54-61.  The patent also describes 

the use of its invention in close distances to card readers, in terms of inches.  See, e.g., id. at 2:2-

6, 8:29-39.  To the extent the patent has misused the plain and ordinary meaning of 

“electromagnetic field” in its claims to describe a “magnetic field” (see RX-1675C at Q/A 49, 108 

(explaining electromagnetic fields cannot be used for communication at short ranges); RIB at 66 

(discussing “as a matter of science,” 5 cm operating range must be a magnetic field)) the law defers 

to the patent’s usage (McRO, 959 F.3d at 1099 (“But the existence of one broader meaning in the 
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field is not controlling.  What matters is the meaning most appropriate in the context of the 

particular patent.  Here, it is clear, based on the intrinsic evidence, that the term ‘vector’ has the 

narrower geometric meaning in this patent.”)). 

Accordingly, the Accused Products, and Software-Modified Products, infringe claim 1 of 

the 100 patent. 

b. Claim 12 

For reference, claim 12 of the 100 patent requires: 

12. A portable telephonic device comprising: 

a circuit operable to emit an electromagnetic field and to electrically couple to, and 
transmit data to, a read-head located on a magnetic stripe reader; and 

a processor for controlling the circuit, wherein the circuit is operable to 
communicate the data to the read-head while located outside of the magnetic stripe 
reader. 

100 patent at cl. 12.  The disputes between the parties on claim 12 are the same as claim 1—

whether the Accused Products “electrically couple” and “emit an electromagnetic field.”  See RIB 

at 62-70.  For those remaining limitations which are not in dispute, the Accused Products have 

been shown to meet them as alleged in view of the testimony of Mr. Zatkovich.  See CX-1199C at 

Q/A 103, 105; CIB at 51. 

 As to whether the Accused Products “electrically couple” and communicate data to a 

magnetic stripe reader through that coupling, the weight of the evidence shows that they do for the 

same reasons discussed with claim 1.  The same is true for whether the products “emit an 

electromagnetic field.”  Accordingly, the Accused Products, and Software-Modified Products, 

infringe claim 12 of the 100 patent. 

c. Claim 18 

For reference, claim 18 of the 100 patent requires: 
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18.  The portable telephonic device of claim 12, further comprising a second circuit 
operable to emit a second electromagnetic field. 

100 patent at cl. 18.  For this claim, Dynamics argues the Asserted Products include an RFID 

electromagnetic field used to communicate with point-of-sale terminals using near field 

communication (“NFC”) protocols.  CIB at 52 (citing CX-1199C at Q/A 106; CX-0376).  Samsung 

disagrees, arguing “the NFC circuitry . . . communicates using ‘only an alternating magnetic field,’ 

not an electromagnetic field.”  RIB at 70 (citing RX-1484 at *4; RX-1675C at Q/A 151-154; RX-

1667 at *8; RX-1668 at *8); see RRB at 30. 

 The limitation is met in the Accused Products.  As noted above, the intrinsic evidence of 

the 100 patent describes the use of “electromagnetic fields” to couple and communicate data from 

an energized coil to magnetic stripe read-heads.  See, e.g., 100 patent at 5:54-61.  Given that 

magnetic stripe read-heads are only responsive to magnetic fields for this communication, it is 

reasonable to treat the patent’s use of “electromagnetic fields” as encompassing magnetic fields.  

As Samsung concedes the Accused Products include  to emit 

NFC magnetic fields, the limitation is met.   

Accordingly, the Accused Products, and Software-Modified Products, infringe claim 18 of 

the 100 patent. 

E. Domestic Industry – Technical Prong 

According to Dynamics’ post-hearing briefing, all DI Products practice claims 1, 6, and 8 

of the 100 patent (CIB at 52), but only the Emirates NBD device is mentioned specifically under 

claim 6’s discussion (id. at 54); and no discussion of claim 8 is provided at all (see id. at 52-54; 

CRB at 36-39).  For the reasons discussed below, Dynamics has shown by a preponderance of the 

evidence that the DI Products practice claim 1, but not claim 6 or claim 8. 
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Again, no actual article of the Emirates NBD device has been shown to exist at the time of 

the filing of Dynamics’ complaint.  Thermoplastic Motors, Inv. No. 337-TA-1073, Comm’n Op. 

at 10.  Dynamics makes no argument that “significant and unusual developments” have occurred 

to consider post-complaint evidence, nor has Dynamics argued domestic industry for the 100 

patent is “in the process of being established.”  See generally CIB; CRB.  Accordingly, and apart 

from the discussion below, the Emirates NBD device cannot support domestic industry under the 

100 patent. 

1. Claim 1 

Claim 1 of the 100 patent is presented above in connection with infringement.  The primary 

dispute between the parties is whether the DI Products are operable while outside a magnetic stripe 

reader.  This is discussed below.  For those remaining limitations which are not in dispute, the DI 

Products have been shown to practice them as alleged in view of the testimony of Mr. Zatkovich.  

See CX-1199C at Q/A 80-81; CIB at 34-35. 

As to “operable to communicate . . . while located outside of the magnetic stripe reader at 

a distance of at least a quarter of an inch,” Dynamics argues Mr. Zatkovich “was able to 

communicate data to a read-head from outside the card reader”  using a piece of metal to trigger 

the   See CIB at 53-54 

(citing, inter alia, CX-1199C at Q/A 94; Hr’g Tr. at 84:1-85:4; CX-1198C at Q/A 64-66).  

Dynamics contends Samsung’s expert, Dr. Apsel, was also “able to successfully communicate card 

data from a DI product while the product was located outside the reader.”  Id. at 54 (citing Hr’g 

Tr. at 582:16-583:5).   

In its reply brief Dynamics dismisses any unsuccessful attempts at outside the reader 

communication under the rule that “‘where claim language recites ‘capability, as opposed to actual 

operation,’ an apparatus that is ‘reasonably capable’ of performing the claimed functions ‘without 
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significant alterations’ can infringe those claims.’”  CRB at 36 (citing ParkerVision, Inc. v. 

Qualcomm Inc., 903 F.3d 1354, 1362 (Fed. Cir. 2018)); see id. at 37 (citing Wisconsin Alumni 

Research Found. v. Apple Inc., 905 F.3d 1341, 1349 (Fed. Cir. 2018) (“[A] product that 

‘sometimes, but not always, embodies a claim nonetheless infringes.’”)).  Dynamics also disputes 

that use of a piece of metal to artificially trigger  is a “modification” of the DI 

Products.  See id. at 36-38.  Rather, according to Dynamics, it is a “secondary benefit.”  Id. at 38. 

In opposition, Samsung argues the DI Products “are specifically designed to prevent 

outside-the-reader communication.”  RIB at 71 (citing RX-1675C at Q/A 184-206; Hr’g Tr. at 

583:23-584:12, 606:1-607:23); see id. at 72 (describing intentional credit card form factor); see id. 

at 72-73, 74 (describing ); RRB at 31 (“Dynamics asks the Commission to find a 

domestic industry in patents that its products are specifically designed not to practice.”).  Samsung 

explains “[t]he reason Dynamics purposely designed the DI Products to not be operable outside 

the reader is that all of the DI Products  

 and  cannot be read by a card reader because of 

signal interference.”  RIB at 73 (citing, inter alia, CX-1198C at Q/A 53-54; Hr’g Tr. at 86:6-13, 

51:19-52:3, 606:1-607:1, 608:23-609:12, 609:21-611:18, 317:6-15; RX-1675C at Q/A 205-206, 

233-234); see id. at 73-74 (citing RX-0042C at 24:4-7).   

Samsung contends the aforementioned use of a piece of metal to trigger the communication 

is an improper “modification” to the device and regardless, only allows for “rare and random 

happenstances” of communication.  RIB at 71; see RIB at 75 (citing Hr’g Tr. at 41:22-42:11, 

48:15-49:2, 83:17-25, 84:20-85:4, 260:8-261:2); RRB at 31 (citing High Tech Med., 49 F.3d at 

1555; Telemac Cellular Corp. v. Topp Telecom, Inc., 247 F.3d 1316, 1330 (Fed. Cir. 2001)).  

Specifically, Samsung refers to a series of tests performed by Dynamics’ employee, Mr. Workley, 





 
 

 92  

 Samsung, however, has presented additional information as to both parties’ test methods 

and results; and it demonstrates that at least one DI Product is operable as claimed.  Dr. Apsel 

testified that she tested samples of each DI Product against sixteen different magnetic stripe 

readers.  RX-1675C at Q/A 200; RDX-1065C.  Of these, Dr. Apsel reports that no data was 

successfully communicated to fifteen of them, but a complete Track 1 data set was communicated 

using the MagTek 21040145 reader and the CIBC product.  RX-1675C at Q/A 202-203; RDX-

1065C.  Interestingly, Dr. Apsel notes that this is the same reader model used by Mr. Zatkovich 

(RX-1675C at Q/A 202)—assumedly serving as the basis of Mr. Zatkovich’s statement that “I 

performed such an act in my analysis of the Dynamics products and recorded my results, which 

showed the card reader reading track 2 data multiple times” (CX-1199C at Q/A 94). 

 In conclusion, Dr. Apsel surmises “[t]hey suggest to me that the read-heads in the MagTek 

21040145 are unusually sensitive.”  RX-1675C at Q/A 204.  This is a reasonable conclusion.  Dr. 

Apsel continues, “[b]ut more importantly, they confirm that the DI Products are not operable to 

communicate from outside the reader.”  Id.  This is not as reasonable.  Clearly, the evidence 

supports finding that one product, the CIBC card, is operable with at least one brand of magnetic 

stripe reader, the MagTek 21040145.  As the claim does not specify the type of reader, the 

limitation is met for this DI Product.  As to the other DI Products, however, there is no evidence 

that they were similarly operable beyond Mr. Zatkovich’s generalized statements.  CX-1199C at 

Q/A 94.  As mentioned, this is insufficient. 

 As to Samsung’s arguments that no product should be deemed “operable” because of their 

intended use inside a card reader (see RIB at 71-75, 78), this is a claim construction issue which 

necessarily ties operability to designer intent and has not been sufficiently briefed (see generally 

id. (failing to discuss intrinsic and extrinsic evidence)).  To the contrary, a plain and ordinary 
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meaning for “operable to” as in claim 1 of the 100 patent would simply be “can be operated to.”  

The testing from Dr. Apsel and Mr. Zatkovich were designed specifically to answer this practical 

question; and did, in the affirmative for one product and negative for the other three. 

 As to Samsung’s arguments that use of an “intermediary” foreign metal object to trigger 

the emission of the electromagnetic field is an improper “modification” (see RIB at 75-76), this is 

not persuasive.  Use of such an object outside a reader is no more a modification than the use of 

metal in a magnetic read-head to trigger the emission during an inside-the-reader swipe.  CX-

0155C at *30  

 

 Hr’g Tr. at 43:14-47:5.  In this way, 

the device did exactly as it was intended to do.  See RIB at 78 (citing High Tech Med., 49 F.3d at 

1555; Hap Corp. v. Heyman Mfg. Co., 311 F.2d 839, 843 (1st Cir. 1962))).  Moreover, the 

limitation makes it clear that it is “the circuit” which must be “operable.”  100 patent at cl. 1.  No 

part of “the circuit” is modified by holding or waving a bottle opener, for example, next to the 

card. 

 Accordingly, practice of the limitation has been shown for the CIBC product, but no others. 

2. Claim 6 

For reference, claim 6 of the 100 patent requires: 

6. The device of claim 1, further comprising a display operable to display a virtual 
card. 

100 patent at cl. 6.  For this claim, Dynamics argues it is practiced by the Emirates NBD “because 

it includes an E-ink display having a resolution of 256 x 256 pixels.”  CIB at 54 (Citing CX-1199C 

at Q/A 95; CX-1198C at Q/A 82-83).  In Dynamics’ reply brief, it adds that the display “is capable 

of displaying various graphics, including text representing a card number, cardholder’s name, and 
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graphics including a VISA or MasterCard logo, balloons, QR codes, buildings, and more.”  CRB 

at 38-39 (CX-1199C at Q/A 95, 126; CX-1198C at Q/A 80-83).  Samsung argues the Emirates 

NBD card only displays text and thus cannot meet the construction for “virtual card” as “visual 

representation of a payment card.”  RIB at 79 (citing RX-1675C at Q/A 212-220); see RRB at 33. 

 The claim is not met.  The simplest means to show practice would be an image of the 

Emirates NBD card displaying a virtual card in its 256x256 pixel display.  Dynamics does not 

provide one, however.  The testimony from Mr. Zatkovich reasoning why a “visual representation 

of a payment card” is possible given the complexity of other types of imagery which have been 

displayed (see CX-1199C at Q/A 95) is not sufficient.  As discussed above, the claim language 

“operable to” in this claim requires the act to take place.  

 With that said, Mr. Zatkovich (not Dynamics) appears to opine, in a discussion of the 545 

patent’s cellular network connectivity, that a “visual representation of a payment card” occurred 

on the display during the October 17, 2019 demonstration between counsel.  CX-1199C at Q/A 

126 (citing CX-0656C).  He points to the 1:47 timestamp, reproduced below: 



 
 

 95  

 

Id. (citing CX-0656C).  This is not a “visual representation of a payment card” however.  It is 

merely the salient information of a payment card in a customized arrangement, with no border 

lines or other markings to invoke the appearance of an object (card or otherwise).  Compare CX-

0656C with CX-1199C at Q/A 122. 

Accordingly, no DI Product has been shown to practice claim 6 of the 100 patent. 

3. Claim 8 

For reference, claim 8 of the 100 patent requires: 

8. The device of claim 1, wherein the circuit is operable to emit a second 
electromagnetic field. 

100 patent at cl. 8.  For this claim, Samsung generally argues domestic industry cannot be shown 

because no witness offered testimony on how it is met, in the Emirates NBD product or any other.  

Dynamics asserted practice of this claim in its pre-hearing brief (CPB at 94) but omitted any 

discussion in its post-hearing brief (see generally CIB; CRB).   

Accordingly, no practice of claim 8 of the 100 patent has been shown. 
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art to the 100 patent under 35 U.S.C. §§ 102(a) and (b).  RIB at 96 n.16; RX-0880.  Dynamics does 

not dispute that these references qualify as prior art.  See generally CIB; CRB. 

1. VivoTech 

Samsung contends claims 1, 4, 8, 12, and 18 are anticipated by VivoTech, which “describes 

an adapter that uses magnetic emulation to communicate from outside of a magnetic stripe reader.”  

RIB at 82.   

As for claim 1 and “a circuit operable to emit an electromagnetic field and to electrically 

couple to, and transmit data to, a read-head located on a magnetic stripe reader,” Samsung states, 

“Dynamics does not dispute that VivoTech discloses this element.”  RIB at 83.  Samsung points 

to VivoTech’s disclosure of a “‘magnetic field-generating element 70 aligned with Track 1 reader 

head 10a and Track 2 reader head 10b of device 2’” (id. (citing RX-0881 at 5:25-29)), with that 

element itself including inner 74 and outer coils 76—i.e., a circuit (id. at 83-84 (citing RX-0881 at 

5:33-36, Fig. 2; RX-1677C at Q/A 130)).  Samsung argues these coils “are operable to couple to 

and communicate data to a read-head of a magnetic stripe reader.”  Id. at 84 (citing RX-0881 at 

2:55-3:6, Abstract, 3:59-65, 6:49-7:9, 8:12-16; RX-1677C at Q/A 131). 

As for “a processor for controlling the circuit,” Samsung first states “Dynamics did not 

dispute this limitation in its Pre-Hearing Brief, and so waived any such contention.”  RIB at 84 

(citing CIB at 95-96).  As to its disclosure, Samsung points to VivoTech’s adapter which “contains 

‘one or more . . . interface processors 24.’”  Id. (citing RX-0881 at 4:41-43).  Samsung argues 

these processors convert data received in one wireless format to the relevant ISO standard format 

for magnetic stripe readers (id. at 85 (citing, inter alia, RX-1677C at Q/A 134-136)), and, if it is 

not these processors specifically, one such processor performing that function must necessarily be 

present (see id. (citing RX-1677C at Q/A 137, 140)). 
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As for “wherein the circuit is operable to communicate the data to the read-head while 

located outside of the magnetic stripe reader at a distance of at least a quarter of an inch from the 

read-head,” Samsung explains, “VivoTech describes ‘an adaptor positioned external to . . . the 

housing of the conventional magnetic stripe card reader device’ and that ‘the adaptor includes 

elements configured to emit a localized magnetic field of sufficient strength to communicate a 

signal through the housing to the head of the magnetic stripe card reader.’”  RIB at 85 (citing RX-

1677C at Q/A 148-160; RX-0881 at 4:59-65, Abstract, 2:55-3:6, 3:36-38, 5:25-29, 6:43-48, 8:1-

16, Figs. 3A-4B; Hr’g Tr. at 806:20-24, 813:7-18, 802:2-11).  Samsung notes the particular quarter 

of an inch requirement would have been a standard thickness of card reader housings in the 2005 

to 2006 timeframe.  Id. at 86 (citing RX-1677C at Q/A 148-151; Hr’g Tr. at 832:12-16; 100 patent 

at 8:35-39). 

Samsung has shown anticipation of claim 1 by VivoTech by clear and convincing evidence 

as alleged above.  The central thrust of VivoTech is not the mere use of an electromagnetic field 

to emulate the swiping of a magnetic stripe payment card, but performing that emulation from 

outside the card reader so as to avoid the “reluctance of merchants to replace their existing POS 

card acceptance systems.”  RX-0881 at 2:40-42, Figs. 1, 3A-4B.  This is also the only potentially 

distinctive feature of claim 1 of the 100 patent.  See 100 patent at cl. 1. 

Dynamics’ opposition is rooted in treating the preamble, “a device,” as limiting.  See CIB 

at 56 (emphasizing “a device” must be limiting), 57 (“VivoTech does not meet the limitations of 

claim 1 because it teaches an adapter that becomes part of the merchant’s reader, and thus does 

not operate outside the reader. . . . Moreover, VivoTech is not a device because VivoTech is a 

system formed from a consumer device and a merchant device that communicate with each 

other. . . .  Because VivoTech does not disclose a standalone device that operates from outside the 
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card reader, it does not anticipate claim 1”); CRB at 41 (“discloses a system in which one of the 

components becomes part of the merchant’s reader, and does not teach a standalone device 

operable to communicate from outside a reader, as required by claim 1.”).  As determined above, 

however, “a device” is not limiting, so it does not distinguish prior art that otherwise clearly teaches 

every element of the claim. 

Accordingly, Samsung has shown that VivoTech anticipates claim 1 of the 100 patent. 

As for claim 4 and “wherein the device is a portable telephonic device,” Samsung contends 

“[t]he claim does not limit the ‘portable telephonic device’ to a single physical object” and “the 

combination of VivoTech’s adapter and the cellular phone shown in Figure 1, which together 

communicate payment data to a magnetic stripe reader, is a device.”  RIB at 86-87.  Thus, the 

combined device includes a portable telephone and is thus “a portable telephonic device.”  Id. at 

87. 

Here, Samsung is not persuasive.  VivoTech teaches an adapter that sits between a 

traditional merchant card reader and a customer’s portable electronic device.  See, e.g., RX-0881 

at Figs. 1, 3A-4B, Abstract, 3:55-65.  VivoTech does not teach an adapter integrated into the 

portable electronic device, or vice versa; and just as Samsung has argued the adapter does not 

become part of the card reader when placed adjacent thereto (see RRB at 34-35; RX-0881 at Fig. 

1), the customer’s cellphone does not become part of the adapter when it is placed on the adapter’s 

“C-pod” (see RIB at 87; RX-0881 at 4:8-15, Fig. 1).  Rather, the card reader and portable electronic 

device are the environment in which the adapter is expected to function.  See Silicon Graphics, 

607 F.3d at 795 (holding that a Microsoft Windows operating system, otherwise necessary for 

rasterizing under the claim limitation “processor that rasterizes,” was simply part of the 

environment for accused software to operate).    
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Accordingly, Samsung has not shown that VivoTech anticipates claim 4 of the 100 patent. 

As for claim 8 and “wherein the circuit is operable to emit a second electromagnetic field,” 

Samsung claims “[t]his element is undisputed.”  See RIB at 87.  VivoTech includes two coils 74 

and 76 which emit separate electromagnetic fields of varying strength.  See id. (citing RX-0881 at 

6:49-7:2, 5:33-36; CX-1204C at Q/A 81).  Dynamics does not, in fact, dispute this.  See CIB at 60; 

CRB at 41. 

Accordingly, Samsung has shown that VivoTech anticipates claim 8 of the 100 patent. 

As for independent claim 12, the parties effectively treat it the same as independent claim 

1, with Dynamics’ opposition again based on treating the preamble as limiting.  CIB at 61 (“The 

only difference between claim 1 and claims 12, other than removing the one-quarter inch element 

from the read-head requirement, is that claim 12 is directed to a portable telephonic device.”); 

CRB at 41; RIB at 87-88; RRB at 38.  And again, as determined above, the preamble is not limiting.  

Accordingly, Samsung has shown that VivoTech anticipates claim 12 of the 100 patent. 

As for claim 18 and “further comprising a second circuit operable to emit a second 

electromagnetic field,” it is present in VivoTech, based on the inner 74 and outer coils 76 discussed 

above in connection with claim 8.  RIB at 88 (citing RX-0881 at 5:33-36, 6:49-72).  Dynamics 

does not dispute this.  See CIB at 61; CRB at 41. 

Accordingly, Samsung has shown that VivoTech anticipates claim 18 of the 100 patent. 

2. Doughty 

Samsung contends claims 1, 4, 8, 12, and 18 are anticipated by Doughty, which “describes, 

among other things, integrating a magnetic emulator into a telecommunication device.”  See RIB 

at 88-95.   

As for claim 1 and “a circuit operable to emit an electromagnetic field and to electrically 

couple to, and transmit data to, a read-head located on a magnetic stripe reader,” Samsung first 
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asserts “Dynamics did not dispute this element in its Pre-Hearing Brief.”  RIB at 88 (citing CPB 

at 96).  Samsung points specifically to Doughty’s disclosures of a magnetic field generator meant 

to emulate the signal from a swiped magnetic stripe card.  See id. at 88-90 (citing, inter alia, RX-

0283 at [0010], [0053], [0040]; RX-1677C at Q/A 232-233).   

As for “a processor for controlling the circuit,” Samsung also claims this element is “not 

disputed” in Doughty.  RIB at 90 (citing CPB at 96).  Samsung points to a “control circuit 554,” 

as to which Doughty discloses “may be part of the device processor.”  Id. (citing RX-0283C at 

[0053], Fig. 5B; RX-1677C at Q/A 234-235). 

As for “wherein the circuit is operable to communicate the data to the read-head while 

located outside of the magnetic stripe reader at a distance of at least a quarter of an inch from the 

read-head,” Samsung points to Doughty’s disclosures of its emulator integrated into personal 

communication devices and other items such as jewelry, watches, key rings, and the like, and 

reasons: 

[T]hat, in order for Doughty’s magnetic field generator to be integrated into such 
objects and devices, the magnetic field generator must necessarily be capable of 
communicating data to a read-head from outside of a magnetic stripe reader, as 
many of the personal objects and devices described by Doughty, such as rings, 
watches, eye glasses, PDAs and cellular phones cannot fit inside the trough of a 
magnetic stripe reader. 

Id. at 91 (citing RX-1677C at Q/A 236); RRB at 38 (citing RX-0283 at [0008], [0010], [0021], 

[0040], [0048], [0053]-[0054], Fig. 5B); id. at 38-39 (“But while Doughty certainly discloses 

swipeable embodiments such as a card embodiment, it also discloses non-swipeable embodiments, 

as discussed above.”).  According to Samsung, if these devices integrated with magnetic emulators 

cannot fit within the trough of a card reader, they must “be capable of communicating data to a 

read-head from a distance of at least a quarter of an inch from the read-head.”  RIB at 91 (citing 

RX-1677C at Q/A 237). 
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 Samsung has met its burden on all but the last limitation.  It is undisputed that Doughty 

does not explicitly disclose outside-the-reader communication with a magnetic stripe card reader 

read-head.  Rather, Samsung pieces together a variety of disclosures to infer this feature is taught, 

essentially under an inherency theory.  Specifically, Samsung points to a magnetic field generator 

placed on a “device,” along with many other communicative features/protocols, with that “device” 

then “integrated” into any number of portable items such as “a personal communication device, 

such as a personal data assistant (PDA), a telecommunications device, a pager, a computer and an 

electronic mail transceiver . . . a personal device/belonging, such as a watch, a jewelry, a key ring, 

a tag and eye glasses, etc.”  RX-0283 at [0048].   Then, based on commonly understood dimensions 

of those items, Samsung asserts they would not fit within the trough of a card reader for swiping.  

RIB at 90-91; RX-1677C at Q/A 236.  Thus, according to Samsung, the non-swipeable nature of 

these items must mean the magnetic field generator (through its inclusion in the “device”) 

functions from an outside-the-reader position, thereby satisfying the limitation.  RIB at 90-91; 

RRB at 38-41; RX-1677C at Q/A 236. 

 The central problem with Samsung’s theory is that when Doughty actually describes the 

details of its magnetic field generator, it does so with two competing embodiments:  spatial-based 

encoding of a programmable magnetic stripe, and a time-varying magnetic signal.  See RX-0283 

at [0010], [0040], [0043], [0052], [0053], Figs. 5A, 5B.  It is undisputed that the former must be 

swiped through a card reader as with a traditional payment card (CIB at 58; RX-0283 at [0054]; 

see RRB at 38-39), and Doughty expressly discloses the latter as being designed for inside-the-

reader operation both in terms of signal composition and coil placement: 

Now referring to FIG. 5B, a block diagram of a programmable magnetic stripe 550 
(308 FIG. 3) using a single induction coil 552 for sending emulated time-varying 
magnetic stripe data to a magnetic card reader directly from the on-card controller 
in accordance with another embodiment of the present invention is shown. The 
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programmable magnetic stripe 550 (308 FIG. 3) includes a magnetic stripe 502, a 
single inductive coil 552 and a control circuit 554. The magnetic stripe 502 contains 
one or more sets of magnetic data cells 504-516. For example, magnetic stripe 502 
will typically contain three tracks or sets of magnetic data cells 504-516. The long 
inductive coil 552 is mounted immediately beneath the entire length of the magnetic 
stripe 502 and its corresponding binary magnetic data cells 504-516 such that a 
time-varying signal can be transmitted to the heads of the magnetic card reader as 
the card is swiped through the reader. The data rate is determined based on the 
minimum and maximum swipe speeds that standard readers can accommodate. In 
other words, the single inductive coil 552 is long enough for it to be in the physical 
proximity of the card reader heads for the entire time period required to transmit 
the time-varying signal from the card to the card reader. The inductive coil 552 is 
electrically connected to the control circuit 554, which may be integrated into the 
device processor 314 (FIG. 3). By establishing the configuration in this manner, the 
inductive coil 552 can be pulsed with varying currents and current directions so that 
the time-varying data stream of a card being swiped through the reader is emulated, 
thus providing the same magnetic data stream to the reader heads of the magnetic 
stripe reader as would be seen if a card with binary data in multiple spatially 
distributed data cells 504-516 in the magnetic stripe 502 were swiped through the 
reader. This magnetic signal will, therefore, emulate the data that would be 
generated by the swipe of a magnetic stripe card with the desired information 
embedded in the individual data cells 504-516 of the stripe 502. 

RX-0283 at [0053] (emphasis added); CIB at 59.  In view of this passage, it cannot be said Doughty 

clearly and convincingly teaches “wherein the circuit is operable to communicate the data to the 

read-head while located outside of the magnetic stripe reader at a distance of at least a quarter of 

an inch from the read-head,” either expressly or inherently.  Guangdong, 936 F.3d at 1364 (“An 

element may be inherently disclosed only if it is ‘necessarily present,’ not merely probably or 

possibly present, in the prior art.”). 

Additionally, both Dynamics and Samsung point out enablement issues with the other’s 

proposed embodiments that are not completely without merit.  See, e.g., CIB at 59 (“Mere 

statements that Doughty’s substrate may be included in a cell phone, jewelry or key ring fail to 

explain how Doughty’s swipeable programmable magnetic stripe can be implemented in a cell 

phone, jewelry or key ring that are not apparently swipeable through the magnetic readers.”); RRB 

at 41 (“Dynamics argues that Doughty must use a swipeable extension, similar to that disclosed 
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by Pitroda. . . . Dynamics never explains how it would even be possible to incorporate an extension 

having the length of a magnetic stripe into something like a key ring or a pair of eyeglasses. Nor 

does Dynamics explain how one would swipe something as large as a computer at a POS 

terminal . . .”).  All of these, however, are overshadowed by Doughty’s complete lack of suggestion 

that its time-varying magnetic field could be used in ways other than swiping—a point all the more 

surprising given a discussion of an unidentified VivoTech product in the background of the art.  

RX-0283 at [0005]. 

Accordingly, Samsung has not shown that Doughty anticipates claim 1 of the 100 patent, 

nor, due to their dependency, claims 4 and 8.  As to independent claim 12, the parties largely treat 

it the same as independent claim 1.  CIB at 61; RIB at 94; see CRB at 41-43.  Accordingly, 

Samsung has not shown that Doughty anticipates claim 12 of the 100 patent, nor, due to its 

dependency, claim 18. 

3. VivoTech in combination 

Samsung contends claims 1, 4, 6, and 12 are obvious in light of VivoTech and various other 

references.  See RIB at 95-99.  Anticipation is the “epitome of obviousness,” so claims 1 and 12 

are necessarily obvious in view of VivoTech.  In re Kalm, 378 F.2d 959, 962 (C.C.P.A. 1967). 

As to claim 4, “wherein the device is a portable telephonic device,” Samsung argues “Mr. 

Lipoff explains that it would have been obvious to incorporate the functionality described by 

VivoTech into a portable telephonic device in view of U.S. Patent No. 7,097,108 (‘Zellner’) and/or 

Pitroda.”  RIB at 96 (RX-1677C at Q/A 162-178).  More specifically, Samsung argues “Pitroda in 

particular shows that a POSITA would have understood there are two general approaches, the 

standalone adapter used by VivoTech, and the approach of putting an emulator directly into a 

phone, obviating the need for an adapter.”  Id. (citing RX-1677C at Q/A 167); see id. at 96-97 

(citing RX-0878 at 2:3-6, 4:37-52, 7:23-25, 11:11-39, Figs. 20, 21).  The latter, according to 
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Samsung, provides the benefit of not needing to rely on a merchant to have acquired VivoTech’s 

adapter, and would be “‘the mere application of a known technique to a piece of prior art ready for 

the improvement.’”  See id. at 96-97 (citing RX-1677C at Q/A 167-169; KSR, 559 U.S. at 417).  

Aside from Pitroda, and in response to argument from Dynamics, Samsung disputes that Zellner 

“discloses an encoder that programs a separate card, not an emulator.”  Id. at 97 (citing RX-0880 

at 5:35-39). 

The evidence does not rise to a clear and convincing case of obviousness.  Although the 

scope and content of the prior art discloses the various elements of claim 4, Samsung has not 

provided a persuasive benefit or motivation to include the magnetic emulator of VivoTech—

designed to communicate while outside a card reader—with a portable telephone.  Samsung argues 

“a POSITA would have been motivated to make such a modification so that a customer who 

desired to use his or her portable telephonic device to complete payment transactions would not 

need to rely on a merchant having purchased VivoTech’s adapter.”  RIB at 96.  But Pitroda’s 

device already solves this problem by combining a magnetic emulator with the customer’s personal 

electronic transaction device (e.g., a wireless telephone).  See, e.g., RX-0878 at 1:42-55 (“RF 

proximity chip cards are slowly replacing the magnetic stripe card for use in financial transactions 

. . . .”), 3:21-48 (“One potential hurdle for the widespread adoption of electronic transaction 

devices such as Universal Electronic Transaction Cards and similarly configured PDA’s and 

wireless telephones is compatibility with the existing infrastructure of magnetic card readers.”).  

Pitroda also allows for independence from merchant equipment by placing the emulator in a 

“reader insertable portion” of the device housing (i.e., not outside-the-reader communication).  

RX-0878 at 3:57-59, 4:37-52, Fig. 2.  To the extent Zellner also discloses integrating a magnetic 

emulator with wireless telephone, it too already solves the problem.  Samsung’s briefing mentions 
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no other possible benefits or motivations to make the combination.  See RIB at 96-97; RRB at 42-

43. 

Mr. Lipoff, Samsung’s expert, opines “if VivoTech’s magnetic field-generating element 

were integrated into a cellular phone, a customer who wanted to use the phone to complete 

payment transactions would not need to rely on a merchant having purchased VivoTech’s adapter.”  

RX-1677C at Q/A 168.  Again, this problem—relying on merchant infrastructure—is already 

solved by Pitroda and Zellner.  Their portable, personal electronic devices bring magnetic 

emulation with them. 

Mr. Lipoff also offers, “VivoTech describes a standalone adapter because that was the 

business of VivoTech, Inc.  But a POSITA reading VivoTech would have realized that putting the 

emulator directly into a phone is a viable and potentially better alternative, particularly if you are 

in the cell phone business.”  RX-1677C at Q/A 173.  A “potentially better alternative” is 

exceptionally vague and not particularly probative or persuasive. 

Mr. Lipoff further testifies “[t]he cell phone disclosed by VivoTech already had the ability 

to communicate payment card information using various wireless protocols.  Providing it with the 

additional ability to communicate directly with magnetic stripe readers, without the need for an 

adapter, expands the utility of this payment functionality and the number of places where it can be 

used.”  RX-1677C at Q/A 174.  Again, communicating directly with a magnetic stripe reader 

without the need for a merchant adapter is already covered by Pitroda and Zellner. 

So there is a crucial gap between the claimed invention and the prior art:  a reason for a 

person of ordinary skill to incorporate, specifically, VivoTech’s outside-the-reader magnetic 

emulation capabilities into a cellular phone (RX-1677C at Q/A 178) that already has a swipeable 

emulator as in Pitroda and Zellner.  A clear and convincing case of obviousness cannot be made 
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without closing this gap.  KSR, 550 U.S. at 399 (“The proper question was whether a pedal designer 

of ordinary skill in the art, facing the wide range of needs created by developments in the field, 

would have seen an obvious benefit to upgrading Asano with a sensor.”).   

Testimony or other evidence showing that a POSITA might view the emulator adapter of 

Pitroda as deficient for some reason (e.g., appearance, technical feasibility, information security, 

etc.) could supply the missing piece, but none is cited for this theory.  Indeed, the benefit which 

VivoTech attributes to its outside-the-reader communication (outside-the-reader communication 

leaves the card reader slot open for other customers’ conventional cards) would not apply to 

Samsung’s proposed combination: 

In accordance with one embodiment of the present invention, the adaptor includes 
an inductor capable of generating a magnetic field of sufficient power to couple 
with a head of a magnetic stripe card reader through the housing of the reader 
device. In this manner, the adaptor can be positioned external to the reader device, 
leaving the slot of the reader accessible for conventional interactions with magnetic 
stripe cards. 

RX-0881 at Abstract (emphasis added); 

An adaptor in accordance with the present invention allows a conventional 
magnetic stripe card POS reader to receive information from contact-based or 
wireless sources while maintaining the concurrent ability of the reader to interact 
with a magnetic stripe card. In accordance with one embodiment of the present 
invention, the adaptor includes an inductor capable of generating a magnetic field 
of sufficient strength to couple through the housing of the reader device, with a 
head of a magnetic stripe card reader. Selective inductive communication with 
individual heads of the reader device may exploit their differing sensitivity to 
external magnetic fields generated by the adaptor. In this manner, the adaptor can 
be positioned external to the reader device, leaving the slot of the reader accessible 
for conventional interactions with magnetic stripe cards. 

id. at 2:51-65 (emphasis added); 

An adaptor in accordance with the present invention allows a conventional 
magnetic stripe card reader to interact with other media such as RF proximity chip 
cards and Infra-Red while retaining the continuous ability to receive a magnetic 
stripe card. In accordance with one embodiment, the adaptor includes an adaptor 
positioned external to, and affixed to the housing of, the conventional magnetic 
stripe card reader device. The adaptor includes elements configured to emit a 
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localized magnetic field of sufficient strength to communicate a signal through the 
housing to the head of the magnetic stripe card reader. 

id. at 3:55-65 (emphasis added). 

 Admittedly, the secondary evidence of non-obviousness has only a weak nexus to the 

claims.  See CIB at 65-68; RRB at 46.  According to Dynamics, the crucial element supporting 

such secondary evidence is “communicat[ing] the data . . .  while located outside of the magnetic 

stripe reader,” but testing of that feature was only successful using a single card and a single reader, 

and only for one track of data, and required an adjacent bottle opener.  See RX-1675C at Q/A 202-

203; RDX-1065C.  Nonetheless, considering all the Graham factors, Samsung has not 

demonstrated the obviousness of claim 4. 

As to claim 6, requiring “a display operable to display a virtual card,” Samsung argues it 

was well known in 2008 and is expressly disclosed in both Zellner and Pitroda.  See RIB at 98 

(citing RX-1677C at Q/A 179-188; RX-0880 at 10:63-11:8, 1:53-59, 2:35-43, 2:53-59, 6:1-8, 7:17-

21, Figs. 2A, 3A, 12; RX-0878 at 2:11-17, 1:55-59).  Samsung continues, “a POSITA would have 

been motivated to combine these teachings from Zellner or Pitroda with VivoTech, as such images 

would make it easier for users to identify and select the right card for a particular transaction, and 

that such a combination was within the skill of [a] POSITA and would yield predictable results.”  

Id. (citing RX-1677C at Q/A 182-184; KSR, 550 U.S. at 416). 

Samsung’s theory is not persuasive, largely because the scope and content of the prior art 

do not clearly teach all claim elements.  Although VivoTech discloses a “display region 21” on its 

“C-pod portion 16” (RX-0881 at 4:28-40), Samsung does not allege it would have been obvious 

to display a virtual card there.  Instead, Samsung argues it would have been obvious “to display 

virtual cards on the display of the cellphone” which a customer would place upon the C-pod to 

initiate a transaction.  RIB at 98 (emphasis added); RX-1677C at Q/A 183; see RX-0881 at Fig. 1.  
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Doing so would not meet claim 6, however, because the claimed “device” is the VivoTech 

adapter—and not the cellphone or card reader.  It bears repeating that just as Samsung argues the 

adapter does not become part of the card reader when placed adjacent thereto (see RRB at 34-35; 

RX-0881 at Fig. 1), the customer’s cell phone does not become part of the adapter when it is placed 

on the “C-pod” (see RIB at 87; RX-0881 at 4:8-15, Fig. 1).  These are merely the features of the 

environment in which VivoTech is expected to operate. 

As an alternative, Samsung contends the combination can also be considered as “a 

cellphone that has been integrated with VivoTech’s magnetic field-generating element.”  RIB at 

98; RX-1677C at Q/A 183.  This approach seems to assume claim 4 (“wherein the device is a 

portable telephonic device”) has already been accepted.  As determined above, however, Samsung 

has not shown with clear and convincing evidence that it would have been obvious to put 

VivoTech’s outside-the-reader emulator in a portable electronic device. 

So the scope and content of the prior art fall significantly short of demonstrating 

obviousness, and there are substantial differences between the claimed invention and the prior art.  

And although, again, the secondary indicia of non-obviousness lack a solid nexus to the claims, 

overall Samsung has not shown the obviousness of claim 6 by clear and convincing evidence. 

4. Doughty in combination 

Samsung contends claims 1, 6, and 12 are obvious in light of Doughty in combination with 

various other references.  See RIB at 99-102; RRB at 44-46.  Although Samsung tersely asserts 

that “to the extent claim 1 is obvious” in view of Doughty combined with other references, “so is 

claim 4,” this assertion only appears in its reply brief.  RRB at 45.  Dynamics therefore did not 

have an opportunity to rebut it, and it will not be considered further. 

With respect to claim 1, the scope and content of the prior art are noteworthy, because 

Doughty discloses all limitations except outside-the-reader communication.  Samsung argues that, 
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for Doughty, “the only thing necessary to communicate with a read-head from outside the reader 

is a strong enough magnetic field,” which is a simple matter of increasing the supplied current.  

RIB at 99-100 (citing, inter alia, RX-1677C at Q/A 50-56, 244; Hr’g Tr. at 796:7-10); RRB at 44-

45.  Samsung further argues “it would have been obvious to incorporate the functionality of 

VivoTech’s magnetic field-generating element in Doughty’s devices so that they do not require a 

swipeable or insertable extension.”  RIB at 100 (citing RX-1677C at Q/A 245-247).  Additionally, 

Samsung disputes that Doughty’s discussion of a VivoTech product amounts to teaching away, as 

its disparagement was focused on the standalone adapter-aspect of VivoTech, not the outside-the-

reader capability.  Id. (citing RX-0283 at [0005]); RRB at 45. 

Samsung has established a clear and convincing case of obviousness.  Doughty discloses 

that its magnetic field generator 208 “can be mounted on the substrate or disposed within the 

substrate” of a device 302, which itself “may be integrated into a personal communication device, 

such as a personal data assistant (PDA), a telecommunications device, a pager, a computer and an 

electronic mail transceiver, etc.” (RX-0283 at [0048]); and while Doughty only teaches swiping 

its magnetic emulator coil inside the reader, its background discussion of VivoTech would inform 

or at least lead a person of ordinary skill in the art to VivoTech’s outside-the-reader communication 

using the same coil (RX-0283 at [0053]; RX-0881 at 5:32-53).   

Importantly, and unlike the discussion of obviousness with VivoTech as the base reference, 

Samsung has provided a motivation for incorporating VivoTech’s outside-the-reader 

communication into the personal communication device of Doughty.  Samsung argues “it would 

have been obvious to incorporate the functionality of VivoTech’s magnetic field-generating 

element in Doughty’s devices so that they do not require a swipeable or insertable extension.”  RIB 

at 100 (citing RX-1677C at Q/A 245-237).  This is persuasive on its own (see, e.g., RX-0878 at 
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Fig. 20) and further supported by Doughty’s disparagement of use of an adapter between a 

customer’s personal device and the merchant: 

Similarly, one developer, ViVOTech, Inc., places a fixed bridge in the magnetic 
stripe reader that is capable of receiving radio frequency (“RF”) data and then 
emulates the feed of data into the magnetic stripe reader via RF to complete the 
transaction without requiring physical contact of the card with the reader. Both of 
these technologies require either a fixed or mobile adaptor to be added to the card-
reader infrastructure to enable data to be read from the card. While this is possible, 
it is still a modification to the world-wide infrastructure that is undesirable for 
unfettered use of the card. The use of such a bridge is cumbersome, adds cost and 
reduces reliability. In addition, this method also does not incorporate authentication 
of the user to provide protections against skimming or use by unauthorized 
individuals.   

RX-0283 at [0005].  After all, the point of VivoTech is to show how to communicate with a 

standard magnetic stripe card reader without having to use the card swipe trough.  RX-0881 at 

2:51-65.  Thus, there is a clear motivation to make the combination. 

 There can also be no real debate that it would have been within the ordinary skill of a 

person in the art.  Both parties’ experts effectively admit that increased current applied to the coil 

is mostly what is needed to create the requisite time-varying electromagnetic signal.  RX-1677C 

at Q/A 50-56, 244; see Hr’g Tr. at 795:10-801:20).  While it is true Dynamics’ expert, Mr. 

Zatkovich, qualified his response with “[y]es, and to the extent that that is only one of several 

factors needed to successfully transmit card data outside of a reader” (Hr’g Tr. at 801:8-10), he 

does not mention what those factors might be or claim they are outside the skill of an ordinary 

person in the art.  19 C.F.R. § 210.37(a) (“The proponent of any factual proposition shall be 

required to sustain the burden of proof with respect thereto.”).  VivoTech itself explains how 

communicating between more and less sensitive read-heads from outside a reader is simply a 

matter of creating more and less powerful magnetic fields.  See RX-0881 at 6:49-7:27.   

 Dynamics’ other points of opposition are not persuasive.  The topic is not addressed at all 

in its initial brief.  See CIB at 64.  In its rebuttal, Dynamics refers to a U.S. Patent Office Notice 



 
 

 112  

of Allowance (see CRB at 44 (citing “Notice of Allowance at 2-3”); id. at 40 (citing EDIS Doc. 

ID 727694)) which is not in the record.  Dynamics also views Doughty as teaching away from 

outside-the-reader communication.  Id. at 44 (citing, generally, RX-0283).  Not so.  As explained, 

Doughty criticizes use of an inter-device adapter, not outside-the-reader communication.  RX-

0283 at [0005]. 

 Dynamics’ discussion of secondary considerations of non-obviousness do not disturb the 

above findings.  Dynamics contends the commercial success of its own products is due to their 

“primary feature” of communicating outside the reader (CIB at 65), yet the cited evidence consists 

of testimony from its technical expert, Mr. Zatkovich, simply repeating this point and then the 100 

patent itself (see id.).  Moreover, as noted, outside-the-reader communication involves the kludge 

of the claimed invention combined with a nearby metal object, and is hardly a “primary” feature 

that led to any kind of commercial success.  There is simply no merit to Dynamics’ claim that 

“[t]his feature is key to Dynamics’ success” (CIB at 66), nor to the claim that Samsung’s massive 

phone sales evidence the same (id. (citing CX-1204C at Q/A 147)). 

Dynamics’ reference to the licensing of its entire patent family fares similarly, with no 

demonstrated connection to outside-the-reader functionality.  CIB at 65 (citing, inter alia, CX-

1197C at Q/A 52-54).  For example, Dynamics argues it  

 

  Id. at 66 (citing CX-1203C at Q/A 36).  But, as noted, this is 

inconsistent with the technical prong evidence of record, nor is it clear why a practical 

demonstration would be needed to incentivize licensing this patent.  

 Dynamics’ claims of long felt need (see CIB at 66-67) are similarly unpersuasive.  

Dynamics refers to testimony from Mr. Zatkovich, who cites but does not discuss various news 
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articles.  Id. (citing CX-1204C at Q/A 149-151; CX-0299; CX-0300; CX-0301; CX-0302; CX-

0303; CX-0304).  A review of the first three (CX-0299; CX-0300; CX-0301) reveals no discussion 

of outside-the-reader communication, except for technical FAQ on the accused apparatus from 

Samsung, and certainly no suggestion of long felt need.  And again, Dynamics’ claim that the 100 

patent solved the need because Dynamics “developed devices that emit a magnetic field strong 

enough to communicate successfully with a read-head both within and from outside a card reader” 

(CIB at 67 (citation omitted)) is dubious given the technical prong evidence of record.   

 Dynamics’ claims of praise by others and copying are not persuasive for the same reasons.  

That Dynamics’ products have not been shown to reliably communicate outside-the-reader (RX-

1675C at Q/A 202-204; RDX-1065C), and even have to be “tricked” into operating this way with 

a foreign piece of metal (Hr’g Tr. at 41:22-42:11), seriously undercuts any idea that the products 

were copied or praised for their outside-the-reader abilities.  Indeed, Dynamics does not even 

allege that the copying or praise was for this ability—as opposed to its magnetic emulation 

technology generally.  See CIB at 67-68. 

Accordingly, in view of the Graham factors Samsung has shown claim 1 of the 100 patent 

to be obvious in light of Doughty in combination with VivoTech. 

As for claim 6, requiring, “a display operable to display a virtual card,” Samsung argues 

the types of personal communications devices disclosed in Doughty, and which would contain the 

magnetic field generator, included PDAs and cellphones—known to “easily display virtual cards, 

and it would have been obvious to use them for that purpose” in light of prior art references Zellner 

and Pitroda.  RIB at 100-101 (citing, inter alia, RX-1677C at Q/A 253-257; RX-0283 at [0048]; 

RX-0880 at 1:53-59, 2:35-43, 2:53-59, 6:1-8, 7:17-21, 10:63-11:8, Figs. 2A, 3A, 12; RX-0878 at 

1:55-59, 2:11-17); RRB at 45-46.  As for motivation, Samsung contends “such images would make 
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it easier for users to identify and select the right card for a particular transaction,” and would 

constitute a predictable result.  RIB at 101 (citing RX-1677C at Q/A 182-184, 255-256). 

Samsung has shown the obviousness of claim 6, principally because the differences 

between the claimed invention and the prior art are minimal.  Zellner, for example, shows the 

limitation clearly in the display of a personal communications device, such as that described in 

Doughty.  RX-0880 at Fig. 12, 4:5-7 (“Fig. 12 illustrates a personal digital assistant including a 

full size credit card image according to various embodiments of the present invention.”).  

Samsung’s expert, Mr. Lipoff, has also provided a persuasive motivation to include this feature in 

a personal device with an outside-the-reader magnetic emulator; namely, it makes it easier to 

identify which card is being used for a particular transaction as if the user was “leafing through 

cards in their wallet.”  RX-1677C at Q/A 182.  Additionally, Zellner itself discloses the images 

can be used in circumstances “where a clerk or other individual obtains credit card information 

from the image of the credit card” or “where the image of the credit card and/or magnetic stripe 

information is used to obtain credit card information by a card reader.”  See generally RX-0880 at 

6:27-50.   

Dynamics’ opposition is either misplaced (CIB at 64 (arguing Doughty does not disclose a 

sophisticated enough display)) or incorrect (id. (arguing Zellner does not teach a display as recited 

at all); id. at 64-65 (arguing Zellner does not teach emulation through a magnetic field and thus 

would not be combined); see CRB at 45).  Further, the secondary considerations of non-

obviousness presented by Dynamics are not tailored to claim 6, and as noted lack nexus even to 

claim 1, and are thus of little probative value.  See CIB at 65-68; CRB at 45; In re GPAC, 57 F.3d 

at 1580; Merck, 808 F.3d at 837. 
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Accordingly, Samsung has shown claim 6 of the 100 patent to be obvious in light of 

Doughty, VivoTech, and Zellner. 

As for independent claim 12, and its outside-the-reader limitation, Samsung refers to its 

discussion of claim 1.  RIB at 101; RRB at 46.  As determined above, Samsung has presented a 

clear and convincing case of obviousness for this limitation and claim.  Dynamics does not discuss 

the claim in either of its briefs, apparently relying on its discussion of claim 1.  See CIB at 62-68; 

CRB at 43-45. 

Accordingly, Samsung has shown claim 12 of the 100 patent to be obvious in light of 

Doughty and VivoTech. 

5. 35 U.S.C. § 112, ¶ 2 (Enablement) 

Samsung advances a theory of invalidity under 35 U.S.C. § 112 for lack of enablement 

against claims 1, 4, 6, and 8.  RIB at 102.  Samsung contends the distance element in the limitation 

“wherein the circuit is operable to communicate the data to the read-head while located outside of 

the magnetic stripe reader at a distance of at least a quarter of an inch from the portable telephonic 

device” “has no upper bound,” and both parties’ experts agree the specification does not enable a 

person of ordinary skill to achieve the entire claimed range.  Id. (citing CX-1204C at Q/A 119-

120; RX-1677C at Q/A 360-364); RRB at 48-49.  In fact, Dynamics’ expert does not concede this 

point, and instead persuasively argues those of ordinary skill would understand the environment 

in which card readers are used is less than several feet (because, for instance, nobody pays from 

across a room).  CX-1204C at Q/A 120.  That is, even assuming that Samsung’s enablement 

challenge presents a question of claim construction, the claims are not so open-ended that they 

encompass operation “miles from the read-head,” as Samsung’s expert assumes.  RX-1677C at 

Q/A 362 (citing 100 patent at 2:2-6); see Andersen Corp. v. Fiber Composites, LLC, 474 F.3d 

1361, 1376-77 (Fed. Cir. 2007) (citing Scripps Clinic & Research Found. v. Genentech, Inc., 927 
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F.2d 1565, 1572 (Fed. Cir. 1991) (“Open-ended claims are not inherently improper; as for all 

claims their appropriateness depends on the particular facts of the invention, the disclosure, and 

the prior art. They may be supported if there is an inherent, albeit not precisely known, upper limit 

and the specification enables one of skill in the art to approach that limit.”)).  Nor does Samsung 

even bother to address the Wands factors.  See 585 F.2d at 737; RIB at 102; RRB at 48-49.   

Accordingly, the claims of the 100 patent have not been shown to be invalid for lack of 

enablement. 

6. 35 U.S.C. §§ 102(f), 116 (Improper Inventorship) 

Finally, for the 100 patent, Samsung argues “[t]he ’100 patent is invalid and unenforceable 

under 35 U.S.C. §§ 102(f) and 116 due to incorrect inventorship” for improperly naming Bruce 

Cloutier as an inventor.  RIB at 102-103 (citing, inter alia, Gemstar-TV Guide Int’l, Inc. v. Int’l 

Trade Comm’n, 383 F.3d 1352, 1381 (Fed. Cir. 2004)).  Samsung contends that Mr. Cloutier 

“testified unequivocally that he was not an inventor of any of the claims of that patent” (id. at 103 

(citing RX-0006C at 114:12-18, 117:20-118:10, 127:5-10, 129:7-17, 129:24-130:8, 133:3-21, 

166:14-17; 62:6-20, 115:14-16, 116:25-117:8); RRB at 49), and that certain applications filed by 

Dynamics without his name corroborate that testimony (RIB at 103 (citing RX-1617 at [0003]; 

RX-1618 at [0020]-[0021]; RX-0894 at [0009], [0026], [0120])).  

Samsung has not met its clear and convincing burden to show misjoinder.  Vanderbilt Univ. 

v. ICOS Corp., 601 F.3d 1297, 1305 (Fed. Cir. 2010) (“Our precedent has long required proof of 

misjoinder or nonjoinder of co-inventors by clear and convincing evidence”).  The law does not 

require a co-inventor to have contributed to every claim in a patent, or even every limitation in a 

single claim.  Rather, a co-inventor need only contribute to the conception of a portion of any 

claim.  Gemstar-TV Guide Intern., Inc. v. Int’l Trade Comm’n, 383 F.3d 1352, 1381-82 (Fed. Cir. 

2004).   
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So Samsung faces the burden of proving a negative:  that Cloutier did not contribute to the 

conception of any claim of the 100 patent.  Samsung does not even attempt this.  See RIB at 102-

04; RRB at 49.  Rather, it relies principally on the transcript of Mr. Cloutier’s deposition, where 

he was questioned, on a claim-by-claim basis, as to his contributions.  See RX-0006C at 105:10-

127:10.     

To be sure, Mr. Cloutier testified at his deposition that it was his subjective belief he was 

not an inventor of any of claims 1-20.  See id.  But this does not mean his subjective belief was 

correct, and in Solomon v. Kimberly-Clark Corp., the Federal Circuit explained why such 

deposition testimony should be scrutinized with caution: 

Although we understand Kimberly–Clark to contend that the claims are invalid 
under section 102(f) either because Solomon is simply not the true inventor and 
thus should not be named on the patent, or that someone else (Kimberly–Clark 
suggests Solomon's patent attorney) invented the claimed invention and should 
have been joined but was not, both of Kimberly–Clark's assertions fail for the same 
reason: Kimberly Clark relied entirely on Solomon's lack of precision in defining 
her invention in the course of her deposition and the DX13 prototype, rather than 
introducing clear and convincing evidence that someone else was the true inventor. 
While an inventor's statements made during the course of litigation might in some 
circumstances justify a court in concluding that the named inventor “did not himself 
invent the subject matter sought to be patented,” 35 U.S.C. § 102(f), it would 
require much stronger evidence that the named inventor was not the true inventor 
to justify a conclusion of clear and convincing evidence of invalidity. 

216 F.3d 1372, 1381-82 (Fed. Cir. 2000). 

Samsung relies on two provisional applications and one non-provisional publication filed 

before Mr. Cloutier joined Dynamics to corroborate his testimony.  See RIB at 103 (citing RX-

1617 at [0003]; RX-1618 at [0020]-[0021]; RX-0894 at [0009], [0026], [0120]); see generally 

RRB at 49.  Samsung does not explain the contents of these documents, however, beyond simply 

observing that they do not list him as an inventor, nor do they map them to any claim limitations 

of the 100 patent.  See RIB at 102.  And it is hardly surprising that Mr. Mullen was unable to name 
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a single contribution from Mr. Cloutier (RIB at 103; citing CX-1197C at Q/A 35), given the 

relevant events transpired over ten years ago.  See RX-0006C at 18:16-22. 

Accordingly, Samsung has not shown, by clear and convincing evidence, invalidity of any 

claim of the 100 patent for improper inventorship. 

VI. U.S. PATENT NO. 10,223,631 

A. Level of Ordinary Skill in the Art 

A person having ordinary skill in the art of the 631 patent at the time of invention “would 

have:  an undergraduate degree in computer science, electrical engineering, or the equivalent 

(including computer engineering) and at least three years of experience with point of sale systems 

and the use of magnetic fields to convey information.”  Order No. 7 at 7.   

B. Claims-at-Issue 

Claims 1, 4, 6, and 22 of the 631 patent are at issue in this investigation, either through 

allegations of infringement or of the domestic industry technical prong.  See CIB at 76, 80. These 

claims are reproduced below:  

1. An apparatus comprising: 

a structure for receiving manual input; 

a dynamic magnetic stripe communication device; and 

a processor for controlling the dynamic magnetic stripe communication device, 

wherein the dynamic magnetic stripe communication device is operable to 
electrically couple to a payment terminal when the dynamic magnetic stripe 
communication device is located outside and within proximity of the payment 
terminal and to serially communicate first magnetic stripe track data and second 
magnetic stripe track data while electrically coupled to the payment terminal. 

. . . . 

4. The apparatus of claim 1, wherein the apparatus is a portable telephonic device. 

. . . . 
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1. “electrically couple” 

In its briefing, Dynamics does not identify additional terms for construction, except to note 

that “electrically couple” as it is found in the 631 patent should receive the same meaning as in the 

100 patent.  See CIB at 75; CRB at 47.  Samsung agrees.  RRB at 50.  Given the shared 

specification, “electrically couple” in the 631 patent is construed in the same way as in the 100 

patent discussed above. 

2. “an apparatus”  

Samsung argues that the preamble of claim 1, “an apparatus,” is not limiting.  RIB at 104.  

Dynamics makes no argument on this issue in its discussion of claim construction, but argues that 

“apparatus” is limiting in its discussion of invalidity.   See CIB at 74-76, 84; CRB at 47.  For 

support, Dynamics views “apparatus” as providing antecedent basis for usage in dependent claims.  

Id. (citing 631 patent at cl. 4; Pacing Techs., LLC v. Garmin Intern., Inc., 778 F.3d 1021, 1024 

(Fed. Cir. 2015); Eaton Corp. v. Rockwell Intern. Corp., 323 F.3d at 1332, 1339 (Fed. Cir. 2003)).   

As with “device” in the 100 patent, “an apparatus” in claim 1 offers no meaningful 

structural guidance, other than the claimed invention is a tangible item rather than a method or a 

composition of matter.  Its use within all other claims in the patent (there are no other independent 

claims) is merely redundant introductory language, rather than a necessary antecedent basis.  631 

patent at cls. 2 (“The apparatus of claim 1, wherein the apparatus is thicker than a payment card.”), 

4 (“The apparatus of claim 1, wherein the apparatus is a portable telephonic device.”); see id. at 

cls. 3, 5.  In contrast, the preamble at issue in Pacing Techs., cited by Dynamics, was much more 

specific to the invention (“[a] repetitive motion pacing system for pacing a user”) and was 

otherwise “necessary to understand positive limitations in the body of the claims.”  778 F.3d at 

1024; see Summit 6, LLC v. Samsung Elecs. Co., 802 F.3d 1283, 1292 (Fed. Cir. 2015) (discussing 

Pacing Techs and holding the preamble “[a] computer implemented method for pre-processing 
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digital content in a client device for subsequent electronic distribution” was “duplicative of the 

limitations in the body of the claim and merely provides context for the limitations.”).  “Apparatus” 

is by no means “necessary to give life, meaning, and vitality” to any claim of the 631 patent, and 

is therefore not limiting.  Eaton Corp., 323 F.3d at 1339 (citation omitted). 

3. “operable to” 

As noted above, the parties dispute whether software required for MST functionality must 

be present on a device to infringe the asserted claims under the “operable to” claim language.  

While the parties do not discuss any of the claims of the asserted patents individually, the claims 

of the 631 patent do require a hardware-software combination that must perform the described 

function.  Like the 153 patent, claim 1 of the 631 patent is specific as to the type of data the device 

is “operable to . . . serially communicate”; namely, “first magnetic stripe track data and second 

magnetic stripe track data.”  631 patent at cl. 1.  This requisite, standardized format for the data is 

controlled by software.  Claim 6, like claim 6 of the 100 patent, further recites “a display operable 

to display a virtual payment card.”  This too requires particular programming which does more 

than mere activation of the “display.” 

Accordingly, “operable to” in the 631 patent claim limitations discussed above is construed 

to require a hardware-software combination that must perform the described functions. 

D. Infringement 

According to Dynamics’ post-hearing briefing, the use, manufacture, or sale of all Accused 

Products are alleged to infringe claims 1, 4, 6, and 22 of the 631 patent.  CIB at 76.  Of these, claim 

1 is independent and claims 4, 6, and 22 are dependent thereon.  For the reasons discussed below, 

Dynamics has shown infringement of claims 1, 4, 6, and 22 by certain products. 

As with the previous patents, the preliminary issue of whether Samsung’s Accused 

Products infringe at the time of importation needs to be resolved.  As determined above, all asserted 
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claims of the 631 patent require the presence of enabling software.  Because the Galaxy A50, 

Galaxy Note10, and Galaxy Note10+ do not include Samsung Pay at the time of importation, these 

devices do not infringe.  The remaining Accused Products, otherwise including Samsung Pay but 

lacking a registered credit card number, are not barred from infringement on this ground, however. 

Additionally, adjudication of the Hardware-Modified Products and the Software-Modified 

Products is warranted.  As with the previous patents, there is no dispute the Hardware-Modified 

Products do not infringe the 631 patent.  See, e.g., RX-0051C at *5, 13; RIB at 36.    

As to the Software-Modified Products, the above discussion of “operable to” as used in 

claim 1 of the 631 patent does require the device to actually perform the recited function of 

“serially communicate first magnetic stripe track data and second magnetic stripe track data while 

electrically coupled to the payment terminal.”  Thus, elimination of the precise code used to power 

the MST IC is a barrier to that communication and infringement of the claim.  As all asserted 

claims depend from claim 1, the Software-Modified Products do not infringe the 631 patent. 

1. Undisputed Claims 

Samsung does not contest Dynamics’ claims of infringement under claims 4 and 6, apart 

from their dependency on claim 1 for which infringement is disputed.  See RIB at 104-106; RRB 

at 50-51.  In view of the testimony of Mr. Zatkovich that the Accused Products include the limitations 

recited in these claims, and there being no clear disagreement from Samsung as to that fact, the 

Accused Products meet the limitations of these dependent claims as alleged, with the exception of 

claim 6 (requiring software) and the Galaxy A50, Galaxy Note10, and Galaxy Note10+.  See CX-

1199C at Q/A 121-122; CIB at 79-80. 

2. Disputed Claims 

Samsung contests Dynamics’ claims of infringement under independent claim 1 and 

dependent claim 22.  See RIB at 104-106. 
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a. Claim 1 

For reference, claim 1 of the 631 patent requires: 

1. An apparatus comprising: 

a structure for receiving manual input; 

a dynamic magnetic stripe communication device; and 

a processor for controlling the dynamic magnetic stripe communication device, 

wherein the dynamic magnetic stripe communication device is operable to 
electrically couple to a payment terminal when the dynamic magnetic stripe 
communication device is located outside and within proximity of the payment 
terminal and to serially communicate first magnetic stripe track data and second 
magnetic stripe track data while electrically coupled to the payment terminal. 

631 patent at cl. 1.  There are two disputes between the parties as to whether the Accused Products 

meet the limitations of this claim—disputes over “electrically couple” and “serially communicate.”  

These are discussed below.  For those remaining limitations which are not in dispute, the Accused 

Products have been shown to meet them as alleged in view of the testimony of Mr. Zatkovich.  See 

CX-1199C at Q/A 115-119; CIB at 76-78. 

 As to whether the Accused Products “electrically couple,” the parties view this dispute as 

identical to that resolved above in connection with the 100 patent.  RIB at 105; RRB at 50; see 

CRB at 47-48.  Accordingly, the limitation is met in the Accused Products. 

 As to whether the Accused Products “serially communicate first magnetic stripe track data 

and second magnetic stripe track data,” Dynamics argues the  communicated by 

the products “include track 1 data (first magnetic stripe track data) and track 2 data (second 

magnetic stripe track data).”  CIB at 79 (citing CX-1199C at Q/A 120; RX-167[4]C at Q/A 36-37, 

46; RX-1627C at *1).  Dynamics continues,  

 

  Id. (citing CX-1199C at Q/A 120; RX-
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167[4]C at Q/A 36-37, 46; RX-1627C at *1); CRB at 48 (citing, inter alia, Hr’g Tr. at 497:3-

498:22, 504:5-19, 505:5-12).   

 Samsung admits the Accused Products “transmit both track 1 and track 2,” but argues 

“there is no evidence in this Investigation of the Accused Products actually communicating both 

track 1 and track 2 to a payment terminal.”  RIB at 105 (citing RX-1675C at Q/A 157-170).  Rather, 

argues Samsung, “Mr. Zatkovich’s test results show ‘only the communication of Track 2.’”  Id. 

(citing RX-1675C at Q/A 161-163; CX-1199C at Q/A 120).  Samsung views both parties’ experts 

as agreeing that “‘communication requires that the receiver actually receive and understand what’s 

being transmitted.’”  Id. (citing Hr’g Tr. at 259:13-17, 313:11-20; RX-1675C at Q/A 158-160, 

231-232); RRB at 51.  Put another way, Samsung characterizes the Accused Products  

 as “merely an ‘attempt to communicate’” in that the  

 are emitted “in the hope that one of those tracks will be received successfully by the 

reader.”  Id. (citing CIB at 79; RX-1675C at Q/A 344; RX-1684C at Q/A 21-22; RX-0580C at *3; 

RX-0576C at *21; Hr’g Tr. at 588:2-15)).   

 Samsung’s defense implicates a pure question of claim construction:  whether “operable to 

. . . serially communicate” two tracks of magnetic stripe data requires that “the receiver actually 

receive and understand what’s being transmitted.”  RIB at 105 (citation omitted).  Samsung, of 

course, argues that it does.  See id.  Dynamics does not address the question explicitly, and instead 

appears to argue that communication occurs even under Samsung’s proposed construction.  See 

CRB at 48 (“the card reader should process each and every one of the  

 even if the first transmitted track is received successfully”).  Dynamics’ argument is not 

supported by the evidence, however, because its own expert’s testing only showed one track of 

data processed by the reader.  See CX-1199C at Q/A 120.  Samsung’s expert explains that this is 
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normal:  once the payment terminal successfully receives one track of data, it “will generally 

process the received data, complete the transaction, and ignore any other transmissions that 

follow.”  RX-1675C at Q/A 168. 

So Samsung’s arguments must be addressed, because although other terms of this claim 

element were previously construed, this particular term was not.  See Order No. 7 at 28-31.  The 

experts seemingly agree that “communicate” in this context means “transmitted [and] received and 

understood.”  Hr’g Tr. at 313:11-20; see RX-1675C at Q/A 160.  Even accepting this as true, 

however, it is not the end of the analysis.  First, the claim covers an apparatus that is “operable to 

. . . serially communicate” track data, as opposed to a system or method for signal processing.  To 

be sure, based on the construction of “operable to” outlined above for other claims and other 

patents, an apparatus is “operable to” serially communicate two tracks of magnetic stripe data 

while electrically coupled to the payment terminal when such communication actually occurs.  But 

there is a limit to the scope of “operable to,” because whether the apparatus is operable to 

communicate should not depend on whether the payment terminal is operable to communicate.  As 

long as the apparatus is “capable of” communicating the track data, and actually does transmit it, 

it is “operable,” even when the payment terminal does not process the data.  E.g., In re Imes, 778 

F.3d 1250, 1253-544 (Fed. Cir. 2015) (“We see no error in the Board’s construction of [‘operable 

to wirelessly communicate streaming video to a destination’] as ‘capable of wirelessly 

communicating continuous video transmission.’”).   

Second, the specification describes different payment terminal embodiments, including 

one with “the ability to read two tracks of information (e.g., may include at least two read heads)” 

and one where “all of the information . . . may be included on one magnetic track.”  631 patent at 

6:32-38.  A device “operable to” communicate two tracks of magnetic stripe data would apparently 
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operate successfully with either payment terminal, even though in the latter case transmission of 

the second track would be superfluous.  So, again, the operability of the payment terminal is 

irrelevant.  As another example, if the payment terminal has, say, lost power, any attempt to 

execute a payment transaction would necessarily fail, even though the claimed apparatus performs 

properly.  In such a case, under Samsung’s proposed construction, the apparatus would not 

infringe.  This is not reasonable; again, the manner in which the payment terminal operates, or fails 

to operate, should not have any effect on whether the claimed apparatus falls within the scope of 

the claims, so long as the apparatus is capable of performing its part of the operation—namely, 

data transmission—and actually does so. 

So Samsung’s proposed construction is rejected.  Instead, the term “operable to . . . serially 

communicate first magnetic stripe track data and second magnetic stripe track data while 

electrically coupled to the payment terminal” is construed as “capable of serially communicating 

first magnetic stripe track data and second magnetic stripe track data while electrically coupled to 

the payment terminal, and actually transmitting such data.”  Samsung’s expert agrees that the 

Accused Products transmit two tracks, even when the data from only one track is processed, “to 

ensure maximum compatibility with the many different readers that may be encountered in 

payment terminals.”  CX-1675C at Q/A 170.  Under this construction, therefore, the Accused 

Products are capable of serial communication of two tracks of data, and actually transmit such 

data.  And given that the “electrically couple” element is met, they are capable of such serial 

communication “while electrically coupled to the payment terminal.”   

 Accordingly, the Accused Products (not including the Galaxy A50, Galaxy Note10, and 

Galaxy Note10+) infringe claim 1 of the 631 patent. 

b. Claim 22 

For reference, claim 22 of the 631 patent requires: 
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22. The apparatus of claim 1, wherein temporal pauses occur between the serial 
communications of the first magnetic stripe track data and the second magnetic 
stripe track data. 

631 patent at cl. 22.  For this claim, Dynamics argues there is a  

 from the Accused Products, and this constitutes the 

required “temporal pause.”  CIB at 80 (citing CX-1199C at Q/A 123).  Samsung does not dispute 

the existence of the , but instead simply relies on lack of infringement of 

claim 1, which, as noted, is not a meritorious argument.  See RIB at 105-106; RRB at 51.    

 Accordingly, the Accused Products (not including the Galaxy A50, Galaxy Note10, and 

Galaxy Note10+) infringe claim 22 of the 631 patent. 

E. Domestic Industry – Technical Prong 

According to Dynamics’ post-hearing briefing, all DI Products practice claims 1 and 22 of 

the 631 patent, and the NBD Emirates device additionally practices claim 6.  See CIB at 80.  For 

the reasons discussed below, Dynamics has not shown that the DI Products practice the claims. 

Again, no actual article of the Emirates NBD device has been shown to exist at the time of 

the filing of Dynamics’ complaint.  Thermoplastic Motors, Inv. No. 337-TA-1073, Comm’n Op. 

at 10.  And, again, Dynamics makes no argument that “significant and unusual developments” 

have occurred to consider post-complaint evidence, nor has Dynamics argued domestic industry 

for the 631 patent is “in the process of being established.”  See generally CIB; CRB.  Accordingly, 

and apart from the discussion below, the Emirates NBD device cannot support domestic industry 

under the 631 patent. 

1. Claim 1 

Claim 1 of the 631 patent is presented above in connection with infringement.  The primary 

dispute between the parties is whether the DI Products are operable while outside a magnetic stripe 

reader and to serially communicate tracks of data as claimed.  This is discussed below.  For those 
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remaining limitations which are not in dispute, the DI Products have been shown to practice them 

as alleged in view of the testimony of Mr. Zatkovich.  See CX-1199C at Q/A 109-110; CIB at 80-

81. 

As to “operable to electrically couple to a payment terminal when the dynamic magnetic 

stripe communication device is located outside and within proximity of the payment terminal,” 

Dynamics refers to the testimony of Mr. Zatkovich (CIB at 82 (citing, inter alia, CX-1199C at 

Q/A 94)) and of Dr. Apsel (id. (citing, inter alia, Hr’g Tr. at 582:16-583:5); see CRB at 49), as 

discussed in connection with the 100 patent.  Samsung similarly refers to the “outside-the-reader 

limitation” of the 100 patent and incorporates its prior discussion.  See RRB at 51-52; RIB at 107.  

Accordingly, and as determined above, only the CIBC DI Product has been shown to practice this 

limitation. 

As to “operable . . . to serially communicate first magnetic stripe track data and second 

magnetic stripe track data,” Dynamics argues that the DI products each include source code for 

transmitting track 1 data and track 2 data serially,  

 and bit by bit.  CIB at 83 (citing 

CX-1199C at Q/A 112; RX-0561C at *26-33, 45-66, 70-83).  In its reply brief, Dynamics reasons 

that a lack of testing data showing communication of both track 1 and track 2 in a single session 

may be explained by card readers’ processing of first-received data and ignoring the rest.  CRB at 

50 (citing RX-1675C at Q/A 168).  Moreover, Dynamics argues “communication” “would occur 

when voltages are induced in the read-head that correspond to the F2F input currents provided to 

each of the coils (each of the DI products has separate coils for track 1 and track 2).”  Id. 

For this limitation, Samsung argues many of the same points as with infringement; 

emphasizing “communication” as used in the claim requires more than just transmission, and a 
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lack of evidence that the DI Products have ever successfully communicated both track 1 and track 

2 data to a reader.  See RIB at 107-108; RRB at 52.  Regarding Dr. Apsel, Samsung notes “[t]o the 

extent she was able to get the CIBC card to communicate from outside the reader, it only 

communicated track 1, and not track 2.”  RIB at 108 (citing RX-1675C at Q/A 230, 199-203; Hr’g 

Tr. at 608:23-609:20); RRB at 52.  Unlike the Accused Products, Samsung argues the DI Products’ 

transmission of track 1 and 2 simultaneously (designed for inside-the-reader swiping) likely 

creates interference preventing successful communication of both tracks.  RIB at 108 (citing, inter 

alia, CX-1198C at Q/A 53-54; Hr’g Tr. at  317:6-15, 609:21-611:18, 606:1-607:1, 608:23-609:12; 

RX-1675C at Q/A 205-206, 233-234); RRB at 52. 

The weight of the evidence does not support practice of the limitation.  Dynamics does not 

dispute that there is no testing record of both tracks being received by a card reader.  The 

interference problem posited by Dr. Apsel (RX-1675C at Q/A 205-206; Hr’g Tr. 609:21-611:18) 

and recognized by Dynamics’ witnesses Mr. Workley (CX-1198C at Q/A 53-57; RX-0042C at 

24:16-24) and Mr. Zatkovich (Hr’g Tr. at 317:1-15) is eminently plausible, and highlights the need 

for actual test results for this particular limitation and these particular products (see, e.g., CX-

1198C at Q/A 31-39, 44-47 (describing efforts to specifically adapt to inside-the-reader 

communication)).  Dynamics’ additional theory, that voltages corresponding to the F2F input 

currents “would occur” in “the read-head” thereby creating “communication,” is not supported by 

any evidence.  See CRB at 50 (no citation).  And even if some voltage is induced in a read head, it 

stands to reason that the posited interference would result in noise, rather than a signal adequate to 

communicate the claimed track data.  So applying the same construction as with infringement, 

Dynamics has not shown it more likely than not that the DI Products are “capable of” serially 
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communicating two tracks of magnetic stripe data while electrically coupled to a payment 

terminal, even if they actually transmit them.   

Accordingly, the limitation is not met and claim 1 is not practiced by the DI Products. 

The Emirates NBD device has not been shown to practice claim 1 for an additional reason.  

As determined above, “operable to” in claim 1 requires the recited functions to take place in a 

hardware-software combination.  The evidence shows the only embodiment of the Emirates NBD 

device made available to Samsung as part of this investigation—the card demonstrated on October 

17, 2019—  to accomplish magnetic stripe data communication.  

See, e.g., RRB at 59 (citations omitted); CRB at 53-60; CIB at 33-34 (implicitly admitting  

was not present); CX-1199C at Q/A 127, 129.  Thus, there can be no practice of the claim by this 

device, in particular. 

2. Claim 6 

For reference, claim 6 of the 631 patent requires: 

6. The apparatus of claim 1, further comprising a display operable to display a 
virtual payment card. 

631 patent at cl. 6.  As to whether the Emirates NBD card is “operable to display a virtual payment 

card,” Samsung identifies this dispute as identical to claim 6 of the 100 patent.  RIB at 109; RRB 

at 52.  Dynamics similarly refers to evidence cited in connection with claim 6 of the 100 patent 

(see CIB at 83), but adds the display can output graphical messages and “virtual representations of 

payment cards (e.g., a payment card number, a Visa/MasterCard logo, an expiration date, etc.)” 

(id. (citing CX-1199C at Q/A 113; CX-0656; CX-1116)).  As determined above in connection with 

the 100 patent, the claim language “operable to” requires the act to take place. The record does not 

show that a visual representation of a card is ever displayed.  See CX-1199C at Q/A 126. 

Accordingly, claim 6 of the 631 patent is not practiced by the Emirates NBD card. 





 
 

 132  

1, 4, 6, 22 Rendered obvious under 35 U.S.C. § 103 by VivoTech 
(RX-0881) and Kim (RX-0871), Pitroda (RX-0878), 
Zellner (RX-0880), and/or Francini (RX-0873) 
 

1, 4, 6, 22 Rendered obvious under 35 U.S.C. § 103 by Doughty 
(RX-0283) and VivoTech (RX-0881) or Francini (RX-
0873) 
 

22 Lack of written description under 35 U.S.C. § 112, ¶ 1 

1, 4, 6, 22 Invalid under 35 U.S.C. §§ 102(f), 116 due to incorrect 
inventorship 

 

See generally RIB at 110-118; RRB at 53-57.  VivoTech, Doughty, Kim, Pitroda, and Zellner are 

prior art to the 631 patent under 35 U.S.C. § 102, for the same reasons they are prior art to the 100 

patent, and Dynamics does not dispute this conclusion.  See generally CIB; CRB.  Further, U.S. 

Patent No. 4,701,601 (“Francini”) “issued on October 20, 1987 from an application filed on April 

26, 1985, and is therefore prior art under 35 U.S.C. sections 102(a), (b), and (e).”  RX-1677C at 

Q/A 220; see RX-0873.   

1. VivoTech 

Samsung contends claims 1 and 4 are anticipated by VivoTech.  RIB at 110-112. 

As for claim 1 and “a structure for receiving manual input,” VivoTech discloses a keyboard 

or other input device on the adapter for inputting personal information.  See RIB at 110-111 (citing, 

inter alia, CPB at 126-127; RX-0881 at 5:3-20; RX-1677C at Q/A 202).  As for “a dynamic 

magnetic stripe communication device,” VivoTech teaches this element for the same reasons as a 

similar claim limitation in claim 1 of the 100 patent (id. (citing RX-1677C at Q/A 204-206); see 

100 patent at cl. 1 (“a circuit operable to emit an electromagnetic field and to electrically couple 

to, and transmit data to, a read-head located on a magnetic stripe reader”)).  As for “a processor 

for controlling the dynamic magnetic stripe communication device,” VivoTech teaches this 
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element, too, for the same reasons as a similar claim limitation in claim 1 of the 100 patent (id. 

(citing RX-1677C at Q/A 207-208); see 100 patent at cl. 1 (“a processor for controlling the 

circuit”)). 

As for “wherein the dynamic magnetic stripe communication device is operable to 

electrically couple to a payment terminal when the dynamic magnetic stripe communication device 

is located outside and within proximity of the payment terminal and to serially communicate first 

magnetic stripe track data and second magnetic stripe track data while electrically coupled to the 

payment terminal,” Samsung argues that “VivoTech’s adapter communicates both ISO-standard 

track 1 and track 2, one after another,” which is not in dispute.  Id. at 111-12 (citing RX-0881 at 

6:49-7:2, 5:64-67; Hr’g Tr. at 802:25-804:10, 860:8-17).   

Samsung has shown anticipation of claim 1 by VivoTech by clear and convincing evidence 

as alleged above.  The claim is essentially the same as claim 1 of the 100 patent, requiring the 

communication of magnetic stripe track data through electrical coupling from outside a payment 

terminal, but omits the quarter of an inch specified range and adds a requirement for serial 

transmission of first and second tracks of data.  Dynamics’ opposition is likewise a revisit of its 

earlier argument.  Dynamics argues the preamble, “an apparatus” is limiting and not met by 

VivoTech’s adapter, which is not separate from the payment terminal when placed in proximity.  

CIB at 84 (citing CX-1204C at Q/A 107).  Dynamics argues this lack of separation prevents finding 

communication of data from outside the terminal (assumedly making it inside the terminal 

somehow).  See id.  As determined above, however, “an apparatus” is not limiting, rendering the 

opposition ineffective.  As to Samsung’s assertion that VivoTech also discloses serial 

communication of first and second tracks of data, that is accurate.  VivoTech teaches its outer coil 
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76 transmits first, followed by the inner coil 74, where each is responsible for Track 1 and then 

Track 2 data respectively.  RX-0881 at 6:49-7:9. 

Accordingly, Samsung has shown that VivoTech anticipates claim 1 of the 631 patent. 

As for claim 4 and “wherein the apparatus is a portable telephonic device,” the parties treat 

this identically to claim 4 of the 100 patent.  RIB at 112; CIB at 84-85.  As determined above, 

VivoTech does not disclose its device could be a portable telephonic device. 

Accordingly, Samsung has not shown that VivoTech anticipates claim 4 of the 631 patent. 

2. Doughty 

Samsung contends claims 1 and 4 are anticipated by Doughty.  RIB at 112-114.  As for 

claim 1 and “a structure for receiving manual input,” Doughty teaches “that its apparatus may 

include a number of manual input structures, such as a touch pad, one or more buttons, and a 

fingerprint sensor.”  See RIB at 112 (citing, inter alia, CPB at 126-127; RX-0283 at [0042]; RX-

1677C at Q/A 267-268).  As for “a dynamic magnetic stripe communication device,” Doughty 

teaches this element for the same reasons as a similar claim limitation in claim 1 of the 100 patent 

(id. at 112-14 (citing RX-1677C at Q/A 269-270); see 100 patent at cl. 1 (“a circuit operable to 

emit an electromagnetic field and to electrically couple to, and transmit data to, a read-head located 

on a magnetic stripe reader”)).  As for “a processor for controlling the dynamic magnetic stripe 

communication device,” Doughty teaches this element, too, and for the same reasons as a similar 

claim limitation in claim 1 of the 100 patent (id. (citing RX-1677C at Q/A 271); see 100 patent at 

cl. 1 (“a processor for controlling the circuit”)). 

As for “wherein the dynamic magnetic stripe communication device is operable to 

electrically couple to a payment terminal when the dynamic magnetic stripe communication device 

is located outside and within proximity of the payment terminal and to serially communicate first 

magnetic stripe track data and second magnetic stripe track data while electrically coupled to the 
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payment terminal,” Samsung argues that “Doughty describes that ‘magnetic stripe 502 will 

typically contain three tracks,’” and because Doughty uses a singly inductive coil, the data would 

need to be communicated one after another.  Id. at 113-114 (citing RX-0283 at [0053]; RX-1677C 

at Q/A 275-276; Hr’g Tr. at 840:23-841:24, 860:18-861:5).   

Samsung has met its burden on all but the last limitation.  Claim 1 of the 631 patent is 

largely the same as claim 1 of the 100 patent, requiring the communication of magnetic stripe track 

data through electrical coupling from outside a payment terminal.  However, as determined above, 

Doughty does not clearly disclose outside-the-reader communication. 

Accordingly, Samsung has not shown that Doughty anticipates claim 1 of the 631 patent, 

nor, due to its dependency, claim 4. 

3. VivoTech in combination 

In addition to anticipation, discussed above, Samsung contends claims 1, 4, 6, and 22 are 

obvious in light of VivoTech and various other references.  See RIB at 114-115.  Claim 1 is obvious 

because it is anticipated (In re Kalm, 378 F.2d at 962), and claims 4, 6, and 22 are discussed below. 

As to claim 4 requiring “wherein the device is a portable telephonic device,” Samsung 

refers to its obviousness discussion of claim 4 of the 100 patent.  RIB at 114; RRB at 54.  As 

determined there, Samsung has not met its clear and convincing burden. 

Accordingly, Samsung has not shown the obviousness of claim 4 of the 631 patent. 

As to claim 6 and “comprising a display operable to display a virtual payment card,” 

Samsung refers to its obviousness discussion of claim 6 of the 100 patent.  RIB at 114; RRB at 54.  

As determined there, Samsung has not met its clear and convincing burden. 

Accordingly, Samsung has not shown the obviousness of claim 6 of the 631 patent. 

As to claim 22 and “wherein temporal pauses occur between the serial communications of 

the first magnetic stripe track data and the second magnetic stripe track data,” Samsung refers to 
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VivoTech’s explicit disclosure of communication of track 1 data followed by track 2 data.  RIB at 

115 (citing RX-0881 at 6:49-66).  Samsung argues there are only two possible ways to accomplish 

this—with a temporal pause or without—and so “it would have been obvious to a POSITA to try 

both.”  Id. (citing RX-1677C at Q/A 216-218; KSR, 550 U.S. at 421).  Samsung also argues it 

would have been obvious in light of prior art reference Francini, which inherently discloses “a 

temporal pause of 900 to 970 milliseconds between each transmission” from a magnetic stripe 

emulator.  Id. (citing RX-0873 at 7:45-54; RX-1677C at Q/A 221-222).  Samsung explains that 

such pauses between transmissions “make it easier to distinguish tracks from one another, thereby 

reducing errors, and they also give the magnetic stripe reader time to reset if one of the earlier 

transmissions caused an error.”  Id. (citing RX-1677C at Q/A 225); RRB at 54-55 (citing RX-

1677C at Q/A 228 (“This is even more important when the transmitting device is outside of a 

reader, and therefore potentially out of range or out of position.”)).  Samsung asserts obviousness 

here is effectively undisputed by Dynamics.  See RIB at 115 (citing CX-1204C at Q/A 110); RRB 

at 54-55. 

Samsung has clearly and convincingly shown the obviousness of including a temporal 

pause in between the track transmissions of VivoTech.  The scope and content of the prior art come 

close to anticipation (because claim 1 is anticipated and claim 22 adds only the temporal pause 

limitation), and the principle that a limited set of options increases the obviousness of a claimed 

feature directly applies here.  KSR, 550 U.S. at 421 (“When there is a design need or market 

pressure to solve a problem and there are a finite number of identified, predictable solutions, a 

person of ordinary skill has good reason to pursue the known options within his or her technical 

grasp.”).  Claim 22 places no restriction on the duration of the temporal pause, nor, as discussed 

below, does the specification of the 631 patent.  Thus, a POSITA looking to practice VivoTech’s 
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serial track 1 and track 2 data transmissions would truly have faced the limited decision of 

including a pause or not, so a temporal pause would have been well within the capability and 

knowledge of a skilled artisan.  And not only would a pause have been obvious to try, but, given 

claim 22’s flexibility on the duration, even the smallest of pauses would qualify, and likely would 

have naturally happened just from processing lag unless the POSITA designed otherwise. 

Dynamics’ opposition is not persuasive.  Dynamics argues the obviousness theory “is 

incorrect, because VivoTech does not teach temporal pauses.”  CIB at 86 (citation omitted).  This 

is irrelevant to whether it would have been obvious to include such pauses.  Dynamics adds “Mr. 

Lipoff does not contend, nor could he, that Francini discloses operating outside a reader” (id. 

(citation omitted)) and “[n]either VivoTech nor Francini teaches communicating with a read-head 

from outside the reader” (id. (citation omitted)).  The second point is plainly incorrect (see RX-

0881 at Figs. 3A-4B), and neither point is relevant to the question of temporal pauses; it also bears 

noting that two references need not disclose identical magnetic emulation techniques to be 

considered analogous art.  Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1379 (Fed. Cir. 2019) 

(holding first of two possible tests for analogous art is simply “‘whether the art is from the same 

field of endeavor, regardless of the problem addressed . . . .’”) (citation omitted).  As for secondary 

considerations of non-obviousness, those presented by Dynamics are not tailored to claim 22 and 

thus not probative.  See CIB at 87; id. at 65-68; CRB at 45; In re Huai-Hung Kao, 639 F.3d at 

1068; Merck, 808 F.3d at 837. 

Accordingly, Samsung has shown that claim 22 of the 631 patent is invalid as obvious over 

VivoTech and the knowledge of one of ordinary skill in the art. 

4. Doughty in combination 

In addition to anticipation, discussed above, Samsung contends claims 1, 4, 6, and 22 are 

obvious in light of Doughty and various other references.  See RIB at 115-117. 
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With respect to claim 1, Doughty has been found to disclose all limitations except outside-

the-reader communication.  Samsung refers to its discussion of the similar limitation in the 100 

patent as “it would have been obvious in view of VivoTech, for the same reasons.”  RIB at 116 

(citing RX-1677C at Q/A 274); RRB at 55.  In opposition, Dynamics argues the practical 

considerations and barriers that go along with the proposed modification, such as alignment and 

interference, have not been answered by Samsung.  See CIB at 87 (citing CX-1204C at Q/A 85-

87; RX-1677C at Q/A 246-[274]); CRB at 51. 

Samsung has met its burden here, for the same reasons discussed above in connection with 

the 100 patent.  Simply put, a portable communications device with a swipeable portion or adapter 

containing a magnetic emulator (Doughty) would obviously benefit from the elimination of the 

need for that portion or adapter—a benefit conferred by an outside-the-reader emulator 

(VivoTech).  Dynamics’ concerns over implementation details are themselves not explained (CX-

1204C at Q/A 85-87; see Hr’g Tr. at 801:8-10) and have not otherwise been alleged to be beyond 

the skill of a POSITA (CIB at 87; CIB at 51). 

Accordingly, Samsung has shown that claim 1 of the 631 patent is invalid as obvious over 

Doughy and VivoTech. 

As for claim 4 and “wherein the apparatus is a portable telephonic device,” Samsung refers 

to its discussion of the similar limitation in the 100 patent.  RRB at 55.  Dynamics refers similarly.  

CIB at 86-87; CRB at 51.  As determined, Samsung has shown Doughty, on its own, discloses 

placing a magnetic emulator in a personal telecommunications device.  RX-0283 at [0048]. 

Accordingly, Samsung has shown claim 4 of the 100 patent to be obvious over Doughty 

and VivoTech. 
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 As for claim 6 requiring “comprising a display operable to display a virtual payment card,” 

Samsung refers to its obviousness discussion of claim 6 of the 100 patent.  RIB at 116; RRB at 55.  

Dynamics refers similarly.  CIB at 87; CRB at 51.  As determined there, Samsung has shown it 

would have been an obvious modification to the device of Doughy and VivoTech, in light of 

Zellner. 

 Accordingly, Samsung has shown that claim 6 of the 631 patent is invalid as obvious over 

Doughty, VivoTech, and Zellner. 

 As for claim 22, requiring “wherein temporal pauses occur between the serial 

communications of the first magnetic stripe track data and the second magnetic stripe track data,” 

Samsung argues it would have been obvious in light of Doughty’s own disclosures.  RIB at 116-

117.  Samsung argues “Doughty’s time-varying embodiment uses a single inductive coil to 

communicate track 1 and track 2 one after another,” and, similar to the VivoTech discussion above, 

there are only two options, “immediately one after another, or with temporal pauses between.”  Id. 

at 116 (citing RX-1677C at Q/A 280-287); RRB at 56.  Samsung similarly refers to Francini, which 

discloses temporal pauses of 900 to 970 milliseconds in between tracks which “make it easier to 

distinguish tracks from one another.”  RIB at 116-117 (citing RX-0873 at 7:45-54; RX-1677C at 

Q/A 283).  For all the same reasons discussed above in the context of claim 22 and VivoTech, 

Samsung’s position is persuasive on this claim. 

 Dynamics’ opposition is, on the other hand, minimal and without merit.  It asserts, 

incorrectly, that the combination is only Doughty and Francini, and since neither teaches outside-

the-reader communication, not all limitations of claim 22 (depending on claim 1) are taught by the 

proposed combination.  See CIB at 87; CRB at 51. 
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 Accordingly, Samsung has shown that claim 22 of the 631 patent is invalid as obvious over 

Doughty, VivoTech, and Francini. 

5. 35 U.S.C. § 112, ¶ 1 (Written Description) 

For the 631 patent, Samsung also argues a lack of written description under 35 U.S.C. § 

112 invalidates claim 22 for a failure to disclose “temporal pauses” between serial communications 

of track data.  RIB at 117-118 (citing, inter alia, RX-1677C at Q/A 365-368; Purdue Pharma L.P. 

v. Faulding Inc., 230 F.3d 1320, 1329 (Fed. Cir. 2000)).  Samsung adds that Dynamics never 

briefed this issue in its pre-hearing brief, so any argument now is waived under Ground Rule 9.2.  

Id. at 117-118 (citing CPB at 131); RRB at 56-57. 

Samsung is correct that Dynamics provided no discussion of this invalidity theory in its 

pre-hearing brief and has waived any opposition.  CPB at 131.  Samsung is also correct that the 

631 patent specification contains no explicit mention of temporal pauses, or breaks, between the 

serial communication of track data.  See generally 631 patent.  Nonetheless, as explained above, 

temporal pauses between track data transmissions would be obvious to implement; indeed, the lack 

of a lower bound on the duration of such temporal pauses suggests that even naturally-occurring 

gaps in data transmission might qualify.  So the amount of disclosure needed to “convey[] to those 

skilled in the art that the inventor had possession of the claimed subject matter as of the filing date” 

is correspondingly small.  Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 

2010) (en banc) (citing 35 U.S.C. § 112).   

Two passages of the specification are especially relevant:  “[t]he current may then be 

removed from the magnetic emulator [so that] the electromagnetic field is removed,” and “a string 

of a particular bit of data . . . may be communicated before as well as after information is 

communicated through a magnetic emulator.”  631 patent at 13:13-15, 13:48-51.  Admittedly, 

these passages refer to F2F encoding and self-clocking, rather than to temporal pauses, but both 
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passages combined with the background knowledge of a skilled artisan would seemingly be 

adequate to meet the minimal showing required under the circumstances.   

Accordingly, Samsung has not shown claim 22 of the 631 patent is invalid for lack of 

written description. 

6. 35 U.S.C. §§ 102(f), 116 (Improper Inventorship) 

Samsung lastly argues “[t]he ’631 patent is invalid and unenforceable under 35 U.S.C. §§ 

102(f) and 116 for the same reasons as the ’100 patent.”  RIB at 118 (citing RX-0006C at 148:11-

17, 162:17-164:7); RRB at 57.  Dynamics opposes, stating “[f]or the reasons discussed above, 

Samsung has not met its burden to show that the named inventors on the Mullen Patents are 

incorrect. Therefore, the ’631 patent is not invalid on grounds of incorrect inventorship.”  CIB at 

88; CRB at 51. 

As determined above, Samsung provides insufficient corroboration for the testimony of 

Mr. Cloutier to invalidate the claims of the 100 patent.  For the 631 patent, with its own distinct 

set of claims, Samsung’s discussion is negligible (see RIB at 118; RRB at 57) and Mr. Cloutier’s 

testimony on lack of inventorship is even less convincing.  For example, Mr. Cloutier testified 

detecting the presence of a read-head “was not an idea present before my employment.  That would 

be an item that I did invent.”  RX-0006C at 139:15-23.  This feature matches dependent claims 8 

and 9 of the 631 patent.  See 631 patent at cls. 8 (“wherein the processor is operable to determine 

the presence of a read-head of a magnetic stripe reader”), 9 (“determine presence of a read-head 

of a magnetic stripe reader”).  The subsequent questioning from Samsung’s counsel does not 

overturn this perceived contribution.  See RX-0006C at 140:3-143:9.  Given that a co-inventor 

need only contribute to the conception of a portion of any claim (Gemstar, 383 F.3d at 1381-82), 

this alone is sufficient to preclude invalidation of the entire 631 patent. 
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Accordingly, Samsung has not shown, by clear and convincing evidence, invalidity of any 

claim of the 631 patent for improper inventorship. 

VII. U.S. PATENT NO. 10,255,545 

A. Level of Ordinary Skill in the Art 

As person having ordinary skill in the art of the 545 patent at the time of invention “would 

have:  an undergraduate degree in computer science, electrical engineering, or the equivalent 

(including computer engineering) and at least three years of experience with point of sale systems 

and the use of magnetic fields to convey information.”  Order No. 7 at 7.   

B. Claims-at-Issue 

Claims 1, 3, and 5 of the 545 patent are at issue in this investigation, either through 

allegations of infringement or of the domestic industry technical prong.  See CIB at 91, 94.  These 

claims are reproduced below:  

1. A device comprising: 

circuitry operable to communicate with a cellular network; 

RFID circuitry operable to electrically couple the device to a payment terminal and 
to communicate RFID data to the payment terminal; 

a coil; and 

a processor for controlling the operation of the coil such that the coil is operable to 
electrically couple the device to the payment terminal and to communicate data in 
magnetic stripe data format to the payment terminal, 

wherein the coil is operable to electrically couple the device to the payment terminal 
from a position beneath a surface of the device. 

. . . . 

3. The device of claim 1, wherein the device is a portable telephonic device. 

. . . . 

5. The device of claim 1, further comprising a display operable to display a virtual 
payment card. 
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all devices have at least one surface.  See RIB at 119.   

2. “electrically couple”  

Dynamics argues that “electrically couple” as it is found in the 545 patent should receive 

the same meaning as in the 100 and 631 patents.  See CIB at 91; CRB at 52-53.  Samsung agrees.  

RRB at 58.  Given the shared specification, “electrically couple” in the 545 patent is construed in 

the same way as in the 100 and 631 patents above. 

3. “operable to” 

As noted above, the parties dispute whether software required for MST functionality must 

be present on a device to infringe the asserted patents under the “operable to” claim language.  

While the parties do not discuss any of the claims of the asserted patents individually, the claims 

of the 545 patent do require a hardware-software combination that must perform the described 

function.  Like the 153 patent, claim 1 of the 545 is specific, in two places, as to the type of data 

the device is “operable to . . . communicate”; namely, “RFID data” and “data in magnetic stripe 

data format.”  545 patent at cl. 1.  These requisite, standardized formats for the data are controlled 

by software.  Claim 5, like claim 6 of the 100 and 631 patents, recites “a display operable to display 

a virtual payment card.”  This, too, requires particular programming beyond mere activation of the 

“display.” 

Accordingly, “operable to” in the 545 patent claim limitations discussed above is construed 

to require a hardware-software combination that must perform the described functions. 

D. Infringement 

According to Dynamics’ post-hearing briefing, the use, manufacture, or sale of all Accused 

Products are alleged to infringe claims 1, 3, and 5 of the 545 patent.  CIB at 91.  Of these claims, 

claim 1 is independent and claims 3 and 5 are dependent thereon.  For the reasons discussed below, 

Dynamics has shown infringement of claims 1, 3, and 5 of the 545 patent by certain products. 
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As with the previous patents, the preliminary issue of whether Samsung’s Accused 

Products infringe at the time of importation needs to be resolved.  As noted, all asserted claims of 

the 545 patent require the presence of enabling software.  Because the Galaxy A50, Galaxy Note10, 

and Galaxy Note10+ do not include Samsung Pay at the time of importation, these devices do not 

infringe.  The remaining Accused Products, otherwise including Samsung Pay but lacking a 

registered credit card number, are not barred from infringement on this ground, however. 

Adjudication of the Hardware-Modified Products and the Software-Modified Products is 

also warranted.  There is no dispute the Hardware-Modified Products do not infringe the 545 

patent.  See, e.g., RX-0051C at *6, 14; RIB at 36.  Accordingly, the Hardware-Modified Products 

do not infringe the 545 patent. 

As to the Software-Modified Products, the above discussion of “operable to” as used in 

claim 1 of the 545 patent requires the device to actually perform the recited function of 

“communicate data in magnetic striped data format.”  Thus, elimination of the precise code used 

to power the MST IC is a barrier to that communication and infringement of the claim.  As all 

asserted claims depend from claim 1, the Software-Modified Products do not infringe the 545 

patent.  

1. Undisputed Claims 

Samsung does not contest Dynamics’ claims of infringement under claims 3 and 5, apart 

from their dependency on claim 1, for which infringement is disputed.  See RIB at 119-120; RRB 

at 58-59.  In view of the testimony of Mr. Zatkovich that the Accused Products include the limitations 

recited in these claims, and there being no clear disagreement from Samsung as to that fact, the 

Accused Products meet the limitations of the dependent claims as alleged, with the exception of claim 

5 (requiring software) and the Galaxy A50, Galaxy Note10, and Galaxy Note10+.  See CX-1199C 

at Q/A 139-140; CIB at 94. 
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2. Disputed Claim 

For reference, claim 1 of the 545 patent requires: 

1. A device comprising: 

circuitry operable to communicate with a cellular network; 

RFID circuitry operable to electrically couple the device to a payment terminal and 
to communicate RFID data to the payment terminal; 

a coil; and 

a processor for controlling the operation of the coil such that the coil is operable to 
electrically couple the device to the payment terminal and to communicate data in 
magnetic stripe data format to the payment terminal, 

wherein the coil is operable to electrically couple the device to the payment terminal 
from a position beneath a surface of the device. 

545 patent at cl. 1.  There are two main disputes between the parties as to whether the Accused 

Products infringe this claim—disputes over the “electrically couple” and “RFID circuitry” 

limitations.  These are discussed below.  For those remaining limitations which are not in dispute, 

the Accused Products have been shown to meet them as alleged in view of the testimony of Mr. 

Zatkovich.  See CX-1199C at Q/A 132-134, 136-138; CIB at 91-94. 

 As to whether the Accused Products “electrically couple,” the parties identify this dispute 

as identical to that resolved above in connection with the 100 patent.  RIB at 119; RRB at 58; see 

CRB at 53.  Accordingly, the limitation is met in the Accused Products. 

As to whether the Accused Products include “RFID circuitry,” Dynamics argues they do 

and are referred to by Samsung as NFC antennae.  CIB at 92 (citing CX-1199C at Q/A 135; CX-

0164 at *13, 15, 17; CX-0165 at *10).  Dynamics contends that NFC “is a subset of RFID given 

that NFC utilizes a RFID specific frequency” and complies with the ISO 14443 standard, which 

mandates use of radio frequencies.  CRB at 53 (citing, inter alia, CX-1199C at Q/A 55-56; RX-

0679 at *3; RX-1653 at *3; RX-1667 at *8.).  Dynamics adds that the coupling occurring through 
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NFC qualifies as “electrical coupling” (as used in the 100, 631, and 545 patents) in the same way 

as the magnetic stripe emulator.  Id. at 54 (citing, inter alia, 100 patent at 5:62-6:3, 6:61-7:4)). 

In its initial brief, Samsung argues, in heading, “The Accused Products Do Not Have RFID 

Circuitry,” and further argues NFC uses magnetic fields and inductive coupling, as opposed to 

electrical coupling.  See RIB at 119-120 (citations omitted).  In its reply brief, Samsung clarifies, 

in heading, “The Accused Products Do Not Have The Claimed RFID Circuitry,” and further argues 

that the RFID circuitry present in its products does not “electrically couple” as claimed.  See RRB 

at 58-59 (emphasis added).   

The limitation is met in the Accused Products.  Dynamics’ expert, Mr. Zatkovich, opines 

that the Accused Products “support [NFC], which is a specific type of RFID interface,” and the 

“circuitry for NFC includes an RFID antenna that Samsung refers to as an NFC antenna.”  CX-

1199C at Q/A 135.  Samsung’s expert, Dr. Apsel, opines that the “accused products use NFC, not 

RFID,” implying that NFC and RFID are fundamentally different, but the only difference she cites 

is that “NFC communicates using magnetic fields and uses inducted coupling, not electrical 

coupling.”  RX-1675C at Q/A 176.   As with “electrically couple” in the context of magnetic stripe 

track data, however, this is a distinction without a difference: 

Emulator 351 may be able to generate electromagnetic fields of different 
frequencies and magnitudes, and operate in different manners, depending on drive 
signals provided by processor 360. Accordingly, emulator 351 may be driven to 
electrically couple with an RFID receiver and emulator 351 may also be driven to 
electrically couple with a magnetic stripe reader. Accordingly, processor 360 may 
drive emulator 351 to communicate information (e.g., payment information that 
includes dynamic information) to an RFID receiver when an RFID field is present 
and to a magnetic stripe reader when a magnetic stripe is present. Accordingly, for 
example, a multi-purpose emulator is provided. In instances where, for example, 
both an RFID field and a magnetic stripe reader is detected, processor 360 may 
select a default communications methodology (e.g., an RFID or magnetic stripe 
methodology). Processor 360 may be operable to communicate at least two 
different drive signals to emulator 351 (e.g., signals 391 and 392). 
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631 patent at 6:61-7:4; see id. at 7:53-58 (“Step 511 may be utilized to determine, of example, 

whether an RFID or a magnetic stripe reader is within the proximity of a card (or other device). 

Step 512 may be utilized to run an emulator as an RFID or magnetic stripe in response to step 

511”).  Because Samsung otherwise does not dispute the presence of “RFID circuitry operable to 

electrically couple the device to a payment terminal and to communicate RFID data to the payment 

terminal” in the Accused Products, this limitation is met. 

Accordingly, the Accused Products (not including the Galaxy A50, Galaxy Note10, and 

Galaxy Note10+) infringe claim 1 of the 545 patent. 

E. Domestic Industry – Technical Prong 

According to Dynamics’ post-hearing briefing, only the Emirates NBD device practices 

the 545 patent; specifically, claims 1 and 5.  See CIB at 94.  Dynamics argues that, unlike the other 

three Asserted Patents, practice of the 545 patent by the Emirates NBD device is “in the process 

of being established.”  CIB at 139-142 (discussing “necessary and tangible steps to establish a 

domestic industry . . . through designing and developing prototypes that incorporate the cellular 

technology protected by the ’545 patent and include Dynamics’ other proprietary technologies 

protected by the ’153, ’100, and ’631 patents” in the economic prong context); see generally CRB 

at 55-60 (referring to technical prong and product designs for “in the process of being established” 

cases, and summarily stating “[t]he Emirates NBD device meets the technical prong of the 

domestic industry”).2 

 
2  The only other Connected Wallet Card or Emirates NBD article evidenced as existing was 
presented at a tradeshow in early 2018 (CX-1116), but Dynamics effectively admits it did not 
practice the 545 patent (see CRB at 56 (device “download[ed] data over a pager network”); CX-
1197C at Q/A 73-74; CX-1198C at Q/A 85-94; CX-1116; Hr’g Tr. at 72:15-73:12 (testimony that 

)).  Further, 
the only evidence of the device’s functionality appears to be a video recording of that presentation, 
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Analysis of technical prong domestic industry is nearly identical to that of infringement.  

Alloc, 342 F.3d at 1375.  In the more common domestic industry “exists” cases, the analysis 

involves a comparison between claim language and a product.  It follows that in “in the process of 

being established” cases, the analysis should remain as a comparison between claim language and 

future product.  While it may be true, as Samsung contends, that “[n]o Commission precedent has 

ever held a domestic industry being established absent at least some physical embodiment of the 

patent” (RIB at 120),  the Commission has explicitly not foreclosed this approach to establishing 

technical prong domestic industry (Order No. 19 at 8 (citing Thermoplastic Motors, Inv. No. 337-

TA-1073, Comm’n Op. at 11)). 

Such a comparison shows that, at the time of the complaint, Dynamics was taking the 

necessary and tangible steps to practice claim 1 of the 545 patent with a significant likelihood of 

success.  As a starting point, the January 2018 presentation at CES establishes a large measure of 

progress towards development of the Emirates NBD Device (referred to as Connected Wallet 

Card).  See generally CX-1116.  Importantly, to the extent they are not already present in the 

exhibited device, the presentation demonstrates an intention to include certain features in the 

Connected Wallet Card:  “cellphone antenna” (CX-1116 at 19:40); “contactless, EMV Contract, 

and Magstripe” (id. at 27:30-40); “swipe or tap” (id. at 42:25-42:33).  These align, respectively, 

with the main limitations of claim 1:  “circuitry operable to communicate with a cellular network,” 

“RFID circuitry . . .,” and “a coil; . . . to electrically couple . .  and to communicate data in magnetic 

 
which does not demonstrate magnetic stripe track data communication, among other things.  CX-
1116.  The demonstrated device was apparently not preserved so as to be produced during 
discovery.  RIB at 121 (“none of the pre-suit ‘prototypes’ on which Dynamics now relies was 
produced, even for inspection”), 122 (“Dynamics asserted that . . . ‘Dynamics was in possession 
of multiple working prototypes of the Connected Wallet Card’ . . . but those alleged ‘working’ 
prototypes were never produced, even for inspection, and are not in the record.”). 
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stripe data format . . . from a position beneath a surface of the device” in claim.  545 patent at cl. 

1).  The CES presentation also includes guest speakers that demonstrate real relationships within 

industry on both the vendor and customer levels, with continuing coordination and commitments.  

See generally id. (including CIBC, IndusInd, Sprint, Sumitomo, Visa).  Dynamics’ contract with 

Emirates NBD, executed just prior to the presentation, similarly includes obligations for product 

features that match claim 1 of the 545 patent:  “[a] remote download capability” so that payment 

accounts can be added remotely to the card and messages to be remotely sent to the card:  and 

“[w]hen an account is selected, the associated account data will be provided to the stripe, EMV 

and contactless technologies.”  CX-0046C at *19; see CX-0155C at *6 (defining Dynamics’ use 

of “contactless”), 39-44 (further explaining the three payment technologies); CX-0119C at *2 

(similar agreement on functionality with C6 bank). 

The record shows those efforts continued from early 2018 up to the filing of the complaint 

in mid-2019.  There is no real dispute to Dynamics’ claim that “Mr. Weiner, Mr. Workley, and 

Mr. Mullen all testified that Dynamics’ Advanced Engineering and Core Engineering departments 

predominant focus in 2019 was getting the Connected Wallet Card fully operational” (CIB at 140 

(citing CX-1200C at Q/A 11[1]-113; CX-1198C at Q/A 84, 99-132; CX-1197C at Q/A 13, 79, 85-

88); see CX-1197C at Q/A 51, 58-66, 78-84; CX-0109C (April, 2019 schematic)) and that a 

detailed bill of materials was in place around May 21, 2019 (id. at 95 (citing CX-1198C at Q/A 

98-103; CX-0755C at *2); see CX-0072C).  Similarly, there is no dispute Dynamics maintains a 

workspace in its Cheswick, PA facility, with appropriate equipment and personnel, for conducting 

this development.  Id. at 120 (citing CX-1200C at Q/A 42-47), 133 (citing, inter alia, CX-1202C 

at Q/A 120-121); CRB at 56-57. 
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Altogether, these are tangible and necessary steps to practice the claim.  There is also a 

significant likelihood that the practice will occur.  Again, the 2018 CES presentation credibly 

explains how the Emirates NBD device is Dynamics’ latest product, incorporating the magnetic 

stripe track data communication (via a emulating coil) of previous models, and then adding cellular 

capability and a display.  See generally CX-1116 (explaining CIBC, IndusInd, SMCC, and then 

Connected Wallet Card features); CX-1197C at Q/A 91.  In this way, accomplishing the legacy 

magnetic emulator feature should be fairly expected.  RFID, too, is its own standardized method 

of communication, and so its accomplishment is ordinary.  CX-0155C at *6 (“‘Contactless’ is used 

to refer to a group of wireless based payment standards based upon ISO/IEC 14443.  Contactless 

may implement any number of payment protocols such as: PayPass, payWave, ExpressPay.”); CX-

1199C at Q/A 55 (testifying ISO 14443 is an RFID standard); RIB at 131.  As to cellular 

communication, it is not disputed the CES presentation demonstrated communication over a 

similar, albeit different, pager network.  See RIB 124-125 n.18 (citing CX-1197C at Q/A 68-69).  

Nevertheless, true cellular communication is standardized and success there should be likely given 

Dynamics’ partnerships with cell network providers.  See, e.g., CX-1116 at 28:28-30:30; CX-

1197C at Q/A 54, 62-66, 73-86.  Samsung’s expert admits it is merely “to get an off-the-shelf IoT 

modem to transmit a cellular signal like it was supposed to do.  Dynamics did not make the modem; 

they bought it.”  RX-1675C at Q/A 247; see CX-1198C at Q/A 111-115 (discussing off-the-shelf 

MSP processor); CX-0109C.  To meet the technical prong, the cellular connection only has to 

work; it does not have to work well.   

In sum, claim 1 of the 545 patent has five limitations.  The first two require standard cellular 

and RFID communication.  The final three are captured within Dynamics’ well-honed magnetic 

stripe emulator system.  Thus, given its experience and prior product lineup, Dynamics’ likelihood 
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See generally RIB at 127-133; RRB at 61-64.  Pitroda is prior art to the 545 patent under 35 U.S.C. 

§ 102, for the same reason it is prior art to the 100 patent.   

1. Pitroda 

In its initial brief, Samsung contends claims 1, 3, and 5 are anticipated by prior art reference 

Pitroda, as it “discloses, among other things, electronic devices with cellular, RFID, and magnetic 

emulation capabilities all in one device.”  RIB at 127.  Samsung notes, “[u]nlike the ’100 and ’631 

patents, the ’545 patent does not require outside-the-reader emulation.”  Id. at 128.   

As for “circuitry operable to communicate with a cellular network,” Samsung points to 

disclosures of “wireless telephones” to satisfy the limitation.  RIB at 130 (citing RX-0878 at 1:25-

32, 2:3-6, 3:14-15).  As for “RFID circuitry operable to electrically couple the device to a payment 

terminal and to communicate RFID data to the payment terminal,” Samsung points to disclosures 

of a POS interface comprising “a magnetic stripe emulator, a smart card emulator, or both,” where 

“smart card[s]” are those devices practicing the ISO 14443 standard—an RFID standard.  Id. at 

130-131 (citing, inter alia, RX-0878 at 2:46-50, 4:37-52, 8:54-9:611:12-14, 4:37-52, 5:44-49; CX-

1199C at Q/A 55; Hr’g Tr. at 874:5-25).  As for “a coil” and “a processor for controlling the 

operation of the coil such that the coil is operable to electrically couple the device to the payment 

terminal and to communicate data in magnetic stripe data format to the payment terminal,” 

Samsung points to Pitroda’s disclosures of a “magnetic stripe emulator may comprise at least one 

electromagnet” which interfaces with a point of sale system according to magnetic track data 

standards (id. at 131-132 (citing, inter alia, RX-0878 at 3:65-67, 8:14-21, 8:32-40, 11:29-31, 7:25-

28, Figs. 12, 14, 20)).  As for “wherein the coil is operable to electrically couple the device to the 

payment terminal from a position beneath a surface of the device,” Samsung points to disclosures 

that the POS interface is enclosed by a housing, and the POS includes the coil.  Id. at 132 (citing, 
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inter alia, RX-0878 at 5:41-50, 8:26-32).  As they are within the housing, reasons Samsung, they 

are “beneath a surface of the device.”  Id.   

As for “wherein the device is a portable telephonic device,” of claim 3, Samsung points to 

the same mention of “wireless telephones” discussed above.  See RIB at 132.  For “further 

comprising a display operable to display a virtual payment card” of claim 5, Samsung argues there 

is no dispute the limitation is met.  Id. (citing RX-0878 at 2:11-17, 1:55-59, 4:37-52, 11:14-18; 

Hr’g Tr. at 892:6-15; RX-1677C at Q/A 396). 

Samsung has shown anticipation of claim 1, 3, and 5 by Pitroda by clear and convincing 

evidence.  The claims of the 545 patent are notably broad.  While they recite the core functionality 

of magnetic emulation to communicate payment information (i.e., a “coil,” “electrically couple,” 

“communicate data in magnetic stripe data format”), they do not place any further limits on how 

that is achieved other than an embedded coil (e.g., no outside-the-reader range, or serial 

communication of multiple tracks).  Instead, claim 1 adds RFID and cellular functionalities 

alongside the magnetic emulation, with each, again, unconstrained as to how they operate (e.g., 

RFID circuitry to communicate RFID data).  This makes the claim both easy to infringe and, 

conversely, to anticipate.  Upsher-Smith, 412 F.3d at 1322. 

Dynamics’ opposition is not persuasive.  Its central focus is that Pitroda divides the recited 

functionalities of claim 1 (e.g., cellular, magnetic emulation, RFID) between two devices—a 

central electronic device and an adapter (see CIB at 98-101; CRB at 61-63)—and this allegedly 

cannot infringe because the claim’s preamble “a device” is limiting (see, e.g., CIB at 99 (“[The] 

contention that Pitroda’s device is capable of communicating with a cellular network is based on 

the incorrect premise that these two separate devices are a single device, which they are not.”)).  It 

is not limiting, however, as determined above.  
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And even if limiting, Pitroda fairly discloses an embodiment where the adapter (i.e., the 

POS interface circuit) is an “extension” of the overall “electronic transaction device” that itself 

may be a “Wireless Phone.”  See RX-0878 at Abstract, 1:21-36, 1:60-2:6, 2:7-20 (“Electronic 

transaction devices may include additional features, such as wireless telephony and PDA 

features.”), 9:24-27 (“the adapter 10 may be configured as a lid or cover for an electronic 

transaction device, wired into the electronic transaction device, the cover being flipped open for 

use.”), 11:11-27.  In addition, Pitroda teaches an embodiment where cellular circuitry, magnetic 

emulation, and “smart card” features are all in just the “adapter”: 

Referring to FIG. 17, another alternative embodiment of the adapter 10 is 
illustrated. In this embodiment, both POS interface 20 a comprising electromagnets 
30 and POS interface 20 b comprising a smart card interface 50 are incorporated on 
a single adapter 10. Additionally, a metallic interface for communicating with 
devices or networks other than POS terminals may be included. For example, 
interfaces for wired or wireless telephone circuits may be provided, as may be 
interfaces for LAN computer networks. 

Id. at 9:7-15; see id. at 8:54-9:6 (discussing “smart card” interface as optionally practicing ISO 

14443 RFID standard).  So there is no merit to Dynamics’ assertions that, for example, “Pitroda 

does not teach that its adapter includes circuitry operable to communicate with a cellular network” 

(CIB at 100), “nothing in Pitroda indicates that its adapter can be ‘integrated’ into a cell phone, or 

could otherwise forma  single device with that cell phone” (CRB at 61), and “in any embodiment 

in which Pitroda teaches an electronic transaction device being a cellular device, the adapter must 

be a separate device that is detachable form a cellular device” (id. at 63).   

 Given the above cited disclosures, Pitroda discloses an electronic transaction device that is 

a “wireless telephone” and thus meets the “circuitry operable to communicate with a cellular 

network” of claim 1 and “portable telephonic device” of claim 3.  Pitroda also discloses “[e]xisting 

credit card (and other plastic card) images may be electronically stored and reproduced on the 

electronic transaction device display” (RX-0878 at 2:11-17) which clearly anticipates “a display 
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operable to display a virtual payment card” of claim 5 of the 545 patent.  Dynamics’ opposition to 

these dependent claims is more of the same—“Pitroda . . . does not teach that its adapter becomes 

one device with a cell phone . . . [and it is a] flawed premise that anything Pitroda discusses as 

associated with a cell phone can be attributed to Pitroda’s device” (CIB at 101)—and contradicted 

by the evidence. 

 Accordingly, Pitroda anticipates claims 1, 3, and 5 of the 545 patent. 

2. 35 U.S.C. §§ 102(f), 116 (Improper Inventorship) 

Samsung argues “[t]he ’545 patent is invalid and unenforceable under 35 U.S.C. §§ 102(f) 

and 116 for the same reason as the ’100 patent.”  RIB at 133 (citing RX-0006C at 153:22-156:23, 

161:25-162:5); RRB at 63-64.  As determined above, Samsung has not shown improper 

inventorship for either the 100 or 631 patents.  Samsung offers no additional or tailored argument 

for the claims of the 545 patent.  See RIB at 133; RRB at 63-64.  Thus, its burden has not been 

met. 

Accordingly, Samsung has not shown, by clear and convincing evidence, invalidity of any 

claim of the 545 patent for improper inventorship. 

VIII. DOMESTIC INDUSTRY - ECONOMIC PRONG 

In a patent-based complaint, a violation of Section 337 can be found “only if an industry 

in the United States, relating to the articles protected by the patent ... concerned, exists or is in the 

process of being established.”  19 U.S.C. § 1337(a)(2).  Under Commission precedent, this 

“domestic industry requirement” of Section 337 consists of an economic prong and a technical 

prong.  Stringed Instruments, Inv. No. 337-TA-586, Comm’n Op. at 12-14.  The complainant bears 

the burden of establishing that the domestic industry requirement is satisfied.  See Certain Set-Top 

Boxes and Components Thereof, Inv. No. 337-TA-454, Initial Determination at 294 (June 21, 

2002) (not reviewed in relevant part). 
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The economic prong of the domestic industry requirement is defined in subsection (a)(3) 

of Section 337 as follows: 

(3) For purposes of paragraph (2), an industry in the United States shall be 
considered to exist if there is in the United States, with respect to the articles 
protected by the patent, copyright, trademark or mask work concerned -- 

(A) Significant investment in plant and equipment; 

(B) Significant employment of labor or capital; or 

(C) Substantial investment in its exploitation, including engineering, research and 
development, or licensing. 

19 U.S.C. § 1337(a)(3).  The economic prong of the domestic industry requirement is satisfied by 

meeting the criteria of any one of the three factors listed above.  Importantly, the Commission has 

clarified that investments in plant and equipment, labor, and capital that may fairly be considered 

investments in research and development are eligible for consideration under subsections (A) and 

(B), in addition to subsection (C).  See Certain Solid State Storage Drives, Stacked Electronics 

Components, and Products Containing Same, Inv. No. 337-TA-1097, Comm’n Op. at 14 (June 29, 

2018) (“Solid State Storage”).  

Dynamics contends economic prong is met under subsections (A) and (B) through its 

investments “dedicated to its CIBC, IndusInd, SMCC, and Connected Wallet (also referred to as 

‘Emirates NBD’) cards” at locations in Cheswick, PA and Tennessee.  CIB at 109-110.  Although 

not squarely stated, the alleged domestic industries for the 153, 100, and 631 patents are implied 

in Dynamics’ briefing to presently “exist[]” under the statute (see 19 U.S.C. § 1337(a)(2)); whereas 

the industry for the 545 patent is alleged to “exist[]” and also be “in the process of being 

established” (see CIB at 139 (“To the extent . . . activities set forth above do not establish the 

existence of a current domestic industry in [the Connected Wallet Card], the evidence shows a 
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domestic industry in the process of being established.”); see also CRB at 66 (header stating, “There 

is an Existing Domestic Industry (’153, ’100, ’631, and ’545 Patents)”)).   

As determined above, however, the Emirates NBD article (with basic emulator or cellular 

functionality) was not found to exist or have existed by the time of Dynamics’ complaint.  Thus, 

there can be no domestic industry for the 545 patent that “exists,” and only whether there is an 

industry “in the process of being established” for that patent is considered.  For the 153, 100, and 

631 patents, it is considered whether domestic industries “exist.” 

 Further, as discussed above, the technical prong of domestic industry has not been shown, 

on the merits, for the 153 or 631 patents or for several products under the 100 patent.  Nevertheless, 

to aid the Commission’s analysis of economic prong, those allegations are treated as established; 

and for the reasons below, it is determined Dynamics has shown “significant” investment for the 

153, 100, and 631 patents under subsections (A) and (B).  Should the above technical prong 

determinations be accepted, then only the 100 patent meets economic prong under the same 

subsections.  Lastly, Dynamics has not shown an industry “in the process of being established” for 

the 545 patent under economic prong. 

A. Domestic Industry in Existence 

1. Qualifying Expenditures 

As noted above, Dynamics claims economic prong is met by industries that “exist” for the 

153, 100, and 631 patents through activities that take place in Dynamics’ headquarters in 

Pennsylvania and another location in Tennessee.  See CIB at 109-110 (citing, inter alia, CX-1202C 

at Q/A 17, 40; CX-1200C at Q/A 76).  In this effort, Dynamics divides its activities and 

investments into two categories:  1) production (“Production”); and 2) and engineering, research, 

and development (“ER&D”).  See id. at 110-116. 
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As to production, Dynamics explains it “uses approximately  square feet of its 

Cheswick headquarters to produce and personalize its cards (‘the Production Area’).”  CIB at 110 

(citing CX-1202C at Q/A 40).  Dynamics argues “commercial volumes” of the CIBC and IndusInd 

cards are manufactured here and in this way.  Id. (citing CX-1200C at Q/A 53; CX-1201C at Q/A 

15-18; CX-1202C at Q/A 43, 112).  Production and personalization are also explained as including 

receiving and inspecting shipped components, assembly, programming, calibration, printing, 

quality checking, among other activities.  See generally id. at 110-113 (citations omitted).  Only 

limited personalization activities take place for the IndusInd card, however, as local law requires 

loading sensitive information onto the card in India.  Id. at 112 (citing CX-1201C at Q/A 35-38). 

As to ER&D, Dynamics explains “[a]s of June 30, 2019, Dynamics employed  full-time 

employees in the United States dedicated to payment card ER&D.”  CIB at 113-114 (citing CX-

1202C at Q/A 161).  This ER&D includes design, improving the technologies already present in 

Dynamics’ cards, production planning, manufacturing refinement, and tool manufacture, among 

other activities.  See generally id. at 114-116 (citations omitted).  Importantly, and for the purposes 

of showing economic prong in this investigation, Dynamics has divided its relevant ER&D 

activities into four categories:  1) improving magnetic emulation (“Emulation”); 2) developing 

cellular capabilities (“Cellular”); 3) improving manufacturing processes (“Manufacturing”); and 

4) project-specific, or miscellaneous (“Project Specific”).  Id. at 121 (citing CX-1200C at Q/A 

101). 

a. Subsection (A) – Plant and Equipment 

Considering subsection (A), “significant investment in plant and equipment,” Dynamics 

argues its Cheswick, PA facility was purchased in 2011 for $  and depreciates on a 39 

year schedule at about $  per year.  CIB at 117 (citing CX-1200C at Q/A 30-32; CX-0173 at 

*3; CX-0030C at *9, 13).  As for maintenance, upkeep, utilities, and other facility expenses, 
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122-123 (citing CX-1202C at Q/A 60-77; CX-0854C).  This is done according to estimates of the 

amount of time spent in each category provided by Dynamics’ CFO, Mr. Weiner.  Id. at 122 (citing 

CX-1200C at Q/A 102-107; CX-0855C), 122-123 (citing CX-1202C at Q/A 60-77; CX-0854C).  

Then, “Mr. Thomas applied the resulting technical expenditures to the specific Dynamics cards 

that implement each technology” (id. at 123) such that if any of the CIBC, IndusInd, SMCC, or 

Connected Wallet Card arguably benefit from Emulation, Manufacturing, Cellular, and Project 

Specific, then the entire investment in Emulation, Manufacturing, Cellular, and Project Specific is 

counted towards the product (id. (citing CX-1202C at Q/A 78-80; CX-0856C)). 

On this point, specifically, Dynamics does not explain, but Mr. Thomas testified to an 

understanding, that Manufacturing ER&D “relate[s] to and [is] implemented into  

”; Emulation ER&D “relate[s] to and [is] implemented into at least the  

 cards”; and Cellular ER&D is “currently implemented into the Emirates 

NBD card.”  CX-1202C at Q/A 78.  The last category, Project Specific ER&D, is treated differently 

with varying percentages of the whole (instead of all or nothing) allocated between the DI 

Products, each year (e.g., in 2017,  of expenses attributed to SMCC,  to CIBC,  to 

IndusInd,  to Emirates NBD).  Id. 

Under this approach, the resulting total ER&D plant and equipment expenses for each DI 

Product are reported as: 






