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486, 490, 495-96, 501-02, 503-06.  However, it has not been shown that FS’s accused 

combinations directly infringe the asserted claims inasmuch as FS does not sell its 

accused chassis and modules in combination.   

Respondents argue that Corning has not shown that FS’s accused combinations 

infringe the asserted claims of the ‘153 patent.  See Resps. Br. at 185-87, 191, 193, 194-

200.   

i. Direct Infringement 

Unasserted Independent Claim 1  

Respondents concede that the FS accused products practice this claim, except for 

the fiber optic routing element discussed above.  See Resps. Br. at 185-87.   

Dependent Claims 9 and 16 

The evidence shows that the FS accused products infringe asserted dependent 

claims 9 and 16.  Asserted claim 9 of the ‘153 patent depends from claim 6, which 

depends from unasserted independent claim 1.   

Unasserted claim 6 and asserted claim 9 read as follows:  

6. The fiber optic apparatus of claim 1, wherein the at least one 
fiber optic equipment tray comprises a plurality of fiber optic 
equipment trays. 

9. The fiber optic apparatus of claim 6, wherein: 
each fiber optic equipment tray of the plurality of fiber 

optic equipment trays is configured to receive 
multiple fiber optic modules of the plurality of fiber 
optic modules; and 

the plurality of fiber optic equipment trays and the 
plurality of fiber optic modules are configured to 
permit each fiber optic module of the plurality of 
fiber optic modules to be removable from a front of 
the plurality of fiber optic equipment trays, and 
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releasably removable from a rear of the plurality of 
fiber optic equipment trays. 

Claim 6 adds the limitation that there must be more than one fiber optic 

equipment tray in the claimed apparatus.  JX-0007 (‘153 Patent) at 17:32-34.  Claim 9 

adds two new limitations:  (1) each tray must be configured to receive multiple fiber optic 

modules; and (2) each module must be both removable from the front of a tray and 

“releasably removable” from the rear of a tray.  Id. at 17:42-53.  There is uncontested 

evidence that FS accused products satisfy these additional limitations.  The FS accused 

chassis contain three trays per U space, and modules inserted in those chassis can be 

removed from the front or releasably removed from the rear after disengaging a locking 

latch.  See Resps. Br. at 185-87; CPX-0054 (FS Base-12 chassis); CX-1855 (FS photos) 

at 2; CX-0589 (FHX Module installation instructions) at 2; CX-0001C (Prucnal WS) Q/A 

464-65; CDX-0001C (Prucnal demonstratives) at 440-45.   

Asserted claim 16 reads as follows:  

16. The fiber optic apparatus of claim 1, wherein at least one 
fiber optic module of the plurality of fiber optic modules comprises 
a locking latch comprising a lateral protrusion configured to 
prevent the at least one fiber optic module from moving rearward 
relative to the at least one fiber optic equipment tray, the locking 
latch being actuatable by a user from a rear of the at least one fiber 
optic module to enable removal of the at least one fiber optic 
module from a rear of the at least one fiber optic equipment tray. 

JX-0007 (‘153 Patent) at 18:31-39.   

The evidence that the FS accused modules satisfy this limitation is also 

uncontested.  See Resps. Br. at 185-87; CPX-0055 (FS Base-8 module); CPX-0056 (FS 

Base-12 module); CX-0001C (Prucnal WS) Q/A 476; see CDX-0001C (Prucnal 

demonstratives) at 474-79.   
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Accordingly, the FS accused combinations practice asserted claims 9 and 16.   

Independent Claim 23 

Respondents concede that the FS accused products practice this claim, except for 

the fiber optic routing element discussed above.  See Resps. Br. at 185-87.   

Dependent Claim 26 

Asserted claim 26 depends from claim 25, which depends from independent 

claim 23. 

Asserted independent claim 23 reads as follows:  

23. A fiber optic apparatus, comprising: 
a chassis configured to be disposed in an equipment 

rack, the chassis comprising opposite front and rear 
ends that are spaced apart from one another in a 
longitudinal direction, and comprising opposite first 
and second ends that are spaced apart from one 
another in a lateral direction that extends crosswise 
to the longitudinal direction; 

a guide system configured to be disposed within the 
chassis; 

a plurality of fiber optic equipment trays arranged in a 
stacked configuration and configured to slidably 
engage within the guide system, wherein each fiber 
optic equipment tray of the plurality of fiber optic 
equipment trays comprises a front end with at least 
one fiber optic routing element that comprises 
successive material sections extending frontward, 
upward, and rearward, respectively, to permit 
optical fibers to be routed to either left or right 
portions of the plurality of fiber optic equipment 
trays toward the first and second ends of the 
chassis; and 

a plurality of fiber optic modules configured to be 
received by the plurality of fiber optic equipment 
trays, wherein each fiber optic module of the 
plurality of fiber optic modules is independently 
movable in the longitudinal direction relative to 
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each fiber optic equipment tray of the plurality of 
fiber optic equipment trays; 

wherein each fiber optic module of the plurality of fiber 
optic modules comprises a front end, a rear end, an 
interior, a plurality of first fiber optic adapters 
disposed through the front end, at least one second 
fiber optic adapter disposed through the rear end, 
and at least one optical fiber disposed within the 
interior and establishing at least one optical 
connection between the at least one second fiber 
optic adapter and at least one first fiber optic 
adapter of the plurality of first fiber optic adapters; 

wherein for at least one fiber optic module of the 
plurality of fiber optic modules, the at least one 
second fiber optic adapter comprises a higher 
connection density than each first fiber optic 
adapter of the plurality of first fiber optic adapters; 

wherein each fiber optic equipment tray of the plurality 
of fiber optic equipment trays is configured to 
receive multiple fiber optic modules of the plurality 
of fiber optic modules; and 

wherein the plurality of fiber optic equipment trays and 
the plurality of fiber optic modules are configured 
to permit the plurality of fiber optic modules to be 
removable from a front of the plurality of fiber optic 
equipment trays, and releasably removable from a 
rear of the plurality of fiber optic equipment trays. 

JX-0007 (‘153 Patent) (emphasis added).   

Unasserted claim 25 and asserted claim 26 read as follows:  

25. The fiber optic apparatus of claim 23, further comprising a 
plurality of module guides associated with the plurality of fiber 
optic equipment trays, wherein the chassis comprises a rear 
section, and a rear portion of each module guide of the plurality of 
module guides defines at least one guide channel that is open on a 
rear end thereof to permit the plurality of fiber optic modules to be 
inserted into the plurality of module guides from the rear section of 
the chassis and to be guided toward the front end of the chassis. 

26. The fiber optic apparatus of claim 25, wherein each fiber 
optic module of the plurality of fiber optic modules comprises a 
locking latch that is configured to prevent the fiber optic module 
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from moving rearward relative to a fiber optic equipment tray of 
the plurality of fiber optic equipment trays, and that is actuatable 
by a user from a rear of the fiber optic module to enable removal of 
the fiber optic module from the fiber optic equipment tray. 

JX-0007 (‘153 Patent).   

As shown, claim 26 depends from claim 25, which depends from independent 

claim 23.  Claim 25 adds a plurality of module guides in the fiber optic equipment trays, 

the guides having an open rear portion that enables users to insert modules into the 

module guides from the rear of the chassis toward the front end of the chassis.  JX-0007 

(‘153 Patent) at 20:14-22.  Claim 26 adds a locking latch on each module configured to 

prevent the module from moving rearward in a tray and “actuatable by a user from a rear 

of the fiber optic module” to enable removal of the module from the tray.  Id. at 20:23-30.   

The FS accused chassis have multiple module guides that form channels into 

which accused modules can be inserted from the rear of the chassis.  CX-1855 (FS 

photos) at 17; CX-0418C (FS FHX Ultra Fiber Enclosure specification) at 3; CX-0419C 

(FS FHX Ultra Enclosure for MTP-8 Cassette specification) at 3; CX-0001C (Prucnal 

WS) Q/A 502.  As noted above, FS accused modules can be removed from the rear of an 

accused chassis after disengaging a locking latch on the module.  CX-1855 (FS photos) 

at 17; CX-0589 (FHX Module installation instructions) at 2; CX-0001C (Prucnal WS) 

Q/A 501; see CDX-0001C (Prucnal demonstratives) at 591-96.   

Accordingly, the FS accused combinations practice asserted claim 26.   

ii. Indirect Infringement 

The evidence demonstrates that the FS accused combinations infringe asserted 

claims 9, 16, 23, and 26 of the ‘153 patent.  FS, however, does not sell its products in 
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combinations.  In each case, the modules are packaged separately from the chassis.  See 

RX-0010 (Zhang WS) Q/A 27-28.  Thus, it is customers, rather than FS, who assemble 

the accused chassis and modules into infringing combinations.   

Accordingly, FS does not directly infringe the asserted claims of the ‘153 patent.  

The evidence shows that FS indirectly infringe, for the reasons discussed in the Indirect 

Infringement section of the ‘320 patent, supra.   

C. Domestic Industry (Technical Prong) 

As discussed below, the evidence shows that the Corning domestic industry 

products are covered by asserted claims 9, 16, 23, 26 of the ‘153 patent.   

The EDGE DI Chassis together with the EDGE DI Modules practice asserted 

claims 9, 16, 23, 26 of the ‘153 patent.  As discussed throughout the claim construction 

and infringement sections for the ‘153 patent above, asserted claim 23 is an independent 

claim directed to a fiber optic apparatus comprising a chassis, a guide system engaging 

multiple equipment trays with fiber optic routing elements, a plurality of independently 

movable modules with higher-density adapters on the rear than on the front, and a tray 

configuration allowing multiple modules to be removed from the front and rear.  See JX-

0007 (‘153 Patent), Claim 23.   

Claims 9 and 16 depend from claim 1, and along with claim 26, add a locking 

latch that enables module removal.  Id. at Claims 9, 16, 26.  Dr. Ralph testified that the 

EDGE DI Chassis and EDGE DI Modules satisfy these claims with its structure of three 

trays in the chassis that have fiber routing elements and allow for modules to be latched 

and removed from the front and rear.  See CX-0002C (Ralph WS) Q/A 140-164; CX-

1869 (Corning Photos Ex. D) at 2-4, 6-40; CPX-0040 (EDGE Base-8 Chassis); CPX-
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0041 (EDGE Base-12 Chassis); CPX-0042 (EDGE Base-8 Module); CPX-0043 (EDGE 

Base-12 Module).   

Respondents make the following arguments regarding the ‘153 patent:   

  Complainant failed to prove any combination of an EDGE chassis 
and modules practices claims 9, 16, 23, or 26 of the ‘153 Patent.  RX-
0008C (Lebby RWS) Q/A 380-389.  The claims of the ‘153 Patent require, 
inter alia, a combination of a chassis and a “plurality of fiber optic 
modules.”  Complainant did not prove any instance of an EDGE Chassis 
loaded with EDGE modules.  RX-0008C (Lebby RWS) Q/A 382-383;  
Ralph Tr. 212:12-15, 213:24-214:2, 214:18-215:7.  Complainant also did 
not prove that the EDGE Chassis necessarily must be combined with a 
plurality of EDGE Base-12 or Base-8 Modules.  RX-0008C (Lebby RWS) 
Q/A 384-386, 388-389; RX-1677 (EDGE Catalog); RX-1678 (EDGE8 
Catalog); Ralph Tr. 215:16-216:6, 216:17-217:14, 218:2-8.  
Complainant’s failure to prove a practicing combination of an EDGE 
Chassis loaded with EDGE Modules is fatal to its claim that there is a 
domestic industry for the ‘153 Patent.  See Microsoft, 731 F.3d at 1361. 

Complainant also failed to establish that any EDGE Base-12 
Combination and EDGE Base-8 Combination include “a front end with at 
least one fiber optic routing element that comprises successive material 
sections extending frontward, upward and rearward, respectively,” as 
required by claims 9, 16, 23, and 26 of the ‘153 Patent.  RX-0008C 
(Lebby RWS) Q/A 390-393; Lebby Tr. 908:24-909:4.  The cable 
management rings attached to the EDGE Chassis are not the claimed fiber 
optic routing element because they are not flanges, do not “extend 
frontward” from the front of the fiber optic equipment tray, and do not 
comprise successive sections extending “frontward, upward and 
rearward.”  RX-0008C (Lebby RWS) Q/A 125-135; RX-0001C 
(Blumenthal WS) Q/A 526; RX-0006C (Min RWS) Q/A 88-93.   

Resps. Br. at 261-62 (footnote omitted).   

First, as shown above, respondents make the same “fully loaded” argument as for 

the ‘320 patent, which was thoroughly addressed in that section.  Further, the asserted 

claims of the ‘153 patent contain no such requirement, nor any requirement of fiber optic 

connection equipment such as modules in the chassis.  Dr. Ralph has shown the EDGE 

DI Chassis is configured to receive EDGE DI Modules as required by the ‘153 patent.  
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See CX-1869 (Corning Photos Ex. D) at 2, 8, 17, 24.44   

Second, as shown above, respondents argue that the EDGE DI Chassis does not 

have “a front end with at least one fiber optic routing element that comprises successive 

material successions extending frontward, upward, and rearward, respectively.”  Dr. 

Ralph, however, demonstrated that the molded plastic cable management clips on the 

front of the chassis meet this limitation.  See CDX-0002C (Ralph Direct) (citing CX-

1869C at 6, 21); CX-0002C (Ralph WS) Q/A 147.   

Respondents argue that the “cable management rings” identified by Dr. Ralph are 

not fiber optic routing elements because they are not “not the claimed fiber optic routing 

element because they are not flanges, do not ‘extend frontward’ from the front of the 

fiber optic equipment tray, and do not comprise successive sections extending ‘frontward, 

upward and rearward.’”  This argument is not persuasive, and was addressed extensively 

in the above infringement section, and need not be repeated here.   

Accordingly, the evidence shows that the Corning domestic industry products are 

covered by the asserted claims 9, 16, 23, 26 of the ‘153 patent.   

D. Validity of the ‘153 Patent 

As noted, Corning asserts independent claim 23 and dependent claims 9, 16, and 

26 of the ‘153 patent.   

Respondents argue that the following 21 different combinations render obvious 

unasserted claim 1 and asserted independent claim 23 and dependent claims 9, 16, and 26 

of the ‘153 patent:  

 
44 Additionally, there was testimony regarding customers who have combined EDGE 
chassis with asserted EDGE modules.  See, e.g., CX-0004C (Hicks WS) Q/A 25-26. 
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Claim 1:  

(1) Smrha ‘684 (RX-0458) alone renders unasserted claim 1 
obvious; 

(2) Smrha ‘684 in combination with RX-0442 (U.S. Patent App. 
Publ. No. 2008/0037209 to Niazi) (“Niazi”) renders unasserted 
claim 1 obvious; 

(3) Smrha ‘684 in combination with RX-0449 (U.S. Patent No. 
6,086,415 to Sanchez) (“Sanchez”) renders unasserted claim 1 
obvious; 

(4) Smrha ‘684 in combination with Niazi and Sanchez renders 
unasserted claim 1 obvious; 

(5) Smrha ‘684 in combination with RX-0450 (U.S. Patent No. 
6,175,079 to Johnston) (“Johnston”) render unasserted claim 1 
obvious; 

(6) Smrha ‘684 in combination with Niazi and Johnston renders 
unasserted claim 1 obvious; 

Claim 9:  
(7) asserted claim 9 is obvious over Smrha ‘684, Niazi, and RX-

0446 (U.S. Patent No. 5,613,030 to Hoffer) (“Hoffer”) 
(8) asserted claim 9 is obvious over Smrha ‘684, Niazi, and Hoffer, 

in further combination with Sanchez; 
(9) asserted claim 9 is obvious over Smrha ‘684, Niazi, and Hoffer, 

in further combination with Johnston; 
Claim 23:  

(10) asserted claim 23 is obvious over Smrha ‘684, Niazi, and Hoffer; 
(11) asserted claim 23 is obvious over Smrha ‘684, Niazi, Hoffer and 

Sanchez; 
(12) asserted claim 23 is obvious over Smrha ‘684, Niazi, Hoffer and 

Johnston; 
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Claim 16:  
(13) asserted claim 16 is obvious over Smrha ‘684, Hoffer, and RX-

0457 (U.S. Patent No. 7,689,089 to Wagner) (“Wagner”); 
(14) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner 

and Niazi; 
(15) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner 

and Sanchez; 
(16) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner 

and Johnston; 
(17) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner, 

Niazi and Sanchez; 
(18) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner, 

Niazi and Johnston; 
Claim 26: 

(19) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, and 
Wagner; 

(20) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, 
Wagner, and Sanchez; and 

(21) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, 
Wagner, and Johnston. 

Resps. Br. at 200-25.   

Complainant and the Staff disagree.  See Compl. Br. at 173-86; Staff Br. at 130-

46.   

For the reasons discussed below, respondents have not shown by clear and 

convincing evidence that asserted independent claim 23 and dependent claims 9, 16, and 

26 of the ‘153 patent are invalid.   

1. Obviousness 

For the reasons discussed below, respondents have not shown by clear and 

convincing evidence that unasserted claim 1 and asserted independent claim 23 and 

dependent claims 9, 16, and 26 of the ‘153 patent are rendered obvious by the 21 
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different combinations proposed by respondents.   

As an initial matter, the PTO granted the ‘153 patent to Corning after reviewing 

the inter partes review proceedings of the related ‘320 and ‘206 patents, as well as U.S. 

Patent Nos. 8,452,148 and 8,184,938.  JX-0008 (‘153 Prosecution History) at 1726, 

8143-45, and 10142-43.  The examiner granted the ‘153 patent over several references on 

which respondents now rely, including their primary reference (Smrha ‘684) as well as 

many of their secondary references.  See JX-0008 (‘153 Prosecution History) at 10162.   

Respondents argue that Smrha ‘684 in combination with Niazi ‘209 and Hoffer 

‘030 renders obvious claims 9 and 23 — alone or in further combination with Sanchez 

‘415 or Johnston ‘079; that Smrha ‘684 in combination with Hoffer ‘030 and Wagner 

‘089 renders obvious claim 16 — alone or in further combination with Niazi ‘209 and 

Sanchez ‘415 or Johnston ‘079; that Smrha ‘684 in combination with Niazi ‘209 and 

Hoffer ‘030 renders claim 23 obvious — alone or in further combination with Sanchez 

‘415 or Johnston ‘079; and that Smrha ‘684 in combination with Niazi ‘209, Hoffer ‘030, 

and Wagner ‘089 renders obvious claim 26 — alone or in further combination with 

Sanchez ‘415 or Johnston ‘079.   

At the hearing, Dr. Blumenthal agreed that his obviousness opinion required one 

of ordinary skill to seek out, to find, and combine features from this list of five or six 

references in order to capture all of the features of the EDGE system claimed by the ‘153 

patent.  See Blumenthal Tr. 777-779.  Even if he were correct that a person of ordinary 

skill would have found all of these references and their component features, combining 

them to create a new device with a new architecture is not indicative of obviousness.  

Rather, making of such combinations to create a new device would be similar to an 
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invention.  See KSR, 550 U.S. at 418-19 (“[I]nventions in most, if not all, instances rely 

upon building blocks long since uncovered, and claimed discoveries almost of necessity 

will be combinations of what, in some sense, is already known.”); Smiths Indus. Med. 

Sys. v. Vital Signs, Inc., 183 F.3d 1347, 1356 (Fed. Cir. 1999) (“[T]here is no basis for 

concluding that an invention would have been obvious solely because it is a combination 

of elements that were known in the art at the time of the invention.”).   

As discussed below, respondents have not shown motivations to combine the 

different combinations of prior art.   

a. Motivation to combine Smrha ‘684 with Niazi ‘209, 
Hoffer ‘030, Wagner ‘089, Sanchez ‘415, or Johnston 
‘079 

As discussed below, respondents have not shown that a person of ordinary skill 

would solve the problem of the ‘153 patent — density with accessibility, modularity, and 

scalability in a fiber optic data center environment — by combining Smrha ‘684 and the 

other references on which respondents rely.   

i.  Smrha ‘684 with Niazi ‘209 

As shown above for the ‘456 patent, a person of ordinary skill would not be 

motivated to combine Smrha ‘684 with Niazi ‘209, which is outside the field of fiber 

optics and has a different and incompatible architecture.  See CX-2060C (Prucnal RWS) 

Q/A 566-67.   

ii. Smrha ‘684 with Hoffer ‘030 

The PTO reviewed U.S. Patent No. 5,613,030 to Hoffer, CX-1752 (Hoffer ‘030),  

before issuing the ‘153 patent.  See JX-0008 (‘153 Prosecution History) at 3146; CX-
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2060C (Prucnal RWS) Q/A 568.  Hoffer ‘030 discloses an enclosure that holds fiber optic 

“cards” in a “card-receiving region.”  See CX-2060C (Prucnal RWS) Q/A 568; CX-1752 

(Hoffer ‘030).  

Dr. Blumenthal opines that a person of ordinary skill would combine Smrha ‘684 

with Hoffer ‘030 to allow greater access to modules — the adapter packs in Smrha ‘684 

— because Hoffer ‘030 discloses a system that locks cards in place and allows release of 

those locks to permit controlled removal from the rear of a structure.  See RX-0001C 

(Blumenthal WS) Q/A 556; CX-2060C (Prucnal RWS) Q/A 570.  He has not shown how 

or why this combination would be made, and overlooks that it is contrary to the 

disclosures of Smrha ‘684.  See CX-2060C (Prucnal RWS) Q/A 571.   

First, as Dr. Prucnal explains, combining Hoffer ‘030 with Smrha ‘684 would not 

have a predictable result because their purposes and structures are incompatible.  See CX-

2060C (Prucnal RWS) Q/A 571, 573.  Hoffer ‘030 discloses vertically oriented cards that 

slide between two sides of a bulky enclosure that looks like a box or shelf.  A person of 

ordinary skill would not have reason to think that the sliding rail adapter pack system 

disclosed in Smrha ‘684 would be compatible with the cards-in-a-shelf system disclosed 

by Hoffer ‘030.  Id. 

Second, neither respondents nor Dr. Blumenthal explain why a person of ordinary 

skill would add rear removability of adapter packs to Smrha ‘684 to improve access to 

connections in adapter packs, given that Smrha ‘684 already discloses an open sliding 

system for access to connections in adapter packs that remain securely in its chassis.  See 

CX-2060C (Prucnal RWS) Q/A 573.   

Third, Dr. Blumenthal does not explain how a person of ordinary skill could 
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incorporate the rear releasability feature allegedly disclosed by Hoffer ‘030 into Smrha 

‘684.  See CX-2060C (Prucnal RWS) Q/A 572.  As shown above, Smrha ‘684 does not 

disclose removability of its adapter packs at all, much less incorporate features for rear 

access and removability.  The design of Smrha ‘684 teaches away from such rear access 

and removability by providing access to the rear connections on the back of the adapter 

packs through removable panels.  See CX-2060C (Prucnal RWS) Q/A 602; CX-0032 

(Smrha ‘684) at 9:22-27.  Smrha ‘684 does not contemplate removal of the adapter packs, 

much less from the rear.   

iii. Smrha ‘684  with Wagner ‘089 

The PTO also reviewed U.S. Patent No. 7,689,089 to Wagner, CX-1761 (Wagner 

‘089), before issuing the ‘153 patent.  See JX-0008 (‘153 Prosecution History) at 10350; 

CX-2060C (Prucnal RWS) Q/A 574.  Wagner ‘089 is owned by Panduit, but there is no 

evidence that Panduit used Wagner ‘089 to develop the Panduit accused products.  See 

CX-2060C (Prucnal RWS) Q/A 574.  To the contrary, as discussed above, Panduit did 

not consider its prior art in designing its own products, which calls into question Dr. 

Blumenthal’s opinion that there would be motivation to use this reference in matching the 

EDGE features.  See CX-2060C (Prucnal RWS) Q/A 295 (“The group agreed on 

developing a new 1U enclosure that supported 144 connections using cassettes with “72 

LC front ports,” the same as EDGE. No mention was made of attempting to modify any 

of Panduit’s existing products to achieve this result. Mr. Kuffel testified that he did not 

even consider Panduit’s existing products in developing a new high-density platform to 

match EDGE. This testimony can be found at JX-0017C (Kuffel Dep.) at 22:3-23:10.”).   

Wagner ‘089 discloses an optical cassette designed to be inserted in and engage 
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with latches on a patch panel.  See RX-0001C (Blumenthal WS) Q/A 564.  Dr. 

Blumenthal opines that a person of ordinary skill would rebuild the Smrha ‘684 adapter 

packs with the Wagner ‘089 cassette release mechanisms.  Id.  He opines that such a 

person would have reason to not only make the adapter packs of Smrha’ 684 removable, 

but removable from the rear of the tray, and removable using tabs actuated from the rear 

of the adapter packs.  Id. Q/A 566.  He states that Smrha ‘684 and Wagner ‘089 have 

similar module functionality, and they would therefore be combinable with a reasonable 

expectation of success.  Id.  Those opinions are speculative.   

First, a person of ordinary skill would not think to combine a patch panel and 

cassette combination with the system disclosed in Smrha ‘684, which discloses a system 

of independently sliding adapter panel sections.  See CX-2060C (Prucnal RWS) Q/A 577.  

Dr. Blumenthal’s contrary opinion presupposes that rear access would be useful in a 

system like Smrha ‘684, but as shown above, Smrha ‘684 teaches away from the type of 

rear accessibility claimed in the ‘153 patent by providing its own system for access 

through sliding adapter packs.   

Second, Dr. Blumenthal has not shown that Smrha ‘684 discloses side walls with 

which the tabs of the Wagner ‘089 cassettes could interact; or that the retaining and 

releasing features of Wagner ‘089 are compatible with a system, like that of Smrha ‘684, 

in which adapter packs are designed to slide on mounting guides during operation.  Id.  

Wagner ‘089 contains no disclosures on how such walls could be incorporated into the 

different architecture of Smrha ‘684, which uses fixed adapter packs rather than 

removable modules.  See RX-0001C (Blumenthal WS) Q/A 565-66.   

Third, for the same reasons, there is no basis to Dr. Blumenthal’s opinion that a 
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person of ordinary skill would add a depressing tab similar to the one in Wagner ‘089 to 

the rear of Smrha ‘684’s module, so as to permit rear removability.  See CX-2060C 

(Prucnal RWS) Q/A 578.  As noted, the modules in the two references are not remotely 

alike; those in Smrha ‘684 are not designed to be removed.  See RX-0001C (Blumenthal 

WS) Q/A 565.   

iv. Smrha ‘684 with Sanchez ‘415 

Respondents rely on U.S. Patent No. 6,086,415 to Sanchez (RX-0449) for a 

disclosure of fiber optic routing elements required by the asserted claims of the ‘153 

patent.  Sanchez ‘415 discloses a patch panel comprising a jack holder, which has a 

plurality of openings for mounting connectors, a front panel, and a cable tray that extends 

forward from the front of the tray and can be angled up and down to provide access to 

front-end connections.  See CX-2060C (Prucnal RWS) Q/A 580.  As Dr. Prucnal 

demonstrates, Dr. Blumenthal has not shown that a person of ordinary skill would 

combine this reference with Smrha ‘684.   

First, Dr. Blumenthal does not explain how the features of Sanchez ‘415 could be 

incorporated into Smrha ‘684.  See CX-2060C (Prucnal RWS) Q/A 583.  His opinion 

assumes that the tray in Smrha ‘684 could be bent up to create a U shape, but does not 

account for the fact that the Smrha ‘684 tray would be unsuitable for this modification 

because the tray does not move along with the adapter packs, which move independently 

of each other and the tray.  See CX-0032 (Smrha ‘684) at 5:6-16 & Figs. 2-3; CX-2060C 

(Prucnal RWS) Q/A 586.  In addition, the tray in Smrha ‘684 is designed to be fully 

closed during operation while the adapter packs are mobile; putting a fiber optic routing 

guide on this tray would serve no clear purpose and impair cable management.  See CX-

 
PUBLIC VERSION



 
 

 

  311 
 

2060C (Prucnal RWS) Q/A 585-86.  Also, the chassis of Smrha ‘684 does not have space 

for both sliding adapter packs and a fiber optic routing element on the tray.  Id. Q/A 586.   

Second, a person of ordinary skill would not have been motivated to combine the 

routing feature of Sanchez ‘415 with the tray of Smrha ‘684.  Dr. Blumenthal opines that, 

because both references seek to provide effective cable management, a person of ordinary 

skill would convert the clips of Smrha ‘684 into an extended lip like the flange in Figure 

1 of Sanchez ‘415.  See RX-0001C (Blumenthal WS) Q/A 532.  However, the Smrha 

‘684 routing elements are on the adapter packs (modules), not the tray.  Also, the flange 

in Sanchez ‘415 is not part of a fiber optic equipment tray and is instead part of a separate 

“cable tray” that is used to hold cables, but not modules or adapters.  See CX-2060C 

(Prucnal RWS) Q/A 586.  The Sanchez ‘415 tray is permanently attached to the front of 

the chassis and cannot move except to be angled up and down to provide access to the 

connections.  Id.  These features offer no useful disclosures for modifying Smrha ‘684, 

which has no cable tray and has modules installed on a separate framework.  

Even assuming that both Smrha ‘684 and Sanchez ‘415 share a goal of effective 

cable management, that motivation is far too generic to explain why two very different 

systems should, or how they could, be combined.  Id; Cardiac Pacemakers, Inc. v. St. 

Jude Med., Inc., 381 F.3d 1371, 1377 (Fed. Cir. 2004) (“[r]ecognition of a need” does not 

alone provide a motivation to combine references).  Dr. Blumenthal’s opinion that an 

extended lip would provide better cable management than Smrha ‘684 is unsupported.  

See CX-2060C (Prucnal RWS) Q/A 586.   

v. Smrha ‘684 with Johnston ‘079 

Respondents rely alternatively on U.S. Patent No. 6,175,079 to Johnston (RX-
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0450, “Johnston ‘079”) for a fiber optic routing element.  Johnston ‘079 was before the 

PTO when the ‘153 patent was issued.  See JX-0008 (‘153 Prosecution History) at 3150; 

CX-2060C (Prucnal RWS) Q/A 581.  It discloses a fiber optic cable management cabinet 

with adjustable clips mounted by frictional force in a track for managing the cable that 

exits the cabinet.  See CX-2060C (Prucnal RWS) Q/A 581.  As Dr. Prucnal demonstrates, 

Dr. Blumenthal has not shown that a person of ordinary skill would combine this 

reference with Smrha ‘684.   

First, Dr. Blumenthal opines that the routing clips on the adapter packs in Smrha 

‘684 could be replaced with the clips from Johnston ‘079 attached (via screw, bolt, or 

other “routine” means) to the drawer in Smrha ‘684.  See RX-0001C (Blumenthal WS) 

Q/A 541.  The Johnston ‘079 clips are not designed for such attachment and are instead 

held by friction within a mounting track.  See CX-2060C (Prucnal RWS) Q/A 583.  There 

is no such mounting track in Smrha ‘684, and Johnston ‘079 does not show how to use its 

mounting clips absent that track.  Id. 

Second, Dr. Blumenthal has not shown that a person of ordinary skill would be 

motivated to combine the routing feature of Johnston ‘079 with Smrha ‘684.  Again, the 

clips of Johnston ‘079 are not part of the tray (as claim 1 requires), but are attached to a 

mounting track.  See RX-0450 (Johnston ‘079) at 7:50-58; CX-2060C (Prucnal RWS) 

Q/A 588.  By contrast, the clips in Smrha ‘684 are attached to the adapter pack, a 

structure that Johnston ‘079 does not disclose.  See CX-2060C (Prucnal RWS) Q/A 588.  

Combining the two would not result in a tray with a fiber routing element.  Dr. 

Blumenthal also concedes that the clips in Johnston ‘079 are larger than those in Smrha 

‘684 and would operate differently, but does not explain how these differences would be 
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overcome and what the effect would be.  CX-2060C (Prucnal RWS) Q/A 589.   

b. Asserted Claims 

i. Unasserted Claim 1 

Respondents argue that the following six different combinations render obvious 

unasserted claim 1:  

(1) Smrha ‘684 (RX-0458) alone renders unasserted claim 1 obvious; 
(2) Smrha ‘684 in combination with RX-0442 (U.S. Patent App. Publ. 

No. 2008/0037209 to Niazi) (“Niazi”) renders unasserted claim 1 
obvious; 

(3) Smrha ‘684 in combination with RX-0449 (U.S. Patent No. 
6,086,415 to Sanchez) (“Sanchez”) renders unasserted claim 1 
obvious; 

(4) Smrha ‘684 in combination with Niazi and Sanchez renders 
unasserted claim 1 obvious; 

(5) Smrha ‘684 in combination with RX-0450 (U.S. Patent No. 
6,175,079 to Johnston) (“Johnston”) render unasserted claim 1 
obvious; and 

(6) Smrha ‘684 in combination with Niazi and Johnston renders 
unasserted claim 1 obvious. 

See Resps. Br. at 200-11.   

As discussed below, respondents have not shown by clear and convincing 

evidence that unasserted claim 1 of the ‘153 patent is rendered obvious by the above 

combinations.   

Corning is not asserting claim 1 in this investigation, but it is the independent 

claim from which asserted claims 9 and 16 depend.   

Fiber Routing Element 

Respondents have not shown that Smrha ‘684 in combination with Niazi ‘209 and 

Sanchez ‘415 or Johnston ‘079 discloses  
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at least one fiber optic equipment tray comprising a front end with at least 
one fiber optic routing element that comprises successive material sections 
extending frontward, upward, and rearward, respectively, to permit optical 
fibers to be routed to either left or right portions of the at least one fiber 
optic equipment tray toward the first and second ends of the chassis. 

First, Dr. Blumenthal has not shown that Smrha ‘684 discloses the claimed 

routing element on its tray.  See CX-2060C (Prucnal RWS) Q/A 591.  He identifies the 

routing element on the adapter pack, not the drawer that he identifies as the tray.  In 

addition, Dr. Blumenthal wrongly claims — based on a speculative interpretation of a 

detail in a figure, rather than a disclosure in the specification — that the Smrha ‘684 clips 

disclose a hinge that allows its clip to extend rearward.  See CX-2060C (Prucnal RWS) 

Q/A 591; RX-0001C (Blumenthal WS) Q/A 540.  

Second, although respondents argue that Niazi ‘209 would teach a person of 

ordinary skill to multiply the trays of Smrha ‘684, they do not contend that Niazi ‘209 

would teach a person of ordinary skill to move the routing elements from the Smrha ‘684 

adapter packs to those trays.  With or without Niazi ‘209, a person of ordinary skill would 

not make that modification.  Moving the clips from the adapter packs to the tray would 

limit the independent movement of the adapter packs because the cables into those packs 

would be routed through clips on the separate tray that is designed to stay in place after 

installation.  See CX-2060C (Prucnal RWS) Q/A 592-93.  When the adapter packs slide, 

the connected cables would pull at the clip on the tray.  This runs contrary to the central 

teaching of Smrha ‘684, entitled in part “Sliding Adapter Panel,” which uses specialized 

framework assemblies precisely to enable the adapter packs to handle their own cable 

management so they can slide independently of the tray.  Id.  Although Dr. Blumenthal 

opines that such a modification would make “the bend . . . more gradual,” RX-0001C 
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(Blumenthal WS) Q/A 527, he did not provide support for his opinion.  CX-2060C 

(Prucnal RWS) Q/A 593.   

Third, Dr. Blumenthal has not shown that Johnston ‘079 discloses the routing 

element required by claim 1.  CX-2060C (Prucnal RWS) Q/A 596.  As set forth above, 

Johnston ‘079 discloses independent clips held by friction in a specially designed track 

on the bottom of a cabinet, not a fiber optic equipment tray.  Id.; see RX-0450 (Johnston 

‘079) at 7:34-67; CX-2060C (Prucnal RWS) Q/A 596.   

Modules Installed in a Tray 

Respondents have not shown that Smrha ‘684 discloses independently movable 

modules configured to be received by a fiber optic equipment tray.  As shown for the 

‘456 patent, Dr. Blumenthal has not shown that the adapter packs disclosed by Smrha 

‘684 are received by its tray.  See CX-2060C (Prucnal RWS) Q/A 597.  The “tray” in 

Smrha ‘684 sits at the bottom of the chassis and supports the first level of mounting 

guides, which in turn hold the first level of adapter packs and support the second level of 

mounting guides, which in turn hold the second level of adapter packs.  Id.  That system 

is independent of the tray so that the adapters can move independently from each other 

and from the tray.  Id.; CX-0032 (Smrha ‘684) at 3:10-19 and 9:28-45.   

i. Claim 9 

Respondents argue that the following three different combinations render obvious 

asserted dependent claim 9 of the ‘153 patent:  

(1) asserted claim 9 is obvious over Smrha ‘684, Niazi, and RX-
0446 (U.S. Patent No. 5,613,030 to Hoffer) (“Hoffer”) 

(2) asserted claim 9 is obvious over Smrha ‘684, Niazi, and Hoffer, 
in further combination with Sanchez; 
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(3) asserted claim 9 is obvious over Smrha ‘684, Niazi, and Hoffer, 
in further combination with Johnston; 

See Resps. Br. at 211-16.   

As discussed below, respondents have not shown by clear and convincing 

evidence that asserted claim 9 of the ‘153 patent is rendered obvious by the above 

combinations.   

Claim 9 depends from dependent claim 6.  With respect to the elements of claim 

6, Dr. Blumenthal has not shown that Smrha ‘684 in combination with Niazi ‘209 

discloses a “plurality of fiber optic equipment trays,” as shown above for the ‘456 patent.  

Dr. Blumenthal acknowledges that Smrha ‘684 discloses only one tray.  See CX-2060C 

(Prucnal RWS) Q/A 600; RX-0001C (Blumenthal WS) Q/A 546.  Niazi ‘209 contains no 

disclosures allowing additional trays to be added to Smrha ‘684 without a fundamental 

redesign.  See CX-2060C (Prucnal RWS) Q/A 600.   

Dr. Blumenthal also has not shown that Smrha ‘684 discloses the additional 

limitation of claim 9, which recites fiber optic trays configured to permit modules to be 

removable from a front of the plurality of fiber optic equipment trays, and releasably 

removable from a rear of the plurality of fiber optic equipment trays.”  In addition to 

failing to show that Smrha ‘684 discloses a plurality of trays that receive multiple 

modules, he also has not shown that Smrha ‘684 in combination with Hoffer ‘030 

discloses the removability limitations of claim 9.  He opines that Smrha ‘684 provides the 

front removal limitation while Hoffer ‘030 provides the missing rear removal limitation.  

RX-0001C (Blumenthal WS) Q/A 551-52.  As Dr. Prucnal has demonstrated, this is not 

so.   
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First, with respect to front removal, Dr. Blumenthal opines that “Smrha ‘684 

discloses access for installing each of its fiber optic modules from the front of the 

drawer.”  RX-0001C (Blumenthal WS) Q/A 551; see CX-2060C (Prucnal RWS) Q/A 

602.  This disclosure in Smrha ‘684, however, relates solely to the initial installation of 

the adapter packs and does not disclose their removal.  See CX-2060C (Prucnal RWS) 

Q/A 602.  Smrha ‘684 instead discloses accessibility via movement of adapter packs in 

the mounting guides, not by individual insertion or removal. 

Dr. Blumenthal opines that front removal would have been obvious to a person of 

ordinary skill in the art, but gives no basis for that assertion.  See RX-0001C (Blumenthal 

WS) Q/A 551.  A person of ordinary skill would instead recognize that an adapter pack 

may not function in the same way for installation and removal, and might see an 

advantage in restricting removal after installation to prevent unwanted movement and 

fiber damage.  See CX-2060C (Prucnal RWS) Q/A 602.  Indeed, as shown above as to 

infringement of the ‘153 patent, respondent Siemon has modified its product to permit 

front installation but not front removal of its modules.  Id. 

Second, Dr. Blumenthal has not shown that Hoffer ‘030 discloses the claimed 

fiber optic module or the claimed fiber optic equipment tray.  See CX-2060C (Prucnal 

RWS) Q/A 602.  As shown above, Hoffer ‘030 discloses an system of “cards” and a 

shelf-like chassis that is incompatible with Smrha ‘684’s sliding adapter pack system.  

Dr. Blumenthal suggests that the cable management tray of Hoffer ‘030 is the structure 

from which the cards are removed, but the reference shows instead that the cards are 

removed from a “card-receiving region,” CX-1752 (Hoffer ‘030) at 2:48-51.  See CX-

2060C (Prucnal RWS) Q/A 602.  Regardless, neither the card-receiving region nor the 
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cable management tray is a fiber optic equipment tray that supports modules, and so 

Hoffer ‘030 cannot disclose modules removable from the rear of such a tray. 

Third, Dr. Blumenthal also has not shown that Hoffer ‘030 discloses modules 

releasably removable from the rear of the tray.  Id.  He provides no basis for his 

conclusion that a user could “remove the modules from either the front or rear of its 

trays,” other than quoting a statement that the card can be “pulled forwardly or 

rearwardly.”  RX-0001C (Blumenthal WS) Q/A 554.  Even on its face, this vague 

disclosure does not explain from which end of the tray (or chassis) the card is removed.  

See CX-1752 (Hoffer ‘030) at 5:38-53; CX-2060C (Prucnal RWS) Q/A 602.   

ii. Claim 16 

Respondents argue that the following six different combinations render obvious 

dependent claims 16 of the ‘153 patent:  

(1) asserted claim 16 is obvious over Smrha ‘684, Hoffer, and RX-
0457 (U.S. Patent No. 7,689,089 to Wagner) (“Wagner”); 

(2) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner and 
Niazi; 

(3) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner and 
Sanchez; 

(4) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner and 
Johnston; 

(5) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner, 
Niazi and Sanchez; 

(6) asserted claim 16 is obvious over Smrha ‘684, Hoffer, Wagner, 
Niazi and Johnston; 

See Resps. Br. at 216-20.   

As discussed below, respondents have not shown by clear and convincing 

evidence that asserted claim 16 of the ‘153 patent is rendered obvious by the above 
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combinations.   

Respondents have not shown that Smrha ‘684, in combination with Hoffer ‘030 

and Wagner ‘089, discloses fiber optic modules that comprise “a locking latch 

comprising a lateral protrusion configured to prevent the at least one fiber optic module 

from moving rearward relative to the” tray and that is “actuatable by a user from a rear 

of” the module to enable rear removal.  

As shown above, Dr. Blumenthal does not show that Smrha ‘684 discloses 

modules that can be removed at all, much less from a fiber optic equipment tray.  See 

CX-2060C (Prucnal RWS) Q/A 605.  He also has not shown that Smrha ‘684 discloses 

adapter packs with the claimed locking latch to permit removal of the adapter packs from 

the tray, as opposed to features related to the moving and locking of the adapter pack 

framework assembly within the mounting guide.  Id.  

Dr. Blumenthal relies on Hoffer ‘030, RX-0001C (Blumenthal WS) Q/A 564, to 

supply rear removability.  As shown above, Hoffer ‘030 does not disclose this element, 

and a person of ordinary skill would not combine the references.  See CX-2060C (Prucnal 

RWS) Q/A 605.   

Dr. Blumenthal further relies on Wagner ‘089 to supply the actuatable latch 

element.  See RX-0001C (Blumenthal WS) Q/A 564.  Dr. Blumenthal opines that Wagner 

‘089 applies to modules that snap into place on a panel or are locked in an equivalent 

manner.  Id. Q/A 546.  Wagner ‘089 does not disclose this.  It merely states that the 

disclosed cassettes are designed to be inserted into a patch panel.  Further, the “guide 

latch tabs 64” on which Dr. Blumenthal relies are disposed on the patch panel enclosure, 

not the disclosed cassette, as the claims require.  See CX-1761 (Wagner ‘089) at Fig. 1.  
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Wagner ‘089 shows that latch tab 128 is on the cassette, but Dr. Blumenthal does not 

opines or show that latch tab 128 is a lateral protrusion, or how it could be actuated from 

the rear of the cassette.  To the contrary, Dr. Blumenthal points to a different locking 

feature, the release tabs 84, to disclose this limitation.  See RX-0001C (Blumenthal WS) 

Q/A 564.   

In sum, respondents did not particularly point out what features of Wagner ‘089 

he alleges a person of ordinary skill would combine with Smrha ‘684 and how that 

combination would operate.  See ActiveVideo Networks, 694 F.3d at 1327 (holding 

expert’s testimony insufficient where he failed to explain how a “specific combination 

would operate or read on the asserted claims”).   

iii. Claim 23 

Respondents argue that the following three different combinations render obvious 

asserted independent claim 23 of the ‘153 patent:  

(1) asserted claim 23 is obvious over Smrha ‘684, Niazi, and Hoffer; 
(2) asserted claim 23 is obvious over Smrha ‘684, Niazi, Hoffer and 

Sanchez; and 
(3) asserted claim 23 is obvious over Smrha ‘684, Niazi, Hoffer and 

Johnston. 

See Resps. Br. at 220-23.   

As discussed below, respondents have not shown by clear and convincing 

evidence that asserted claim 23 of the ‘153 patent is rendered obvious by the above 

combinations.   

Dr. Blumenthal has not shown that Smrha ‘684 in combination with one or more 

of Niazi ‘209 and Hoffer ‘030, alone or in combination with Sanchez ‘415 or Johnston 
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‘079, discloses two additional elements of claim 23 that were not previously discussed in 

view of claim 1. 

First, respondents have not shown that Smrha ‘684 discloses a plurality of trays 

configured to receive multiple modules.  As shown above for claim 6, Dr. Blumenthal 

has not shown that Smrha ‘684 discloses such trays or could be modified to add them.  

See CX-2060C (Prucnal RWS) Q/A 609.   

Second, as shown above for claim 9, Dr. Blumenthal has not shown that Smrha 

‘684 in combination with Hoffer ‘030 discloses modules “removable from a front” of the 

tray and “releasably removable from a rear of the” tray.   

iv. Claim 26 

Respondents argue that the following three different combinations render obvious 

dependent claim 26 of the ‘153 patent:  

(1) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, and 
Wagner; 

(2) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, 
Wagner, and Sanchez; and 

(3) asserted claim 26 is obvious over Smrha ‘684, Niazi, Hoffer, 
Wagner, and Johnston. 

See Resps. Br. at 223-25.   

As discussed below, respondents have not shown by clear and convincing 

evidence that asserted claim 26 of the ‘153 patent is rendered obvious by the above 

combinations.   

Respondents have not shown that Smrha ‘684, in combination with Niazi ‘209, 

Hoffer ‘030 and Wagner ‘089, discloses the additional limitation of claim 26 (a locking 

feature), which depends from independent claim 1 and dependent claim 25 (module 
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guides defining channels through which modules are inserted).   

As to the elements of claim 25, as set forth above, Dr. Blumenthal has not shown 

that Smrha ‘684 alone or in combination with other references discloses trays that 

comprise module guides.  See CX-2060C (Prucnal RWS) Q/A 613.  Further, Dr. 

Blumenthal has not shown that Smrha ‘684 discloses modules that can be inserted into 

the plurality of module guides from the rear and guided toward the front of the chassis.  

Id.   

Dr. Blumenthal concedes that Smrha ‘684 does not disclose modules insertable 

from the rear of the chassis, but opines Hoffer ‘030 discloses this feature.  See RX-0001C 

(Blumenthal WS) Q/A 580-81.  He has not shown where such disclosures can be found.  

See CX-2060C (Prucnal RWS) Q/A 614.  He provides no basis for his opinion that the 

“card guides” are “module guides,” much less the claimed module guides.  Id.  Even 

assuming the “card guides” could be module guides, he has not shown how they make a 

guide channel that is open on a rear end.  Id.  Hoffer ‘030 at most discloses that card 

guides delineate a space in between which the cards can be slid; it does not disclose 

module guides that permit cards to be inserted from the rear of the enclosure.  Id.  

Further, Smrha ‘684 already discloses an installation method involving a pullout drawer 

and sliding adapter packs, and Dr. Blumenthal does not show how or why a person of 

ordinary skill would redesign the architecture of Smrha ‘684 to change this operation.  Id. 

Q/A 613. 

Respondents also have not shown that Smrha ‘684, in combination with Niazi 

‘209, Hoffer ‘030, and Wagner ‘089, disclose claim 26’s additional limitation of a 

locking latch like that of claim 16.  As shown above for claim 16, Dr. Blumenthal does 
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not show how Smrha ‘684, alone or in combination, discloses the claimed latch.  See CX-

2060C (Prucnal RWS) Q/A 612.   

* * * 

Accordingly, respondents have not shown by clear and convincing evidence that 

asserted independent claim 23 and dependent claims 9, 16, and 26 of the ‘153 patent are 

invalid.   

VII. U.S. Patent No. 8,712,206 

U.S. Patent No. 8,712,206, entitled “High-Density Fiber Optic Modules and 

Module Housings and Related Equipment,” was filed on April 30, 2010 and issued on 

April 29, 2014.  JX-0001 (‘206 Patent).  The ‘206 patent is assigned to Corning.  JX-0003 

(‘206 Patent Assignment Record).  The ‘206 patent states, “The technology of the 

disclosure relates to fiber optic modules and fiber optic modules housings provided in 

fiber optic equipment to support fiber optic connections.”  JX-0001 at 1:17-19.  The ‘206 

patent has a total of 73 claims, of which Corning asserts dependent claims 22 and 23.  See 

Compl. Br. at 8.   

As discussed below, the evidence shows that  (1) the accused products of FS and 

Wirewerks infringe asserted claims 22 and 23; (2) Siemon’s accused products infringe 

asserted claim 22; (3) Panduit’s accused products do not infringe asserted claims 22 and 

23; (4) complainant has satisfied the technical prong of the domestic industry 

requirement; and (5) the asserted claims are not invalid.   
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A. Claim Construction 

1. A Person of Ordinary Skill in the Art 

As noted in the ‘320 patent section of this initial determination, the administrative 

law judge finds that a person of ordinary skill in the art with respect to the four asserted 

patents is a person who has at least a bachelor’s degree in mechanical engineering, 

materials science, or a related field, and at least two years of experience in fiber optic 

equipment.   

2. “front opening” (‘206 Patent, Claims 22, 23) 

The claim term “front opening” appears in unasserted claim 14 of the ‘206 patent, 

from which asserted claims 22 and 23 depend.  Below is a chart showing the parties’ 

proposed claim constructions.   

Complainant and the Staff45 Respondents 

“an opening located in the front side of a 
fiber optic module, e.g., the opening 
depicted in Figure 13 of the ‘206 Patent as 
having dimensions H1 and W1” 

“a single opening located in the front side 
of a fiber optic module” 

 
Joint Chart at 5; Compl. Br. at 50-53; Resps. Br. at 50-53; Staff Br. at 50-54.   

Corning argues:  

The concrete dispute involving the “front opening” arises because 
Respondents’ Accused Products, and some prior art devices, have multiple 
cutouts or spaces for adapters.  As an example, Dr. Min argues that certain 
Accused Products do not infringe the Asserted Claims of the ‘206 patent 
because they “include multiple distinct openings along the longitudinal 
axis on the front side.”  RX-0006C (Min RWS) Q/A 186.  Indeed, later in 
his analysis Dr. Min suggests, even while purporting to apply Corning’s 
construction, that the opening must be a “single, continuous” opening, id. 

 
45 As discussed in detail below, the Staff changed its position to require a single opening 
as proposed by respondents.   
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Q/A 190, which would add two limitations that are contrary to the claim 
language and specification.  Respondents also suggest that, even if 
Corning’s construction is applied, the structural material between the 
cutouts or spaces for adapters should be excluded when measuring the 
width of the front opening (W1).  See id. Q/A 221. 

The language of claim 14 does not support reading either “single” 
or “continuous” into “front opening.”  The term “opening” is preceded by 
“a,” but the Federal Circuit has recognized a “‘general rule [that] the 
words “a” or “an” in a patent claim carry the meaning of “one or more.”‘“  
01 Communique Lab., Inc. v. LogMeIn, Inc., 687 F.3d 1292, 1297 (Fed. 
Cir. 2012) (quoting TiVo, Inc. v. EchoStar Commc’ns Corp., 516 F.3d 
1290, 1303 (Fed. Cir .2008)).  To “limit ‘a’ or ‘an’ to ‘one,’” the “patentee 
must evince a clear intent.”  Id. (quoting Baldwin Graphic Sys., Inc. v. 
Siebert, Inc., 512 F.3d 1338, 1342 (Fed. Cir. 2008)).  Nothing in the 
claims of the ‘206 patent manifests any such intent, much less a clear one. 

The specification confirms that the phrase “front opening” includes 
devices that have more than one cutout or space for adapters.  Although 
Figure 13 depicts an embodiment with one single, continuous space for 
adapters, the specification includes other embodiments, such as Figure 15, 
that contain multiple spaces and that include the structural material 
separating the adapters as part of the “front opening 126.”  See CX-2060C 
(Prucnal RWS) Q/A 110; CDX-0005C (Prucnal Rebuttal) at 22.  It would 
therefore be improper to limit the claims to the embodiment in Figure 13.  
See Oatey Co. v. IPS Corp., 514 F.3d 1271, 1276 (Fed. Cir. 2008) (“We 
normally do not interpret claim terms in a way that excludes embodiments 
disclosed in the specification.”). 

Compl. Br. at 51-52, see Compl. Reply Br. 24-25.   

Respondents argue:  

Respondents’ construction is consistent with the plain language of 
the claim and with the specification while Complainant’s and Staff’s 
proposed constructions contradict both.  In fact. Complainant’s and Staff’s 
proposed constructions allows for an improper outcome of counting 
multiple openings as one opening.  See, e.g., RX-0001C (Blumenthal WS) 
Q/A 191.   

Indeed, Claim 14 of the ‘206 Patent requires “a front opening” 
which means a single opening, rather than multiple.  See TiVo, Inc. v. 
EchoStar Commc’ns Corp., 516 F.3d 1290, 1303 (Fed. Cir. 2008) 
(interpreting “an MPEG stream” to mean a single MPEG stream); see also 
Prucnal Tr. 341:19-24.  The patent specifically distinguishes and 
separately claims multiple front openings, which is shown in claim 63 and 
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Figure 18.  The specification also distinguishes between single front 
opening and multiple front openings embodiments. Compare JX-001 
(‘206 Patent) at 9:64-10:4 (describing Fig. 13 depicting a module with a 
single front opening 126) with id. at 14:35-42 (describing Fig. 18 
depicting a single module with two front openings 178A and 178B); see 
also id. at Figs. 3, 16-17 RX-0001C (Blumenthal WS) Q/A 192.  
Therefore, the ‘206 Patent distinguishes between embodiments with a 
single front opening and embodiments with multiple front openings.  
Complainant’s and Staff’s proposed construction which allow for multiple 
openings to read on a single opening are incorrect and inconsistent with 
the specification and differentiated claim language. 

Complainant’s expert, Dr. Prucnal, admits that according to 
Complainant’s and Staff’s proposed constructions, “Corning would 
consider the multiple cutouts or spaces as all part of the ‘front opening,’” 
essentially changing a meaning of a singular term “a front opening” into a 
plural “front openings” in direct contradiction to the plain language of the 
claims.  See CX-2060C (Prucnal RWS) Q/A 107.  Additionally, under 
Complainant’s and Staff’s proposed constructions, Corning would 
consider the structural material between fiber optic components on the 
front of the module that supports those fiber optic components as part of 
the ‘front opening.’”  Id.  This interpretation effectively results in counting 
multiple, individual openings as a single opening, as shown below: 

 

RDX-0001.51; see also RX-0001C (Blumenthal WS) Q/A 191.  Under 
Complainant’s and Staff’s proposed constructions, in Example 2, the three 
openings would be counted as one.  Additionally, under that construction, 
the dark red material between the individual openings would be 
considered part of the opening, such that the entire “W1” in Example 2 
would need to be accounted for essentially rendering the singular form of 
a front opening used in the claim meaningless.  See Bicon, Inc. v. 
Straumann Co., 441 F.3d 945, 950-51 (Fed. Cir. 2006); see also RX-
0001C (Blumenthal WS) Q/A 191.   

Complainant’s and Staff’s proposed constructions contradict the 
plain meaning of “an opening.”  A POSITA would understand that 
Example 2 shows three front openings, and not one.  See, e.g., RX-0001C 
(Blumenthal WS) Q/A 191; Prucnal Tr. 343:21-344:14.  Notably, Dr. 
Prucnal relies on Figure 15 to support Complainant’s argument that 
structural material between cutouts or adapters should be included in the 

Example 7 Example 2 

IT 
------w1------
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calculation of the width of a front opening.  See CX-2060C Q/A 111-113.  
Yet, Figure 15 does not show structural material between the adapters 
disposed through a single opening 126.  JX-001 (‘206 Patent) at Fig. 15.  
Figure 14’s description states that “[h]owever, in the fiber optic module 
22”, four (4) MPO fiber optic adapters 154 are disposed through the front 
opening 126 of the fiber optic module 22.”  JX-0001 (‘206 Patent) at 
12:59-61.  There is no mention of structural material between the adapters 
in the entire description of Figure 15.  Id. at 12:54-13:49.  Dr. Prucnal has 
not shown that such material would have to be inherently present.  See 
CX-2060C (Prucnal WS) Q/A 111-113; see also Tronzo v. Biomet, Inc., 
156 F.3d 1154, 1159 (Fed. Cir. 1998) (“In order for a disclosure to be 
inherent, . . . the missing descriptive matter must necessarily be present in 
the . . . application’s specification such that one skilled in the art would 
recognize such a disclosure.” (emphasis added)).  

Resps. Br. at 51-53, see Resps. Reply Br. 14-15.   

The Staff argues:  

At the time that the parties’ proposed claim constructions were 
due, the dispute between the private parties appeared to be on how to 
define the dimensions of the opening.  The Staff’s focus was therefore on 
emphasizing that the opening at issue was the one shown in Figure 13 and 
having the dimensions H1 and W1.  Since then, it has become clear that the 
real dispute is whether the front opening can consist of multiple openings.  
On this point, the Staff agrees with Respondents – claim 14 is limited to 
embodiments with one, and only one, opening, as depicted in Figure 13 of 
the ‘206 patent.   Although the Staff still prefers its proposed construction, 
to avoid any ambiguity, the Staff would not object to adopting a 
compromise construction of “front opening” that read “a single opening 
located in the front side of a fiber optic module, e.g., the opening depicted 
in Figure 13 of the ‘206 Patent as having dimensions H1 and W1.” 

In this respect, the intrinsic evidence shows that Figures 13 and 18 
depict different embodiments of the ‘206 invention, one with a single front 
opening and one with multiple front openings.  The evidence further 
shows that claim 14 is directed to the embodiment shown in Figure 13.  
See RX-0001C (Blumenthal WS) Q/A 191-93.  Claim 14 discloses “a 
front opening,” not plural openings.  JX-0001 (‘206 Patent) at 20:53-54 
(emphasis added).  In contrast, unasserted claims 63-65 disclose plural 
“front openings.”  Id. at 24:15-37 (“A fiber optic module, comprising: . . . 
front openings having a width being at least eighty-five percent (85%) of 
the width of the front side of the main body;”).  Where different phrases 
are used in separate claims, the doctrine of claim differentiation creates a 
rebuttable presumption that a difference in meaning and scope was 
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intended.  Tandon Corp. v. International Trade Comm’n, 831 F.2d 1017, 
1023 (Fed. Cir. 1987); see also Aspex Eyewear, Inc. v. Marchon Eyewear, 
Inc., 672 F.3d 1335, 1349 (Fed. Cir. 2012) (when different words are used 
in separate claims, they are presumed to have different meanings); cf. 
InterDigital Communications, LLC v. International Trade Comm’n, 690 
F.3d 1318, 1334 (Fed. Cir. 2012) (“Whether or not claims differ from each 
other, one can not interpret a claim to be broader than what is contained in 
the specification and claims as filed.”).  If both claim 14 and claim 63 
were interpreted to encompass modules with multiple front openings, then 
one of the two claims would be superfluous.  To avoid this presumptively 
incorrect result, claim 14 must be limited to modules with a single front 
opening.  See Tandon, 831 F.2d at 1023 (“To the extent that the absence of 
such difference in meaning and scope would make a claim superfluous, 
the doctrine of claim differentiation states the presumption that the 
difference between claims is significant.”).   

Staff Br. at 52-54, see Staff Reply Br. 11-15.   

For the reasons discussed below, the administrative law judge has determined that 

the claim term “front opening” should be construed to mean “a single opening located in 

the front side of a fiber optic module, e.g., the opening depicted in Figure 13 of the ‘206 

patent as having dimensions H1 and W1.”   

Unasserted independent claim 14 and asserted dependent claims 22 and 23 read as 

follows:  

14. A fiber optic module, comprising: 
a main body defining an internal chamber disposed 

between a front side and a rear side; 
a plurality of optical fibers disposed in the internal 

chamber; 
a front opening disposed along a longitudinal axis in 

the front side; 
a first plurality of fiber optic components optically 

connected to the plurality of optical fibers, the first 
plurality of fiber optic components disposed 
through the front opening providing a fiber optic 
connection density of at least one fiber optic 
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connection per 7.0 millimeters (mm) of width of the 
front opening; and 

at least one second fiber optic component optically 
connected to at least one of the plurality of optical 
fibers to provide optical connection between the at 
least one second fiber optic component and at least 
one of the first plurality of fiber optic components. 

22. The fiber optic module of claim 14, further comprising at 
least one rail disposed on the main body. 

23. The fiber optic module of claim 22, further comprising at 
least one latch attached to the at least one rail and configured to 
engage the at least one rail. 

JX-0001 (‘206 Patent) at 20:48-65, 21:27-31 (emphasis added).   

Firstly, the limitation at issue is expressed in claim 14 in terms of “a front 

opening.”  In the ‘206 patent, as respondents and the Staff argued, asserted claim 14 

clearly claims “a front opening” as opposed to “front openings” claimed in unasserted 

claim 63.  While “[a]s a general rule, the words ‘a’ or ‘an’ in a patent claim carry the 

meaning of ‘one or more[,]’” an exception to this rule arises when a patentee “evince[s] a 

clear intent to limit ‘a’ or ‘an’ to ‘one.’”  01 Communique Lab., Inc. v. LogMeIn, Inc., 

687 F.3d 1292, 1297 (Fed. Cir. 2012).  The exception to the general rule arises “where 

the language of the claims themselves, the specification, or the prosecution history 

necessitate a departure from the rule.”  Id.; Baldwin Graphic Sys., Inc. v. Siebert, Inc., 

512 F.3d 1338, 1342-43 (Fed. Cir. 2008).  That is the case here.  The explicit contrast 

between the language of claims 14 and 63 of the ‘206 patent indicates that the exception 

should apply.   

An element by element comparison of asserted claim 14 and unasserted claim 18 

is shown in the table below.   
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Claim 14 Claim 63 

14. A fiber optic module, comprising: 
a main body defining an internal chamber 
disposed between a front side and a rear 
side; 

63. A fiber optic module, comprising:  
a main body defining an internal chamber 
disposed between a front side and a rear 
side, wherein the front side has a width;  

a plurality of optical fibers disposed in the 
internal chamber; 

a plurality of optical fibers disposed in the 
internal chamber;  

a front opening disposed along a 
longitudinal axis in the front side; 

front openings having a width being at 
least eighty-five percent (85%) of the 
width of the front side of the main body;  

a first plurality of fiber optic components 
optically connected to the plurality of 
optical fibers, the first plurality of fiber 
optic components disposed through the 
front opening providing a fiber optic 
connection density of at least one fiber 
optic connection per 7.0 millimeters (mm) 
of width of the front opening; and 

a first plurality of fiber optic components 
optically connected to the plurality of 
optical fibers, the fiber optic components 
disposed through the front openings; and  

at least one second fiber optic component 
optically connected to at least one of the 
plurality of optical fibers to provide optical 
connection between the at least one second 
fiber optic component and at least one of 
the first plurality of fiber optic components. 

at least one second fiber optic component 
optically connected to at least one of the 
plurality of optical fibers to provide optical 
connection between the at least one second 
fiber optic component and at least one of 
the first plurality of fiber optic components. 

JX-0001 (‘206 Patent) at 20:48-65, 24:15-31 (emphasis added).   

It can be seen that there are some substantive differences between claims 14 and 

63 in addition to the front opening(s).  The fourth element of claim 14 requires a “front 

opening providing a fiber optic connection density of at least one fiber optic connection 

per 7.0 millimeters (mm) of width of the front opening.”  This requirement is missing in 

claim 63.  The third element of claim 63 requires that the front openings should have “a 

width being at least eighty-five percent (85%) of the width of the front side of the main 
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body” whereas claim 14 simply requires that the front opening be “disposed along a 

longitudinal axis in the front side.”   

In any event, it is clear that claim 63 is relevant to the question of whether claim 

14 claims a single front opening or more than multiple front openings.  Based on plain 

language of the claims and claim differentiation,46 it is determined that claim 14 claims 

only a single front opening.   

Corning argues that “[a]lthough Figure 13 depicts an embodiment with one single, 

continuous space for adapters, the specification includes other embodiments, such as 

Figure 15, that contain multiple spaces and that include the structural material separating 

the adapters as part of the ‘front opening 126’….  It would therefore be improper to limit 

the claims to the embodiment in Figure 13.”  Compl. Br. at 52.   

Concerning the embodiment shown in FIG. 15, the ‘206 patent discloses:  

FIG. 15 is a front perspective view of another alternate fiber optic 
module 22’’ that can be installed in the fiber optic equipment tray 20 of 
FIG. 1. The form factor of the fiber optic module 22’’ is the same as the 
form factor of the fiber optic module 22 illustrated in FIGS. 1-13. 
However, in the fiber optic module 22’’, four (4) MPO fiber optic 
adapters 154 are disposed through the front opening 126 of the fiber 

 
46 Where different phrases are used in separate claims, the doctrine of claim 

differentiation creates a rebuttable presumption that a difference in meaning and scope 

was intended.  Tandon Corp. v. International Trade Comm’n, 831 F.2d 1017, 1023 (Fed. 

Cir. 1987); see also Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672 F.3d 1335, 1349 

(Fed. Cir. 2012) (when different words are used in separate claims, they are presumed to 

have different meanings); cf. InterDigital Communications, LLC v. International Trade 

Comm’n, 690 F.3d 1318, 1334 (Fed. Cir. 2012).   
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optic module 22’’. The MPO fiber optic adapters 154 are connected to 
four (4) MPO fiber optic adapters 156 disposed in the rear end 98 of the 
main body 90 of the fiber optic module 22’. Thus, if the MPO fiber optic 
adapters 150 support twelve (12) fibers, the fiber optic module 22’’ can 
support up to forty-eight (48) fiber optic connections. Thus, in this 
example, if up to twelve (12) fiber optic modules 22’’ are provided in the 
fiber optic equipment trays 20 of the chassis 12, up to five hundred 
seventy-six (756) fiber optic connections can be supported by the chassis 
12 in a 1-U space. Further in this example, the front opening 126 of the 
fiber optic module 22’’ may support twenty-four (24) fiber optic 
connections in the width W1 to support a fiber optic connection density 
of at least one fiber optic connection per 1.7 mm of width W1 of the front 
opening 126. 

JX-0001 (‘206 Patent) at 12:54-13:8 (emphasis added).   

Thus, the specification teaches that the embodiment of the fiber optic module 

shown in FIG. 15 (1) has the same form factor as the module shown in FIGS. 1-13; and 

(2) unlike the module shown in FIGS. 1-13, in the FIG. 15 module “four (4) MPO fiber 

optic adapters 154 are disposed through the front opening 126”; and (3) unlike the 

module shown in FIGS. 1-13, the FIG. 15 module supports “a fiber optic connection 

density of at least one fiber optic connection per 1.7 mm of width W1 of the front 

opening 126.”47   

 
47 Corning did not cite FIG. 14 but it is also relevant.  Concerning the embodiment shown 
in FIG. 14, the ‘206 patent discloses:  

Alternate fiber optic modules with alternative fiber optic 
connection densities are possible. FIG. 14 is a front perspective view of an 
alternate fiber optic module 22’ that can be installed in the fiber optic 
equipment tray 20 of FIG. 1. The form factor of the fiber optic module 
22’ is the same as the form factor of the fiber optic module 22 illustrated 
in FIGS. 1-13. However, in the fiber optic module 22’ of FIG. 14, two 
(2) MPO fiber optic adapters 150 are disposed through the front opening 
126 of the fiber optic module 22’. The MPO fiber optic adapters 150 are 
connected to two (2) MPO fiber optic adapters 152 disposed in the rear 
side 98 of the main body 90 of the fiber optic module 22’. Thus, if the 
MPO fiber optic adapters 150 each support twelve (12) fibers, the fiber 
optic module 22’ can support up to twenty-four (24) fiber optic 
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From the above disclosure, it is clear that multiple fiber optic components (in this 

case, LC adapters) may be disposed in a single front opening such as the front opening 

shown in FIG. 13.  This is consistent with the specification’s disclosure that FIGS. 10A, 

10B, 11, 12, and 13 are different views of the same module embodiment.  The ‘206 

patent specification clearly states, “FIG. 13 is a front view of the fiber optic module of 

FIG. 11 without fiber optic components installed.”  JX-0001 (‘206 Patent) at 3:4-5.48  

Thus, the single opening shown in FIG. 13 has dimensions H1 and W1 which is the total 
 

connections. Thus, in this example, if up to twelve (12) fiber optic 
modules 22’ are provided in the fiber optic equipment trays 20 of the 
chassis 12, up to two hundred eighty-eight (288) fiber optic connections 
can be supported by the chassis 12 in a 1-U space. Further in this 
example, the front opening 126 of the fiber optic module 22’ may 
support twenty-four (24) fiber optic connections in the width W1 (FIG. 
13) to support a fiber optic connection density of at least one fiber optic 
connection per 3.4-3.5 mm of width W1 of the front opening 126. It 
should be understood that the discussion with regard to modules may also 
apply to a panel. For purposes of this disclosure, a panel may have one or 
more adapter on one side and no adapters on the opposite side. 

JX-0001 (‘206 Patent) at 11:53-12:12 (emphasis added).   
Similar to FIG. 15, the specification teaches that the embodiment of the fiber 

optic module shown in FIG. 14 (1) has the same form factor as the module shown in 
FIGS. 1-13; and (2) unlike the module shown in FIGS. 1-13, in the FIG. 14 module “two 
(2) MPO fiber optic adapters 150 are disposed through the front opening 126”; and (3) 
unlike the module shown in FIGS. 1-13, the FIG. 14 module supports “a fiber optic 
connection density of at least one fiber optic connection per 3.4-3.5 mm of width W1 of 
the front opening 126.”   
48 Additionally, the BRIEF DESCRIPTION OF THE FIGURES discloses: 

FIGS. 10A and 10B are front right and left perspective views, respectively, of 
an exemplary fiber optic module that can be disposed in the fiber optic equipment 
trays of FIG. 3; 

FIG. 11 is a perspective, exploded view of the fiber optic module in FIGS. 
10A and 10B; 

FIG. 12 is a perspective top view of the fiber optic module of FIG. 11 with the 
cover removed and showing a fiber optic harness installed therein;... 

JX-0001 (‘206 Patent) at 2:60-67.   
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area in the front of the module that provides for the insertion of multiple adapters.  In this 

example, the single front opening shown in FIG. 13 supports a plurality of fiber optic 

components that are shown in FIGS. 10A, 10B, 11, and 12.  The main difference between 

the embodiments shown in FIGS. 14 and 15 and the embodiment shown in FIGS. 10A, 

10B, 11, and 12 is that in the former embodiments, the spacing between the two or four 

MPO adapters can be easily identified whereas the spacing between the six LC adapters 

shown in FIGS. 10A, 10B, 11, and 12 cannot easily be seen.  This is because these 

figures are not engineering design drawings.  This does not mean that there are no spaces 

(or dividers) between the six LC adapters.  Most design drawings are proprietary, so it is 

not surprising that the ‘206 patent specification and figures do not identify every single 

part that make up a module.  In any event, the record evidence includes a Corning design 

drawing (cited by Corning’s technical prong expert) that shows two dividers of 0.84 

thickness disposed between three duplex LC adapters.  See CX-0977C (Corning EDGE 

Base-12 Module Drawing) (SECTION E-E view); CX-0002C (Ralph WS) Q/A 101 

(“This evidence shows that each Base-12 module has six duplex adapters occupying an 

81.57 mm opening comprised of three 26.63m spaces for adapters and two 0.84 mm 

spacers.”).   

In view of the above analysis, the administrative law judge construes the claim 

term “front opening” as “a single opening located in the front side of a fiber optic 

module, e.g., the opening depicted in Figure 13 of the ‘206 patent as having dimensions 

H1 and W1.”   

B. Infringement Analysis of the ‘206 Patent 

As noted, Corning asserts dependent claims 22 and 23 of the ‘206 patent, both of 
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which depend from independent claim 14.  Claims 22 and 23 are asserted against FS, 

Panduit, and Wirewerks.  Siemon is accused of infringing claim 22 only.  See Compl. Br. 

at 127-39.    

For the reasons discussed below, Corning has shown by a preponderance of the 

evidence that (1) the accused products of FS and Wirewerks infringe asserted claims 22 

and 23; and (2) Siemon’s accused products infringe asserted claim 22.  However, it has 

not been shown that Panduit’s accused products infringe asserted claim 22 or 23.   

1. Accused Products 

The accused products consist of chassis, modules, and combinations thereof.  

There are three categories of accused products, Base-8, Base-12, and Base-24, which are 

defined by the number of fiber connections available per module.  First, a Base-8 module 

supports eight fiber connections, and a Base-8 chassis supports eighteen Base-8 modules 

per 1U space.  CX-0001C (Prucnal WS) Q/A 63.  Second, a Base-12 module supports 

twelve fiber connections, and a Base-12 chassis supports twelve Base-12 modules per 1U 

space.  Id.  Finally, a Base-24 module supports twenty-four fiber connections, and a 

Base-24 chassis supports six Base-24 modules per 1U space.  Id.  In each case, there are a 

total of 144 connections available in a 1U space; the difference in the three categories is 

in the number of modules needed to fill that space. 

Within each category, there are three chassis sizes:  1U, 2U, and 4U, which refer 

to the chassis height.  Id.  Apart from the total height, these types are materially the same 

for each respondent.  Id.  That is, the fiber optic connection density for a 1U chassis from 

a given respondent is the same as the density for a 2U or 4U chassis from that respondent.  

Id. Q/A 64.  Complainant argues that therefore “for each Respondent, and within each 
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fiber connectivity configuration (Base-12, Base-8, and Base-24), a 1U chassis is 

representative of a 2U chassis and a 4U chassis for purposes of the asserted patents.”  Id.; 

see also CX-2042 (Compl. & Siemon Stip. Re Representative Accused Prods.) 

(stipulating that within each of the three categories, Siemon’s 1U chassis is representative 

of its 2U and 4U chassis for purposes of the asserted patents).   

Complainant has offered a complete list of representative accused products for 

each respondent, along with the group of accused products represented by each such 

product, through the testimony of Dr. Prucnal.  CX-0001C (Prucnal WS) Q/A 62; see 

CDX-0013 (Prucnal list of accused products).   

Not all respondents market all types of accused products.  The following 

describes the accused products allegedly imported and/or sold in the United States by 

each respondent:  

Summary of Accused Products 

Respondent Brand 

Chassis Module 

Base-8 Base-12  Base-24 Base-
8  

Base-
12 

Base-
24 

FS FHX 1U 1U  X X  

Panduit HD FLEX  1U/2U/4U 1U/2U/4U 1U/2U/4U X X X 

Siemon LightStack 1U/2U/4U 1U/2U/4U  X X  

Wirewerks NextSTEP     X  

 
See Staff Br. at 20.   
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a. Panduit 

The Panduit accused products are marketed as “HD FLEX Fiber” enclosures and 

cassettes.  The accused Panduit chassis fall into three categories (Base-8, Base-12, and 

Base-24), and are available in three sizes (1U, 2U, and 4U).  The accused Panduit 

modules are available in three configurations (Base-8, Base-12, and Base-24).  See CX-

0001C (Prucnal WS) Q/A 85; CPX-0062 (Panduit Base-8 1U chassis); CPX-0063 

(Panduit Base-12 1U chassis); CPX-0065 (Panduit Base-24 1U chassis); CPX-0073 

(Panduit Base-8 module); CPX-0074 (Panduit Base-12 module); CPX-0075 (Panduit 

Base-24 module).   

b. Siemon 

The Siemon accused products are marketed under the name “LightStack Ultra 

High-Density Fiber Plug and Play system.”  The accused Siemon chassis fall into two 

categories (Base-8 and Base-12) and are available in three sizes (1U, 2U, and 4U).  The 

accused Siemon modules are available in Base-8 and Base-12 configurations.  See CX-

0001C (Prucnal WS) Q/A 106; CPX-0076 (Siemon Base-8 1U chassis); CPX-0077 

(Siemon Base-12 1U chassis); CPX-0078 (pre-Aug. 2019 version of Siemon Base-12 1U 

chassis); CPX-0079 (Siemon Base-8 module); CPX-0080 (Siemon Base-12 module).   

c. FS 

The FS accused products are marketed under the names “FHX Series” and “FHX-

FCP/ FHX-C Series” and include both chassis and modules.  The accused FS chassis fall 

into two categories (Base-8 and Base-12) and are available in just one size (1U).  The 

accused FS modules are available in Base-8 and Base-12 configurations.  See CX-0001C 
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(Prucnal WS) Q/A 117; CPX-0053 (FS Base-8 1U chassis); CPX-0054 (FS Base-12 1U 

chassis); CPX-0055 (FS Base-8 module); CPX-0056 (FS Base-12 module).   

d. Wirewerks 

The Wirewerks accused products consist of modules only, marketed under the 

name “NextSTEP.”  The NextSTEP modules all have LC adapters supporting twelve 

fiber connections on the front and a twelve-fiber MPO adapter on the rear.  See CX-

0001C (Prucnal WS) Q/A 117; CPX-0081 (Wirewerks Base-12 module). 

In addition to the Wirewerks accused products, Order No. 23 provided that the 

parties may seek adjudication of an additional Wirewerks product identified as the 

“Wirewerks First Alternative Design.”  Order No. 23 at 5 (Oct. 14, 2020); RPX-0078C 

(First Alternative Design module).  The First Alternative Design includes a new adapter, 

which is used in the same housing as the accused NextSTEP module.  RX-0006C (Min 

RWS) Q/A 227-28.  The adapter includes additional material on the front side that, 

according to Wirewerks, increases the “connection density” of the total product when 

using the method for measuring density that was used in the complaint.  Id.; RX-1673C 

(Tabet WS) Q/A 41-53.   

2. Direct Infringement49 

As noted, Corning asserts dependent claims 22 and 23 of the ‘206 patent, both of 

which depend from independent claim 14.  Claims 22 and 23 are asserted against FS, 

Panduit, and Wirewerks.  Siemon is accused of infringing claim 22 only.  See Compl. Br. 

 
49 Unlike the other three asserted patents, the ‘206 patent is directed only to modules, not 
also to the chassis that receive and support those modules.  Thus, it is not necessary to 
consider whether any respondent infringes indirectly.  The importation or sale of an 
infringing module, by itself, would be sufficient to establish direct infringement.   
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at 127-39.   

a. Issues Common to Multiple Respondents  

i. “front opening” 

Unasserted independent claim 14 reads as follows:  

14. A fiber optic module, comprising: 
a main body defining an internal chamber disposed 

between a front side and a rear side; 
a plurality of optical fibers disposed in the internal 

chamber; 
a front opening disposed along a longitudinal axis in 

the front side; 
a first plurality of fiber optic components optically 

connected to the plurality of optical fibers, the first 
plurality of fiber optic components disposed 
through the front opening providing a fiber optic 
connection density of at least one fiber optic 
connection per 7.0 millimeters (mm) of width of the 
front opening; and 

at least one second fiber optic component optically 
connected to at least one of the plurality of optical 
fibers to provide optical connection between the at 
least one second fiber optic component and at least 
one of the first plurality of fiber optic components. 

JX-0001 (‘206 Patent) at 20:48-65 (emphasis added).   

Each respondent’s Base-12 and Base-8 modules satisfy independent claim 14, 

which claims fiber optic connection density in the front opening of the module.  Under 

Corning’s proposed construction (adopted by the administrative law judge with 

modification),50 the front opening of each accused module is the total area in the front of 

 
50 The administrative law judge determined that the claim term “front opening” should be 
construed to mean “a single opening located in the front side of a fiber optic module, e.g., 
the opening depicted in Figure 13 of the ‘206 patent as having dimensions H1 and W1.”  
See Section VII. A.2, supra.   
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the module that provides for the insertion of adapters.  See CX-0001C (Prucnal WS) Q/A 

522-23; CDX-0001C (Prucnal Direct Demonstratives) at 609.  Further, that space 

supports a plurality of fiber optic components.  Panduit’s Base-12 Module, for example, 

has six spaces for six duplex LC adapters, and each duplex LC adapter is comprised of 

two simplex LC adapters.  See CX-0001C (Prucnal WS) Q/A 532; CDX-0001C (Prucnal 

Direct Demonstratives) at 613-14.  The same is true of Panduit’s Base-8 modules, which 

have three spaces for four duplex LC adapters.  CX-0001C (Prucnal WS) Q/A 307, 533; 

CDX-0001C (Prucnal Direct Demonstratives) at 615.  The other Accused Base-12 and 

Base-8 Modules have similar arrangements.  See CX-0001C (Prucnal WS) Q/A 310-11, 

314-15, 533-38; CDX-0001C (Prucnal Direct Demonstratives) at 618, 621.   

Respondents argue that, based on their proposed construction of “front opening,” 

only one component is disposed through each front opening in a module, not a “plurality 

of fiber optic components” as claim 14 requires.  See Resps. Br. at 229-32.  However, the 

‘206 patent defines component to include “connector.”  JX-0001 (‘206 Patent) at 2:6-8 

(“The fiber optic components and connections can be provided by fiber optic adapters 

and/or fiber optic connectors as examples.”); 4:51-54 (similar).  Each adapter in each 

respondent’s modules receives more than one connector that terminates an internal fiber 

and can connect to an external fiber in a jumper.  See CX-2060C (Prucnal RWS) Q/A 84.   

Under respondents’ proposed construction, any space that houses any LC adapter 

is a “single opening located on the front of the module” and, thus, the “front opening.”  

See Resps. Br. at 50-53.  Dr. Min opines that the accused modules do not infringe under 

respondents’ construction because they contain “multiple distinct openings” not a single 

opening.  See, e.g., RX-0006C (Min RWS) Q/A 186-89.  The fact that there are multiple 
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openings necessarily means there is at least one “single opening.”  That single opening is 

the “front opening” which the administrative law judge construed to mean “a single 

opening located in the front side of a fiber optic module, e.g., the opening depicted in 

Figure 13 of the ‘206 patent as having dimensions H1 and W1.”  See Section VII. A.2, 

supra.  It is undisputed that that single opening “having dimensions H1 and W1” is the 

total area in the front of the module that provides for the insertion of adapters.  That 

single front opening supports a plurality of fiber optic components as shown in Figs. 11, 

12, and 13 of the ‘206 patent.  See Section VII. A.2, supra (discussing the fact that Figs. 

11, 12, and 13 are different views of the same module embodiment).  As noted, Panduit’s 

Base-12 Module, for example, has six spaces (or openings) for six duplex LC adapters, 

and each duplex LC adapter is comprised of two simplex LC adapters.  Those six spaces 

(or openings) are encompassed within the single “opening depicted in Figure 13 of the 

‘206 patent as having dimensions H1 and W1.”  Indeed, Dr. Min explained during the 

hearing that he did not think it would be reasonable to treat any of the openings as the 

“front opening” under the Staff’s or Corning’s — not respondents’ — proposed 

constructions.  Min Tr. 852.   

In the Staff’s view, modules with plastic spacers between the adapters necessarily 

have more than one front opening and fall outside the scope of claim 14.  See Staff Br. at 

50-54.  Dr. Min seems to support this view of Corning’s and Staff’s construction, opining 

that Figure 13 cannot represent the accused modules because Figure 13 does not show 

spacers installed in the modules.  See RX-0006C (Min RWS) Q/A 192.  As discussed, 

this cannot be the case when the ‘206 patent specification clearly discloses, “FIG. 13 is a 

front view of the fiber optic module of FIG. 11 without fiber optic components installed.”  

 
PUBLIC VERSION



 
 

 

  342 
 

JX-0001 (‘206 Patent) at 3:4-5.   

Relying on respondents’ documents, which he confirmed with his own 

measurements, Dr. Prucnal performed the following calculations for each accused Base-

12 and Base-8 module.  See CX-0001C (Prucnal WS) Q/A 532-40.  He determined the 

space available on the front side for inserting adapters.  See id.  Consistent with 

Corning’s and the Staff’s proposed construction (adopted by the administrative law judge 

with modification), he included any space between adapters (such as that occupied by 

spacers) as well as any unused space on either side.  See id.  He then determined that the 

Base-12 modules support 12 fiber optic connections and the Base-8 modules support 8.  

See id.  Dr. Prucnal then divided the available space by the number of connections to 

arrive at a fiber connection density, which, in each case, was greater than “at least one 

fiber optic connection per 7.0 millimeters (mm) of width of the front opening,” and 

therefore satisfies this claim.   

In applying respondents’ proposed construction that only one, uninterrupted space 

should be considered, Dr. Prucnal calculated the space occupied by a single adapter, and 

divided that by the number of fibers that adapter supports.  See id. Q/A 532-40.  Here, 

too, Dr. Prucnal found that the density in each case was greater than at least one fiber 

connection per 7.0 mm of the width of the front opening.  See id.   

ii. Doctrine of Equivalents (“front opening”) 

While it is not the usual practice to discuss infringement under the doctrine of 

equivalents before discussing all the merits of literal infringement, this issue is common 

to multiple respondents, and thus it is appropriate to do so here.  For the reasons set forth 

below, and as Dr. Prucnal has shown, the “front opening” elements of respondents’ 
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accused products (discussed in detail immediately above) infringe under the doctrine of 

equivalents because any differences between the claimed limitations and the accused 

devices are insubstantial.  Respondents’ accused modules’ front spaces perform 

substantially the same function as the patented feature in substantially the same way to 

achieve substantially the same result.  See Prucnal Tr. 414 (explaining that the “spacers 

are there just…as structural elements.  And it would be an equivalent way to achieve the 

density”); CX-0001 (Prucnal WS) Q/A 541-44.   

First, the front sections in respondents’ accused modules perform substantially the 

same function as the claimed front opening.  The front sections in respondents’ accused 

modules house fiber optic adapters that achieve high-density connections, including up to 

144 connections per U space, based on using simplex/duplex components.  See CX-

0001C (Prucnal WS) Q/A 541-44.  As Mr. Tabet of Wirewerks explained, a module 

needs spaces to hold adapters; the plastic separators between the adapters support the 

adapters and provide no additional function; and the only reason for the spaces in the 

front of the module is to receive an adapter.  JX-0025 (Tabet Dep. Tr.) 153-154, 156.  

This is the same as the function of the front opening described in the ‘206 patent: “[a] 

front opening is disposed along a longitudinal axis in the front side of the main body.  A 

plurality of fiber optic components is disposed through the front opening.”  JX-0001 

(‘206 Patent) at 1:57-60; id. at 2:7-9 (“The fiber optic components and connections can 

be provided by fiber optic adapters and/or fiber optic connectors as examples.”); see also 

id. at 4:59-60:1, 9:9-17, 9:67-68:7, 10:25-37, 11:23-41, 11:59-61, 12:58-61, 14:5-34.  Dr. 

Min opines that Wirewerks spacers’ have the same function as the channel disclosed in 

Figures 16-18 of the ‘206 patent, but that is the not the case.  The channel separates two 
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distinct halves of the module and receives a rail; it is not the same as plastic material 

separating adapters within the module body.  See RX-0006C (Min RWS) Q/A 212. 

Dr. Min opines that, because the accused modules contain spacers that he claims 

create separate front openings, they do “not function in substantially the same way as a 

single opening.”  See RX-0006C (Min RWS) Q/A 209.  The only claimed function of the 

front opening — as Dr. Min does not dispute — is to receive fiber optic components 

(adapters), and Dr. Min shows no difference in terms of function between modules with 

spacers and those without.  To the contrary, the modules shown in the ‘206 patent 

(without spacers) achieve the same result as the accused modules. 

Second, the front sections in respondents’ accused modules perform that function 

in substantially the same way as the claimed front opening.  The Base-12 accused 

modules create spaces in the module to receive and support a total of 12 fiber optic ports 

(which receive 6 LC duplex connectors) on the front face of the module, so that when 

twelve modules are installed in the three trays of a chassis, that apparatus achieves 144 

LC connections per 1U space, based on using simplex/duplex components.  See CX-

0001C (Prucnal WS) Q/A 543.  This is the same configuration that the ‘206 patent 

specification describes for achieving that density.  JX-0001 (‘206 Patent) at 10:34-37 

(“Thus, the chassis 12 is capable of supporting up to one hundred forty-four (144) fiber 

optic connections in a 1-U space by twelve (12) simplex or six (6) duplex fiber optic 

adapters being disposed in the fiber optic modules 22.”).   

Dr. Min opines that the spacers in the accused modules provide “structural 

support during molding and also allow for a more straightforward molding process,” and 

therefore perform the claimed function in a different way.  See RX-0006C (Min RWS) 
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Q/A 211-15.  Dr. Min provides no support for this opinion.  In any event, even assuming 

the spacers provided these or benefits, it would not change the fact that the way the 

modules perform the function of supporting adapters is by creating spaces for them.  See 

Miles Labs., Inc. v. Shandon Inc., 997 F.2d 870, 877 (Fed. Cir. 1993) (finding 

equivalence where accused product offered additional features unrelated to the result 

recited by the claims); Insta-Foam Prods., 906 F.2d at 702. 

Third, the front sections in respondents’ accused modules achieve the same result 

as the claimed front opening.  As explained, respondents’ accused modules provide 144 

connections per U space, using duplex LC connectors, in a configuration using three 

sliding trays and 4 modules per tray.  See CX-0001C (Prucnal WS) Q/A 544.   

b. Direct Infringement - Panduit 

i. Unasserted Independent Claim 14 

Corning has shown by a preponderance of the evidence that each Panduit Base-12 

and Base-8 accused module practices each element of claims 14, 22, and 23 of the ‘206 

patent.  See CX-0001C (Prucnal WS) Q/A 507-14, 518, 522-24, 528, 532-33, 541-45, 

549-51, 555-56.   
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Representative modules are shown below: 

 

             
 

Left:  CX-1849 (Panduit photos) at 23 (depicting CPX-0074 (Panduit Base-12 module))  
Right:  CX-1849 (Panduit photos) at 45 (depicting CPX-0073 (Panduit Base-8 module)) 

As shown above in the common issues discussion, Dr. Prucnal has shown that 

Panduit’s accused modules each have an infringing front opening.  Respondents agree 

with Dr. Prucnal’s calculations and concede that Panduit’s Base-8 and Base-12 Modules 

practice this limitation under Corning’s proposed construction (adopted by the 

administrative law judge with modification).  See CX-0001C (Prucnal WS) Q/A 532-33.  

Respondents concede that all other limitations of claim 14 are met.  Nonetheless, claim 

14 is not asserted by Corning.   

ii. Dependent Claims 22 and 23 

Asserted dependent claims 22 and 23 read as follows:  

22. The fiber optic module of claim 14, further comprising at 
least one rail disposed on the main body. 

23. The fiber optic module of claim 22, further comprising at 
least one latch attached to the at least one rail and configured to 
engage the at least one rail. 

JX-0001 (‘206 Patent) at 21:27-31 (emphasis added).   
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Corning argues, inter alia:  

Dr. Prucnal demonstrated that the Panduit accused Base-12 and 
Base-8 modules contain triangular protrusions on both the front and rear 
end of both end of the module that are used to help guide the module into 
a fiber optic equipment tray.  See CX-0001C (Prucnal WS) Q/A 551; 
CDX-0001C (Prucnal Direct) at 629; CX-1631 (Panduit HD FLEX MPO 
Cassette Customer Drawing); CX-1672C (Panduit HD Flex 1-Port LC 
Cassette Drawing); CX-1678C (Panduit HD Flex Cassette Drawing 2); 
CX-0620 (Panduit HD Flex Ordering Guide-1) at 5-7; CX-1607C (Panduit 
HDFE 12 Fiber LC Cassette Drawing); and CX-0147 (Panduit HD Flex 
Cassettes Spec.).  Dr. Prucnal also provided an extensive explanation as to 
how these rails interact with the module guides to guide the modules into 
the fiber optic equipment tray.  See CX-0001C (Prucnal WS) Q/A 460.  
Dr. Prucnal clearly labeled the identified rails on Panduit’s accused 
modules, as shown for example below (CDX-0001C (Prucnal Direct) at 
629): 

 

….The rail on the side of each Panduit accused module extends 
into a protrusion at the rear of the module that forms a latch; when the 
module is inserted into a module guide in the tray of a corresponding 
chassis, the latch-protrusion snaps into an opening in the module guide, 
engaging the rail so that it is locked into place.  A release tab that extends 
from the rail beyond the rear of the module is used to remove the latch-
protrusion from the opening in the module, engaging the rail so that it can 
move within the module guide.  CX-0001C (Prucnal WS) Q/A 556; CDX-
0001C (Prucnal Direct) at 634; CX-0620 (Panduit HD Flex Ordering 
Guide-1) at 5-7; CX-1607C (Panduit HDFE 12 Fiber LC Cassette 
Drawing); CX-0147 (Panduit HD Flex Cassettes Spec.); and CX-1631 
(Panduit HD FLEX MPO Cassette Customer Drawing); JX-0017C (Kuffel 
Dep. Tr.) 354:16-355:5, 433:3-12 (HD Flex modules have latches that 
allow movement of the module).   

Compl. Br. at 133-34.   

Dr. Min opined that the Panduit accused modules do not read on the limitations 

added by claims 22 and 23.  Claim 22 requires “at least one rail disposed on the main 

Representative Panduit Base-12 Module Representative Panduit Base-8 Module 
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body.”  JX-0001 (‘206 Patent) at 21:27-28.  Claim 23 further requires “at least one latch 

attached to the at least one rail and configured to engage the at least one rail.”  Id. 

at 21:29-31.  Dr. Min testified that the Panduit accused modules do not have either a 

“rail” or a “latch attached to the . . . rail.”  RX-0006C (Min RWS) Q/A 230-36, 243-46.   

Dr. Prucnal testified that “a rail disposed on a module is a protrusion on the side 

of the module that is used for purposes of guiding the module into a device[.]”  CX-

0001C (Prucnal WS) Q/A 550.  He further testified that the Panduit accused modules 

“contain[] triangular protrusions on both the front and rear end of both end[s] of the 

module that are used to help guide the module into a fiber optic equipment tray.  Id. Q/A 

551; see also CX-1631 (Panduit HD FLEX MPO Cassette customer drawing); CX-1672C 

(Panduit HD Flex 1-Port LC Cassette drawing).   

As the Staff noted, the evidence shows that these protrusions are just that – 

triangular lumps or protrusions on the sides of the modules, not rails as that term is 

commonly understood.  See Staff Br. at 180-81 (citing CPX-0073; CPX-0074; CX-1631 

(Panduit HD FLEX MPO Cassette customer drawing); CX-1672C (Panduit HD Flex 1-

Port LC Cassette drawing)).  As Dr. Min testified, Dr. Prucnal failed to explain how these 

protrusions are used to guide the module into a device.  RX-0006C (Min RWS) Q/A 236.   
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CX-1631 (HD FLEX MPO Cassette customer drawing) (depicting triangular 
protrusions) (arrow added by Staff) 

Dr. Prucnal also testified that “[t]he rail on the side of each of these modules 

extends into a protrusion at the rear of the module that forms a latch[.]”  CX-0001C 

(Prucnal WS) Q/A 551.  According to Dr. Prucnal, “when the module is inserted into a 

module guide in the tray of a corresponding chassis, the latch-protrusion snaps into an 

opening in the module guide, engaging the rail so that it is locked into place.”  Id.  

However, the latch of claim 23 must be “attached to the at least one rail and configured to 

engage the at least one rail.”  JX-0001 (‘206 Patent) at 21:29-31.  Inasmuch as the 

Panduit accused modules do not have a rail, there can be no latch “attached to the at least 

one rail.”  See id.   

Accordingly, although Panduit accused modules practice unasserted claim 14, 

they do not infringe asserted claims 22 and 23 of the ‘206 patent.   

c. Direct Infringement - Siemon 

i. Unasserted Independent Claim 14 

Corning has shown by a preponderance of the evidence that each Base-12 and 

Base-8 Siemon accused module practices each element of claims 14 and 22 of the ‘206 

patent.  See CX-0001 (Prucnal WS) Q/A 507-13, 515, 519, 522-23, 525, 529, 532, 534-
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35, 541-44, 546, 549-50, and 552.   

Representative modules are shown below: 

            

 

Left:  CX-1853 (Siemon photos) at 14 (depicting CPX-0080 (Siemon Base-12 module))  
Right:  CX-1853 (Siemon photos) at 28 (depicting CPX-0079 (Siemon Base-8 module)) 

As in the case of Panduit, the principal issue is the dispute over the front opening.  

With respect to the front opening, Dr. Prucnal measured Siemon’s module density the 

same way he measured Panduit’s.  See CX-0001C (Prucnal WS) Q/A 534-35.  

Respondents agree with Dr. Prucnal’s calculations and concede that Siemon’s Base-8 and 

Base-12 Modules practice this limitation under Corning’s view of the proposed 

constructions.  Respondents concede that all other limitations of claim 14 are met.   

ii. Dependent Claim 22 

Dr. Prucnal demonstrated that the Siemon accused Base-12 and Base-8 modules 
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have protrusions on the middle left and right sides of the module that are used to help 

guide the movement of the module into the tray.  See CX-0001C (Prucnal WS) Q/A 552; 

CDX-0001C (Prucnal Direct Demonstratives) at 630-631.   

 
CX-0179C (Siemon Plug and Play presentation) at 10 (excerpt) 

(depicting Siemon Base-12 LightStack module) (arrow added by Staff) 

Dr. Prucnal also explained as to how these rails interact with the module guides to 

guide the modules into the fiber optic equipment tray.  See CX-0001C (Prucnal WS) Q/A 

462.  Dr. Prucnal clearly labeled the identified rails on Siemon’s accused modules.  

CDX-0001C (Prucnal Direct Demonstratives) at 630.   

Dr. Min opines that Dr. Prucnal has provided no “explanation as to how” the rails 

that Dr. Prucnal identified” interact with a rail guide.  Here again, Dr. Min overlooks the 

relevant part of Dr. Prucnal’s testimony.  Dr. Prucnal explains:  

When a Representative Siemon Base-12 Module or Siemon Base-8 Module is 
inserted in the front or rear of the tray of a Representative Siemon Base-12 
Chassis or Siemon Base-8 Chassis, respectively, the latch on [the] left divider 
grabs the left rear edge of the module; the latch on the right divider grabs the front 
edge of the module; and the module rail protrusions slide between the surface of 
the tray and a plastic rail on the divider.   
 
CX-0001C (Prucnal WS) Q/A 462.  That is sufficient to explain how the rails on 

the module guide the module into the tray.  When the module is guided into the tray, 

these protrusions fit under a module guide that “keep it from going . . . up and down.”  
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JX-0018C (Maynard Dep. Tr.) 144.  Thus, the protrusions interact with the module 

guides to direct module movement, as the claim requires.  CX-0001C (Prucnal WS) Q/A 

8, 109-10, 552.  

The Staff agrees that claim 22 is satisfied.  See Staff Br. at 182-83 (“Unlike the 

Panduit modules, the Siemon modules have left- and right-side protrusions that are rail-

shaped, and there is testimony by a Siemon engineer explaining that the protrusions, or 

“guides,” are used to align the modules within the chassis.”).  

d. Direct Infringement - FS 

i. Unasserted Independent Claim 14 

Corning has shown by a preponderance of the evidence that each FS Base-12 and 

Base-8 accused module practices each element of claims 14, 22, and 23 of the ‘206 

patent.  See CX-0001C (Prucnal WS) Q/A 507-13, 516, 520, 522-23, 526, 530, 532, 536-

37, 541-44, 547, 549-50, 553, 555, 557.   

The FS accused modules are available in Base-12 and Base-8 configurations.  

Representative modules are shown below:  
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Left:  CX-1855 (FS photos) at 20 (depicting CPX-0056 (FS Base-12 module))  
Right:  CX-1855 (FS photos) at 40 (depicting CPX-0055 (FS Base-8 module)) 

The parties agree that the FS accused modules comprise a main body defining an 

internal chamber, disposed between a front side and a rear side.  See CX-0001C (Prucnal 

WS) Q/A 516.  They also agree that there are a plurality of optical fibers disposed in the 

internal chamber, that there are fiber optic components optically connected to the optical 

fibers on the front side of the module, and that there is a second fiber optic component 

optically connected to at least one of the plurality of optical fibers.  See id. Q/A 520, 530, 

547.   

Dr. Prucnal measured FS’s module density the same way he measured Siemon’s.  

See CX-0001C (Prucnal WS) Q/A 536-37.  FS did not provide documents with 

measurements of the front opening of its accused modules, and so Dr. Prucnal took these 

measurements himself.  He found that the FS Base-12 module had a front opening of 84.2 

mm (including unused space in the opening), and a fiber optic connection density of at 

least one connection per 6.7 mm of a front opening of the module; and that the FS Base-8 

modules had a front opening of 54.3 mm (including unused space in the opening), and the 

same density as the Base-12 module.  See CX-0001C (Prucnal WS) Q/A 536-37.   

MTP-8 Pin " ' c \I -1~ 
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Respondents argue that the Base-12 module density is less than required because 

it comes out to one fiber optic connection per 7.017 mm; but a person of ordinary skill 

would round that number to 7.0 mm.  See Viskase Corp. v. Am. Nat’l. Can Co., 261 F.3d 

1316, 1320 (Fed. Cir. 2001); Prucnal Tr. 375-376.  Dr. Min’s extreme position on 

numerical precision — for example, that “84.999 million 9’s” still could not be rounded 

up to 85, Min Tr. 849 — is thus contrary to the understanding of a person of ordinary 

skill and to Federal Circuit precedent.   

Respondents argue that “rather than measuring the openings, Dr. Prucnal 

measured the space occupied by the adapters.”  Resps. Br. at 235.  That is incorrect: Dr. 

Prucnal’s measurements included the spacers, and therefore encompassed the entire front 

opening.  See CX-0001C (Prucnal) Q/A 535-36 (“including any unused space on either 

side”); CDX-0001C (Prucnal Direct Demonstratives) at 617-18 (including spacers in 

measurements), 620-21 (showing W1 for FS).   

FS provides alternative measurements, citing Dr. Min’s testimony.  See Resps. Br. 

at 235.  Dr. Min, however, does not describe what or how he is measuring, or provide any 

description or support for them.  See id.  Dr. Min’s unsupported measurements are 

unpersuasive.   

Respondents argue that the claims exclude densities even two-hundredths of a 

millimeter outside the 7.0 mm limitation.  See Resps. Br. at 235.  They offer no evidence 

that the ‘206 patent requires greater precision than conventional tolerances, especially 

where the claim recites a measurement with a single digit after the decimal point.   

Respondents concede that all other limitations of claim 14 are met.   
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ii. Dependent Claims 22 and 23 

Respondents have not argued that the FS accused modules fail to satisfy the 

additional limitations of claims 22 and 23.  Respondents concede that the FS accused 

modules practice these claims.  See Resps. Br. at 237-40.   

e. Direct Infringement - Wirewerks 

i. Unasserted Independent Claim 14 

Corning has shown by a preponderance of the evidence that each Wirewerks 

Base-12 accused module practices each element of claims 14, 22, and 23 of the ‘206 

patent.  See CX-0001 (Prucnal WS) Q/A 507-13, 517, 521-23, 527, 531, 538-40,  541-44, 

54-50, 554-55, 558.   

Wirewerks accused NextSTEP Base-12 module is shown below:  

 

 
 

CX-1857 (Wirewerks photos) at 4 (depicting CPX-0081 (Wirewerks Base-12 module))  

Dr. Prucnal measured Wirewerks’ module density the same way he measured 

Siemon’s.  See CX-0001C (Prucnal WS) Q/A 538.   
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Respondents argue that, based on Figure 13, Dr. Prucnal’s measurement of the 

front opening should have included structural material to the sides of the space designed 

to receive those adapters.  See Resps. Br. at 232-34.  As Dr. Prucnal explained, that 

structural material is not part of any opening, but falls outside the opening, and the lines 

drawn next to the arrows in Figure 13 do not provide a basis to conclude otherwise.  

Prucnal Tr. 352-353; see In re Anderson, 743 F.2d 1578, 1581 (Fed. Cir. 1984) (per 

curiam) (holding that ambiguities arising from a figure do not alter otherwise clear 

language in the specification).   

Respondents argue that Corning “improperly measured the connection density, by 

measuring the adapter cutouts rather than the space occupied by the adapters.”  See 

Resps. Br. at 232.  This is argument is based on the unsupported assumption that “W1 is 

wider than the cutout to account for the space occupied by the components themselves.”  

Id. at 233.  The specification says the opposite — describing W1 as the open space for 

receiving adapters, while additional space on the front side, such as item 96 in Figure 

10A, is part of W2.  JX-0001 (‘206 Patent) at 9:64-10:18.  Accordingly, Dr. Prucnal 

measured the module housing that holds the components, not the components themselves.  

See CX-0001C (Prucnal WS) Q/A 536-40.  As a result, there is no difference in density 

between the Wirewerks accused module and the Wirewerks First Alternative Design 

discussed below.   

Respondents argue that Wirewerks doesn’t infringe because its connection density 

is “7.04167 mm” rather than 7.0 mm or less.  See Resps. Br. at 235; RX-0006C (Min 

RWS) Q/A 225.  A person of ordinary skill would consider 7.04 mm to satisfy a claim 

requiring 7.0 mm — the extra decimal place is not recited in the claim, and in this case 
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would round down according to standard practice.  See Viskase Corp., 261 F.3d at 1320; 

Noven Pharms., Inc. v. Actavis Labs. UT, Inc., C.A. No. 15-249-LPS, 2016 WL 3625541, 

at *3, 5 (D. Del. July 5, 2016) (construing the term “15 mg/cm2” as having a “plain and 

ordinary meaning . . . of greater than or equal to 14.5 mg/cm2 and less than 15.5 

mg/cm2”).  Respondents offer no evidence that the ‘206 patent requires greater precision 

than conventional tolerances, especially where the claim recites a measurement with a 

single digit after the decimal point.   

Wirewerks has asked for an additional new design to be adjudicated in this 

investigation, the Wirewerks First Alternative Design.  See Order No. 23 at 5 (Oct. 14, 

2020).  The housing for the First Alternative Design is the same as the NextSTEP 

housing shown above.  RX-1673C (Tabet WS) Q/A 43.  The adapters, however, are 

modified in the manner shown below: 

Thus, Wirewerks First Alternative Design uses the same module housing but 

differently shaped adapters.  See CX-0276C (Wirewerks Custom LC Quad Adapter 
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Drawing).  There is no difference between the front opening inasmuch as there is no 

difference between module housings.  Tabet Tr. 444-445.  Nor is there a difference, even 

if relevant, between the widths of the adapters.  Id.  As a result, the same analysis Dr. 

Prucnal applied to the Wirewerks accused module applies to the First Alternative.   

ii. Dependent Claims 22 and 23 

The accused module and the First Alternative Design satisfy the additional 

limitations of claims 22 and 23.  Claim 22 requires “at least one rail disposed on the main 

body.”  JX-0001 (‘206 Patent) at 21:27-28.  Dr. Prucnal testified that the housing used for 

the two Wirewerks modules “contains rails on the left and right sides of the module.”  

CX-0001C (Prucnal WS) Q/A 554; see CX-0645 (Wirewerks NextSTEP module 

datasheet) at 2; CPX-0081 (Wirewerks Base-12 module).  A Wirewerks engineer testified 

that this raised structure is a “slider,” an alignment feature used to align the module 

within the chassis.  JX-0025C (Tabet Dep. Tr.) at 94:15-105:20. 

 
CX-0645 (Wirewerks NextSTEP module datasheet) at 2 (arrow added by Staff) 

Dr. Min opined that this rail “appears to be at least partially disposed on the arm, 

rather than the main body.” RX-0006C (Min RWS) Q/A 237.  According to Dr. Min, this 
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is inconsistent with the language of claim 22, which requires the rail to be “disposed on 

the main body.”  Id.; see JX-0001 (‘206 Patent) at 21:27-28.  The bulk of the identified 

rail on the NextSTEP module, however, is attached to the main body of the module, with 

only a small portion extending to the “arm” region.  CX-0645 (Wirewerks NextSTEP 

module datasheet) at 2; CPX-0081 (Wirewerks accused module).  This is sufficient to 

read on the limitation of claim 22.   

Claim 23 requires “at least one latch attached to the at least one rail and 

configured to engage the at least one rail.”  Id. at 21:29-31.  Dr. Prucnal testified that 

“[t]he rail on the side of each of these modules extends into a protrusion at the front of 

the module that forms a latch[.]”  See CX-0001C (Prucnal WS) Q/A 558.  He further 

testified that “when the module is inserted into its corresponding chassis, the latch-

protrusion snaps into an opening in the module guide, engaging the rail so that it is 

locked into place.”  Id.; see CX-1857 (Wirewerks photos) at 3; CX-0277C (Wirewerks 

module drawing); CPX-0081 (Wirewerks accused module); CDX-0001C (Prucnal Direct 

Demonstratives) at 639. 
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Dr. Min opined that the alleged latch “is located on the arm, which is not part of 

the main body.”  RX-0006C (Min RWS) Q/A 247.  Claim 23, however, does not require 

the latch to be attached to the main body; rather, it must be attached to the rail.  The 

asserted “latch” is attached to both the module arm and to the asserted “rail.”  See CX-

1857 (Wirewerks photos) at 3; CX-0277C (Wirewerks module drawing); CPX-0081 

(Wirewerks accused module).   

Accordingly, the accused module and the First Alternative Design satisfy the 

additional limitations of claims 22 and 23.   

C. Domestic Industry (Technical Prong) 

Respondents do not contest that the EDGE DI Modules practice asserted 22 and 

23 of the ‘206 patent.  See Joint Outline at 9.  The Staff argues that the EDGE modules 

do not satisfy the “front opening” limitation of claim 14, and thus do not practice the 

claim, literally or under the doctrine of equivalents.  Staff Br. at 189.   

For the reasons set forth below, the evidence shows that the Corning domestic 
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industry products are covered by asserted dependent claims 22 and 23 of the ‘206 patent.   

i. Independent Claim 14 (not asserted) 

The Staff argues, inter alia:  

In the Staff’s view, however, the EDGE modules do not practice 
independent claim 14 because there is no “front opening disposed along a 
longitudinal axis in the front side” under Respondents’ or the Staff’s 
proposed constructions.  For the reasons discussed in Part VIII.A.1.a 
above, the Staff agrees with Respondents that the “front opening” 
disclosed in claim 14 must be a single opening, not a series of multiple 
openings.  The EDGE Base-12 and Base-8 modules all have multiple 
openings in the front side of the module, and there are physical dividers 
between those multiple openings.  See CX-0002C (Ralph WS) Q/A 178, 
80.  The Base-12 modules have three openings containing two duplex 
adapters each, while the Base-8 modules have four.  Id.; see CX-1869 
(Corning photos) at 45, 51; CPX-0042 (EDGE Base-8 module); CPX-
0043 (EDGE Base-12 module).  Because they do not have a single 
contiguous opening, the Staff submits that the EDGE modules do not 
satisfy the “front opening” limitation of claim 14, and thus do not practice 
the claim, literally or under the doctrine of equivalents. 

Staff Br. at 189.   

ii. Dependent Claims 22 and 23 

The Staff argues:  

With respect to the additional limitations of the dependent claims, 
the evidence shows that the EDGE modules have rails along the left and 
right sides of the main body of the module.  CX-0002C (Ralph WS) Q/A 
185; JX-0035C (Staber Dep. Tr.) at 134:16-135:5.  “The rail on the right 
side of each of these modules extends into a protrusion at the rear of the 
module that forms a latch.”  CX-0002C Q/A 187.  When an EDGE 
module is inserted into a module guide in the tray of an EDGE chassis, 
“the latch-protrusion snaps into an opening in the module guide, engaging 
the rail so that it is locked into place”  Id.; JX-0034C (Rhoney Dep. Tr.) 
at 109:21-110:7.  Thus, if the EDGE modules are found to practice 
claim 14, they will practice claims 22 and 23 as well.  Nevertheless, 
because the EDGE modules do not practice claim 14, and therefore do not 
practice either claim 22 or claim 23, Corning has not satisfied the 
technical prong of the domestic industry requirement with regard to the 
‘206 Patent. 
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Staff Br. at 190.   

Respondents do not contest that the EDGE DI Modules practice asserted claims 

22 and 23 of the ‘206 patent.  Claims 22 and 23 depend from unasserted independent 

claim 14, which is directed to a fiber optic module with an internal chamber housing 

optical fibers connecting components on the front and rear, a front opening on the front 

side of the module, and a plurality of fiber optic components disposed through the front 

opening providing at least one connection per 7.0 mm of the front opening.  JX-0001 

(‘206 Patent), Claim 14.  Dr. Ralph demonstrated that the EDGE DI Modules satisfy each 

of these elements.  See CX-0002C (Ralph WS) Q/A 167-182; CPX-0042 (EDGE Base-8 

Module); CPX-0043 (EDGE Base-12 Module).   

Specifically, the EDGE DI Modules have duplex adapters on the front side and an 

MTP adapter on the rear side; the duplex adapters provide densities of at least one 

connection per 7.0 mm, for both EDGE and EDGE8 modules, under Corning’s and 

respondents’ proposed constructions of “front opening.”  See id. Q/A 178-181; CX-1869 

(Corning Photos Ex. D) at 46-47, 52-53.  Claim 22 further recites a rail disposed on the 

main body of the module, and claim 23 recites a latch attached to the rail configured to 

engage with it:  Dr. Ralph explained why the EDGE DI Modules satisfy each of these 

asserted claims.  See id. Q/A 183-87.   

Although respondents do not contest any of these elements, the Staff argues that 

the EDGE DI Modules do not practice unasserted independent claim 14 because they 

lack the “front opening” recited in independent claim 14.  The Staff argues the modules 

do not practice claim 14 because they “have multiple openings in the front side of the 

module, and there are physical dividers between these multiple openings.”  See Staff Br. 

 
PUBLIC VERSION



 
 

 

  363 
 

at 189. As discussed above with respect to infringement in the common issues section 

(see Section VII.B.2.a.1, supra), however, the “front opening” in the ‘206 patent is the 

entire space into which adapters are disposed, not each individual adapter space.  The 

presence of spacers between adapters does not change the scope of the patent.  See CDX-

0002C (Ralph Direct Demonstratives) at 129 (citing CX-1869C).  As with the accused 

products, under the correct construction of “front opening,” the EDGE DI Modules 

practice the asserted claims.  That extensive discussion need not be repeated here.   

Accordingly, the evidence shows that the Corning domestic industry products 

practice asserted dependent claims 22 and 23 of the ‘206 patent.   

D. Validity of the ‘206 Patent  

As noted, Corning asserts dependent claims 22 and 23 of the ‘206 patent.  

Respondents argue:  

(1) Siemon Plug and Play Module (RX-0499 (Siemon Plug and Play 
Module Drawing)) anticipates the asserted claims 22 and 23;  

(2) Castonguay (RX-0453 (U.S. Patent No. 7,349,616)) anticipates the 
unasserted claim 14;  

(3) asserted claims 22 and 23 are rendered obvious by Siemon Plug 
and Play Module in view of Wheeler ‘444 (RX-0445 (U.S. Patent 
No. 5,497,444 to Wheeler));  

(4) asserted claims 22 and 23 are rendered obvious by Siemon Plug 
and Play Module in view of Wagner ‘089 (RX-0457 (U.S. Patent 
No. 7,689,089)); 

(5) asserted claims 22 and 23 are obvious over Castonguay in view of 
Wagner ‘089;   

(6) asserted claims 22 and 23 are obvious over Castonguay in view of 
Wheeler ‘444; and    

(7) asserted claims 22 and 23 are obvious over Castonguay in view of 
Siemon Plug and Play Module.   
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See Resps. Br. at 240-54.    

Complainant and the Staff disagree.  See Compl. Br. at 186-99; Staff Br. at 190-

202.   

For the reasons set forth below, respondents have not shown by clear and 

convincing evidence that the asserted claims 22 and 23 of the ‘206 patent are invalid 

under any theory.   

1. Anticipation 

a. Siemon Plug & Play Module 

Respondents argue that Siemon Plug and Play Module (RX-0499 (Siemon Plug 

and Play Module Drawing)) anticipates the asserted claims 22 and 23.  See Resps. Br. 

240-44.  Corning and the Staff disagree.  See Compl. Br. at 186-90; Staff Br. at 190-93.   

  Respondents argue that claim 22 is anticipated, inter alia:  

As demonstrated below, Siemon Plug and Play renders these 
limitations anticipated.  The Plug and Play module includes “rails”, as 
they are claimed in the ‘206 Patent, along the front sides of the modules.  
The rails slide into guides on the chassis to assist in the insertion of the 
modules.  In particular, the Plug and Play module discloses angled 
protrusions shown in orange below near the front sides of the modules.  
See annotated drawing of RX-0499 (Siemon Plug and Play Drawing).  The 
edges of the protrusions engage with and slide along guides on the Siemon 
FCP3 enclosure to enable insertion of the modules into the chassis: 

 

Annotated RX-0499 (Siemon Plug and Play Drawing) and RX-0498 
(Siemon FCP3 Drawing). 

The corresponding guides, shown above in orange, located on the 
tray of the FCP3 enclosure engage with the protrusions on the modules to 
guide the modules into position within the enclosure, where it latches into 
place, as shown below in the demonstrative exhibit.  See annotated 
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drawing of RX-0498 (Siemon FCP3 Drawing) RDX-0001.210-211 (RX-
0001C (Blumenthal WS) Q/A 640); RX-1266C (Veatch WS) Q/A 41. 

 

RDX-0012.2-5 (RX-1266C (Veatch WS) Q/A 41). 

The Plug and Play discloses the “rails” as claimed in the ‘206 
Patent along the front sides of the modules that interact and engage with 
the notches in an I-shaped guide structure on the FCP3 enclosure.  RX-
1266C (Veatch WS) Q/A 41; RX-0001C (Blumenthal WS) Q/A 640; RX-
0498 (Siemon FCP3 Drawing).  Complainant argued in its Pretrial Brief 
that “these protrusions do not perform the function of a rail as understood 
by a person of ordinary skill, which is to facilitate the insertion of the 
module into an enclosure”.  CPHB at 202.  However, Dr. Prucnal testified 
that a structure is a rail if it has a corresponding rail guide.  Prucnal Tr. 
1009:3-1010:9.  He then acknowledged the structure on the enclosure tray 
does in fact guide the insertion of the modules into the enclosure and 
admitted the notches in the rail guide on the FCP3 enclosure interact with 
the Plug and Play module’s angled protrusions, or rails, to slide the 
module into position before the latch is actuated.  Prucnal Tr. 1007:19-
1010:9.  Accordingly, by disclosing a structure on the module that is 
guided, this demonstrates a “rail” by Dr. Prucnal’s definition.  Id. 

Resps. Br. at 242-44.  Respondents also argue that claim 23 is anticipated, inter alia:  

Claim 23, which recites a latch attached to the rail, is anticipated 
by the Siemon Plug and Play module.  RX-0001C (Blumenthal WS) Q/A 
640, 645.  Complainant attempts to muddy the water by claiming in its 
Pretrial Brief that no latch has been identified.  CPTB at 203-204.  Their 
arguments are specious.  In addition to the reasons set forth in the previous 
paragraph, Dr. Prucnal admitted that a latch is present on the Siemon Plug 
and Play module; he only claims that the latch does not anticipate claim 23 
because the rail of claim 22 is not present.  CX-2060C (Prucnal RWS) 
Q/A 636; Prucnal Tr. 1010:16-1012:7, 1015:4-1016:2. 

When the rails are guided into place, the latch portion of the 
structure is actuated and secures the module in place, as shown for 
example in the demonstrative exhibit above.  RDX-0001.210-211 (RX-
0001C (Blumenthal WS) Q/A 640, 645); RDX-0012.2-5 (RX-1266C 
(Veatch WS) Q/A 41).  Dr. Prucnal could not deny the latch can be 

Siemon Plug and Play Rails and FCP3 Rail Guides 

Modu/e(ullyinsertedwithtabl~ked 
behind Rail Guide 
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actuated to allow for the module to be slid in and out of position.  Prucnal 
Tr. 1015:4-1016:2.  Accordingly, the claimed latch is anticipated by the 
Siemon Plug and Play module. 

Resps. Br. at 244.   

For the reasons discussed below, respondents have not shown by clear and 

convincing evidence that Siemon Plug and Play Module anticipates the asserted claims 

22 and 23 of the ‘206 patent.   

As an initial matter, the ‘206 patent, which claims the module density in the high-

density EDGE system, has been subjected to vigorous scrutiny over several years.  The 

examiner allowed all of the asserted claims of the ‘206 patent over at least Wheeler ‘444, 

which respondents nonetheless assert as prior art against asserted claim 22.  See JX-0002 

(‘206 Prosecution History) at 4257.  After the ‘206 patent issued, Panduit filed a petition 

requesting inter partes review of claims 22 and 23 (among others).  Id. at 5138.  The 

PTAB denied institution, finding that Panduit had not shown even “a reasonable 

likelihood that it [could] prevail in showing claims 14-40 . . . of the ‘206 patent are 

unpatentable.”  Id.  

Unasserted independent claim 14 and asserted dependent claims 22 and 23 read as 

follows: 

14. A fiber optic module, comprising: 
a main body defining an internal chamber disposed 

between a front side and a rear side; 
a plurality of optical fibers disposed in the internal 

chamber; 
a front opening disposed along a longitudinal axis in 

the front side; 
a first plurality of fiber optic components optically 

connected to the plurality of optical fibers, the first 
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plurality of fiber optic components disposed 
through the front opening providing a fiber optic 
connection density of at least one fiber optic 
connection per 7.0 millimeters (mm) of width of the 
front opening; and 

at least one second fiber optic component optically 
connected to at least one of the plurality of optical 
fibers to provide optical connection between the at 
least one second fiber optic component and at least 
one of the first plurality of fiber optic components. 

22. The fiber optic module of claim 14, further comprising at 
least one rail disposed on the main body. 

23. The fiber optic module of claim 22, further comprising at 
least one latch attached to the at least one rail and configured to 
engage the at least one rail. 

JX-0001 (‘206 Patent) at 20:48-65, 21:27-31 (emphasis added).   

The Siemon Plug and Play Modules (“Plug and Play”), enclosed fiber connector 

modules that could be installed in a rack-mountable enclosure, were offered for sale in 

the United States by no later than 2004.  See RX-1266C (Veatch WS) Q/A 40; RX-0001C 

(Blumenthal) Q/A 618.  The modules include three or six openings on the front end for 

installation of either one row of twelve connections or two rows totaling twenty four fiber 

connections.  RX-0499 (Siemon Plug and Play Module drawing); Blumenthal Tr. 786 

(“Looking at this module, how many front openings are there in the front side of the 

Siemon plug and play module?  A. So in terms of actual openings, there are six openings 

in the front of this module.”).  Fiber from the front connections is routed internally within 

the module to a single twelve- or twenty-four port connector at the rear of the module.  

See RX-0001C (Blumenthal) Q/A 621.  It is roughly rectangular in shape, with top, 

bottom, front, rear, and two lateral sides, but also an angled side between the rear side 

and one of the lateral sides.  See CX-2060C (Prucnal RWS) Q/A 621.  The rear port is 
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located on an angled edge between the rear of the module and one of its two lateral sides.  

RX-0499; see id.     

 

 
 

RX-0499 (Siemon Plug and Play Module drawing) 24-port version 

According to Siemon’s product documentation, Plug and Play fits into multiple 

Siemon enclosure models, although Dr. Blumenthal and Mr. Veatch testified only to its 

fit within the FCP3 patch panel.  Id.; RX-0506 (Siemon Plug & Play fiber products sheet) 

at 1; RX-0001C (Blumenthal WS) Q/A 640; RX-1266C (Veatch WS) Q/A 41.  To lock 

into place within these enclosures, “the front side of the Plug and Play module has 

flanges that extend laterally from each of that side’s four corners beyond the side walls of 

the module.”  CX-2060C (Prucnal RWS) Q/A 621.  Between these flanges, affixed to the 

side walls, Plug and Play features “integrated latches for snap-in installation and single-

finger removal.”  RX-0506 at 1; see CX-2060C (Prucnal RWS) Q/A 621.  The module 

has no other mechanisms for guiding or locking it into place.  CX-2060C (Prucnal RWS) 

Q/A 621.   
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i. Claim 22 

Claim 22 requires “at least one rail disposed on the main body.”  Dr. Blumenthal 

incorrectly opines that the latching mechanism, on the flanges, on the front corner of Plug 

and Play is a rail.  See CX-2060C (Prucnal RWS) Q/A 630-31; RX-0001C (Blumenthal 

WS) Q/A 640-41.  This feature comprises angled protrusions that are not rails.  See CX-

2060C (Prucnal RWS) Q/A 632-33.   

 
RDX-0001C (Blumenthal Demonstratives) at 210. 

These protrusions do not perform the function of a rail as understood by a person 

of ordinary skill, which is to facilitate the insertion of the module into an enclosure.  See 

CX-2060C (Prucnal RWS) Q/A 632-33.  To the contrary, the protrusions are used to 

secure the module to the enclosure, not to facilitate movement within it.  Id.; see also 

Prucnal Tr. 1005-1008.  Consistent with this, the protrusions interact with flat pieces at 

the front of the enclosure, not with a module guide system (as a rail would do).  See CX-

2060C (Prucnal RWS) Q/A 276.  Although respondents argue that the feature outlined in 

blue, RDX-0001C (Blumenthal Demonstratives) at 210, “slide[s] into guides on the 

chassis,” Dr. Blumenthal states only that “the structure of the guide on the tray of the 

module interacts with and guides the module’s rails,” RX-0001C (Blumenthal WS) Q/A 

s· iemon Plug and Pl a1 Guides ay Rails and FCP3 R ·1 . 

Rail inserted into Rail Guide 
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640.   

As Dr. Prucnal explained, the I-shaped structure that respondents call a “rail 

guide” does not interact with the supposed module rail when the module is inserted, but 

instead interacts with the side of the module body.  Prucnal Tr. 1006-1009 (“I think the 

sides of the module are actually interacting with the — with the edges of the I to guide 

it.”).  That interaction — not any interaction with the supposed module rail — facilitates 

the insertion of the module.  Id. 

Further, Dr. Blumenthal points to no evidence that a person of ordinary skill 

would identify the angled protrusions as rails.  RX-0001C (Blumenthal WS) Q/A 641; 

CX-2060C (Prucnal RWS) Q/A 634.  His expert report originally claimed that this 

feature was a latch.  See CX-2060C (Prucnal RWS) Q/A 632; CDX-0005C (Prucnal 

Rebuttal Demonstratives) at 276.  Moreover, Siemon’s own documents describe this 

feature not as a rail, but as a latch.  See, e.g., CX-0029 (Siemon Plug & Play Fiber Prod. 

Sheet) (describing the feature as an “integrated latch[] for snap-in installation”); CX-1776 

(Siemon Light Systems Catalog) (describing the feature as a latch that allows the module 

to “be snapped into wall or rack mount enclosures”); CX-2060C (Prucnal RWS) Q/A 

635.  Without a rail, Plug and Play does not anticipate either claim 22 or 23.   

ii. Claim 23 

Respondents have not shown that Plug and Play anticipates the additional 

limitation of claim 23, which depends from claim 22 and further comprises “at least one 

latch attached to the at least one rail and configured to engage the at least one rail.”  Dr. 

Blumenthal opines these modules disclose “latches . . . attached at one end of the” 

features he identified as rails, and that, “[u]pon insertion of the modules, the latches 
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deflect behind the receiving guide on the tray, holding the module in place.”  See RX-

0001C (Blumenthal WS) Q/A 645; CX-2060C (Prucnal RWS) Q/A 637.  This feature is 

not a latch disposed on a rail.  As set forth above, there is no rail on which a latch can be 

attached or with which the latch could be engaged.  See CX-2060C (Prucnal RWS) Q/A 

636.   

In addition, Dr. Blumenthal has not explained with specificity the feature he 

identifies as the latch, particularly given his previous opinion that what he now calls the 

“rail” was the “latch.”  Similarly, Siemon witness Mr. Veatch claims the alleged rail 

includes a “tab that allowed the module to be latched in place.”  See RX-1266C (Veatch 

WS) Q/A 41.  The demonstrative image he uses does not distinguish between the “rail” 

and the “latch”; instead, it outlines a single feature in blue.  Id.; RDX-0012C (Veatch 

Demonstratives) at 2-5.  This ambiguous showing is not enough to anticipate.  See 

Wasica, 853 F.3d at 1284 (ambiguous references cannot anticipate a claim).   

b. Castonguay 

Respondents argue that Castonguay (RX-0453 (U.S. Patent No. 7,349,616)) 

anticipates the unasserted claim 14.  See Resps. Br. at 249-50.   

Respondents argue, inter alia:  

The evidence shows that Castonguay anticipates claim 14 of the 
‘206 Patent.  See, e.g., RPHB at 250-55; RX-0001C (Blumenthal WS) 
Q/A 648-716; RDX-0001C.220-238 (Blumenthal Demonstratives); RX-
0453 (Castonguay) at 2:61-3:18, 4:34-5:55, 11:19-12:32, 13:7-14, Figures 
8-11.  Corning concedes claim 14 is invalid.  CPHB at 200-212; see also 
Prucnal Tr. 1000:13-24. 

Castonguay discloses various embodiments of the preamble “a 
fiber optic module,” referred to as fiber distribution terminals (“FDTs”).  
RX-0001C (Blumenthal WS) Q/A 653-58.  Castonguay discloses 
limitation 14[a] “a main body defining an internal chamber disposed 
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between a front side and a rear side.”  Id. Q/A 659-67.  For example, 
Figures 8-11 show a module comprising a generally rectangular housing 
that defines an “internal chamber” as the enclosed space visible in Figures 
10 and 11 and invisible in Figures 8 and 9.  Id. 

Figures 8-11 and accompanying specification of Castonguay 
describe, and/or visibly show, a plurality of optical fibers in the internal 
chamber, satisfying limitation 14[b] “a plurality of optical fibers disposed 
in the internal chamber.”  RX-0001C (Blumenthal WS) Q/A 668-71.  
Castonguay discloses limitation 14[c] “a front opening disposed along a 
longitudinal axis in the front side.”  Id. at 672-79. 

Castonguay discloses limitation 14[d] “a first plurality of fiber 
optic components optically connected to the plurality of optical fibers, the 
first plurality of fiber optic components disposed through the front 
opening providing a fiber optic connection density of at least one fiber 
optic connection per 7.0 millimeters (mm) of width of the front opening.”  
RX-0001C (Blumenthal WS) Q/A 680-93.  In some embodiments, twelve 
5 mm fiber optic connectors are oriented as two rows and six columns (or 
“6X2”); in some other embodiments, eight 5 mm optical connectors are 
oriented as one row of eight (or “8X1”).  Id.  In each of the 6X2 and 8X1 
orientations, the figures and the accompanying description show the 
connectors optically connected to the fibers within the internal chamber.  
Id.  Each of the 6X2 and 8X1 configurations show a density below 7.0 
mm.  Id. 

Castonguay discloses limitation 14[e] “at least one second fiber 
optic component optically connected to at least one of the plurality of 
optical fibers to provide optical connection between the at least one 
second fiber optic component and at least one of the first plurality of fiber 
optic components.”  RX-0001C (Blumenthal WS) Q/A 694-98.  Each of 
Figures 8A-11C show the second fiber optic component, described as an 
“input opening,” and the plurality of optic components are disposed 
through an output opening.  Id. 

Resps. Br. at 249-50.   

Corning states that “Claim 14 is not asserted and Corning does not agree this is an 

issue that should be decided.”  See Joint Outline at 8-9.  Corning also cites to pages 193-

199 of its brief which discusses obviousness issues concerning Castonguay but not 

anticipation.  See Compl. Br. at 193-99.  Consistent with Corning’s position, the Staff 

does not address the merits of whether Castonguay anticipates unasserted claim 14.  See 
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Staff Br. at 200.   

The administrative law judge agrees that validity of unasserted claim 14 is not at 

issue in this investigation.   

2. Obviousness 

As noted, Corning asserts dependent claims 22 and 23 of the ‘206 patent.  

Respondents argue that the following five different combinations render obvious asserted 

claims 22 and 23 of the ‘206 patent.   

(1) asserted claims 22 and 23 are rendered obvious by Siemon Plug 
and Play Module in view of Wheeler ‘444 (RX-0445 (U.S. Patent 
No. 5,497,444 to Wheeler));  

(2) asserted claims 22 and 23 are rendered obvious by Siemon Plug 
and Play Module in view of Wagner ‘089 (RX-0457 (U.S. Patent 
No. 7,689,089)); 

(3) asserted claims 22 and 23 are obvious over Castonguay in view of 
Wagner ‘089;   

(4) asserted claims 22 and 23 are obvious over Castonguay in view of 
Wheeler ‘444; and    

(5) asserted claims 22 and 23 are obvious over Castonguay in view of 
Siemon Plug and Play Module.   

See Resps. Br. at 244-54.    

Complainant and the Staff disagree.  See Compl. Br. at 190-99; Staff Br. at 194-

202.   

For the reasons discussed below, respondents have not shown by clear and 

convincing evidence that the five different combinations render asserted claims 22 and 23 

of the ‘206 patent obvious.   
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a. Siemon Plug and Play in combination 
with Wheeler ‘444 or Wagner ‘089 

As discussed below, respondents have not shown by clear and convincing 

evidence that Plug and Play in view of Wheeler ‘444 or Wagner ‘089 renders claims 22 

and 23 obvious.   

i. Claim 22 

As set forth above, Dr. Blumenthal has not shown that Plug and Play anticipates 

claim 22, and he offers no further evidence that a person of ordinary skill would find 

claim 22 obvious from Plug and Play alone.  Dr. Blumenthal also has not demonstrated a 

motivation to combine Plug and Play with U.S. Patent No. 5,497,444 to Wheeler (CX-

1751 (Wheeler ‘444)).  See CX-2060C (Prucnal RWS) Q/A 640.  As Dr. Prucnal 

explains, the structure and function of Wheeler ‘444 make it incompatible with Plug and 

Play.  See id. Q/A 640 and 625 (explaining that Plug and Play is designed to snap 

securely in place without movement, and explaining that modules are designed to interact 

with specially designed enclosures and are likely incompatible with others).   

Wheeler ‘444 discloses “rail[s]” attached to a “module,” but only to permit 

movement in the vertical direction.  See CX-1751 (Wheeler ‘444) at 4:39-44; CX-2060C 

(Prucnal RWS) Q/A 641.  It discloses this vertical movement as an advantage over 

“forward or backward” movement to reduce fiber displacement.  Prucnal Tr. 1034 

(explaining that Wheeler ‘444 taught away from “axial movement, because of wobble 

[which is] a problem when you have optical fibers connecting”) CX-2060C (Prucnal 

RWS) Q/A 641; CX-1751 (Wheeler ‘444) at 7:12-20.  Vertical movement creates spatial 

inefficiency and would be a poor choice for a module designed for a high-density system.  
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CX-2060C (Prucnal RWS) Q/A 641.  Wheeler ‘444 requires substantial space above and 

below for the module to move — about 1.5” in each direction.  Id.; CX-1751 (Wheeler 

‘444) at 7:15.  Including three additional inches of space around each Plug and Play 

module would wipe out the density sought by the ‘206 patent.  See CX-2060C (Prucnal 

RWS) Q/A 641. 

The density achieved by the ‘206 patent was not a concern of Wheeler ‘444, 

which was filed in 1995 at a time when such equipment was not intended for high-density 

fiber optic data center environments.  Id.  Wheeler was likely meant for 

telecommunications services in a central office.  Id.; CX-1751 (Wheeler ‘444) at 1:10-11.  

Thus, even if Wheeler ‘444 took density into account, it did so at a time when the pursuit 

of density in the art was far less advanced.  See CX-2060C (Prucnal RWS) Q/A 641.  It is 

implausible that a person of ordinary skill at the time of EDGE’s invention would have 

relied on a mid-1990s reference such as Wheeler ‘444 to solve the problems that 

confronted Corning’s inventors.  Id.; In re Clay, 966 F.2d 656, 659 (Fed. Cir. 1992) 

(holding that prior art is analogous only if it is from the same “field of endeavor” or 

“reasonably pertinent” “because of the matter with which it deals, logically would have 

commended itself to an inventor’s attention in considering his problem”). 

Respondents argue for the first time in their posthearing brief that “protrusion 

125” in Wagner ‘089 discloses the claimed rail.  Compare Resps. Br. at 247 with Resps. 

Prehearing Br. at 247-48 (identifying the “side wall” as the alleged rail; no mention of 

“protrusion 125”).  Inasmuch as it was not timely disclosed, this contention is waived.  

See Ground Rule 7.c.  Even if not waived, it is unsupported by expert testimony.  

Respondents mischaracterize Dr. Prucnal’s testimony as supporting their new argument; 
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but Dr. Prucnal testified just the opposite, that Wagner ‘089 does not disclose the claimed 

rail.  See CX-2060C (Prucnal RWS) Q/A 648, 663.  Also, inasmuch as Wagner ‘089 does 

not disclose a rail, the alleged latch of Wagner ‘089 is not attached to a rail or designed to 

engage the rail, as claim 23 requires.   

ii. Claim 23 

Combining Plug and Play with Wheeler ‘444 does not render claim 23 obvious.  

See CX-2060C (Prucnal RWS) Q/A 640.  As shown above, the structures are 

incompatible — Wheeler ‘444’s lock mechanism is unsuitable for combination with the 

Plug and Play module because it would consume significant space on the front side of the 

chassis.  See CX-2060C (Prucnal RWS) Q/A 645.   

In any event, Wheeler ‘444 does not disclose the claimed latch.  Apart from claim 

15, it does not use the word latch, and it recites “latch means for securing [the module] 

body to [a] fixture in any one of a plurality of fixed positions along [the] line of travel” 

without suggesting such “latch means” are attached to the rail.  See CX-2060C (Prucnal 

RWS) Q/A 642.  Dr. Blumenthal opines that the “latch means” language refers to “lock 

mechanism 70.”  RX-0001C (Blumenthal WS) Q/A 705.  However, “lock mechanism 

70” is not attached to any rails; it is instead attached to the “top and bottom walls,” while 

the features Dr. Blumenthal identifies as rails are attached to the “side walls.”  See CX-

1751 (Wheeler ‘444) at 4:40-43, 4:57-62; see CX-2060C (Prucnal RWS) Q/A 642.  

Wheeler ‘444 contains no disclosure suggesting that one should move the disclosed lock 

mechanism from its top and bottom walls to its sides.   

Dr. Blumenthal further opines that the “rails are illustrated in contiguous 

proximity to the latch” — meaning the locking mechanism — “and appear to be a 
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unibody construction.”  RX-0001C (Blumenthal WS) Q/A 705.  However, claim 23 does 

not read on a latch that is “in . . . proximity” to rails; it requires a latch that is “attached” 

to a rail and “configured to engage” that rail.  See CX-2060C (Prucnal RWS) Q/A 644.  

Nor is there a basis for Dr. Blumenthal’s unsupported opinion that the rails and latch 

“appear to be a unibody construction,” which he appears to infer from the drawing of 

Figure 23.  CX-2060C (Prucnal RWS) Q/A 644.   

Combining Plug and Play with Wagner ‘089 would not satisfy claim 23.  See CX-

2060C (Prucnal RWS) Q/A 648-49.  Respondents propose that the “side wall” in Wagner 

‘089 is the rail of claim 22, but have provided no expert opinion or evidence why the side 

wall, which is part of the main body of the module, is a “rail disposed on the main body,” 

as required by claim 22.   

Further, even if the Wagner ‘089 latch could satisfy claim 23, a person of ordinary 

skill would not think that those latches (items 122 and 128), built into the angled side of 

its cassette, should be combined with the Plug and Play.  Id.; CX-1761 (Wagner ‘089) at 

Fig. 19.  Plug and Play is largely rectangular and has only one small angled side, which 

holds the rear adapter and lacks space for a latch.  See CX-2060C (Prucnal RWS) Q/A 

650.  If a person of ordinary skill were seeking to combine the Plug and Play module with 

Wagner ‘089, she would need either to redesign the Plug and Play module to 

accommodate a latch similar to the latch of Wagner ‘089, or redesign the latch of Wagner 

‘089 to accommodate the rectangular design of the Plug and Play module.  Id.  Although 

respondents attempt to provide an explanations for why a person of ordinary skill would 

be motivated to make this combination, Resps. Br. at 248, Dr. Blumenthal does not 

explain which of these approaches he thinks a person of ordinary skill would take, why it 
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would be obvious to do so, or how the results of doing so would be predictable.  Id.  Nor 

did Siemon’s or Panduit’s engineers actually take such an approach in the real world.   

b. Castonguay ‘616 combined with Wheeler 
‘444, Wagner ‘089, or Siemon Plug and 
Play 

As discussed below, respondents have not shown by clear and convincing 

evidence that U.S. Patent. No. 7,349,616 to Castonguay, CX-1758 (Castonguay ‘616), in 

combination with Wheeler ‘444, Wagner ‘089, or Plug and Play, renders claims 22 or 23 

obvious.   

Castonguay ‘616 claims an invention in the field of “fiber optic local convergence 

points adapted for multiple-dwelling units,” such as buildings like “apartments” and 

“condominiums” where different residents each need internet or cable television access.  

CX-1758 (Castonguay ‘616) at 1:9-10, 1:24-25.  It discloses a device called a “fiber 

distribution terminal” or “FDT,” which is “adapted for use in a fiber optic network of a 

multiple dwelling unit,” and that, in its various embodiments, comprises a “housing 

defining a top wall, a bottom wall, and at least one sidewall extending between the top 

wall and bottom wall.”  CX-1758 (Castonguay ‘616) at Figs. 8A-11A, 11:19-25, 11:31-

32, 12:13-18, 12:23-25, 12:57-64, 13:1-8, & cl. 33; see  CX-2060C (Prucnal RWS) Q/A 

655.   

i. Motivation to Combine Castonguay ‘616 with 
Wheeler ‘444, Wagner ‘089, or Plug and Play 

A person of ordinary skill would not seek to solve the problem of the ‘206 patent 

— dense fiber optic modules that fit within an enclosure that provides accessible, 

practicable density in a fiber optic data center environment — by combining Castonguay 
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‘616 with Wheeler ‘444, Wagner ‘089, or Plug and Play.   

First, Castonguay ‘616 and the other references cited are not in the same field of 

art, and a person of ordinary skill would not take Castonguay ‘616 as a starting point for 

solving the problems solved by EDGE.  See CX-2060C (Prucnal RWS) Q/A 659.  In its 

claims and its specification, Castonguay defines its field as devices for “multiple 

dwelling units,” not for data centers.  See CX-1758 (Castonguay ‘616) at 1:9-10 & cl.31; 

CX-2060C (Prucnal RWS) Q/A 659; Ralph Tr. 244 (testifying that wiring Internet or 

cables in an apartment building is a “distinct skill” from designing structured cabling 

equipment in commercial data centers).   

Second, Castonguay ‘616 is designed for wall mounting.  The constraints facing a 

person of ordinary skill in designing dwelling-unit devices to be mounted to a wall in a 

basement or utility room are very different from those facing one designing data-center 

devices to be inserted into chassis that are installed in racks that are in turn installed in 

long rows.  See CX-2060C (Prucnal RWS) Q/A 659.  For example, a person of ordinary 

skill would mount Castonguay ‘616 on the wall and attach the incoming and outgoing 

fiber cables to the wall to conserve space and protect fibers.  See CX-2060C (Prucnal 

RWS) Q/A 659; see also, e.g., CX-1758 (Castonguay ‘616) at Fig. 7.  This makes sense 

when the device is installed in a room that has multiple purposes and contains equipment 

for other functions.  See CX-2060C (Prucnal RWS) Q/A 659.  This same wall-mounted 

layout would be grossly inefficient in a data-center environment because it would reduce 

the space available for fiber optic cable distribution to the two-dimensional space 

available on the walls rather than the three-dimensional space available by lining up racks 

with chassis on the data center floor.  Id. 
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Castonguay ‘616 describes its wall-mounted “housing” as a “top wall,” a “bottom 

wall,” and one or more “sidewalls.”  See CX-2060C (Prucnal RWS) Q/A 660.  The “top 

wall” faces outward from the wall; the “bottom wall” faces the wall, and the “sidewalls” 

— which contain adapter opening — are the much narrower sides that are perpendicular 

to the wall and do not face the technician.  See CX-1758 (Castonguay ‘616) at Fig. 8A; 

CX-2060C (Prucnal RWS) Q/A 660.  Although turning the adapter openings away from 

the user may work in a dwelling unit where the device is installed once and rarely (if 

ever) accessed, it is not practical in a data center where there is a need for repeated access 

for moves, adds, or changes.  CX-2060C (Prucnal RWS) Q/A 660.  

Third, Castonguay ‘616 relies on adapters that are not necessarily compatible with 

the other references (or with the ‘206 patent).  The density achieved by the Figure 8 and 

Figure 9 embodiments of Castonguay ‘616 relies on using “5 mm fiber optic receptacles,” 

which appear to be non-standard and therefore unsuited for data center use.  See CX-1758 

(Castonguay ‘616) at 12:63-64; CX-2060C (Prucnal RWS) Q/A 661.  Although 

Castonguay also discloses standardized “MU fiber optic receptacles,” respondents 

provide no evidence that a person of ordinary skill would have been motivated to use 

these adapters in a data center, where LC and MPO/MTP components prevailed.  See 

CX-2060C (Prucnal RWS) Q/A 661.   

ii. Claim 22 

Dr. Blumenthal admits that Castonguay ‘616 does not disclose the rail in claim 

22.  See CX-2060C (Prucnal RWS) Q/A 662.  Although Wheeler ‘444 discloses a rail, it 

is for vertical movement, which, as shown above for the Plug-and-Play combination, is 

fundamentally incompatible with Castonguay ‘616.  See CX-2060C (Prucnal RWS) Q/A 
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665-67. 

As also shown above, Wagner ‘089 also does not disclose a rail.  See CX-2060C 

(Prucnal RWS) Q/A 663; CX-1761 (Wagner ‘089) at 5:51-62 & Figs. 12-14, 19.  To the 

extent respondents cite the “side wall” as disclosing a rail, Dr. Blumenthal’s only opinion 

is a conclusory statement that the “side wall” shown in Figure 13 is used to guide the 

cassette for easy installation into the patch panel.  See RX-0001C (Blumenthal WS) Q/A 

707.  He also relies on Figure 15, which does not have side wall 125 labeled, without 

identifying the feature himself.  Dr. Blumenthal’s assumptions are drawn from a side 

detail in one figure and unsupported by any text in the specification that describes the 

side wall as performing a guiding function.  For example, the specification passage at 

3:25-27 of Wagner ‘089, says nothing about installation; instead, it describes Figure 15 as 

illustrating “a partial top view of the pre-terminated cassette of Fig. 12 installed in the 

patch panel.”   

Dr. Blumenthal also opines that Plug and Play could be combined with 

Castonguay ‘616.  However, as shown above, the feature Dr. Blumenthal identifies as a 

rail in Plug and Play is actually a latch, and that latch neither attaches to nor engages with 

a rail.  See CX-0029 (Siemon Plug & Play Fiber Prod. Sheet); CX-2060C (Prucnal RWS) 

Q/A 669.  In addition, a person of ordinary skill would not have been motivated to 

combine Castonguay ‘616 with Plug and Play.  See CX-2060C (Prucnal RWS) Q/A 670.  

The angled protrusions disclosed by Plug and Play are unsuitable for combination with 

Castonguay ‘616 because they would consume significant space on the front end of the 

chassis.  Id.  The drawings in CX-0185 (Siemon LC Module Drawing) show that, unlike 

the rails and latches of the EDGE modules, which are disposed on the sides of those 
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modules, the angled protrusions near the front of Siemon Plug and Play require more than 

a half-inch of space on the front end of the chassis to accommodate them (5.04 — 4.50 = 

0.54).  CX-2060C (Prucnal RWS) Q/A 670.   

 
Thus, a person of ordinary skill would not merely assume that the angled 

protrusions of Siemon Plug and Play could be combined with Castonguay ‘616 without 

compromising the ability to achieve density.  See CX-2060C (Prucnal RWS) Q/A 670.   

iii. Claim 23 

Dr. Blumenthal admits that Castonguay ‘616 does not disclose the latch in claim 

23.  See CX-2060C (Prucnal RWS) Q/A 662.  As shown above, although Wagner ‘089 

discloses a latch, it is not attached to a rail and so does not disclose this limitation.  See 

CX-2060C (Prucnal RWS) Q/A 664; CX-1761 (Wagner ‘089) at 5:51-62 & Figs. 12-14, 

19.  The latch disclosed by Wagner ‘089 (items 122 and 128) is instead built into the 

angled side of the Wagner ‘089 cassette, as shown below.  CX-1761 (Wagner ‘089) at 

Fig. 19; CX-2060C (Prucnal RWS) Q/A 664.   
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The design of Wagner ‘089 is incompatible with that of Castonguay ‘616, which 

is rectangular and does not have angled sides.  See CX-2060C (Prucnal RWS) Q/A 664.  

If a person of ordinary skill were seeking to combine Castonguay ‘616 with Wagner 

‘089, they would either need to redesign Castonguay ‘616 to accommodate a latch similar 

to the latch of Wagner ‘089, or to redesign the latch of Wagner ‘089 to accommodate the 

rectangular design of Castonguay.  Id.  Dr. Blumenthal does not explain which of these 

approaches he thinks a person of ordinary skill would take, why it would be obvious to 

do so, or how the results would be predictable.  Id.   

Dr. Blumenthal also opines that Wheeler ‘444 could provide a latch, but as 

described above the locking mechanism disclosed by Wheeler ‘444 is not attached to a 

rail and also is unsuitable for combination with Castonguay ‘616.  Id.  Castonguay ‘616 

involves FDTs that attach to walls, and such a device does not a locking mechanism 

because they do not lock into any other structure.  Id.  Further, as shown above, the 

vertical movement described by Wheeler ‘444 already requires three additional inches of 

clearance for Wheeler’s module on its top and bottom sides, and the lock mechanism (70) 

requires even more.  Id.   
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Finally, Dr. Blumenthal opines that Castonguay ‘616 could be combined with 

Plug and Play.  As shown above, there would be no motivation to combine these 

incompatible designs; nor would they satisfy the limitation because Plug & Play does not 

sufficiently disclose a rail and a latch.  CX-0029 (Siemon Plug & Play Fiber Prod. Sheet); 

CX-2060C (Prucnal RWS) Q/A 669.   

Accordingly, respondents have not shown by clear and convincing evidence that 

Plug and Play in view of Wheeler ‘444 or Wagner ‘089 renders claims 22 and 23 of the 

‘206 patent obvious.   

* * * 

Further, for the reasons discussed above, respondents have not shown by clear and 

convincing evidence that the asserted claims 22 and 23 of the ‘206 patent are invalid 

under any theory.   

VIII. Domestic Industry (Economic Prong) 

A violation of section 337(a)(1)(B), (C), (D), or (E) can be found “only if an 

industry in the United States, with respect to the articles protected by the patent, 

copyright, trademark, mask work, or design concerned, exists or is in the process of being 

established.”  19 U.S.C. § 1337(a)(2).  Section 337(a) further provides:  

(3) For purposes of paragraph (2), an industry in the United States 
shall be considered to exist if there is in the United States, with 
respect to the articles protected by the patent, copyright, trademark, 
mask work, or design concerned— 

(A) significant investment in plant and equipment; 

(B) significant employment of labor or capital; or 
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