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1. “an elongated shell with an interior, a proximal end, and an opposing
distal end”

As seen in the image below, the IQOS 2.4 has an elongated shell with an interior, a 

proximal end, and an opposing distal end.   

See CX-0939C at 21 (annotations added); JX-0053C at 4; Hrg. Tr. 212:1–213:18; CDX-0001C.66–

67. Similarly, for the IQOS 3 and 3.1 Duo, the following image shows that these devices also

include an elongated shell with an interior, a proximal end, and an opposing distal end. 

See JX-0064C at 50 (annotations added); Hrg. Tr. 212:1–213:18; CDX-0001C.67–68. 

In the Accused Products, the elongated shell includes the “middle part” and “rear housing.” 

Reynolds’s expert Mr. Alarcon provided a demonstrative slide, reproduced below, that shows the 

IQOS 2.4’s “middle part” and “rear housing” colored orange.  Hrg. Tr. 212:1–213:18; 

CDX-0001C.66–68; CX-572C; CPX-0076C; JX-0053C at 4.  He colored in red a battery housed

in the interior of the elongated shell, which is the power source.  Id.  
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Id.  For the IQOS 3 and 3.1 Duo, Mr. Alarcon provided an illustration (reproduced below) 

identifying the “middle part” and “rear housing” of the claimed “elongated shell” as items 2 and 

13, respectively, while the power source, or battery, is item 11.  See Hrg. Tr. 407:13–408:10; 

CX-0591C at 7.

Id.  

Philip Morris does not dispute that the Accused Products have “an elongated shell with an 

interior, a proximal end, and an opposing distal end.”  See RRB at 5–25; Order No. 8 at Ground 

Rule 14.2 (finding forfeiture if an issue is not raised in post-hearing briefing).  I therefore find that 

the Accused Products satisfy this limitation of claim 19 of the ’238 patent.   
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2. “a coupler . . . having a first end that forms a wall and that engages
the proximal end of the shell”

Claim 19 recites “a coupler formed of an elongated body having a first end that forms a 

wall and that engages the proximal end of the shell.”  Philip Morris has stipulated that the Accused 

Products include “a coupler formed of an elongated body having a first end” and “a second end 

that comprises a cavity to releasably engage.”  Stip. ¶ 2.  As discussed below, the record evidence 

demonstrates that the Accused Products also have a coupler with “a first end that forms a wall and 

that engages the proximal end of the shell.”  

As shown in the below slide prepared by Reynolds’s expert Mr. Alarcon, the coupler 

includes the front housing and extractor, both depicted in blue.  See Hrg. Tr. 214:2–215:24; 

CDX-0001C.71.

JX-0053C at 4; CPX-0076C. 

Mr. Alarcon provided another slide (reproduced below) showing that the first end of the 

coupler (blue) forms a wall (red) and engages the proximal end of the shell (orange).  Hrg. Tr. 

214:2–215:24; CDX-0001C.71.  
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JX-0053C at 4; CPX-0070C; CPX-0076C; CX-0641C. 

CX-0755C; CPX-0110C.

Mr. Alarcon testified that, in the Accused Products, both the front housing and the extractor 

of the coupler engage the proximal end of the shell.  See Hrg. Tr. 214:2–219:18; 

CDX-0001C.70–76.  Based on his investigation of the devices, Mr. Alarcon testified that the front
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housing engages the middle part to hold the parts together, and the extractor rotationally 

engages the middle part to prevent the coupler from rotating relative to the proximal end of the 

elongated shell.  Id.  The images below further demonstrate the engagement between the first 

end of the coupler and the proximal end of the shell.   

CPX-0070C; CPX-0072C; CPX-0113C; CPX-0105C; CPX-0103C. 

CX-0583C at 5-6; CX-0448 at 5-6; JX-0064C at 47.

Philip Morris does not dispute that the Accused Products have “a coupler . . . having a first 

end that forms a wall and that engages the proximal end of the shell.”  See RRB at 5–25; Order 

No. 8 at Ground Rule 14.2 (finding waiver if an issue is not addressed in post-hearing briefing).  I 

therefore find that the Accused Products satisfy this limitation of claim 19 of the ’238 patent.  

3. “configured to releasably engage a cartridge”

The undisputed record evidence shows that the Accused Products have “a second end that 

comprises a cavity configured to releasably engage” a HeatStick.  CX-0572C at -5498; see Hrg. 
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Tr. 219:22–220:23, 225:19–226:1; CDX-0001C.78.  HeatSticks are disposable tobacco sticks 

specifically designed for use in the Accused Products.  CX-0572C.3.  The parties dispute whether 

a HeatStick is a “cartridge” as that term is used in the ’238 patent.  CIB at 85–87 (HeatSticks are 

cartridges); SIB at 32–34 (HeatSticks are not cartridges); RRB at 18 (same).3   

Staff takes the position that “cartridge,” as that term is used in the ’238 patent, refers to the 

cartridges of vaping devices and does not encompass disposable tobacco sticks.  SIB at 33 (citing 

RX-0748C at Q30).  Staff identifies portions of the ’238 specification that describe a cartridge as 

including “an atomizer 132 comprising a resistive heating element 134 (e.g., a wire 

coil) configured to produce heat and a liquid transport element 136 (e.g., a wick) configured to 

transport a liquid.”  See id. (citing ’238 patent at 7:46–49); see also ’238 patent at 8:21–37 (“the 

cartridge 104 includes a reservoir layer 144 comprising layers of nonwoven fibers formed into 

the shape of a tube encircling the interior of the outer body 126 of the cartridge”), 11:39–44 

(“cartridge 204 can be formed of a cartridge shell 203 enclosing the reservoir housing 

244 that is in fluid communication with a liquid transport element 236 adapted to wick or 

otherwise transport an aerosol precursor composition stored in the reservoir housing to a 

heater 234”).  Staff further argues that cartridges for vaping devices described in 

contemporaneous publications generally include “a solution (or e-liquid storage area),” an 

“aerosol generator or atomizer,” and/or “a wick/heater as aerosol generator [and] gauze 

saturated with e-liquid.”  SIB at 33 (citing RX-0237.1–2; RX-0223.1; RX-0221.9 at 5:30–

36; RX-0226.4 ¶ 7; RX-0239.7 at 1:58–2:34).   

Conversely, Reynolds takes the position that the ’238 specification does not limit the 

claimed “cartridge” to requiring components such as an e-liquid reservoir and a heater wrapped 

3 Philip Morris does not offer an independent argument as to why a HeatStick is not the claimed 
“cartridge” but instead relies on arguments put forward by Staff.  See RRB at 18.   
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around a wick.  See CIB at 86 (citing Hrg. Tr. 221:15–222:24).  Reynolds argues the ’238 

specification “states that any components in the cartridge are ‘representative,’ and by using terms 

like ‘can be’ and ‘may be,’ and stating that these examples ‘are not intended to limit the scope of 

the cartridge,’ the patentees made this clear.”  ’238 patent at 11:35–49.   

In view of the teachings of the ’238 patent, I find that the term “cartridge” recited in 

claim 19 is not limited to a component of an electronic cigarette or vaping device comprising, for 

example, an e-liquid reservoir and a wick/heater to generate an aerosol.  The following passage 

from the ’238 patent is instructive:  

In another embodiment substantially the entirety of the cartridge may be 
formed from one or more carbon materials, which may provide advantages 
in terms of biodegradability and absence of wires.  In this regard, the heating 
element may comprise a carbon foam, the reservoir may comprise 
carbonized fabric, and graphite may be employed to form an electrical 
connection with the battery and controller.  

’238 patent at 9:7–14 (emphasis added). 

As taught in the above passage, the claimed cartridge need not include e-liquid or heating 

wires.  The “entirety of the cartridge” can be comprised of “one or more carbon materials,” which 

describes exactly the composition of the accused HeatSticks.  CX-0572C.3.   

I therefore find that the Accused Products satisfy the claim 19 limitation “configured to 

releasably engage a cartridge.”   

4. “the coupler includes a pressure channel extending between a first
end that is in fluid communication with the cavity and a second end
that opens through the wall at the first end of the coupler”

Reynolds contends that coupler in the Accused Products each have “a pressure channel 

extending between a first end that is in fluid communication with the cavity and a second end that 

opens through the wall at the first end of the coupler.”  CIB at 88–91.  Reynolds’s argument is 
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better understood in view of the illustration below, which is taken from a Philip Morris internal 

document and shows the path of air flowing through the Accused Products when the user inhales: 

CX-0605C at 11.

As illustrated above, when a user takes a puff on an Accused Product, air flows in through 

air inlet opening located towards the mouth end of the device.  JX-0095C (Zuber Dep.) at 

62:9–63:5; JX-0090C (Holzherr Dep.) at 120:8–16, 122:2–4.  The air then flows through the space 

between the outer surface of the extractor and the middle part.  JX-0095C (Zuber Dep.) at 63:6–9.  

Next the air flows through the wall between the bottom of the extractor and the middle part.  Id. at 

63:10–20.  Then the air flows through the space between the bottom of the extractor and the 

overmold of the heater, through the slit around the heater blade, through the tobacco stick, and into 

the user’s mouth.  Id. at 63:21–64:16.  There is a pressure differential between where air enters the 

Accused Products and where air enters the user’s mouth, and that pressure change is distributed 

along the entire length of the blue line.  Hrg. Tr. 1016:7–1018:5.   
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Reynolds has identified a portion of the air path through the Accused Products to be the 

“pressure channel” recited in claim 19.  The figures below show in green the portion Reynolds 

asserts to be the pressure channel, and also illustrate Reynolds’s argument that the Accused 

Products have “a pressure channel extending between a first end that is in fluid 

communication with the cavity and a second end that opens through the wall at the first end of 

the coupler.”   

CDX-0001C.84–85; see CIB at 91.
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I first address the question of whether the portion of the air flow pathway identified by 

Reynolds in green in the illustrations above satisfy the “pressure channel” limitation of claim 

19. The record evidence shows there is a pressure differential across the entirety of the air

flow pathway.  Hrg. Tr. 1016:7–1018:5.  Thus there is a pressure differential between the 

first and second ends of the alleged pressure channel.  That alleged pressure channel is 

therefore a passageway that communicates a change in pressure.  Hrg. Tr. 226:20–227:20; see CC 

Order at 24 (the plain and ordinary meaning of “pressure channel” is “passageway 

communicating a pressure change”).  Accordingly, I find Reynolds has demonstrated that the 

Accused Products have a “pressure channel” as claimed in claim 19 of the ’238 patent.   

Nevertheless, Reynolds has failed to adduce evidence demonstrating that the coupler in 

the Accused Products “includes a pressure channel extending between a first end that is in 

fluid communication with the cavity and a second end that opens through the wall at the first end 

of the coupler” because the pressure channel does not “open[ ] through the wall at the first end 

of the coupler.”  Rather, as seen in the figures above and discussed in testimony provided by 

Philip Morris’s expert Dr. Slocum and Reynolds’s expert Mr. Alarcon, the pressure channel 

(green arrow) is entirely behind the wall, which is formed by the base of the extractor.  The 

pressure channel therefore does not have “a second end that opens through the wall.”  See 

JX-0053C at 4; CPX-0215C at 5; CX-0755C; Hrg. Tr. 361:14–363:6, 1000:6–1001:11.   

Reynolds argues that “[t]he second end of the pressure channel opens through the 

peripheral radial slits in the wall at the first end of the coupler,” but this argument is not 

supported by the record.  See CIB at 88 (citing Hrg. Tr. 227:3-11).  Reynolds’s expert Mr. 

Alarcon was unable to offer an opinion regarding whether the radial slits in the extractor are part 

of the pressure channel; he likened the slits in the wall to “the door jam[b]” between the “air 

inlet channel” and 
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the “pressure channel” and would not offer “a hard opinion” regarding where in that region the 

“air inlet channel” ended and the “pressure channel” began.  See Hrg. Tr. 416:2–417:21; see also 

CIB at 95 (“The pressure channel is within the coupler to the right-hand side of the base of 

the extractor.  The base of the extractor forms a boundary between the air inlet channel and the 

pressure channel, with a transition region in the radial slots of the base of the extractor.”) (citing 

Hrg. Tr. 226:20–23; Hrg. Tr. 228:15–229:5).  Reynolds has thus failed to establish that the 

pressure channel in the Accused Products “opens through the wall at the first end of the 

coupler.”  

Accordingly, I find that the Accused Products do not satisfy the claim 19 limitation “the 

coupler includes a pressure channel extending between a first end that is in fluid communication 

with the cavity and a second end that opens through the wall at the first end of the coupler.”   
5. “the first end of the pressure channel is spatially separated from the

air inlet channel relative to the longitudinal axis of the coupler”

The record evidence demonstrates that the Accused Products satisfy the claim 19 limitation 

“the first end of the pressure channel is spatially separated from the air inlet channel relative to the 

longitudinal axis of the coupler.”  The illustrations below show the longitudinal axis of the coupler. 

See Hrg. Tr. 231:11–20. 
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CDX-0001C.87.

The first end of the pressure channel, which is the end of the pressure channel closest to

the heater, is spatially separated from the air inlet channel relative to the longitudinal axis of the 

coupler.  See Hrg. Tr. 231:21–233:22.  The figures below illustrate this spatial separation in the 

Accused Products. 
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CDX-0001.88–89, .91.

I therefore find Reynolds has demonstrated that the Accused Products satisfy this limitation

of claim 19 of the ’238 patent.  

In sum, because Reynolds has not demonstrated that the accused IQOS devices have the 

claimed “pressure channel” that “opens through the wall at the first end of the coupler,” I find the 

IQOS products do not infringe claim 19 of the ’238 patent. 
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C. Indirect Infringement

Reynolds alleges that respondents Philip Morris USA and Philip Morris Products induce 

infringement and contribute to infringement of claim 19 of the ’238 patent.  CIB at 95.  

CX-0025C at 112.

Liability for both induced and contributory infringement requires an underlying act of 

direct infringement.  See Limelight Networks, Inc. v. Akamai Techs., Inc., 572 U.S. 915, 923 

(2014).  Because the evidence fails to show that any of the Accused Products directly infringe 

claim 19 of the ’238 patent, I find that Reynolds has failed to show that Philip Morris USA and 

Philip Morris Products indirectly infringe claim 19 of the ’238 patent with respect to the IQOS 2.4 

device.  

D. Technical Prong of the Domestic Industry Requirement

Reynolds argues that the VUSE Solo G2 practices claims 1, 3, 5, 6, 8–11, 19, and 20 of the 

’238 patent.  CIB at 95–101.  Philip Morris has stipulated that the VUSE Solo G2 practices all 

limitations of these claims except for one limitation on each of claims 1, 8, and 9.4  Stip. ¶¶ 11–

25. The limitation for claim 1 remaining at issue is “extending between a first end that is in fluid

communication with the cavity and a second end that opens through the wall at the body end of 

the coupler to be in fluid communication with the pressure reduction space,” the limitation for 

claim 8 remaining at issue is “the first end of the pressure channel is spatially separated from the 

air inlet channel relative to the longitudinal axis of the coupler,” and the limitation for claim 9 

remaining at issue is “wherein the first end of the pressure channel is spatially separated from the 

4 The disputed limitations in claims 1 and 8 are also found in claim 19.   
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air inlet channel so as to be relatively nearer the connector end of the coupler.”  See Hrg. Tr. 

262:3–17, 268:11–269:5, 272:20–23, 274:1–12; Stip. ¶¶ 11–25.   

Philip Morris failed to argue that the VUSE Solo G2 does not practice the ’238 patent in 

its post-hearing responsive brief; Reynolds’s arguments that the technical prong is satisfied for 

the ’238 patent are therefore deemed unopposed.  See RRB at 5–25; Order No. 8 at Ground Rule 

14.2. 

As discussed in further detail below, in view of the undisputed record evidence, I find that 

Reynolds has demonstrated that the VUSE Solo G2 practices claims 1, 3, 5, 6, 8–11, 19, and 20 of 

the ’238 patent, thereby satisfying the technical prong of the domestic industry requirement. 
1. “extending between a first end that is in fluid communication with the

cavity and a second end that opens through the wall at the body end
of the coupler to be in fluid communication with the pressure
reduction space”

The undisputed record evidence demonstrates that the coupler in the VUSE Solo G2 

includes a pressure channel “extending between a first end that is in fluid communication with the 

cavity and a second end that opens through the wall at the body end of the coupler to be in fluid 

communication with the pressure reduction space.”  

As illustrated below, the first end of the pressure channel opens into the cavity and is 

therefore in fluid communication with the cavity.  See Hrg. Tr. 263:14–265:24.  Reynolds’s expert 

Mr. Alarcon testified that the VUSE Solo G2 would not function if the first end of the pressure 

channel were not in fluid communication with the cavity.  Hrg. Tr. 265:25–266:7.   
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CX-1077C; CX-0947C.20–21; see also CDX-0001C.125.

CX-0947C.16, 20–21; see also CDX-0001C.126.

The second end of the pressure channel opens through the wall at the body end of the 

coupler, which is the end closest to the control body of the device.  See Hrg. Tr. 266:8–24.  
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CX-1077C; see also CDX-0001C.127.

The second end of the pressure channel is in fluid communication with the pressure 

reduction space, which is the space within the airtight seal that surrounds the pressure sensor and 

the second end of the pressure channel.  CX-0947C.21; see Hrg. Tr. 267:1–19.  Reynolds’s expert 

Mr. Alarcon testified that the VUSE Solo G2 would not function if the second end of the pressure 

channel were not in fluid communication with the pressure reduction space because the sensor 

would not be able to detect a pressure change.  Hrg. Tr. 267:20–268:3.   

I therefore find that the VUSE Solo G2 practices the claim 1 and claim 19 limitation 

“extending between a first end that is in fluid communication with the cavity and a second end that 

opens through the wall at the body end of the coupler to be in fluid communication with the 

pressure reduction space.”   
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2. “the first end of the pressure channel is spatially separated from the
air inlet channel relative to the longitudinal axis of the coupler”

The undisputed record evidence demonstrates that coupler in the VUSE Solo G2 includes 

a pressure channel “wherein the first end of the pressure channel is spatially separated from the air 

inlet channel relative to the longitudinal axis of the coupler.”  

As illustrated below, there is spatial separation between the first end of the pressure channel 

and the air inlet channel in a direction radial to, or measured from, the longitudinal axis.  See Hrg. 

Tr. 270:21–25. 

CX-1077C; see also CDX-0001C.131.

I therefore find that the VUSE Solo G2 practices the claim 8 and claim 19 limitation “the 

first end of the pressure channel is spatially separated from the air inlet channel relative to the 

longitudinal axis of the coupler.” 

3. “wherein the first end of the pressure channel is spatially separated
from the air inlet channel so as to be relatively nearer the connector
end of the coupler”

As illustrated below, the undisputed record evidence demonstrates that the coupler in the 

VUSE Solo G2 includes a pressure channel wherein the first end of the pressure channel is spatially 
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separated from the air inlet channel so as to be relatively nearer the connector end of the coupler.  

See Hrg. Tr. 271:5–272:19. 

CX-1077C; see also CDX-0001C.133.

I therefore find that the VUSE Solo G2 practices the claim 9 limitation “wherein the first 

end of the pressure channel is spatially separated from the air inlet channel so as to be relatively 

nearer the connector end of the coupler.” 

E. Validity

Philip Morris alleges that claim 19 of the ’238 patent is anticipated by two prior art 

publications, U.S. Patent Application Publication No. 2011/0036346 (RX-0220) (hereinafter 

“Cohen”) and U.S. Patent No. 8,499,766 (RX-0221) (hereinafter “Newton”).  RIB at 6–22.  

Reynolds has stipulated that both these references are prior art, and that each discloses many of 

the limitations of claim 19.  Stip. ¶¶ 3–10.   

Philip Morris also alleges that claim 19 of the ’238 patent is invalid for lack of written 

description under my construction of the term “pressure channel.”  RIB at 22–25.  

Philip Morris’s invalidity arguments are addressed in turn below.  
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1. Cohen

Reynolds has stipulated that Cohen discloses most limitations of claim 19 of the ’238 

patent.  Stip. ¶ 6.  The only limitation Reynolds argues Cohen does not disclose is “wherein the 

coupler includes an air inlet channel in fluid communication with the cavity and an air 

inlet aperture in an exterior surface of the coupler.”  See id.  The evidence shows, however, that 

Cohen discloses the “air inlet channel” limitation and claim 19 is therefore anticipated.   

Cohen teaches the following with respect to Figure 3:  

The first coupling 26 comprises a cylindrical body that fits snuggly inside 
the first housing 24 (thereby creating an interference fit between these 
components) and has a flange 28 on a first end thereof that abuts the end of 
the first housing 24.  A number of slots 30 are formed in the flange 28 to 
create air passages into the interior of the first coupling 26. 

RX-0220 ¶ 20 (emphasis added).  Thus, Cohen discloses an air inlet channel (“air passages” of 

slots 30 in flange 28) that are in fluid communication (“air passages into”) with the coupler’s cavity 

(interior of the first coupling 26).  This configuration is illustrated in Figure 3 of Cohen, which is 

reproduced below with annotations: 
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RDX-0001C.036 (annotating RX-0220 at Fig. 3). 

Cohen’s disclosure is confirmed by testimony from Reynold’s expert Mr. Clemens, 

who admitted that:  (1) Cohen’s first coupling 26 discloses a “coupler,” (2) the “open space . . . 

in the interior of the first coupling 26” is “a cavity,” (3) “one end of the slots 30 is open to the 

interior of the coupling, and the other end of slot 30 is open to the end of the flange,” and (4) 

“slots 30 in the first coupling 26 create an air passage into the interior of the first 

coupling.”  See Hrg. Tr. 1532:15–1535:8.  

Reynolds takes the position that the slots 30 disclosed in Figure 3 of Cohen are not 

the claimed “air inlet channel in fluid communication with the cavity” because no cartridge or 

atomizer is shown in Figure 3 and because no air actively flows through slots 30 if a cartridge is 

not present. See CRB at 50.  Reynolds argues that “[s]lots 30 are not adapted to distribute drawn, 

ambient air through the smoking article (including the coupler) when atomizing unit 14 is not 

present and not coupled to first housing 24. . . . Rather, slots 30 are completely open to the air, 

cannot distribute air to any particular location, and thus would not be considered an ‘air 

inlet channel.’”  Id. (emphasis original).    

Reynolds’s argument is not persuasive because claim 19 recites only “a control body for 

an electronic smoking article” and does not require the presence of a cartridge.  In addition, 

claim 19 does not does not require that air be actively flowing through the air inlet channel.  Cf. 

Hrg. Tr. 1006:11–14 (testimony from Mr. Alarcon stating that claim 19 could be infringed by 

a device that is merely sitting on a table).  Reynolds’s argument to the contrary is contradicted 

by the explicit teaching of Cohen that the slots 30 “create air passages into the interior of the 

first coupling 26.”  Cohen ¶ 20.   
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Figure 8 of Cohen and the accompanying text also teaches the disputed “air inlet channel” 

limitation of claim 19.  In Figure 8 (reproduced with annotations below), slots 30 extend 

through first coupling 26 to be in fluid communication with the exterior surface of the coupler on 

one end, and with the cavity on the other.  See Hrg. Tr. 1006:15–1008:9.    

RDX-0001C.39 (annotating Cohen Fig. 8). 

Reynolds disputes that Figure 8 discloses the “air inlet channel” limitation, arguing that air 

is drawn into the interior of “second coupling 90” rather than “first coupling 26.”  See CRB at 

52–54.  Reynolds’s argument notwithstanding, Figure 8 nevertheless discloses this limitation 

because “second coupling 90” is nested inside “first coupling 26” and slots 30 remain in fluid 

communication with the cavity of first coupling 26, whether directly or indirectly.  See Hrg. Tr. 

1006:15–1008:9; see also Hrg. Tr. 359:21–360:1.     

For the reasons set forth above, I find that Philip Morris has shown, clearly and 

convincingly, that asserted claim 19 of the ’238 patent is anticipated by Cohen. 
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2. Newton

Reynolds has stipulated that Newton discloses motion limitations of claim 19 of the ’238 patent.  

Stip. ¶ 8.  The only limitation Reynolds argues Newton does not disclose is “wherein the 

coupler includes an air inlet channel in fluid communication with the cavity and an air inlet 

aperture in an exterior surface of the coupler.”  See id.  The evidence shows, however, that Newton 

discloses the “air inlet channel” limitation and claim 19 is therefore anticipated. 

Newton teaches that “[a]ir is inlet to the electronic cigarette 2 at the vent openings 16 

located at the coupler 14,” allowing “fresh air [to be] inlet to the atomizer assembly 18 through 

vent openings 16.”  Newton at 4:66–5:2; 5:45–58.  These “vent openings 16” are also referred to 

as “air inlet vents 16.”  Id. at 4:45–54.  In addition, Figures 8 and 4a, shown below with 

color annotations, confirm that air inlet vents / vent openings 16 (highlighted in yellow) 

within coupler 14 (highlighted in brown) serve as an air inlet channel in fluid communication 

with an aperture at the exterior of the device and with the cavity of the coupler (highlighted in 

green).  See Hrg. Tr. 1008:10–1011:16.  
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RDX-0001C.043 (annotating Newton Fig. 8). 

RDX-0001C.045 (annotating Newton Fig. 4a). 

The evidence therefore shows that the “air inlet vents 16” / ”vent openings 16” disclosed 

in Newton satisfy the claim 19 limitation “an air inlet channel in fluid communication with the 

cavity.”   

Reynolds’s argument that Newton does not disclose an air inlet channel is similar to the 

argument they made with respect to Cohen: 

Inlet vents 16 are not adapted to distribute drawn, ambient air through the 
smoking article (including the coupler) when atomizer assembly 18 is not 
present and not coupled to elongated portion 10. . . . Rather, inlet vents 16 
are completely open to the air (Newton Figure 3), cannot distribute air to 
any particular location, and thus would not be considered an air inlet 
channel. 

CRB at 59.  

Reynolds’s argument with respect to Newton is unpersuasive for the same reasons 

discussed above with respect to Cohen. 
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For the reasons set forth above, I therefore find that Philip Morris has shown, clearly and 

convincingly, that asserted claim 19 of the ’238 patent is anticipated by Cohen. 

As for Philip Morris’s obviousness argument based on Newton alone, “a disclosure that 

anticipates under § 102 also renders the claim invalid under § 103, for anticipation is the 

epitome of obviousness.”  Connell v. Sears, Roebuck & Co., 722 F.2d 1542, 1548 (Fed. Cir. 1983) 

(internal quotation marks and citations omitted).  Accordingly, I find that Philip Morris has 

shown, clearly and convincingly, that asserted claim 19 of the ’238 patent is also invalid under 

35 U.S.C. § 103. 

3. Lack of Written Description

Philip Morris argues that asserted claim 19 of the ’238 patent is invalid for failing to satisfy 

the written description requirement of 35 U.S.C. § 112.  RIB at 6, 22–24.  Specifically, Philip 

Morris argues that (1) a person of ordinary skill in the art would not understand the inventors to 

have possessed a “pressure channel” without a “pressure sensor” in accordance with my 

construction of “pressure channel” and (2) there is no written description for an “air inlet channel” 

directly connected to a “pressure channel.”  Id.  As discussed below, Philip Morris has failed to 

show by clear and convincing evidence that the inventors lacked possession of the claimed 

invention at the time the application was filed.  Ariad Pharm, 598 F.3d at 1351.  

The ’238 patent specification teaches at least one embodiment having a pressure channel 

without an accompanying pressure sensor: 
In other embodiments, a control body for an electronic smoking article can 
comprise an elongated shell with an interior, a proximal end, and an 
opposing distal end.  The control body further can comprise a coupler 
formed of an elongated body having a first end that forms a wall and that 
engages the proximal end of the shell and a second end that comprises a 
cavity configured to releasably engage a cartridge, wherein the coupler 
includes a pressure channel extending between a first end that is in fluid 
communication with the cavity and a second end that opens through the wall 
at the first end of the coupler, wherein the coupler includes an air inlet 
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channel in fluid communication with the cavity and an air inlet aperture 
in an exterior surface of the coupler, and wherein the coupler has a 
longitudinal axis extending from the first end to the second end, and the 
first end of the pressure channel is spatially separated from the air inlet 
channel relative to the longitudinal axis of the coupler.  The control body 
further can comprise one or more additional components, such as 
a power source, a microprocessor or other control component, 
or the like.  In some embodiments, the first end of the pressure 
channel in the coupler can be spatially separated from the air inlet channel 
so as to be relatively nearer the second end of the coupler. 

’238 patent at 3:14–36 (emphasis added).  

In addition, Figure 8 of the ’238 patent illustrates an embodiment without a pressure sensor: 

The embodiment of a control body 802 illustrated in FIG. 8 comprises an 
electronic circuit board 806 positioned within a shell 801 between a battery 
810 and a coupler 824.  The electronic circuit board 806 is configured 
lengthwise such that it is substantially parallel with a central axis of the shell 
801. The electronic circuit board 806 comprises a first LED 812a and a
second LED 812b.  Further, in the illustrated embodiment, the coupler 824
is light transmissive such that light from the first LED 812a and/or light
from the second LED 812b is visible external to the control body through
the coupler.  The coupler may be formed, for example, from a translucent
thermoplastic material.  The control body 802 further can include an input
element, such as a pushbutton 861, which can be adapted to activate power
delivery from the power source in the control body to a heater, such as in
an attached cartridge (see FIG. 2).  The input element alternatively can be
adapted to active a further control function of the device, such as described
in greater detail below.

’238 patent at 18:51–19:2. 

Despite not having a pressure sensor, the embodiment in Figure 8 nevertheless contains a 

“pressure channel” as that term has been construed.  See CC Order at 24–25 (construing “pressure 

channel” to mean “passageway communicating a pressure change”).  As discussed above in 

connection with the infringement analysis of the “pressure channel” limitation, when a user draws 

air through the embodied invention, there is a pressure differential across the entirety of the air 
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flow pathway.  That air flow pathway is therefore a passageway that communicates a change in 

pressure.  See Section VII.B.4 (citing Hrg. Tr. 226:20–227:20, 1016:7–1018:5).   

Philip Morris’s contention that “there is no written description for an ‘air inlet channel’ 

directly connected to a ‘pressure channel’” is likewise lacking in merit.  See RIB at 23.  Philip 

Morris’s argument relies mainly on the ’238 patent’s teaching of spatial separation between 

the pressure channel and air inlet channel to prevent backflow.  See id. at 24.  Yet, claims 8 and 

19 (and their dependent claims) require only that “the first end of the pressure channel is 

spatially separated from the air inlet channel relative to the longitudinal axis of the coupler.”  ’238 

patent at claims 8 and 19 (emphasis added).  The ’238 patent therefore does not teach or 

claim that the entirety of the pressure channel and air inlet channels be spatially separated, just 

that the first end of the pressure channel be spatially separated from the air inlet channel.  

This type of spatial separation is described in the ’238 patent specification.  See, e.g., ’238 

patent at 2:47–3:36, 7:22–34, 9:21–41, 12:6–34, 15:32–19:2. 

For these reasons, Philip Morris has failed to prove by clear and convincing evidence that 

claim 19 of the ’238 patent is invalid for failure to satisfy the written description requirement 

of 35 U.S.C. § 112.   

VIII. ECONOMIC PRONG OF THE DOMESTIC INDUSTRY REQUIREMENT

A. The ’238 and ’915 Patents

As noted above, I issued an initial determination on January 19, 2021, granting Reynolds’s 

motion for summary determination that the economic prong of the domestic industry requirement 

has been satisfied in part, determining that the economic prong has been satisfied with respect to 

the ’915 and ’238 patents.  Order No. 35.  The Commission affirmed my finding on summary 

determination that “[Reynolds satisfies] the economic prong of the domestic industry requirement 
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under 19 U.S.C. 1337(a)(3)(A) for the ’238 patent and the ’915 patent.”  EDIS Doc. ID 

734509 at 3. 

B. The ’123 Patent

Reynolds and Philip Morris stipulated that Reynolds made domestic investments in plant and 

equipment and labor and capital connected to the VUSE Vibe product alleged to practice the 

’123 patent.  DI Stip. ¶¶ 4, 9.  Although Philip Morris does not dispute a domestic industry 

exists under 19 U.S.C. § 1337(a)(3)(B) with respect to the VUSE Vibe, it argues that a domestic 

industry does not exist under 19 U.S.C. § 1337(a)(3)(A).  DI Stip. ¶ 2, 8; RRB at 68–69.   

Staff takes the position that Reynolds has demonstrated a domestic industry for the ’123 

patent under 19 U.S.C. §§ 1337(a)(3)(A) and (B).  SIB at 112–16.  

1. Reynolds’s Investments in Plant and Equipment

Reynolds and Philip Morris stipulated that “Reynolds has invested approximately 

 in domestic plant and equipment used to manufacture e-liquid for the VUSE Vibe.”  

DI Stip. ¶ 9.  As stipulated, Reynolds’s domestic investments in plant and equipment include the 

following items: 

•  invested in purchasing new equipment to make e-liquid for VUSE Vibe
at Reynolds’s manufacturing facility in  and to modify space there to
address environmental regulations, building codes, and production of hazardous
waste (CPX-0196C; CDX-0004C.10–CDX-0004C.14); and

•  invested in purchasing equipment to make e-liquid for VUSE Vibe at
Reynolds’s  facility (CPX-0135C; CDX-0004C.15–CDX-0004C.17).

Id.  

Despite stipulating to the amount of Reynolds’s investments in plant and equipment, Philip 

Morris argues that Reynolds does not satisfy the economic prong of the domestic industry 

requirement under 19 U.S.C. § 1337(a)(3)(A).  See id.; RRB at 68 (arguing Reynolds has failed to 
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show quantitative significance of its investments).  Nevertheless, the record evidence demonstrates 

that Reynolds’s domestic investments in plant and equipment for the VUSE Vibe product are 

both qualitatively and quantitatively significant. 

Reynolds’s investments are qualitatively significant because all of the proprietary e-liquid 

used in the VUSE Vibe product is made in the United States.  Hrg. Tr. 605:8–606:6, 700:25–

701:9, 1180:1–4 (Philip Morris’s expert is not aware of any e-liquid produced outside the United 

States).  It is undisputed that the VUSE Vibe product does not operate without e-liquid and that 

Reynolds does not sell any VUSE Vibe cartridges that do not include e-liquid.  See Hrg. Tr. 

602:13–603:3, 605:8–606:6, 1180:5–11 (Philip Morris’s expert testifying that VUSE products 

cannot operate without e-liquid).  Therefore, Reynolds’s investments here are qualitatively 

significant because they are critical to producing a saleable product.  See Certain Electronic 

Nicotine Delivery Systems and Components Thereof, Inv. No. 337-TA-1139, Initial 

Determination at 270 (Dec. 13, 2019) (unreviewed in relevant part).   

Reynolds’s domestic investments in plant and equipment for the VUSE Vibe product are 

also quantitatively significant.  Reynolds’s economic expert Dr. Mody compared Reynolds’s 

domestic investments in plant and equipment to the total amount of Reynolds’s foreign 

and domestic spending on the cost of goods and services (COGS) required to produce the 

patented products.  See Hrg. Tr. 603:4–604:13; CDX-0004C.41.  Reynolds’s total cost of 

goods and services, foreign and domestic, is .  Id.  The domestic spend of 

 is approximately  of the total.  Id.  That is a quantitatively significant 

investment.  Moreover, Reynolds’s domestic investments in plant and equipment for the Vibe 

products are quantitatively significant when compared to the sales revenue generated from those 

investments.  The domestic spend of  is equivalent to  of the  in total 

U.S. sales of the Vibe Products 
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from 2016 to the second quarter of 2020.  See Hrg. Tr. 602:13–603:3; CDX-0004C.39.  That is a 

quantitatively significant investment.   

In view of the stipulated facts discussed above, I find that Reynolds has demonstrated 

significant investments of plant and equipment with respect to the VUSE Vibe product alleged 

to practice the ’123 patent.  I therefore find that Reynolds has satisfied the economic prong of 

the domestic industry requirement for the ’123 patent under 19 U.S.C. § 1337(a)(3)(A). 

2. Reynolds’s Employment of Labor and Capital

Reynolds and Philip Morris stipulated that “Reynolds has made at least  in 

domestic investments in labor and capital, as defined under 19 U.S.C. § 1337(a)(3)(B), relating to 

Reynolds’s VUSE Vibe product, which Reynolds contends practices one or more claims of the 

’123 Patent.”  DI Stip. ¶ 3.  As stipulated, Reynolds’s domestic investments in labor and capital 

include the following items: 

•  in PMTA external labor and capital;

•  in product integrity and submissions internal labor;

•  in domestic oversight of foreign manufacture internal labor;

•  in product discovery and development internal labor; and

•  in manufacture of e-liquid internal labor.

Id. ¶ 4. 

Reynolds and Philip Morris also stipulated that Reynolds’s investments in labor and capital 

are “qualitatively and quantitatively significant under 19 U.S.C. § 1337(a)(3)(B) and demonstrate[] 

an economic domestic industry for the VUSE Vibe product.”  DI Stip. ¶ 5.  As stipulated, 

qualitative significance is demonstrated by the following analyses: 
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• Reynolds’s domestic investments in labor and capital associated with the VUSE
Vibe amount to at least approximately  of the total foreign investment in VUSE
Vibe (see, e.g., CPX-0208C; CPX-0173C; CPX-0209C; CDX-0004C.41); and

• Reynolds’s domestic investments in labor and capital associated with the VUSE
Vibe amount to at least nearly  of the total domestic sales of the VUSE Vibe
product (see, e.g., CPX-0208C; CPX-0173C; CPX-0209C; CDX-0004C.39).

Id. ¶ 6.  

As further stipulated, quantitative significance is demonstrated by the following analyses: 

• Reynolds’s labor and capital investments for VUSE Vibe relating to product
integrity and submissions are important to the potential continued sale of VUSE
Vibe as well as the overall integrity of the product;

• Reynolds’s labor and capital investments in the manufacture of e-liquid used in
VUSE Vibe relates to a key component of the VUSE Vibe (the product cannot be
used without e-liquid); and

• Reynolds’s labor and capital investments in product development and OEM
oversight relating to VUSE vibe are important to the development and oversight of
a commercial product sold in the United States.

Id. ¶ 7. 

In view of the stipulations between Reynolds and Philip Morris and the uncontested record 

evidence outlined above, I find that Reynolds has demonstrated significant investments of labor 

and capital with respect to the VUSE Vibe product alleged to practice the ’123 patent.  I therefore 

find that Reynolds has satisfied the economic prong of the domestic industry requirement for the 

’123 patent under 19 U.S.C. § 1337(a)(3)(B).  

3. Reynolds’s Investment in Exploitation of the ’123 Patent

Reynolds also argues that it has satisfied the economic prong of the domestic industry 

requirement for the ’123 patent under 19 U.S.C. § 1337(a)(3)(C).  CIB at 48–50.  Philip Morris 

opposes a finding that the domestic industry is satisfied under this provision of the statute, and 

Staff takes no position on Reynolds’s argument.  RRB at 68–69; SIB at 112–16; SRB at 21.   
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Reynolds argues that its  expenditure related to a voluntary market withdrawal 

is an investment to exploit the patented technology of the ’123 patent and is both qualitatively 

and quantitatively significant.  CIB at 49–50.  However, Reynolds did not present evidence 

showing a nexus between its withdrawal investments and exploitation of the ’123 patent.  See id.  

This failure of proof is fatal to Reynolds’s argument that it satisfies the economic prong of 

the domestic industry requirement under 19 U.S.C. § 1337(a)(3)(C) for the ’123 patent.   See 

Certain Integrated Circuit Chips & Prod. Containing the Same, Inv. No. 337-TA-859, Comm’n 

Op. at 38 (Aug. 22, 2014).  

I therefore find that Reynolds has failed to demonstrate substantial investment in 

the exploitation of the ’123 patent.  

C. FDA Approval of the Domestic Industry Products

At the hearing, Stacy Erlich, Philip Morris’s expert in the field of FDA law and the 

regulation of tobacco and nicotine products, testified that “all e-cigarette products are 

illegal . . . because none of them have pre-market authorization.”  Hrg. Tr. 1478:5-8.  

This testimony prompted me to ask the parties whether Reynolds’s VUSE Vibe and Solo 

products can properly support a domestic industry if they have not yet been authorized by 

FDA.  Hrg. Tr. 1591:16–18.  The parties subsequently addressed this issue in post-hearing 

briefs.  See CIB at 50–54; RRB at 62–68; SRB at 16–21.  Having considered the arguments 

presented by the parties, I have concluded that the regulatory status of the VUSE Vibe and Solo 

products do not preclude a finding that the domestic industry requirement is satisfied in the 

context of this investigation. 

Interpretation of section 337 begins with the statutory text, giving terms “their ordinary 

meaning.”  Sebelius v. Cloer, 569 U.S. 369, 376 (2013).  Here, section 337(a)(3) clearly defines 

when a domestic industry exists: 
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(3) For purposes of paragraph (2), an industry in the United States shall be
considered to exist if there is in the United States, with respect to the articles
protected by the patent, copyright, trademark, mask work, or design
concerned –

(A) significant investment in plant and equipment;

(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including engineering,
research and development, or licensing.

19 U.S.C. § 1337(a)(3) (emphasis added). 

The statute instructs that a domestic industry “shall be considered to exist” if there are 

significant or substantial investments in the United States of the types enumerated.  The statutory 

criteria for a domestic industry are met in this investigation:  as discussed above, I have found that 

both the technical prong and the economic prong of the domestic industry requirement have been 

satisfied for all of the Asserted Patents.  The statutory text does not suggest that other 

considerations—like regulatory approval status—can negate the existence of an industry when the 

statutory criteria are met. 

This determination accords with the Commission’s treatment of a similar issue in Certain 

Strontium-Rubidium Radioisotope Infusion Systems, and Components Thereof Including 

Generators, Inv. No. 337-TA-1110, USITC Pub. No. 5025 (Feb. 2020) (“Strontium-Rubidium 

Systems”).  There, the respondent argued that there was no domestic industry for a medical device 

that had not been approved by the FDA at the time of the filing of the complaint.  The ALJ rejected 

that argument and noted that in several prior investigations the Commission had credited 

expenditures made prior to FDA approval in its domestic industry analysis.  Strontium-Rubidium 

Systems, Initial Determination at 132–34, 141–42 (citing Certain Minoxidil Powders, Salts, and 

Compositions for Use in Hair Treatment, Inv. No. 337-TA-267, Comm’n Op. at 1–2 (Sept. 23, 1988); 
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Certain Salinomycin Biomass and Preparations Containing Same, Inv. No. 337-TA-370, USITC 

Pub. No. 2978 (July 1996), Initial Determination at 128 (not reviewed); Certain Diltiazem 

Hydrocholoride and Diltiazem Preparations Containing Same, Inv. No. 337-TA-348, USITC Pub. 

No. 2902 (June 1995), Initial Determination at 120–28 (unreviewed in relevant part)).  The ALJ in 

Strontium-Rubidium Systems followed the reasoning in those earlier determinations and found a 

domestic industry to exist despite the lack of FDA approval.  Id., Initial Determination at 135, 147.  

The ALJ found that articles protected by the patent had been manufactured by the time the complaint 

was filed.  Id.  Even though those articles could not be sold commercially in the United States, 

significant capital had been invested domestically and significant domestic labor had been 

employed to manufacture the articles domestically.  Id., Initial Determination at 147, 149.  The 

Commission affirmed the ALJ’s finding of a domestic industry.  Id., Comm’n Op. at 26. 

Here, the VUSE domestic industry is on no worse footing than the domestic industry 

in Strontium-Rubidium Systems.  Indeed, the facts of record in this investigation make an even 

stronger case for finding a domestic industry:  whereas the medical devices in Strontium-

Rubidium Systems were not available on the commercial market, the VUSE products at issue here are 

actually being sold.  Moreover, the FDA has been notified of the VUSE products through regulatory 

applications (see, e.g., CX-2097), and the FDA has not initiated enforcement to remove the products 

from the market.

In sum, the regulatory status of the VUSE products does not negate my determination that the 

statutory criteria for the exitance of a domestic industry have been met. 
IX. CONCLUSIONS OF LAW

1. The Commission has subject matter, personal, and in rem jurisdiction in this

investigation. 

2. The importation requirement has been satisfied.

3. Claims 27–30 of the ’123 patent have been infringed.
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4. Claims 1–3 and 5 of the ’915 patent have been infringed.

5. Claim 19 of the ’238 patent has not been infringed.

6. The technical prong of the domestic industry requirement has been satisfied with

respect to the ’123, ’915, and ’238 patents.  

7. The economic prong of the domestic industry requirement has been satisfied with

respect to the ’123, ’915, and ’238 patents.  

8. Claims 27–30 of the ’123 patent have not been shown invalid by clear and

convincing evidence.  

9. Claims 1–3 and 5 of the ’915 patent have not been shown invalid by clear and

convincing evidence. 

10. Claim 19 of the ’238 patent has been shown invalid as anticipated in view of the

prior art. 

11. Claim 19 of the ’238 patent has not been shown invalid as failing to satisfy the

written description requirement of 35 U.S.C. § 112. 

X. FINDINGS OF FACT WITH RESPECT TO THE PUBLIC INTEREST

Before issuing a remedy for a violation of section 337, the Commission must consider the

effect of the remedy on the following statutory public interest factors:  (1) the public health and 

welfare; (2) competitive conditions in the United States economy; (3) the production in the United 

States of articles that are like or directly competitive with those that are the subject of the 

investigation; and (4) United States customers.  See 19 U.S.C. §§ 1337(d)(1), (f)(1).  The 

Commission must weigh these effects against the strong public interest favoring the protection of 

U.S. intellectual property rights by excluding infringing imports.  Certain Magnetic Data Storage 
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Tapes and Cartridges Containing the Same (III), Inv. No. 337-TA-1076, Comm’n Op. at 64 (June 

20, 2019). 

Only in rare circumstances will the Commission determine that the public interest 

considerations outweigh the patent holder’s rights.  See Spansion, 629 F.3d at 1359–60 (Fed. Cir. 

2010).  The Commission has entirely declined to issue a remedy after finding a violation only three 

times, and has never done so since 1984.  Id. at 1360 (listing investigations).  In each of those three 

cases, the exclusion order was denied because inadequate supply within the United States—by 

both the patentee and domestic licensees—meant that an exclusion order would deprive the public 

of products necessary for some important health or welfare need:  energy efficient automobiles, 

fundamental scientific research, or hospital equipment.  Id. 

In this investigation, the Commission delegated to me the task of gathering and evaluating 

evidence concerning the effect any remedy in this investigation might have on the statutory public 

interest factors.  85 Fed. Reg. at 29482–29483.  This evidence included written comments 

submitted by members of the public as well as testimony and documents presented at trial.  See, 

e.g., EDIS Doc. IDs 708590, 708977, 708978, 708979, 708981, 708983, 708985, 708986, 708987,

708988, 708990, 709114; CX-0042; CX-0052; CX-0083; CX-0100; CX-0101; CX-0180C; 

CX-0181C; CX-0183C; CX-0190C; CX-0191C; CX-0193; CX-0201; CX-0207C; CX-0208C;

CX-0243C; CX-0253C; CX-0257C; CX-0262C; CX-0271; CX-0281C; CX-0296; CX-0320C;

CX-0330; CX-0336; CX-0337; CX-0338; CX-0341; CX-0342; CX-0364C; CX-0373; CX-0374C;

CX-0385; CX-0390; CX-0395; CX-0409; CX-0444; CX-0458; CX-0468; CX-0506; CX-0507;

CX-0508; CX-0509; CX-0522; CX-0524; CX-0525; CX-0528; CX-0529; CX-0537C; CX-0552;

CX-0606C; CX-0607C; CX-0611; CX-0612; CX-0614C; CX-0695C; CX-0703C; CX-0715C;

CX-0739C; CX-0746C; CX-0752C; CX-0786; CX-0787; CX-0790; CX-0792; CX-0876;




