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UNITED STATES INTERNATIONAL TRADE COMMISSION
- Washington, D.C.

In the Matter of

CERTAIN AIR MATTRESS BED SYSTEMS Inv. No. 337-TA-999
AND COMPONENTS THEREOF

ORDER NO. 10: INITIAL I DETERMINATION GRANTING COMPLAINANT’S
MOTION FOR TERMINATION OF THIS INVESTIGATION IN
ITS ENTIRETY FOR THE REST RESPONDENTS BASED ON
SETTLEMENT AGREEMENT AND TERMINATION OF THIS
INVESTIGATION IN ITS ENTIRETY BASED ON WITHDRAWAL
OF THE COMPLAINT FOR THE ANM RESPONDENTS; AND

GRANTING REQUEST FOR STAY OF THE PROCEDURAL
SCHEDULE

(November 18, 2016)

On November 4, 2016, complainants Select Comfort Corporation and Select Comfort SC

Corporation (collectively “Select Comfort”) filed a motion to terminate the investigation in its

entirety (1) for respondents Responsive Surface Technology LLC and Elements of Rest, Inc.

(collectively “the, ReST Respondents”) based on settlement agreement and (2) based on

withdrawal of the complaint as to respondent American National Manufacturing, Inc.’s and Dires

LLC (d/b/a Personal Comfort Bed) (collectively “the ANM Respondents”). (Motion No: 999-‘

010.) The motion states that the ReST Respondents do not oppose.

On November 9, 2016, the ANM Respondents filed a response opposing the motion and,

in the alternative, should the motion be granted, then termination on]y’v\Ii'tli*c'ertainterms and
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conditions. On November 14, 2016, the ANM Respondents filed a supplemental submission to

their November 9 response.1

I. The ReST Respondents

The Commission’s Rules provide that “[a]ny party may move at any time for an order to

tenninate an investigation in whole or in part as to any or all respondents on the basis of a

settlement, a licensing or other agreement...” (19 C.F.R. § 21O.2l(a)(2); see also Certain

Organizer Racks & Products Containing Same, Inv. No. 337-TA-466, Order No. 7 at 2

(February 19, 2001).) ‘Commission Rule 2l0.2l(b)(l) further specifies that in order for an

investigation to be terminated as to a respondent on the basis of a licensing or other settlement

agreement, the motion for termination must include: (1) copies of the licensing or other

settlement agreement; (2) any supplemental agreements; and (3) a statement that there are no

other agreements, written or oral, express or implied, between the parties conceming the subject

matter of the investigation. (19 C.F.R § 21O.2l(b)(l).) In addition, the motion must include a

public version of any licensing or other settlement agreement containing confidential business

information. Id. '

The motion to tenninate the ReST Respondents is based on a Settlement Agreement

between the ReST Respondents and Select C0mfort.2 The Settlement Agreement appears to

' In a footnote in the supplemental submission, the ANM Respondents state that theydid not believe a motion for
leave to file the supplementation was necessary given that the response to the original motion to terminate was not
yet due. (Supplemental Submission (“Supp”) at Note 1.) The ALJ disagrees_. A party does not have-kagrightto, .
respond to a motion in piecemeal fashion. Any response to a motion should 152;complete when itis filed, absent ,
exceptional circumstances. Here, given the arguments set forth in the supplemental submission, it is clear that the
ANM Respondents were aware that there would likely Be additional argufii’éi1t'-saiidfacts that they wbifld 7l7il€e'to
present to the ALJ as part of its response. The ANM Respondents should have filed one final and complete response
and, to the extent that newly discovered or developing circumstances arose, sought leave from the ALJ to provide
that additional information. Nevertheless, for the sake of efficiency, the ALJ will address the supplemental
submission without requiring the party to seek leave this onetime.

2 .
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resolve the dispute between the parties regarding U.S. Patent No. 6,804,848 (“the ’848 Patent”).

In accordance with Corrnnission Rule 210.21(b), the parties filed a confidential version and

public version, attached hereto as Attachment A, Exhibit A, of the Settlement Agreement. The

motion further states, consistent with Commission Rule 210.21(b)(1), that there are no other

agreements, written or oral, express or implied, between Select Comfort and the ReST

Respondents conceming the subject matter of this Investigation “[o]ther than the ReST

Respondents’ consent order stipulation.” (Mot. at 2.)

II. The ANM Respondents

Under Commission Rule 2 lO.21(a)(1):

Any party may move at any time prior to the issuance of an initial determination
on violation of section 337 of the Tariff Act of 1930 for an order to terminate an
investigation in whole or in part as to any or all respondents, on the basis of
withdrawal of the complaint or certain allegations contained therein, or for good
cause other than the grounds listed in paragraph (a)(2) of this section.

19 C.F.R. § 210.2l(a)(1).

In its motion to terminate, Select Comfort argues that since the “primary focus of this

Investigation” was the ReST Respondents and “all issues as to the ReST Respondents have been

resolved,” it will focus its efforts on the infringement allegations for the ANM Respondents in

Certain Air Mattress Systems, Components Thereof and Methods of Using the Same, Inv. No.

337-TA-971 (“the 971 Investigation”), before Chief Judge Bullock. (Mot. at 2.) As such, Select

Comfort is withdrawing the complaint against the ANM Respondents.

In response, the ANM Respondents oppose the motion to tenninate because (1) Select

Comfortfiled a baseless complaint and their misuse of Commission resources must be further

2The ReST Respondents and Select Comfort have also concurrently moved to terminate the investigation based on
consent order stipulation for U.S. Patent No. 7,389,554. The AL] granted that motion in Order No. 9 , which was
issued on this same day.
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investigated; (2) the ANM Respondents must complete important third party discovery; and (3)

if termination is granted, it should be under certain terms and conditions. (Resp. at l-2.)

For the reasons set forth below, the ALJ finds none of the ANM Respondents’ arguments

to be persuasive.

A. Baseless Allegations and Bad Faith Conduct

First, the ANM Respondents argue that Select Comfort misused Commission resources

by filing the complaint in the instant investigation. The ANM Respondents’ arguments in this

regard appear to fall into two categories: (1) that the infringement allegations in this investigation

(as well as in lnv. No. 337-TA-971 (“the 971 Investigation”)) are baseless and (2) Select

Comfort is trying to hide allegedly damaging discovery relating to validity and enforceability

from a foreign third party. (Resp. at 2-7.) The ANM Respondents argue that no new

information has been produced that would change the infringement allegations at this point in

this investigation. (Id. at 3.) Since the filing of the complaint, the infringement allegations

against the ANM Respondents were baseless because the technology used in the accused

products is “substantially similar” to those disclosed in the prior art, and that has not changed

over the course of this investigation. (Ia'.) The ANM Respondents argue that the baselessness of

these allegations is further highlighted by the fact that Select Comfort settled with the ReST

Respondents for an “economically insignificant settlement” and that such a settlement shows that

“the allegations "were always meritless, and Complainants are trying to use a meaningless

transaction with ‘ReSTto cover up that fact.” (Id. at 6-7.) The ANM Respondents note that its

own rebuttal expert report on noninfringement and technical prong of the domestic industry as

4
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well as Select Comfort’s failure to produce its rebuttal expert report on invalidity and

unenforceability are further indications that the complaint was filed in bad faith. (Supp. at 2.)

The ALJ finds these arguments unpersuasive. First, as has been previously done in

numerous investigations and as provided for in the Commission rules, a complainant may move

at any time, prior to the issuance of an initial determination, to terminate the investigation based

on the withdrawal of the complaint. l9 C.F.R. 210.2l(a)(l). There has been no initial

determination on violation issued in this investigation, and Select Comfort may exercise the right

to withdraw its complaint at any time. The ANM Respondents argue that there is no good reason

for Select Comfort’s withdrawal. However, the Commission Rule does not require good cause —

indeed, the Rule specifically states “on the basis of Withdrawal of the complaint or certain

allegations“contained therein, or for good cause other than the grounds listed in paragraph (a)(2)

of this section.” 19 C.F.R. 2lO.21(a)(l) (emphasis added). The requirement that there be “good

cause” for termination of the investigation is in the altemative to the complainant’s decision to

withdraw the complaint or any allegations contained therein. The rules permit for withdrawal of

the complaint or allegations contained therein, without need.for any further explanation.

Second,flthe ALJ finds the arguments unpersuasive because the ANM Respondents

essentially seek to ‘deny termination of the investigation based on speculation as to motivation

and unfaimess. The ANM Respondents spend muchtime speculating on the reasons behind

Select Comfort’s tennination and bemoaning the amount of money and effort put into the

investigation thusfar. (Respzfat 4-7; 9-1 l.) The ALJ is certainly sympatheticito the amount.of

money and effort expended in the course of an investigation, but the ANM Respondents are not

in _anydifferent position from other similarly situated respondents that have appeared before the

5 .
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Commission and have spent a significant amount of time, money and effort only to have it end

with the simple withdrawal of the complaint. The ALJ finds that such a reason fails to sen/e as a

basis for denying termination.

As for the ANM Respondents’ speculation on the motivation behind Select Comfort’s

withdrawal of the complaint (hiding damaging discovery and/or attempting to “alter[] the factual

record in the antitrust matter,”) (Resp. at 4-6), the ANM Respondents fail to point to any
/

Commission or ALJ decision or Commission Rule that examines the motivation behind a

complainant’s withdrawal of the complaint as relevant to the motion to terminate. Indeed, as

noted supra, the Commission Rules permit withdrawal of the complaint or allegations contained

therein at any time before issuance of the initial determination on violation without requiring an

explanation as to motivation behind that withdrawal. Moreover,_even if a reason wasirequired,

the ALJ finds the ANM Respondents conjecture, absent any proof, to be insufficient.

Finally, the ALJ notes that the basis of the ANM Respondents’ arguments concerning the

misuse of Commission resources is based on the “baselessness” of Select Comfort’s

infringement allegations. (Resp. at 2-4.) As the ANM Respondents noted, there hasbeen

nothing to change the ‘infringement allegations in this case. If the infringement allegations were,

indeed, so baseless as to actually warrant sanctions, the ANM Respondents could. have and

should have immediately brought that to the ALJ’s attention as soon as possible. Rather, the

allegations of bad faith and the need to prolong the investigation'to~investigate -SelectComfort’s

conductwas raised only when the ANM Respondentswerelfacedpgwith‘of ‘the

investigation. The ALJ is unaware, nor have the ANM argued, tl1‘gi;(’g:*,~.-,;s:aijKlctions
v:,__t. ~ ”‘- ‘ 1': _ 'l'Li\1"\'_“; fif

»- . -"W. . ,,~,1.,_¢,,_._.3»_-... . .

,r _z - "Ln
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motion was imminent. Indeed, the first mention of any inappropriate conduct was only in

response to this motion to terminate.

Even more confusing, the ANM Respondents point to the discovery it hoped to obtain

from Mr. Steven Finkelstein, a Canadian third party that manufactured certain products for

Select Comfort, to support its argument that there is sanctionable conduct. (Resp. at 8-9; Supp. at

1-2.) The discovery expected to be obtained from Mr. Steven Finkelstein appear to relate to the

validity and enforceability of one of the asserted patents. (Resp. at 4-5 (“Mr. Finkelstein’s

testimony is thus expected to establish that the spilt-top mattress cover manufactured for

Complainant by Supreme Quilting is not only prior art»,but that Complainants corrunitted

inequitable conduct by failing to disclose it to the PTO.”) The ANM Respondents argue that

Select Comfort’s knowledge ofthe existence of this prior art further evidences its bad faith in

bringing the instant investigation. (Supp. at 2, note 2.) The ANM Respondents further argue

that they arein the process of gathering additional infonnation and evidence of Select Comfort’s

malfeasance. (Id) >

The ALJ finds these arguments unpersuasive as well. First, the only arguments set forth

thus far by the ANM Respondents are based on the baselessness of Select .Comfort’s

infringement allegations. (Resp. at 3-4.) Select Comfo1t’.s infringement allegations and the

characteristics and the manner in which the accused products function areidistinct from the

validity and enforceability of one of the asserted patents. The lack of "discovery in one area.

(validity and enforceability) is irrelevant to the other area (infringement)forpurposes of theibadz;

faith analysis in this investigation as presented thus far by the ANM Respondents. ..'l1’1’0tl16I’¢ll

words, the mere fact that the ANM Respondents have not received discorvewrfroimt Mr. Steve?-i‘_~“
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Finkelstein would not prevent them from showing that Select Comfort’s conduct was

sanctionable because there was no basis for their infringement allegations. Thus, any additional

discovery from him would have little to no relevancy to whether Select Comfort’s infringement

allegations are “baseless.” As for the ANM Respondents’ charge that the complaint was filed in

bad faith because of Select Comfort’s alleged failure to disclose prior art to the PTO, the ALJ

finds that the answers to such a question, i.e., whether the Supreme Quilting products are prior

art and whether Select Comfort failed to disclose this to the PTO, go directly to the question of

enforceability and not whether Select Comfort’s filing of the complaint was in bad faith. See

Safe-Strap Company v. Koala C0rp., 270 F. Supp. 3d 407, 420-421 (S.D.N.Y. 2003)) (denying

sanctions motion because it was an improper substitute for a motion for summary judgment).

lndeed,'without an actual motion explaining the bad faith conduct, the ALJ is left to guess not

only the charges, but the relevancy of certain discovery related to that charge, Whatever that may

be.

B. Third Party Discovery

As for the third party foreign discovery, the ALJ also finds" those arguments

unpersuasive. The ANM Respondents argue that (1) Select Comfort is only seeking to terminate

the investigation at this time because there is damaging discovery .(Resp. .at 4-6) .and .(2)..the

ANM Respondents must be permitted to complete the discovery for purposes of sanctionable

conduct in this investigation and as a defense in future. (Resp.‘at~'8.-'9.) The ALI.-~fin‘ds‘noneof

those reasons warrant delaying tennination of the investigation*.*:~Wl1etherSelect :1Comfort.-.is

trying to hide damaging discovery is irrelevant. As noted above-,.the motivation behinda

8
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complainant’s decision to Withdraw the complaint is not relevant in deciding the motion to

tenninate based on withdrawal of the complaint in the instant motion.

The ALJ also declines to delay termination in order for the ANM Respondents to

complete the third party discovery.3 The discovery from Mr. Finkelstein was limited to and

relevant to the allegations in this investigation. (See Order Nos. 7 and 8.) The investigation is

being tenninated and, therefore, the discovery from that third party is no longer relevant to this

investigation. As for its relationship to Select Comfort’s sanctionable conduct, the ALJ has

addressed that supra. Moreover, the ALJ declines to permit discovery for reasons that have not

yet developed, such as a possible additional suit by Select Comfort. Indeed, to the extent that

such discovery is relevant to a yet to be filed action, the ANM Respondents have not shown that

they will not be able to obtain discovery at that time. Additionally, as a practical matter, the

discovery from Mr. Finkelstien would be produced and protected under the Protective Order in

mg investigation. (See Order Nos. 1, 7, and 8.) It is not clear whether such discovery would be

permitted in other litigations and, as such, is even more of a reason to not delay termination for

discovery that may or may not be permitted in later investigations or proceedings.

C. Terms and Conditions for Termination J

Should the ALJ grant the termination, the ANM Respondents seek -impose certain tenns

and conditions on the tennination. (Resp. at 9-11.) First, the ANM Respondents seek a

termination with prejudice. -The ALJ denies such a request; ~-The Commissionedoes‘ not terminate‘

3The ALJ finds the case cited by the ANM Respondents where temination was delayed to be unpersuasive as that
investigation is easily distinguishable fi'om the instant investigation. In Certain Vehicle §ec. S}}'§§&Components ~ if
Thereof Inv. No. 337-TA-355,‘there was a pending motion for summary determination and evidentiary sanctions
that warranted a delay in termination. Here, there is no pending motion for summary determination or sanctions '_ ~
(evidentiary or monetary) in this investigation that would warrant delaying the termination of the investigation or
allowing additional discovery during the delay.

. . 9 .
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investigations with or without prejudice based on withdrawal of the complaint. Certain Bar

Clamps, Bar Clamp Pads, and Related Packaging, Display, and Other Materials, Inv. No. 337

TA-429, Comm'n Op. at 6 (Feb. 13, 2001) (“[S]ection 337 does not permit us to terminate an

investigation “with prejudice” based upon withdrawal of a complaint”); see also Certain

Switches and Products Containing Same, 337-TA-589, Order No. 35 (August 21, 2007)(denying

a motion to terminate because the parties sought termination “with prejudice»; Certain LED

Photographic Lighting Devices and Components Thereofi Inv. No. 337-TA-804, Order No. 19

(Notice of a Commission Determination to Review an Initial Determination Terminating US.

Patent Nos. 7,510,290 and 7,429,1] 7from the Investigation (May 3, 20l2)( Reviewed by the

Commission only to decline to adopt a sentence stating that termination is without prejudice).)

Second, the ANM Respondents seek to preserve discovery produced in this investigation

by requesting that the ALJ either (1) order Select Comfort to jointly stipulate to the use of

documents and testimony from this matter in a related proceeding or (2) de-designate all

documents and testimony that do no fall within Commission Rule 201.6(a). The ALJ declines

either of these requests. As for the first, the ALJ declines the request because the ANM

Respondents have failed to specify the actual “related proceeding.” In such circumstances, the

ALJ is usually presented with a joint motion by the parties that includes that actual matter in

which the confidential information is to be used as well as the protective order that is in place to

protect the CBI in that proceeding. Here, it appears that the Respondents want arsimple

“blanket” request for any proceedings that may come alongthat could "berelated." Should the

ANM Respondents seek to use discovery from this investigation.in.other proceedings;/they can

move at that time as provided for in the Commission Rules. As for the de-designation of

10
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documents, the ALJ declines to do so as a condition of termination. The standard and process

for whether a document can be de-designated is separate and distinct from a motion to tenninate.

(See 19 C.F.R. 210.5.) The ANM Respondents’ simple request fails to meet that rule. »

D. Conclusion

For the reasons set forth above, the ALJ finds that none of the ANM Respondents’

arguments warrant delaying or denying termination of the investigation based on withdrawal of

the complaint or placing additional terms and conditions on the tennination.

III. PUBLIC INTEREST

Commission Rule 2l0.5O(b)(2) provides that in the case of a proposed termination by

settlement agreement or consent order, the parties may file statements regarding the impact of

the proposed termination on the public interest, and the administrativelaw judge may hear

argument, although no discovery may be compelled, with respect to issues relating solely to the

public interest. (19 C.F.R. 21O.50(b)(2).) “Thereafter, the administrative law judge shall

consider and make appropriate findings in the initial determination regarding the effect of the

proposed settlement on the public health and welfare, competitive conditions in the U.S.

economy, the production of like or directly competitive articles in the United States,—andU.S.

consumers.” (Id.) In their Motion, Select Comfort asserts. that termination"of this Investigation

is in the public interest. (Memo. at 2-3.) ’ V I '

Based on the pleadings filed in connection with the"motion to terminate the investigation

including the exhibits attached thereto, the ALJ finds that there is no indicatiomthat terminations.

of this investigation as to the ReST Respondents based onithe settlement agreement or as to the

ANM Respondents based on withdrawal of the complaint would have an adverse‘impact on the wt
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public interest or have an adverse impact on the public health and welfare within the meaning of

Section 337. Additionally, the ALJ finds that there are significant public interest benefits in

resolving litigation through settlement thereby avoiding needless litigation and conserving both

public resources and private resources. Select Comfort and the ReST Respondents provided both

a confidential version of the settlement agreement and also a redacted public version. (Mot. at

l.) The parties also certify that there are no other agreements, written or oral, express or implied

between the parties conceming the subject matter of the investigation. (Memo. at 2.) ,

Furthermore, the ALJ is not aware of any “extraordinary circumstances” that would

preclude granting the motion to terminate. Certain Ultra filtration Membrane Systems, and

Components Thereof Including Ultra filtration Membranes, Inv. No. 337-TA-107, Commission

Action and Order at 2 (March ll, 1982). In addition, when a complainant seeks to terminate

based on withdrawal of the complaint, public policy supports tennination in order to conserve

public and private resources. See Certain Semiconductor Light Emitting Devices, Components

Thereof and Products Containing Same, Inv. No. 337-TA-444, Order No. 7 (June 27, 2001)

(unreviewed initial determination). '

The motion states that there no agreements, written or oral, express or implied between

Select Comfort and any of the respondents concerning the subject-matter»of the investigation.

(Mot. at 2.) "

Accordingly, it is the Initial Determination of the ALJ,.th'at.the,motion-to"terminate this

investigation as t()'.TIhCReST Respondents based on settlementragreement and 21Sl'f0'.th'e“ANM

Respondents based on withdrawal of the complaint be GRANTED; The ALJ further GRANTS

12
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the request for an immediate stay for the procedural schedule of the investigation pending a final

disposition of the motion to terminate. The investigation is hereby terminated in its entirety.

Pursuant to 19 C.F.R. § 2lO.42(h), this Initial Determination shall become the

determination of the Commission unless a party files a petition for review of the Initial

Determination pursuant to l9 C.F.R. § 2l0.43(a), or the Commission, pursuant to 19 C.F.R. §

210.44, orders, on its own motion, a review of the Initial Determination or certain issues here.

soORDERED. Z7L
"fheodore R. Essex /
Administrative Law Judge

\ 2? ‘W. ‘
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
WASHINGTON, D.C. 20436 "

I Before -the Honorable _Theodore§R. -Essex '
' Administrative Law Judge

In the Matter of

CERTAIN AIR MATTRESS BED SYSTEMS I|1v_N0, 337-TA..999
AND COMPONENTS THEREOF

COMPLAINANTS’ MOTION FOR TERMINATION OF THIS INVESTIGATION IN
ITS ENTIRETY FOR THE REST RESPONDENTS BASED ON SETTLEMENT

AGREEMENT AND TERMINATION OF THIS INVESTIGATION IN ITS ENTIRETY
BASED ON WITHDRAWAL OF THE COMPLAINT FOR THE ANM RESPONDENTS,

AND REOUEST FOR HVIMEDIATESTAY OF THE PROCEDURAL SCHEDULE

Pursuant to Commission Rules 21O.2l(a)(l) and (a)(2), Complainants Select Comfort

Corporation and Select Comfort SC Corporation (collectively “Complainants” or “Select

Comfort”) respectfully request termination of this Investigation in its Entirety for Respondents

Responsive Surface Technology LLC and Elements of Rest, Inc. (collectively “the ReST

Respondents”) based on Settlement Agreement and termination this Investigation in its entirety

based on withdrawal of the Complaint as to Respondents American National Manufacturing,

Inc.’s and Dires, LLC (d/b/a Personal Comfort Bed)’s (collectively “the ANM Respondents”),

and request for immediate stay of the procedural schedule.

Complainants and the ReST Respondents have settled all disputes in this Investigation.

Disputes related to U.S. Patent No. 6,804, 848 (“the ‘S48 Patent") were settled by a confidential

settlement and license agreement, which was duly executed on November 2, 2016. The

settlement and license agreement includes confidential business information within the.meaning

of 19 C.F.R. §2Ol.6. A public version of the confidential settlement and license agreement is

attached hereto as Exhibit A. An unredacted version of the confidential settlement and license

agreement is filed concurrentlyherewith under separate cover.’ Complainants and the ReST

4842-S578-680l.v1
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Respondents have also settled all disputes related to U.S. Patent No. 7,389,554 (“the ‘554

patent”). A joint motion to terminate based on consent order was filed today.

Also, Complainants move to terminate this investigation as to the ANM Respondents

based on withdrawal of the Complaint. The ReST Respondents were the primary focus of this

Investigation and now that all issues as to the ReST Respondents have been resolved,

Complainants are now focused on the infringement allegations against the ANM Respondents in

the currently pending 971 Investigation. Complainants also have the option of moving forward

with a district court action against the ANM Respondents.

Other than the ReST Respondents’ consent order stipulation, there are no other

agreements, written or oral, express or implied, between the Complainants and any of the

Respondents.

Complainants also respectfully request that the procedural schedule for this Investigation

is stayed immediately to conserve the Conunission’s and the private parties’ resources. Several

events are approaching on the procedural schedule, such as Rebuttal Expert Reports due

November 9"‘,expert depositions to be concluded by November 16"‘,and exhibit lists by

November 23"‘. Complainants request that all activities in this Investigation are inunediately

stayed until resolution of this motion and the joint consent order motion.

Ground Rule 3.2 Certification

Complainants informed Respondents of its intent to file the instant motion on

Wednesday, November 2, 2016. The ReST Respondents do not oppose this motion. The ANM

Respondents did not provide a position before the motion was filed. '

2
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Dated: November 4, 2016

4842-5578-680 l .vl

Respectfully submitted,

§@}&%~1’+’>- _

Kecia J. Reynolds
PILLSBURY WINTHROP
SHAW PITTMAN LLP
1200 Seventeenth Street NW
Washington, DC 20036
Tel: (202) 663-8025
Fax: (202) 663-8007 '

Callie A. Bjurstrom
Steve Moore —

Nicole S. Cunningham
PILLSBURY WINTHROP
SHAW PITTMAN LLP
501 West Broadway, Suite 1100
San Diego, CA 92101-3575
Tel: (619) 234-5000
Fax: (619) 236-1995

Counsel for Complainants
Select Comfort Corporation
and Select Comfort SC
Corporation



UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

Before the Honorable Theodore R. Essex 1
Administrative Law Judge .

In the Matter of

CERTAIN AIR MATTRESS BED SYSTEMS [nv_N9_ 337-TA-999
AND COMPONENTS THEREOF

MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT OF
COMPLAINANTS’ MOTION FOR TERMINATION OF THIS INVESTIGATION IN

ITS ENTIRETY FOR THE REST RESPONDENTS BASED ON SETTLEMENT
AGREEMENT AND TERMINATION OF THIS INVESTIGATION IN ITS ENTIRETY
BASED ON WITHDRAWAL OF THE COMPLAINT FOR THE ANM RESPONDENTS,

AND REQUEST FOR IMMEDIATE STAY OF THE PROCEDURAL SCHEDULE

Pursuant to Commission Rules 210.21(a)(1) and (a)(2), Complainants Select Comfort

Corporation and Select Comfort SC Corporation (collectively “Complainants” or “Select

Comfort”) respectfully request termination of this Investigation in its Entirety for Respondents

Responsive Surface Technology LLC and Elements of Rest, Inc. (collectively “the ReST

Respondents”) based on Settlement Agreement and termination this Investigation in its entirety

based on withdrawal of the Complaint as to Respondents American National Manufacturing, '

1nc.’sand Dires, LLC (d/b/a Personal Comfort Bed)’s (collectively “the ANM Respondents”),

‘and request for immediate stay of the procedural schedule. i

On April 20, 2016, Complainants filed a Complaint alleging infringement of U.S. Patent

Nos. 6,804,848 (the ‘848 patent”) and 7,389,554 (“the ‘554 patent”) by the ReST and ANM

Respondents. The Commission determined to institute this investigation on May 18, 2016.

Pursuant to the Procedural Schedule (Order No. 6), fact discovery closed on October 21, 2016,

the evidentiary hearing is scheduled for January 30, 2017, and the Initial Determination is

scheduled to issue on April 24, 2017.

1
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Pursuant to Order No. 6, on October l4, 20l6,~Complainants and the ReST Respondents

met in Dallas, Texas for the second settlement conference. As a result of that conference and

further negotiation, Complainants and the ReST Respondents have settled all disputes in this

Investigation. On November 2, 2016, a confidential settlement and license agreement was duly

executedto settle all disputes related to allegations of infringement based on the ‘S48 patent.

The settlement and license agreement includes confidential business information within the

meaning of 19 C.F.R. §20l.6. A public version of the confidential settlement and license

agreement is attached hereto as Exhibit A. An unredacted version of the confidential settlement

and license agreement is filed concurrently herewith under separate cover. A joint motion to

terminate based on consent order was also filed today to terminate the investigation in respect to

the ‘554 patent as asserted against the ReST Respondents. .

Complainants also move to terminate this investigation as to the ANM Respondents

based on withdrawal of the Complaint. The ReST Respondents were the primary focus of this

Investigation and now that all issues as to the ReST Respondents have been resolved,

Complainants are now focused solely on the infringement allegations against the ANM

Respondents in the currently pending 971 Investigation. Also, Complainants also have the

option and may pursue the infringement allegations against the ANM Respondents in district

court.

Other than the ReST Respondents’ consent order stipulation. there are no other

agreements, written or oral, express or implied, between the Complainants and any of the

Respondents. _ V

- Commission policy and the public interest generally favor settlements, which conserve

resources for both the Commission and the parties, and termination based on a settlement

2
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agreement and withdrawal of the complaint is routinely granted. See Certain Consumer Elec.,

Including Mobile Phones and Tablets, Inv. No. 337-TA-839, Order No. 35 at 2 (Feb. 4, 2013);

Certain Portable Communication Devices, Inv. No. 337-TA-827, Order No. 15 at 2 (May 31,

2012) (unreviewed); and Certain Ultrafiltration Sys. and Components Thereof Including

Ultrafiltration. Membranes, Inv. No. 337—TA-107,Comm’n Action and Order at 2 (Mar. 11,

1982) (“In the absence of extraordinary circumstances, termination of the investigation will be

granted to a complainant during the prehearing stage of an investigation”). Complainants

submit that the settlement and license agreement does not affect public health and welfare,

competitive conditions in the U.S. economy, products of like or directly competitive articles in

the United States, or U.S. consumers. Thus, termination of the Investigation as to the ‘S48 patent

for the ReST Respondents based on a settlement and license agreement and withdrawal of the

complaintvin its entirety as to the ANM Respondents is in the public interest. This investigation

is still in the prehearing stage and no extraordinary circumstances exist. Thus, no factors (policy

or public interest) prohibit the termination of this Investigation. ..

Complainants also respectfully request that the procedural schedule for this Investigation

is immediately stayed to conserve the Comrnission’s and the private parties’ resources. Several

events are approaching on the procedural schedule, such as Rebuttal Expert Reports due

November 9m,conclusion of expert depositions by November 16”‘. Complainants request that all

activities in this Investigation are immediately stayed until resolution of the motion.

3
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Dated: November 4, 2016

4842-5578-6801 .vl

Respectfully submitted, A

M»/15;,»-A/it S

Kecia J. Reynolds .
PILLSBURY WINTHROP
SHAW PITTMAN LLP
1200 Seventeenth Street NW
Washington, DC 20036
Tel: (202) 663-8025
Fax: (202) 663-8007

Callie A. Bjurstrom
Steve Moore
Nicole S. Cunningham
PILLSBURY WINTHROP
SHAW PITTMAN LLP
501 West Broadway, Suite 1100
San Diego, CA 92101-3575
Tel: (619) 234-5000
Fax: (619) 236-1995

Counsel for Complainants
Select Comfort Corporation
and Select Comfort SC
Corporation
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PUBLIC VERSION OF CONFIDENTIAL AGREEMENT

SETTLEMENT AND NONEXCLUSIVE PATENT,LICENSE AGREEMENT

This Settlement and Non-Exclusive Patent License Agreement (the “Agreement”) is
made between Select Comfort Corporation, a Minnesota corporation, having a place of business
at 9800 59"‘ Avenue North Minneapolis, Minnesota 55442, and its wholly owned subsidiary,
Select Comfort SC Corporation, a South Carolina corporation, having a place of business at I03
Shaw Street Greenville, South. Carolina 29609, (collectively, “Complainants”), and Responsive
Surface Technology, LLC, a Delaware company, having a place of business at 1000 Marietta
Street, NW, Suite 106, Atlanta, Georgia 30318 and Elements of Rest, lne., a Delaware
corporation, having a place of business at 1000 Marietta Street, NW,'Suite 1,06,Atlanta, Georgia
30318 (collectively, “Respondents”). Complainants and Respondents are each referred to as a
“Party,” and collectively as the “Parties.”

WHEREAS, Complainants and Respondents are parties to the U.S. lntemational Trade
Commission lnvcstigation (“USITC”) in'the Matter of CERTAIN AIR MATTRESS BED
SYSTEMS AND COMPONENTS THEREOF, lnv. No. 337-TA-999 (“the 999 Investigation”)
wherein Complainants allege that certain of Respondents’ air supported sleep systems ("Air
Beds") infringe the claims of U.S. Patent No. 6,804,848 (“the ‘848 Patent”) and U.S. Patent No.
7,389,554 (“the ‘S54 Patent”);

WHEREAS, Select Comfort SC Corporation owns all right, title and interest inand to
the ‘S54 Patent and the ‘848 Patent;

WHEREAS, the Parties desire to resolve the dispute in the 999 investigation a.ndjointly
move to terminate the 999 Investigation with respect to the Respondents;

WHEREAS, Respondents have executed a Consent Order Stipulation attached hereto as
Exhibit A wherein Respondents have agreed, inter alia, to not sell, offer for sale, and/or
advertise Air Beds that Complainants have alleged would infringe any claim of the ‘S54 Patent.

WHEREAS, Res ondents wish to a uire, and Com lainants are willin to rant

WHEREAS, the Parties shall, concurrent with the execution of this Agreement‘. file a
Joint Motion to terminate the 999 investigation attached hereto as Exhibit B with the U.S.
International Trade Commission as to the Respondents.

NOW THEREFORE, in.consideration of the preceding recitals and of the following
terms, conditions, and promises, the Parties agree as follows:

I. LICENSE, ROYALTY AND PAYMENT

a. License. Subject to the terms of this Agreement, Select Comfort SC Corporation
hereby grants to Respondents
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.“-TERM-AND TEl?lYIl1‘1ATl0N' _ I _ ‘

. _: fa. " ‘This Agreement shall be effective on the -latter date of the sigpatures to this
.Agr_eemen1,*'é»r*c>‘p"the common sigqatujre date_“'if'_b6ih parz'ié§ jeuxéciufeithe; ;1g;¢¢m¢_m_ojn_41hv¢_$qme

‘_da:té.; ~3Th‘i_$1AAgf¢em_en_t‘shal1 Qnhifialé ‘upQn_'t'h_e-.e;<cpi_rat_vi0i1‘_of the F848. P_1a‘tent-_ér'ih_e' _fi_ri'al,‘h_0n~
~=1r>t>=flhb1¢fJud2mentof invalidity or-(nori-iwforceabil iw ofthe ‘S48 -Pa¢¢m- _ 7

Iv. -ASSIGNABILITY . '
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v. REPRESENTATIONS AND WARRANTIES _ A s

a. E{ch signatory hereto represents and warrantsthat he or she has authority to bind
the Party for whom they act.

granting a license to the ‘848 Patent under this Agrzzement. "
_ _ __. _ _________ _ _-. -__.__--- c- ..-..'...-.. -.._... ._ wvvl/iv -H.» “bu-v --~vvuu\“J nu!

e. Nothing contained in this Agreement shall be construed. as a warranty or
representation that anything made, used, sold or otherwise disposed of under the license granted
in this Agreement will be free from infringement of patents or other proprietary rights other than
the ‘B48 Patent. '

f. Complainants shall not be liable for any losses, including without limitation,
damages and/or legal costs Respondents incurs as a result of any action for infringement against
Respondents by a third pany resulting from Respondents exercise of its rights under this
Agreement.

g. Complainants ‘makeno representations; extends no warranties of any kind, either
express or implied; and assumes no responsibilities whatsoever with respect to Respondents’
products licensed under this Agreement or any other products incorporating or made by use of
inventions licensed under this Agreement.

Vl. DISPUTE RESOLUTION
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VIII. MISCELLANEOUS

a. Compliance with Laws. Notwithstanding anything contained in this Agreement
to the contmty, the obligations of the Parties shall be subject to all laws, present and future, ol’
any govemment having jurisdiction over the Parties and this transaction, and to orders,
regulations, directions or requests of any such government. V

- _-_d. ‘Notices. All notices required or pennitted to be given hereunder shall be in
writing, shall make reference to this Agreement, and shall be delivered by email accompanied by
ground mail: " _
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g. Scverability. If any portion of this Agreement is found to be invalid, illegal, or
unenforceable for any reason, the remainder of the Agreement shall continue in force and, if
needed, the Parties shall in good faith negotiate a substitute provision having like economic
effect and intent.

h. Waiver. No term of this Agreement can be waived except by the written consent
ot'the Party waiving compliance. Failure by either Party to enforce any term of this Agreement
shall not be deemed a \vaiver of Futureenforcement of that or any other term in this Agreement
or any other agreement that may be in place between the Parties.

i. Rules of Construction. Each Party and its Counsel have reviewed and approved
this Agreement. The language of this Agreement shall be construed as a whole according to its
fair meaning and none of the Parties shall be deemed to be the draftsrnan of this Agreement in
any action.

j. Force Majeure. Neither party is responsible for any failure to perform its
obligations hereunder due to causes beyond its reasonable control, including acts of God, war,

k. Headings. The recitals and section headings used in this Agreement are intended
for convenience only and shall not be given.any legal effect or used to interpret this Agreement.
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L II-“eesand Expenses. The ¥’art§css$1a_l|each bear their mm anorm~ys' fees and
costs irgcurredihmugh the execution of this Agreement.V5-"L‘1"*°*“°’““=‘

IN WWNESS TH!£RE()F~ this Agrccmcnt has been duly executed by the Parties I43be‘
cffcctixe as of me Effcctivc ‘Dare.

*o_»x'rsu;- i\‘>w IL. 1...";-x{.»

DATFJ): W L 4 ;.\Lg

it‘:
'1

mmsn; _V[WU __._L_

u/wast);A/DJ K’

SELECT CO.\.{$FORT£’ORPORA'l'iUN

B)-fir . .:»»¢,<!'/1 /~{‘““”"'””~”'

TiU€Z_:\_,j__Q_r__3_>§~ in ; 3';. \.‘T;=~,1y-;.a\ v’ Dad ;,¢ \

srzu=.c1"comvonjf sc €ORPOR.~\Tt0N

By ~:z~.*“ ‘ , ~»¥- ~*""“

Titre: 3537‘ .>\ 51;, .1<§= ».:-1“-.1-'~ ‘ Co 2-\~.. \

RESPONSIVE SURFACE TECHNOLOGIES.
LLC

BY 1___.__. .* .
.

'I“itle:__________
P " t_ * mc.

_A___~09.?w\»_-_----\
Ti@Ic;M__M_"'L’|,‘?.;_:";El0W“

W
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Inv. No. 337-TA-999

CERTIFICATE OF SERVICE 1

_ I HEREBY CERTIFY that on this day, true and correct copies of the foregoing

documents were filed with the Commission and serv

addresses below: l

ed by means indicated to the persons at the

The Honorable Lisa R. Barton

Secretary . . _
U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, SW - I
Washington, DC 20436

Via EDIS and Hand Delivery

The Honorable Theodore R. Essex
U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 317
Washington, D.C. 20436

Tamara Foley
Benjamin Richards
Attomey Advisor
U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 317
Washington, DC 20436

Via EDIS and Hand Delivery

Via Email: Tamara.Foley @usitc.gov,_
Benjamin.Richards@usitc. gov

Counselfor Respondents American National
Manufacturing, Inc., and Dires LLC d/b/a Personal
Comfont Bed '

Tom M. Schaumberg
Beau A. Jackson
Michael R. Doman, Jr. .
ADDUCI, MASTRIANI _&
SCHAUMBERG, LLP
1133 Connecticut Avenue, N.W., 12“ Floor
Washington, DC 20036
Telephone: (202) 467-6300

Mark A. Thornhill
Kyle L. Elliott
Kevin S. Tuttle S
Brian T. Bear
SPENCER FANE LLP
I000 Walnut Street, Suite 1400
Kansas City, MO 64106
Telephone: (816) 474-8100

Via Email: ITC-999-AMN-1@adduci.com



Counselfor Respondents Responsive Surface Via Email: ewright@ericwrightpatent.com
Technology LLC and Elements of Rest Inc. ‘ tschubb@tspencechubb.c0m

abehravesh@mannavakang.com
Erie G. Wright _
WRIGHT IP &INTERNATIONAL LAW PLLC
1101 New Hampshire Ave., NW, Suite 612
Washington, DC 20037 ‘
Telephone: (202) 822-4695

Dated: November 4, 2016 By: /s/ Stacev L. Campbell "
Stacey L. Campbell

2



CERTAIN AIR MATTRESS BED Inv. N0. 337-TA-999
SYSTEMS AND COMPONENTS
THEREOF

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached ORDER 10 has been served by hand

upon the following parties as indicated, on November 1 ‘W _
.-P" |_ ly 3,-“ ' ,1Q/

Lisa R. Barton, Secretary
U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436

On Behalf of Complainants Select Comfort Corporation and Select Comfort SC
Corporation:

KeciaJ.Reynolds,Esq. md DeliveryPILLSBURY WINTHROP SHAW PITTMAN LLP ia Express Dslivsry
1200 Seventeenth Street, NW U Via First Class Mail
Washington, DC 20036-3006 ' U other

On behalf of Respondents: Responsive Surface Technology LLC and Elements of Rest Inc.

EricG.Wright,Esq. and DeliveryWRIGHT IP & INTERNATIONAL LAW PLLC ia Express Dslivery
1101 New Hampshire Ave., NW, Suite 612 U Via First class Mail
Washington, DC 20037 » U Other:

On Behalf of Respondents: American National Manufacturing, Inc.
and Dires._LLC,d/b/a Personal Comfort Bed

ERFE1Hand DeliveryTom M- Schaumbeffé E5q- Via Express Delivery
ADDUCI, MASTRIANI & SCHAUMBERG, L.L.P. U Via First class Mail
1133 Connecticut Avenue, NW U other12‘hFloor » 'i‘—‘i
Washington, DC 20036
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