PUBLIC VERSION

UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.
In the Matter of
CERTAIN TONER CARTRIDGES AND Inv. No. 337-TA-740
COMPONENTS THEREOF

Order 11: INITIAL DETERMINATION Terminating The
Investigation As To Print-Rite Based On Settlement Agreement

Complainant Lexmark International, Inc. (“Lexmark”) and respondent Print-Rite
Holdings Ltd. (“Print-Rite”), pursuant to 19 C.F.R. § 210.21, jointly move to terminate
the investigation as to Print-Rite based on its having entered into a Settlement Agreement
that resolves all of Lexmark’s claims asserted in this proceeding against it. (Motion No.
740-5). A copy of their settlement agreement is attached to the joint motion.' The
Commission Investigative Staff (“Staff””) supports the motion.

Commission Rule 210.21(b)(1) provides in part that, “An investigation before the
Commission may be terminated as to one or more respondents pursuant to Section 337(c)

of the Tariff Act of 1930 on the basis of a licensing or other settlement agreement.”

! In satisfaction of the Commission’s Rules of Practice and Procedure, movants provided
public, redacted confidential, and unredacted confidential versions of their settlement
agreement. See 19 C.F.R. § 210.21(b)(1) (public versions required for certain filings).
The redacted confidential version of the settlement agreement removes the financial
terms of the settlement agreement because Lexmark asserts that disclosure of such terms
“would be prejudicial to Lexmark and would give non-settling Respondents an unfair
bargaining advantage.” Mem. at 2. Copies of the public, redacted confidential, and
unredacted confidential versions of the settlement agreement are attached to the
respective public and confidential versions of this initial determination. See 19 C.F.R. §
210.21(b)(2) (certain documents must be certified with an initial determination
terminating an investigation in whole or in part).



19 C.F.R. § 210.21(b)(1). The Commission has stated that “in the absence of
extraordinary circumstances, termination of the investigation will be readily granted to a
complainant during the prehearing stage of an investigation.” Certain Transport Vehicle
Tires, Inv. No. 337-TA-390, Order No. 17 (unreviewed initial determination) at 4-5
(January 30, 1997) (Public Version February 12, 1997) (quoting Certain Ultrafiltration
Membrane Sys. and Components Thereof, Including Ultra Membranes, Inv. No. 337-TA-
107, Commission Action and Order at 2 (Mar. 11, 1982)). Furthermore, public policy
supports termination to conserve public and private resources. Certain Semiconductor
Light Emitting Devices, Inv. No. 337-TA-444, Order No. 7 (Jun. 27, 2001).

Movants assert that “[b]ecause the parties have reached a Settlement Agreement
resolving the claims Lexmark has asserted against Print-Rite in the matter, there no
longer exists a basis on which to continue this investigation with regard to Print-Rite.”
Mem. at 2.

This motion comports with Commission Rules and is in the interest of public
policy. This motion is filed well in advance of the hearing, which is scheduled to begin
on August 15, 2011. This motion also reduces the number of issues to be decided as it
terminates the investigation as to one of the private parties, and in turn conserves
important private and judicial resources. Pursuant to Commission Rule 210.21(a)(1),
Movants state that “[t]here are no other agreements, written or oral, express or implied,
between Lexmark and Print-Rite concerning the subject matter of this investigation.
Mem. at 2.

Accordingly, it is the INITIAL DETERMINATION of the undersigned that

Motion No. 740-5 is granted. This investigation is terminated as to Print-Rite.



Pursuant to 19 C.F.R. § 210.42(h), this initial determination shall become the
determination of the Commission unless a party files a petition for review of the initial
determination pursuant to 19 C.F.R. § 210.43(a), or the Commission, pursuant to 19
C.F.R. § 210.44, orders on its own motion a review of the initial determination or certain

issues contained herein.

So Ordered.

(o0 CChanmeats:

Carl C. Charneski
Administrative Law Judge

Issued: December 23, 2010



CERTAIN TONER CARTRIDGES AND COMPONENTS THEREOF
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PUBLIC CERTIFICATE OF SERVICE

I, Marilyn R. Abbott, hereby certify that the attached INITIAL DETERMINATION has been
served by hand upon the Commission Investigative Attorney Rett Snotherly, Esq., and the
following parties as indicated, on __ December 23, 2010 .

Marilyn R. Amecretary

U.S. Internati rade Commission
500 E Street, SW, Room 112A
Washington, D.C. 20436

FOR COMPLAINANT LEXMARK INTERNATIONAL INC.:

V. James Adduci, II., Esq.

ADDUCI, MASTRIANI & SCHAUMBERG, LLP ( ) Via Hand Delivery

1200 Seventeenth St., N.W. Fifth Floor
Washington, D.C. 20036

(=¥Via Ovemight Mail
( ) Via First Class Mail
( ) Other:

FOR RESPONDENT NECTRON INTERNATIONAL, INC.:

Mario G. Ceste, Esq.

LAW OFFICES OF MARIO G. CESTE, LLC
P.O. Box 82

Wallingford, CT 06492

( ) Via Hand Delivery
() Via Overnight Mail
( ) Via First Class Mail
( ) Other:
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FOR RESPONDENTS: DIRECT BILLING
INTERNATIONAL INCORP.; OFFICESUPPLY
OUTFITTERS.COM.; ACECOM, INC. d/b/a INKSELL.COM;
d/b/a Ink TECHNOLOGIES LLC; CHUNG PAL SHIN d/b/a
INK MASTER; 1JSS, INC. d/b/a TONERZONE.COM INC.
AND INKJET SUPERSTORE; ACM TECHNOLOGIES, INC,;
AND NINESTAR IMAGE CO. LTD., NINESTAR IMAGE
INT’L LTD, SEINE IMAGE INTERNATIONAL CO,, LTD,
NINESTAR TECHNOLOGY CO., LTD. ZIPRINT IMAGE
CORP.; QUALITY CARTRIDGE INC. AND NANO PACIFIC

_CORP.: —— N — e et e
Gary M. Hnath, Esq. ( ) Via Hand Delivery:
MAYER BROWN LLP (L/)/ Via Overnight Mail
1999 K St., N.W. ( ) Via First Class Mail =
Washington, D.C. 20006 ( ) Other: ~

FOR RESPONDENTS LJSS, INC. d/b/a TONERZONE.COM
INC. AND INKJET SUPERSTORE:

Jon E. Hokanson, Esq. ( ) Via Hand Delivery - -
"LEWIS BRISBOIS BISGAARD & SMITH LLP (~¥ Via Ovemight Mail . * ~
221 N. Figueroa St., Suite 1200 ( ) Via First Class Mail
Los Angeles, CA 90012 () Other:

FOR RESPONDENT VIRTUAL IMAGING PRODUCTS INC.:

Merritt R. Blakeslee, Esq. ( ) Via Hand Delivery

THE BLAKESLEE LAW FIRM (v) Via Overnight Mail
1250 Connecticut Ave., N.W. ( ) Via First Class Mail
Suite 709 () Other:

Washington, D.C. 20036
FOR RESPONDENT INK TECHNOLOGIES PRINTER

SUPPLIES, LLC.

David A. Shough, Esq. ( ) Via Hand Delivery
Law Office of David A. Shough (vJ Via Overnight Mail
853 Dayton Oxford Road ( ) Via First Class Mail

Carlisle, OH 45005-3412 () Other:



CERTAIN TONER CARTRIDGES AND COMPONENTS THEREOF

PRINT-RITE HOLDINGS LTD.:
Unit 8, 10F, Block A, MP Industrial
Centre, No. 18 Ka Yip St.,

Chai Wan, Hong Kong

E-TONER MART, INC. AND ALPHA IMAGE TECH
1718 Potero Ave., Suite #A
South El Monte, CA 91733

JAHWA ELECTRONICS CO., LTD.:
7-6 Hyunam-ri Bugi-myeon Chongwongun
Chungchongbuk-do, South Korea 363920

HUIZHOU JAHWA ELECTRONICS CO., LTD.:
No. 10 JiangJun Rd, ZhouTian Village

Quichang Town, Huiyang District, Huizhou
Guangdong Province, China

COPY TECHNOLOGIES, INC.:
130 James Aldredge Blvd. SW
Atlanta, GA 30336

LASER TONER TECHNOLOGIES, INC.:
515 Wharton Circle SW
Atlanta, GA 30336

INV.NO. 337-TA-740

( ) Via Hand Delivery
("’)/V ia Overnight Mail
( ) Via First Class Mail
( ) Other:

() Via Hand Delivery
(+) Via Overnight Mail

() ViaFirst ClassMail

() Other:

() Via Hand Delivery
( W ia Overnight Mail
( ) Via First Class Mail
( ) Other:

() Via Hand Delivery
(¥Via Overnight Mail
( ) Via First Class Mail
( ) Other:

( ) Via Hand Delivery
(¥ Via Overnight Mail
( ) Via First Class Mail
() Other:

( ) Via Hand Delivery
( v)/ Via Overnight Mail
( ) Via First Class Mail
() Other:
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LASER TONER TECHNOLOGIES, INC.:
515 Wharton Circle SW
Atlanta, GA 30336

C & R SERVICES INCORP.:
2035 Fair Qaks Circle
Corinth, TX 76210

INV.NO. 337-TA-740

( ) Via Hand Delivery
( 647 1a Overnight Mail
( ) Via First Class Mail
( ) Other:

( ) Via Hand Delivery
() Via Overnight Mail

( ) Via First Class Mail

UNION TECHNOLOGY INT’l (M.C.O) CO.:
Ltd. 14H, Nam Kwong Building

223-225 Avenida Dr.

Rodrigo Rodrigues, Macao

ALPHA IMAGE TECH.:
1718 Potrero Avenue Suite A
South El Monte, CA 91733

PUBLIC MAILING LIST

Heather Hall
LEXIS-NEXIS

9443 Springboro Pike
Miamisburg, OH 45342

Kenneth Clair

Thomson West

1100 Thirteen Street, NW, Suite 200
Washington, D.C. 20005

( ) Other:

( ) Via Hand Delivery
(«) Via Overnight Mail
( ) ViaFirst Class Mail
() Other:

( ) Via Hand Delivery
(¥) Via Overnight Mail
( ) Via First Class Mail
( ) Other:



PUBLIC VERSION
WASHINGTON, DC

Before the Honorable Carl C. Charneski
Administrative Law Judge

In the Matter of

CERTAIN TONER CARTRIDGES Inv. No. 337-TA-740

AND COMPONENTS THEREQF

JOINT MOTION TO TERMENATE MES’I‘IGATIGN AS TO RESPONDEN’!’

Pursuant to 19 CFR. § 210,21, Complsinant Lexmark International, Inc. ("Lexmark”)
and Respondent Print-Rite Holdings Ltd. ("Print-Rite™) jointly move to terminate the above~
captioned investigation as to Print-Rite based on its having entered into a Scttlement Agreement
that resolves all of Lexmark’s claims asserted in this proceeding against it. The Settlement
Agreement includes confidential business information (“CBI") within the meaning of 19 CFR.
§ 201.6. Lexmark and Print-Rite, therefore, request that it be treated as CBI under Order No. |
(“Protective Order”) in this investigation.

Per 19 C.FR. § 210.21(b)(1), attached hereto are confidential and public versions of the
| Settlement Agreement. In light of Lexmark’s ongoing efforts to negotiate settiement agreements
with other Respondents, however, Lexmark and Print-Rite submit respectfully that any
disclosure of the financial terms of this Settlement Agreement would be prejudicial to Lexmark
and would give non-setfling Respondents an unfair bargeining advantage. Undercutting the
effectiveness of settlement negotiations would not only harm Lexmark, it would also negatively
impact the public interest in promoting settlement and streamlining investigations. Accordingly,
in conjunction with this motion, Lexmark and Print-Rite are serving the Administrative Law

Judge and the Commission Investigative Staff with an unredacted version of the confidential
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Settlement Agreement, but are serving counsel for Respondents who have signed onto the
Protective Order with a version of the confidential Settlement Agreement in which certain
liaited financial terms are redacted.

For the reasons set forth more fully in the attached supporting memorandum, which is
incorporated berein by reference, Lexmark and Print-Rite request that the present motion be
granted, and that the investigation be terminated as to Print-Rite.

Dated: Decesnber 2, 2010 Respectfully submitted,

Wayne B. Cogper
LAW OFFICES OF WAYNE B. COOPER

ADDUCI, MASTRIANT & SCHAUMBERGLLP  Telephone: (415) 4820595
1200 Seventeenth Street, NW, Fifth Floor

‘Washington, DC 20036 Counsel for Respondent

_ Telephone: (202) 467-6300 Print-Rite Holdings Lid.

Timothy C. Meece
V. Bryan Medlock
Matthew P. Becker ‘
Jason S. Shuil
Neil C. Trueman
BANNER & WITCOFF LTD.
10 South Wacker Drive, Suits 3000
Chicago, IL 60606
Telephone: (312) 463-5000

‘ BE. Roth
BANNER & WITCOFF LTD.
1100 13th Street, NW, Suite 1200
‘Washington, DC 20005
Telephone: (202) 824-3000

Counsel for Complainart
Lexmark International, Inc,

LEX702610
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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, DC

Before the Honorable Carl C, Charneski
Administrative Law Judge

In the Matter of

CERTAIN TONER CARTRIDGES Inv. No. 337-TA-740

AND COMPONENTS THEREOF

MEMORANDUM IN SUPPORT OF JOINT MOTION TO
TERNENATE INVESTIGATION AS TO RESPONDENT

Complainant Lexmark International, Inc. ("Lexmark”) and Respondent Print-Rite
Holdings Ltd. ("Print-Rite") submit this memorandum in support of their joint motion to
terminate the above-captioned investigation before the U.S. International Trade Commission
("Commission”) as to Print-Rite based on its having entered into a Settlement Agreement that
resolves all of Lexmark's claims asserted in this proceeding against it.

"An investigation before the Commission may be terminated as to one or more
respondents pursuant to Section 337(c) of the Tariff Act of 1930 on the basis of a licensing or
other settlement agreement" 19 CF.R. § 210.21(b)(1). Commission policy and the public
interest generally favor settlements, which preserve resources for both the Commission and the
private parties.  See, e.g, Certain Buffer Sys. & Components Thereof Used in Container
Processing Lines, Inv. No. 337-TA-609, Order No. 8, 2007 WL 3317959, at *3 (Sept. 27, 2007);
Certain Wireless Comme'n Equip., Articles Therein, & Prods. Coniaining the Same, Inv. No.
337-TA-577, Order No. 59, 2007 WL 2677444, at *2 (Aug. 9, 2007). Granting the present
motion to terminate in this investigation will not adversely affect the public interest.

The Settlement Agreement includes confidential business information ("CBI") within the

meaning of 19 C.F.R. § 201.6. Lexmark and Print-Rite, therefore, request that it be treated as
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CBI under Order No. 1 ("Protective Order") in this investigation. Per 19 C.F.R. § 210.21(b)1),
attached hereto are confidential and public versions of the Settlement Agreement, executed on
November 3, 2010, by authorized representatives of Lexmark and Print-Rite. The Settlement
Ameatmpmdsaayanddlmmagmmdiwmmmmm“w
and represents the entire agreement between Lexmark and Print-Rite. There are no other
agreements, written or oral, express or implied, between Lexmark and Print-Rite concerning the
subject matter of this investigation. Because the parties have reached a Settlement Agreement
resolving the claims Lexmark has asserted against Print-Rite in the matter, there no longer exists
a basis on which to continue this investigation with regard to Print-Rite.
hﬁghtﬁfimﬁsosgomgeﬁoﬁsmmgoﬁmmmmamw%ﬁ;dﬁm
Respondents, Lexmark and Print-Rite submit respectfully that any disclosure of the financial
terms of this Settlement Agreement would be prejudicial to Lexmark and would give non-
settling Respondents an unfair bargaining advantage. Such information has been protected from
disclosure in other investigations. See, e.g., Certain Mach. Vision Software, Mach. Vision Sys.,
& Prods. Containing Same, Inv. No. 337-TA-680, Order No. 66, 2010 WL 2147038, at *2, 4
(May 26, 2010) (granting motion to terminate where complainant redacted financial terms from
confidential version of settlement agreement); Certain Variable Speed Wind Turbines &
Components Thereof, Inv. No. 337-TA-641, Order No. 14, 2008 WL 4726441, at *2 (Oct. 15,
2008) (holding that disclosure of financial terms of settlement could be harmful to complainant
and unfairly advantage respondents); Certain Silicon Microphone Packages & Prods.
 Containing the Same, Tav. No. 337-TA-629, Order No. 9, 2008 WL 4234550, at *5 (May 22,
2008) (denying disclosure of financial terms of agreements, reasoning that "the public interest

favors settlement to avoid needless litigation and to conserve public and private resources™);
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Certain Semiconductor Integrated Circuits Using Tungsten Metallization & Prods. Containing
Same, Inv. No. 337-TA-648, Order No. 30, 2008 WL 5373662, at *1 (Dec. 23, 2008) (granting
request to prevent disclosure to non-settling respondents of unredacted version of settlement
agreement between complainants and respondent).

In order to comply with 19 C.F.R. § 210.21 and, at the same time, manage the above-
described concerns, Lexmark and Print-Rite are serving the Administrative Law Judge ("ALJ")
and the Commission Investigative Staff ("Staff") with an unredacted version of the confidential
Settlement Agreement (as disclosing the financial terms thereof to the ALJ and the Staff will not
result in the same prejudice that such disclosure to non-settling Respondents would generate).
Lexmark and Print-Rite, however, are serving counsel for Respondents who have signed onto the
Protective Order with a version of the confidential Settlement Agreement in which certain
limited financial terms are redacted.

There is no legitimate need for non-settling Respondents to have acoess to the limited
financial information that Lexmark and Print-Rite have redacted from the Seftlement Agreement
between them, As discussed above, however, such disclosure would undercut the effectiveness
of settlement negotiations, which would not only harm Lexmark, but also negatively impact the
public interest in promoting settlement and streamlining investigations.  See, e.g., Buffer Sys.,
2007 WL 3317959, at *3; Wireless Comme'n Equip., 2007 WL 2677444, at *2.

Having fulfilled the requirements of 19 CF.R. § 210.21, and there being no public
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terminating this investigetion in its entirety as to Print-Rite.

Dated: December 2, 2010

ny L.

Telephone: (202) 467-6300

Timothy C. Meece

V. Bryan Medlock
Matthew P. Becker

Jason S. Shull

Neil C. Troeman

BANNER & WITCOFF LTD.

10 South Wacker Drive, Suite 3000
Chicago, IL. 60606

Telephone: (312) 463-5000

Christopher B. Roth

BANNER & WITCOFF LTD.,
1100 13th Street, NW, Suite 1200
Washington, DC 20005
Telephone: (202) 8243000

Counsel for Complainant
Lexmark International, Inc.

LEX702610-MISO

yne B.
LAW OFFICES OF WAYNE B. COOPER
36 Qakland Avenue
San Anselmo, CA 94960
Telephone: (415)482-0595

Counsel for Responders
Prirt-Rite Holdings Ltd.
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EXHIBIT A

UNREDACTED VERSION OF
CONFIDENTIAL SETTLEMENT AGREEMENT
BETWEEN LEXMARK AND PRINT-RITE

FILED WITH/SERVED ON

USITC DOCKET SERVICES
ADMINISTRATIVE LAW JUDGE
COMMISSION INVESTIGATIVE STAFF

*SHADING CONTAINED HEREIN DENOTES INFORMATION
REDACTED FROM THE REDACTED CONFIDENTIAL VERSION OF
THE SETTLEMENT AGREEMENT (ATTACHED AS EXHIBIT B).

#**BRACKETS CONTAINED HEREIN DENOTE INFORMATION
REDACTED FROM THE PUBLIC VERSION OF THE SETTLEMENT
AGREEMENT (ATTACHED AS EXHIBIT C).



EXHIBIT A HAS BEEN INTENTIONALLY OMITTED



PUBLIC VERSION

EXHIBIT B

REDACTED VERSION OF
CONFIDENTIAL SETTLEMENT AGREEMENT
BETWEEN LEXMARK AND PRINT-RITE

FILED WITH/SERVED ON
USITC DOCKET SERVICES

ADMINISTRATIVE LAW JUDGE
COMMISSION INVESTIGATIVE STAFF
COUNSEL OF RECORD WHO HAVE SIGNED PROTECTIVE ORDER

*BRACKETS CONTAINED HEREIN DENOTE INFORMATION
REDACTED FROM THE PUBLIC VERSION OF THE SETTLEMENT
AGREEMENT (ATTACHED AS EXHIBIT C).



EXHIBIT B HAS BEEN INTENTIONALLY OMITTED



EXHIBIT C

PUBLIC VERSION OF
SETTLEMENT AGREEMENT
BETWEEN LEXMARK AND PRINT-RITE

'USITC DOCKET SERVICES

ADMINISTRATIVE LAW JUDGE

COMMISSION INVESTIGATIVE STAFF

COUNSEL OF RECORD WHO HAVE SIGNED PROTECTIVE ORDER

RESPONDENTS (OR THEIR DESIGNATED REPRESENTATIVES) FOR
WHICH ATTORNEY APPEARANCES HAVE NOT BEEN ENTERED



mmwkmmmww#maf&m
2010 by snd between Print-Ritc Holdings Limited, 2 Hong Kong corporation having &
principal piace of busincss at Unit 8, 10F, Block A, MP Industrial Ceatre, No. 18 Ka Yip
MMWaMMMW%W&mIM@
mm&a.}mmammmawmdmmm
Nem Kwong Building, 223-225 Avenida Dr. Rodrigo Rodrigues, Macao (hercinafier
“Utec™), and Lexmark Infernational, Inc., a Delaware corporation having 8 principal
mamammmmmwmmmmm
KY (hercinaficr “Lexmark™).

MMMWMMMWWQWS%%
TS20/522; T610/612/614/616; T620/622; T630/632/634; T640/642/644; E120; E220;
ENVBYBAIRA0;  E320/322;  ERIAS;  B330432%  E340G42  ad
R250/350/352/450 laser printers (“Lexmark Toner Cartridges”™;
WHEREAS, Lexmark is the owner of U.S. Patent Nos. 5,337,032; 5,634,169,
5,758,233; 5,168,661; 5,802,432; 5,875,378; 6,009,291; 6,078,771; 6,397,015; 6,459,876,
6,816,692; 6,871,031; 7,139,510; 7,305,204 (the “Lexmark ITC Patents™);

WHEREAS, Lexmark is also the ownes of U.S, Patent Nos. 5,758,231; 5,995,772;
6,487,383; 6,496,662; 6,678,489; 6,879,792; and 7,233,760 (the “Lexmark DCT
Patents”);

. WHEREAS, Lexmark is the owner of Forcign Counterpart Patents related to the
mmmmmmmmmm3;mmrzs
Patentts, the Lexmark DCT Patents, and the Foreign Counterpart Patents are referenced
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WHEREAS, Print-Rite Holdings is a holding company certain of whose operating
subsidiaries (inchuding but not limited to Uteo and Print-Rite Unicom Image Products Co.
Ltd., 8 People's Republic of Chins corporation ("Unicor”) that is not & party to either the
ITC Action or the District Court Action, as defined below, but which es a subsidiary of
Print-Rite Holdinge is nopetheless understood % be subject to the Stipulated Permanent
Injunction provided for hercin), are in the business, among other things, of
manufacturing, remanufactering, and/or refilling toner cartridges for importation and sale
in the United States and in foreign countries for use in Lexmark laser printers, ncloding
 B230/232/234/238/240; E320/322; E321/323; andlor E250/350/352/450 laser printers;
2nd Lexmark alleges that such compatible cartridges manufactured by Unicom, end
imported and sold in the Uniled States by Utec, infringe one or more claims of the
Lexmark ITC Patents and/or the Lexmark DTC Patents (the “Accused Cartridges™);

WHEREAS, Lexmark, Print-Rite Holdings, Utec, and unnamed John Does are
parties to a lawsuit filed in the United States District Court for the Southern District of
Ohio, ceptioned Lexmark International, Inc. v, Ink Technologles Printer Suppiies, LLC et
al, Civil Action No. 1:10-cv-00564-MRB (the “District Court Action™) in which the
Lexmark I'TC Patents and the Lexmark DCT Patents have been asserted;

WHEREAS, Lexmatk, Print-Rite Holdings, and Utec are parties to 2 complaint
filed with the United States International Trade Commission captioned In the Matter of
Certain Toner Cartridges and Components Thereof, Docket No. 2750 (the “ITC Action”)
in which the Lexmark ITC Patents have been asserted;

WHEREAS, Lexmark has alleged, inter alia, that Print-Rite Holdings, Utec, and
unmamed John Does are, among other things, manufacturing, importing and/or selling
after importation cextain of the Accused Cartridges or components thereof into the United
States that infringe or coutribute to infringement of one or more of the Lexmark ITC
Pateuts and Lexmark DCT Patents;

manufactored, remanufictured, and/or refilled certain of the Accused Cartridges for
importation and sale in the United States for use in Lexmark laser printers;
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WW&M&MWMMK&M
Affiliates (as defined below), (collectively, “the Parties™) desire to resolve all disputes
sclating o MMW:&@MWMMMWW

WHEREAS, for porposes of this Agreement and the Stipulated Permanent
Wmmwm,umwwmw
M(@M%MNM%M%MWL
hmmeMmee{mmﬁemm
WMWWQWWWMMNMW&
ummw,akmmmmmmmmmmm
not limited to, Utec.”

WW,W&@M&%WWMW‘
mmmwwagmmﬂmﬁﬁmmmm,mm
MQ%WMM%&MW

tzmmwmwmmmmmmm
entitics related to Print-Rite Holdings that are involved with the manufacturing,
United States of Accused Cartridges.

13




PUBLIC VERSION

14. mwmmh@&aﬁmwmmm

%mmwmmmw»wmmmmmma

dramatic shift in the remanufacturing business as overseas competition, primsarily
from China, has started fo appesr.

L.5. Utee represents end warrants that remany

mmm&m.mnwmmmmm
paxts of the cartridge, and that remenufecturing may be further reduced by some
companies to a simple peocess someimes referred to as “drill and fill” becanse a
remanufactorer need only make a hole in a used OEM caxtridge (sn “emply™) in
order to refill it with new tomer. Utec represents and warrants that cartridges can
undergo several cycles of use and remanufacturing before they are o wom
and/or damaged for further remamifacturing and must be recycled.

1.6. Utec represents and warrants that, to the best of its knowledge and belief, when
Lexmark cartridges are remanufactured by a third party, some of thess features
may be left exposed, while others may be covered with labels and/or are
otherwise obscured, and Lexmark Jabels that were spplied when the cartridge
was sold new may not have been removed or may have been partially removed.
Utes represents and warrapts that it has been informed and believes some
remanufacturess, excluding Unicom and Utso, may even scrateh off the Lexmark
patent munbers that were molded info the cartridge body.

1.7. Utec represents and ‘weasrants that another type of aftermarket replacement toner
cartridges that is sold by third parties to work with Lexmark brand printers is
constrocted of 100% new materials, and that in the United States (and elsewhere)
such cartridges, depending upon their individual characteristics, are often
described and sold as “new mold,” “compatible,” or “clone™ cartridges.

1.8. Utec represents and warrants that the leading trade show for printer aftermarket
supplies is the ReChina Asia Expo held annually in Shanghai which Utec has
been informed and believes attracts over 400 exhibitors and more than 10,000
..
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19. Utee represents and warranis that the largest such show hosted in the United

States is the Recharger WorkiExpo held in Las Vegns each year, This show has
shrunk over the last few years but there are typically around 100 exhibitors,
about 2 third of which are from oversess. Uteo represents sud watrants that the
WW&W%L&V%&WM&WM&
rescilers in the United States looking for supplics of complete remanufactured,
Mammmn{wﬁ&mm«m

t.lﬁ,mmmmmmmmmma

w@gmmmem@ammmummm
mmmmmammwmmm
wﬁwiﬁi&mmmmﬁs&%“mmaw
basis. ﬁmwwﬁmﬂmﬁm&uWMM
mmmmmmmmmwm
America.

1.zx.mmmmmmmmmummm

involves cleaning it, removing remaining toner end emptying the waste toner
from the cartridge, if needed repiacing the photoconductor drum, installing 8 new
also be replaced.

1.12. Utec represents and warrands that ithas seen a significant increase in the amotnt

of Chinese manufactwers involved in remapufacturing of Lexmark cartridges,
and that, to the best of its imowledge and information, the increase in Chinese
remanufacturing is aftributed to the simple tools necessary to perform the

“ panufacturing peocess, the development of many
sources of spare parts, and Isbor costs in China that are lower than those in
numerous other countries, incloding the United States.

m&mmmmwmwnﬂnimaémﬁc&ﬁngmbem

%mmmmmmm&umm«&mmm&k
. makes it easy for Chinese companies to izke advantage of low labor costs. Utec
MMWM&@MM%MMM%

5
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someone interested in producing a low end finiched product, screwdrivers,
cutters and a heated tool for melting a hole in a cartridge body are more ot less
all that is required to get startad in the remarufiscturing business. Utec represents
and warrants that a more sophisticated operation might vse a vacuum fo suck old
toner out of the cartridge, and use a hopper to facilitate feeding of new toner into
the cartridge toner body, and that still more sophisticated operations such as
Unicorn's use yet more sdvanced processes, equipment, and technology, all of
whiich raise the quality and cost of the finished product substantially above those
of the types of remanufacturers described above.

1.14. Uteo represents and warrants that in addition to laboe and twols, it is necessary
to purchase replacement toner and, for companies that perform mose: complete
remanufacturing, spere perts; then, with the addition of some basic packaging
the remanufactured product is ready for export and sale.

1.15. Utec represents and warrants that there are a large number of printer industry
obtain components.

1.16. Utec represents and warrants that, to the best of its knowledge and information,
it can also be quite easy for a remanufscturing opestion to start from scratch or
expand from making one cartridge type to several different product lines,
because detailed instructions on how o remanufactors Lexmaek (and other
OEM) cartridges are available for five on the Infernet. For example, Recharger
Magazine, which is the sponsor of the Recharger World Expo trade shows
publishes step by step instructions on its website (Recharger Magrzine articles
older than six months are free to access).

1.17. Utec represents and warrands that, to the best of its imowledge and information,
the tools and technology pecessary to manufacture clone cartridges are not
significantly more sophisticated than the basic set up required to remanufacture
cartridges. The main difference is that clone cartridges require all new parts,
including new molded parts such as cartridge bodies, which duplicate those of
the OEM cartridge.
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1.ix.mmmmﬂm&¢mmmmmmmm

1.19,wwmrmmaummammmmm
mmwammmmmwwmm
WMMMWMW”mmiaa
very short pesiod of time, if they chose o do so.

1.20. Utec represents and wasrants that, to the best of its knowledge and information,
it is possible for companies o sell remanufactured, competible, or clone
cartridges over the Internet without an elaborate infrastructure, instead wtilizing
simply & website and a logistics provider. This is a very inexpensive, but
MWWMMWMWW%
numerous other industries too such es, for exsmple, photographic equipmeat and
consumer andio products.

1.21. Utec is informed and belicves that companies remanufacturing products can
“doing business as” (DBA’s) entities.

1&?@%%@@%@%%3%%%%%&
warranties and representations set forth in this Agreement and that the person
executing this Agreement on its behalf has full authority, competence and power
to bind it to this Agreement and all of the terms hereof on behalf of itself as well
as on behalf of Print-Rite Holdings Affiliates.

1.23. Utec represents and warrants that it has the right to make all warranties and
representations set forth in this Agreement and that the person executing this
Agreement on its behalf has full amthority, competence and power to bind it to
this Agreement and all of the terms hereof.

1.24. Lexmark represents and warrants that the person executing this Agreement o0
its bebalf has full authority, competence and power to bind it and its affiliates to
this Agreement and all of the terms hereof.
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1.25. Print-Rite Holdings on behalf of itself and lts Affilintes represents and warrants
that, contingent upon, and subject o, entry by the Court of the Stipulated
mmeﬁw,mmmmmkm

Affiinte of any of them will directly or indirectly aid, assist or participate in any

mm%mmmﬁmaum

m.mmmmmmmmmmmm

3,1*&%&%@&%3&%*%%%&%&%@&
mwmmmmmmmaxa)
mmﬂwmmamwww
wwmin&sumsmmmmimmwmm
Foreign Counterpart Patents; and (2) otherwise committing any act of
infringement with respect to Lexmark’s Patents.

3&%%%%@“@%&%1&:&;%&%
be construed to limit in any way the activities of Print-Rite Holdings or Print-Rite
Holdings Affiliates with respect 1o ionet cartridges in which Lexmark's potent
rights have been exhausted. The Parties further acknowledge and confirm that
mwmkaMkamywm-m
Holdings' and Print-Rite Holdings Affilistes’ activities with tespect to any
Lexmark Patents that have expired, lspsed, or are no longer enforceable.

33

the Parties will file in the Distict Court Action a Stipulated Permanent
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izmmmmim&%w&a%mmm
Stipulated Permanent Injunction, Consent Judgmeni, and Dismissal With
W&&M&MZMMMMWW
and Print-Rite Holdings Afflistos (including, but not Hmited to, Utec) with
respect o Lexmark's Patents as set forth in Articles 3.1 and 3.2; otherwise, this
Agreement is null and void.

34.

Lexmark and Print-Rite Holdings will file a Joint Motion to Terminate Print-Rite
mmmmmmwmwmama

3.5, Uteo agrees to default and accept entry of a defiault judgment against it in the ITC
Action.

3.6. Print-Rite Holdings on behalf of itself and Its Affilistes collectively and
wmsymgmmwmwmmmmmw&qof
the Lexmark Petents, and that the accused activity recited in the ITC and District
Court Actions constitute infringement of one or more claims in the Lexmark
Patents.

&zmmw&nmmehMiﬁammam
announcement accurately describing the resolution of this matter.

3.8. Utec will provide a witness for 3 deposition—in accordance with Paragraph 3(b)
of Order No. 2 — “Issuance of Ground Rules,” which provides that “fajll
testimonty of expert witnesses and ‘disputed fact witnesses shall be live™—by a
knowledgeable officer that atiests to the representations and warrants set forth in
Articles 1.1 to 1.25. Additionally, Utec's declarant will attest regarding his or her
Mmmﬁwmmmxmwwmamﬁ



PUBLIC VERSION

Maammmﬁmmmmmm
frame for start up, requiring litde equipment, where such tooling could be moved
mamﬂq@)mahmymwwwwmﬁm
Infiinging Goods from other component memufacturers; (c) an established
demsmd for Lexmerk's patented cartridges in the U.S. market and, if known,
m&mdmmmm@ﬁnmo&mw
dstribution petworks in the United States for potential foreign manufacturers.
Lexmark agrees that it will pot seek to o support a request to call 8 Utec, Print-
mmammmmmwmmm
&ahesﬁnsam%mfﬁeﬁem&yw‘ﬁmwﬁinﬁs
paragraph.

mummmmwmmmimwmwmmmm
me«w&mmmmmm
Lexmark, its parents, divisions, offiliastes, successors snd assigns, and its
mommmmamammwmm
claims, rights, demands, losses or causes of action, in law or in equity, of any
pahwe whatsoever, known or unkmown, suspected or unsuspected, fixed or
mwm«mammmmm&d@@
wmmmw&mwmmmmmm
losses or canses of sction based upon, in consequence of, arising out of or
MMMMWW,%%&hM&HﬂM&%
District Court Action, or any subjects or claitas that were or couid have been
asserted in the ITC Action or the District Court Action.

3.10. Lexmark, on behalf of itself and its parents, divisions, affiliates, successors and
mmmmmmymmmwmﬁmm
parents, divisions, Affilistes, successors and assigns, and their directors, officers,
employees, and insurers (all collectively the "Print-Rite Companies”) or any of
them from any and all claims, rights, demands, losses or causes of action, in law

10
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xh@ﬁy*émwm,WmMmM&
WW&WW&WW&mﬁ
MmemmmmeMMmW
wwymdaﬁcmmmm«mnfmwmh
WﬁmmdaMm&MM&M&mm
mhm&eﬁﬂ%ammmmmmsﬁm«dﬁm
that were or could have been asseried in the ITC Action or the District Cout
Action. '

3.1z,mmwmmwmmmam;m
WAMM:WW&WWMW
mamammmmmmmmmu
WMWaMhMIMM¥WCWPM
Print-Rite Holdings end Jis Affiliates agree to cease and desist sales of Accused
memmmmmmmmm
customer from continuing to import the Accused Cartridges joto the United
States or 8 country in which Lexmark has Foreign Counterpart Patents. Any
such demand shall be served in accordance with the notice provisions of Article
3.16 of this Agreement, and shail be accompenied by evidence sufficient to
demonstrate the factual basis for Lexmark's demand.

3.12. The releases given by the Parties wnder this Agreement shall not apply 1o, nor
be deemed o, release any rights or duties arising under this Agreement.

3.13.%?%%%@@%@@&%%%&&%
wmawmmmm«emmofwm
whether known or inknown, actual or potential, which any Party now has or at

mmmmwwm@m¢mwmmmmam
conduct of any kind relating to Lexmark’s Patents.

3.14. The Partics wamrant, represent and agree that each of them executes this
Agmemmtwiﬁiﬁdlbawledgeofmymdaﬁﬁghisvdéehiimthw&h
mmﬁnwmwmmmmmmm
the focts relating to said controversies and allegations.

j§}
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3*1s,mmmwmmmmwwmamnm
m&ammaﬁwammmmwmwmym
mwhicbinnymmmdmyofﬁem&u%mmtﬁs
WMW&M&WWMMW
*mmmmmmmmwmmmw
to be bound by each provision contained herein.

3,16. Any notice that must be m&mmw&mwmn
wmmwmwwawmmammm

p Lexmar)

FAVELAIIVES-E T

Counsel

irogie i1

Managing Di
Lexmark International, Inc. Unit 8, 10F, Block A
740 New Circle Rosd, NW MP Industrial Centre
KY 40550 No. 18 Ka Yip Street
Fax: 859-232-3128 Chai Wan, Hong Kong

San Anseimo, CA 94960
Far: 415-482-0171

12
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3.17. This Agreexnent may only be amended or modified by a written instrument
executed by all of the Partics. Waiver by any Party of any breach of any
provision of this Agreement shall not canstituts & waiver of any other breach of
that or any other provision of this Agreement.

3.18. This Agreement shail be binding tpon and inure to the benefit of the Partics
the claims released herein has been assigned or otherwise transferred to a third-
party prior to the execution of this Agresment. Print-Rite Holdings agrees thet it
shall be deemed a breach of this Agrecment for any Print-Rite Holdings Affiliate,
or any of their officers, directors, or employess, to engage in action or conduet
which if performed by Print-Rite Holdings or Utec would constitute a breach or
violation of this Agreement or an act of infringement of any of the Lexmark
Patents,

3.19. This Agreement, and the Exhibits smitasched bereto, constitutes the emtire
Agreement between the Parties with respect fo the subject matter hereof,
inchuding but ot limited to, any and all claims or contentions relating to the
Action. Other than as stuted herein, the Parties warrant and affirm that no
representation, promise, or other inducement has been offered or made to induce
either Party to enter into this Agreement, and that they are competent to execute
or oral. This Agreement may not be waived, repealed, altered or amended in
whole or in pert, except by a written instrument executed by authorized
representatives of cach Party.

3.20. This Agrecment may be executed in one or more counterparts, each of which
shall be deemed an original, but all of which together shall constitute but one and
the same instrument.

321. if any provision of this Agreement is deemned invalid or unenforceable by a
coust of competent jurisdiction, the remainder of this Agreement and the
application of such provisions to other persons or circumstances shall not be

13
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affected thereby and shall be enforced 10 the full extent of the law. A cowrt of
competent jurisdiction is hereby muhorized to rewrite or otherwise lmit any
unenforceable provision o the extent required to meke such a provision
enforceable.

3,22, This Agreement has been and shall be constroed to have been drafted by all of
’ the Parties so that the rule of constraing smbiguitics against the drafier shall have
1o force and/or effect.

3.23. The terms and contents of this Agreement, and the contents of the negotiations
and discussions resulting in this Agreement shall be maintained as confidential
by the Print-Rite Affilistes and their agents, representatives and attorneys, and
shall not be disclosed to any third-parties other than their own personnel,
professional advisors, and consultants, exvept to the extent required by federal or
state law, by court order or subpoens except as provided in Asticles 3.3, 3.4 end
3.7 of this Agreement,

3.24. This Agreement shall be construed under the laws of the Commonwealth of
Kentucky excluding its conflict of law provisions. THE PARTIES AGREE
THAT ANY AND ALL ACTIONS, SUITS OR OTHER LEGAL
PROCEEDINGS, ARISING UNDER THIS AGREEMENT MAY BE
BROUGHT AGAINST THE OTHER OR ITS EMPLOYEES OR AGENTS
ONLY IN THE UNITED STATES DISTRICT COURT FOR THE SOUTHERN
DISTRICT OF OHIO (OR A STATB COURT SITUATED WITHIN THAT
DISTRICT IF THE FEDERAL COURT DOES NOT HAVE SUBJECT
MATTER JURISDICTION), AND THE PARTIES CONSENT TO THE
EXCLUSIVE JURISDICTION OF SUCH COURTS IN ANY SUCH LEGAL
PROCEEDING. THE PARTIES WAIVE ANY OBJECTION IT MAY NOW
OR HEREAFTER HAVE TO THE VENUE OF ANY SUCH LEGAL
PROCEEDING IN ANY SUCH COURT AND FURTHER AGREE THAT
SUCH COURTS HAVE PERSONAL JURISDICTION OVER THEM,
SOLELY WITH RESPECT TO THE ENFORCEMENT OF RIGHTS AND
OBLIGATIONS ARISING OUT OF THIS AGREEMENT. In addition to mny

14



other relief provided herein, the prevailing party in any action arising out of this
Agreement shall be entitled to attorneys' fees and costs.

3.25. The United States District Couct for the Southern District of Ohio shall retain
jorisdiction over Print-Rite Holdings, Utee, and Priat-Rite Holdings Affliates to
the extent necessary to enforce the terms of this Agreement and/or the Stipulated
Permenent Injunction, Consent Judgment, and Dismissal With Prejudice.

3.26. This Agreement constitites and is 8 compromise of disputed claims, and except
as set forth in Section 3.6, shall not be deemed or construed, nor shall any Party
represent it to be, an admission of Hability by any Party,

LEXMARK INTERNATIONAL, INC,

‘ . » N
Br_ RN
Name: Arnald Ho

Title: Director

UNION TECENOLOGY
INTERNATIONAL (M.C.0.) CO.LTD.
By: ; J

Name: Iris Ngo
Tide: General Manager

15
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EXHIBIT 2

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF OHIO
CASE NO, 1:10-cv-00564-MRB

LEXMARK INTERNATIONAL, INC.
Plaintiff

\ L

etal

RSO REERRERRERF SRR ERNERRRES
This metter is before the Court on the stipulsted motion of Plaintiff, Lexark
Intemmstional, Inc, (“Lexmark”) and Defendants Print-Rite Holdings Ltd. (“Print-Rite
nationel (M.C.0,) Co. Lad, (“Utes™) for entry of
Stighlated Permanent Injunction, Consent Judgment and Dismissal With Prejudice, and
have agreed to a compromise and settlement of this action.
IT 1S HEREBY FOUND, ORDERED, ADJUDGED WITH CONSENT OF

THE PARTIES that:

1.  Print-Rite Holdings is a holding company cestain of whose opesating
Affilistes, ns defined in paragraph 13 below are in the business, among other things,
of manufacturing, remanufachuring, and/or refilling toner cariridges for importation
and sale in the United States and in foreign countries for use in Lexmark laser
printers, including  E230/232/234/238240; E320/32; [E321/323; andior
E250/350/352/450 laser printers (the “Accused Cartridges).

2. Lexmark owns and has standing to sue for infringement of United
States Patent Nos. 5,337,032 5,634160; 5758231 5758233; 5,768,661,
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5802432 5875378 5995772 6009291; 6078771 6397015 6.459.876;
6A87383; 6,496,662 6,6T848; 6316692, 637,031 6,879,792 7,139510;
7.233,760; and 7,305,204 (the “Lexmark Patents™);

3. The Lexmark Patents are velid and enforcesble sgainst Print-Rite
Holdings and its Affliates.

4 Lexmark manufactwes and sells toner cartridges for its printer fincs,
which include T420; TS20/522; TEI0/612/614/616; T620/62%; TE30/632/634;
TEAGIGAIGA4; E120; E200; EXO2BUBABYAC; EN0HL; B2/,
EI307332; E340342; and E250/350352450 laser printers (“Lexmark Tomer
Cartridges”).

5. The following table identifics the patent claims of the Lexmerk

Patents that are satisfied literally by the Lexmark Toner Castridges:

13,79

13,12-14,4

13579, 141522, | 14,152,
1214182021 | 3234 | 3234

-2 i2 12 12
1,56,10, ] 1,56,10, 1,56,10, 1.2,5,6,10,
12,13,15 | 12,13,15 12,13,15 12,13,15

1-4,7-12, 1,24, 1,24,
14192224 | 917,19 | 917,19

, 128
125, | 126, [EX3 2610, ” "
101519 101519 | 103509 | 11,1519

135,7 13,3,
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56 56
15 (%]
16812 | 16812
1-11 1-11
1-10 1-10
TG 1,54 | 1,214
120 [ 181003

6. mmmmmwumwmmm
Lexmark of any remamifactured Lexmark Toner Cartridges that were originally sold
ontside the United States constitutes ap infringement the sbove-identified claims in
the Lexmark Pateats.

7. ‘The Print-Rite Holdings Affiliates’ importation and sale in the United
Sttes of (i) compatible oartridges suitable for uss in Lexmark
E2307232/234/238/240 and E250/350/352/450 model printers has been alleged by
Lexmark to infringe at least the claims of the patents set forth in the table below; and
() remsmufsctred andior refilled Lexmadk E230/232234/238240 and
E250/350/352/450 toner cartridges first soid outside of the United States infringe at
feast the claims of the patents set forth in the table below:

1-13
1-6,8-12
1-11
14,69
1-20
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8 This Court permanently enjoins the Print-Rite Holdings and the Print-
Rite Holdings Affilistes as well as those persons of companies in active concert or
n with sny of the foregoing who receive actual notice of the order by
pessonal service or otherwise from making, using, selling, offering for sale or
frporting into the United States Accused Cartridges that infringe any of the sbove-

identified patent claims or are merely colorable changes of the Accused Cartridges.
9.  Nothing herein limits or shall be construed to limit in any way Print-
Rite Holdings ot the Print-Rite Holdings Affiliates’ activities with respect 10 toner
cartridges in which Lexmark’s patent rights have been exhausted. Further, nothing
herein limits or shall be construed to limit in any way Print-Rite Holdings or the

have expired, lapsed, or are no longer enforceable.
10.

i1, This Cowt retains jurisdiction over Lexmark, Print-Rite Holdings,
and Print-Rite Holdings Affiliates to the extent necessary to enforce the terms of this
Stipulated Permanent Injunction, Consent Judgment, and Dismissal With Prejudice
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meWMR&eMNW&MA&M’
MW'M&W%&MMWW

12 This Stipulsted Permament Injunction, Conmsent Judgment, sod
WW&WM&WWMMMmMM@
mmm&mmmmwmamnmma

13. F«mmofﬁﬁsmd&m&mmb.”m&
defined, in the case of Print-Rite Holdings Affiliates, 23 "the officers, directors,
successors or assigns of Print-Rite Holdings, Ltd., together with any corporation or
mmmmwmwmymkmwmmsm
commeon control with Print-Rite Holdings, Ltd. inchuding, but not limited to, Uter.”

14.  Print-Rite Holdings represents and wamants that it has the right to
mmake all warranties and representations set forth herein and that the person executing
this Agreement on its behalf has full authority, competence and power (o bind it to
ﬁa@maﬁaﬁof&emmgnMofwmmﬁmed

15.  All claims between Lexmark, Print-Rite Holdings, and Print-Rite
MMWCWM)MMMM%WWM
party to bear its own costs and attoreys' fees.

LEXMARK INTERNATIONAL, INC,
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PRINT-RITE HOLDINGS LTD.

UNION TECBNOLOGY
INTERNATIONAL (M.C.0.) CO. LTD.

By:
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EXHIBIT 3
1  FOREIGN COUNTERPART PATENTS
A.  US. Patent No. 5,337,032
1. The foreign counterparts to the 032 Patent are as follows:
i Patent No./

Ewmopesn EP19930307270 13

France EP19930307270 | EP0613063

 Genmapy DE19936012675 | DE69312675
Japan 3P19930262995 JPE274032
United Kingdom EP19930307270 | EP0613063

B.  US. Patent No, 5,634,169
2. The foreign counterparts to the ‘169 Patent are as follows:
: Patent NoJ

 Cowntry | AppliestionNo. | Publication No.
Austria ATI9970301007T | AT248389 =
Australia AU19970012570 | AU693732
 Belgium BE19970301107.7 | BEO790536
Brazil BR19970000989 | BR9700989
Capada CA19972197620 | CA2197620
European EP19970301007.7 | EP0790536
European EP20020027141 EP1291732
Europesn EP20050000154 | EP1522904
Germany DE19970301007T | DE790536
Germany DE19976(24305T | DE69724305
Germany DE19976033700T _ | DEG9733700
Germany DE20020027141.7 | DE1291732

| Greece GR19980300007T | GR98300007
India INSSDEL97 IN229860
Ircland 1E19970301007.7 | IE0790536
Italy 1T19970301007.7 | IT0790536
Luxembowrg LU19970301007.7 | LUO790536
Monaco MC19970301007.7 | MCO790536
Spain ES19970301007T | ES2109910T (T1)

[ United Kingdom __| GBI9970301007.7 | GB0790536
United Kingdom | GB2002027141.7 | GB1291732

<. U.8. Patent Neos. 5,758,231
3. The foreign counterparts to the ‘231 Patent are as follows:
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Patent
NeJPublication
_.Country No. Ne.
Australia AUI9970048417 | AU722825
Brazil BR19970006426 | BR9706426
Canada CAI99T2225242 | CA2D25242
| Earopean ﬁmw&z EPO849641
France FRIVTIINZLI . | FROSA964!
 Germany mzmesmzw DEQO849641
 Germany msxmmm DEGS720936
Tialy 119973104219 110849642
 Japan JP19970365819 P10198152
Korea KR1997-71120 | KR460817
Mexico mxmzme MX9710430
United Kingdom 63199?330423 9 | GBO349641
D.  U.S. Patent No. 5,758,233
4. The foreign counterpats to the ‘233 Patent are as follows:
Patent NoJ/
Country Application No. Pablication No.
Austealia AU10970048419 | AUT22655
Brazil , BR19970006419 | BRO706419
Canada CA19972225310 | CA2225310
"EP19970310435 | EP0849643
France FR973140310435 | FROB49643
Gumany | DB19976019705T__| DE69719705
 Germany DE97310435.9 DE0849643
ltaly 11973104339 IT0849643
Japan JP19970365818 | JP10186821
| Mexico MX19970010426 | MX9710426
Tatwan TW19970115435 TW385378
| United Kingdom GB97310433.9 GB0849634
E.  US. Patent No. 5,768,661
5. The foreign counterparts to the '661 Petent are as follows:
Country Apphication No. Patent NoJ/
Publication No.
Australia AU1I9970048354 | AU722538
Brazil BR19970006402 | BR9706402
Canada CA19972225299 | CA2225299
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Country Application No. Patent NoJ
. . Publication No.
| Europesan EP19970310436 EP19970310436
Francs FRI997310436.7 | FROBA9647
[ Germany _ DRI9976027900T | DE69727900
Itnly IT1997310436.7 | TT0849647
 Jopam IP19970365814 JP10186819
Mexico T I MX19970010329 | MX19970010329
United GB1997310436.7 | GB0849647
F.  US.Patent No. 3,802,432
6. The foreign counterperts to the '432 Putent are as follows:
Patent NoJ/
Cowmntry Applicatioa No. | Publication No.
Australia | AU1997004841897 | AUT22848
Brezil BR199700064556 | BRI7064556
Canada CA19972225710 CA2225710
Europesn EP19970310440 EP364945
France EP19970310440 | EP8GANMS
Genmamy EP19970310440 | DE69724929
Grest Britain "EPI10970310440 | EP864945 |
Italy EP19970310440 | EP864945
Japan JP19970365817 JP10221942(A
Korea 10-1997-0074599 | KR523153 -~
Mexico MX19970010429 | MX5710429
G.  US, Patent No.5,875378
7. The foreign counterperts to the '378 Patent are as follows:
Patent No/
Country Applieation No. Publication Ne.
Australia AUISI70048353 | AUT23165
| Brazil | BRI9970006427 | BR9706427
 Capada , CA19972225307 | CA2225307
European , EP19970310428 EP0849642
Germany DE19976020156T | DE69720156
India IN3544DEL97 IN197351
Japsn JP19970365815 JP10198151
Mexico MX19970010290 | MX9710290
| Singapore SG19970004398 | SG53132
Spain ES19970310428T | ES2196271 _
Sweden 1SE19973104284 | SE0849642

10
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H  US Patent 5,995,772
8. The foreign counterparts to the “772 Patent are as follows:
Patent
No/Publication
____Cowntry Application No. No.
Agsiralis "AUI9970048298 | AU728152
Canada CAlg9n223021
Enropean EP19970310218 | EP0859290
Mexico [ MX19970010288 | MX9710288
Singapore 5019970004443 | SG68644
L US PatentNo. 6009291
9, The foreign courterparts to the 291 Patent are as follows:
- Patent NoJ/
China - CNI99BI015167 | CN1204072 (A)
o CN1154024 (C)
 Enropean EP19980304981 EP0203644
 France FR19980304981 | FR0903644
 Gexmany DE19986021421T | DE19986021421T
Germany DE19980304081 | DE0903644
| Japan IP15980219552 | JP11102097
Taiwan TWI9980110380 | TW378285
United Kingdom GB19980304981 | GB0903644
J.  US.Patent No. 6,078,771
10. The foreign counterpazts to the '771 Patent are as follows:
Patent NoJ
Country Application No. Publication No.
Australia AU20000059516__ | AUT7TI370
Brazil BR20000004380 | BROOD4380
Canada CA20002320384 CA2320384
China CN20001028815 | CN1290872
Exropean | EP20000308117 | EP1087266
 Germany DR20006026242T | DE60026242
| Japan JP20000285110 JP2001100518
Korea KR20000055411 KR20010050553
Mexico MX2000PA09291 | MXPA00009291

1}
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Patent NoJ
Country Applicatio n Ne. Publication No.
Taiwan TTW20000119621 | TWS512260
K.  US. Patent No. 6,397,015
11. The '015 Patent has no known foreign counterparts,
L U.S. Patent No. 6,459,876
12%%@%&&%%6%@%%
Patent No.J
 Buropean ___| EP20020748019;
PCT WO20021820786
M.  U.S. Patent No. 6,487,383
iz.mﬁqu@ﬂw'mmem
Patent
No/Publicatic
Country eation No. Ne.
European WQ%I EP1430365
PCT WOZ00ZUS09079 | WO02084409
Australia AU20030238275 | AU2003238275
| Buropean EP2003073170
PCT WO2003U819208 | WO2004001511

N.  U.S. Patent No. 6,496,662
14. The foreign counterpasts to the ‘662 Patent are as follows:

“Australia A $375 | AU2003238275
Eoropean EP20030737170 EP1535117
PCT WO2003USI9208 | WO2004001511

O. US. Patent No. 6,678,489

15. The *489 Patent has no known foreign counterparts.
P.  U.S. Patent No. 6,816,692

16, The '692 Patent has no known foreign counterpants.

12
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Q.  U.S. Patent No. 6,871,831

17. The '031 Patent has no known foreign counterperts.
R.  U.S. PatentNo. 6,579,792

18. The *792 Patent hes no known foreign countespests.
8. U.S. PutentNo. 7,139,510

19, The '510 Patent has no known foreign counterparts.
T.  U.S Patent No. 7,233,760

20. The *760 Patent has no known foreign counterparts.
U.  U.S. Patent No. 7,305204

21. The 204 Patent has no known foreign countecparts.
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PUBLIC VERSION
EXHIBIT 4

UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, DC
Before the Homorable Cart C. Charneski
Administrative Law Judge

In the Matter of

CERTAIN TONER CARTRIDGES By, No. 337-T4-140
AND COMPONENTS THEREOF

mmmmmmmmmmmm

BOLDLNGS 1.1 1), KD ON SETTLEMENT AGREEMENT

Pursuant o Rules 210.21(a)(2) and 21021(bX1) of the U S. Intemational Trade
Commission's ("Commission”) Rules of Practice and Procedure, Complainent Lexmark
. International, Inc. ("Lexmark”) and Respondent Print-Rite Holdings Lid. ("Print-Rite”) jointly
move to terminate the above-captioned investigation as to Print-Rite based on its having entered
into a settlement agreement that resolves all of Complainants claims asserted in this proceeding
counsel for the other non-sertling Respondents on [INSERT], and advised them of this motion.
[INSERT POSITION OF STAFF AN OTHER RESPONDENTS].

For the reasons set forth in the attsched supporting Memorandum, which is incorporsted
wmmmmﬂn@m@mmwmummmw
investigation be terminated as to Print-Rite.
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EXHIBIT 4
Dated: November __, 2010 Respectfully submitted,
V. James Adduci II Wayne
Jamie D. Underwood PO Box 1932
Ien A, Taronji San Anselmo, CA 94979
Katherine R. Labasicin

Thmothy C. Meece

V. Bryan Medlock
Matthew P. Becker

Jason S. Shull

Neil C. Troeman

. BANNER & WITCOFF LTD.

10 South Wacker Drive, Suite 3000
Chicago, IL. 60606

Telephone: (312) 463-5000

Christopher B, Roth
BANNER & WITCOFF LTD,

1100 13th Street, NW, Suite 1200
Washington, DC 20005
Telephone: (202) §24-3000

Counsel for Complainant
Lexmark International, Inc.
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CERTIFICATE OF SERVICE

I hereby certify that a copy of foregoing JOINT MOTION TO TERMINATE
INVESTIGATION AS TO RESPONDENT PRINT-RITE HOLDINGS LTD. BASED ON
SETTLEMENT AGREEMENT (CONFIDENTIAL) was served to the parties as indicated
below, this 2nd day of December 2010:

ViA HAND DELIVERY Vis HAND DELIVERY

The Honorable Marilyn R. Abboft The Honorable Carl C. Charneski
Secretary Administrative Law Judge

U.S. INTERNATIONAL TRADE COMMISSION U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 112A 500 E Street, S.W., Room 317-Q
‘Washington, DC 20436 ‘Washington, DC 20436

{Motion and Exhibits A, B and C- original +6) (Motion and Exhibits A, B and C —2 copies)

V1A HAND DELIVERY
Rett Snotherly, Esq.

Office of Unfair Import Investigations
U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 4018
Washington, DC 20436

- (Motion and Exhibits A, B and C)
COUNSEL FOR PRINT-RITE HOLDINGS LTD. AND UNION TECHNOLOGY INT'L

Via ELECTRONIC MAIL

Wayne Cooper

30 Ozakland Avenue

San Anselmo, CA 94960
cooperlaw@comcast.net

(Motion and Exhibits A, B and C (as party to
settlement agreement))

COUNSEL FOR VIRTUAL IMAGING
PRODUCTS, INC.

Via ELECTRONIC MAIL
Merritt R. Blakeslee

The Blakeslee Law Firm

International Trade Law

1250 Connecticut Ave., N.W., Suite 700
Washington, DC 20036
mrb@Blakeslee-law.com

{Motion and Exhibits B and C Only)



PUBLIC VERSION

COUNSEL FOR LISS Ixcf D/B/A TONERZONE.COM INC. AND INKJET SUPERSTORE

ViA OVERNIGHT DELIVERY

Jon E. Hokanson

Lewis Brisbois Bisgaard & Smith LLP
221 N. Figueroa Street, Suite 1200
Los Angeles, CA 90012

{Motion and Exhibits B and C Only)

COUNSEL FOR NINESTAR IMAGE CO. LTD (A/K/A NINESTAR TECANOLOGY CO., LTD.); NINESTAR
IMAGE INTERNATIONAL, LTD.; SEINE IMAGE INTERNATIONAL CO. L.TD.; NINESTAR TECENOLOGY
COMPANY, LTD.; ZIPRINT IMAGE CORPORATION; NANO PACIFIC CORPORATION, DIRECT
BILLING INTERNATIONAL, INC., D/B/A OFFICESUPPLYOQUTFITTERS.COM; ACECOM, INC. D/B/A
INKSELL.COM; INK TECHNOLOGIES PRINTER SUPPLIERS, LLC p/B/A INK TECANOLOGIES LLC;
CHUNG PAL SHIN D/B/A INK MASTER; 1JSS INC. D/B/A TONERZONE.COM INC, AND INKJET

SUPERSTORE; ACM TECHNOLOGIES, INC. AND QUALITY CARTRIDGES INC.

VIA ELECTRONIC

Gary M. Hnath

Mayer Brown LLP

1999 K Street, N.W.
Washington, DC 20006-1101

ghnath@mayerbrown.com
{Motion and Exhibits B and C Only)

COUNSEL FOR NECTRON INTERNATIONAL, INC.

V1A ELECTRONIC MALL

Mario G. Ceste

Law Offices of Mario G. Ceste, LLC
P. O, Box 82

Wallingford, CT 06492

mgclaw@snet.net
{Motion and Exhibits B and C Only)

COUNSEL FOR INK TECHNOLOGIES PRINTER

SuppLIES, LLC (b/B/A INK TECENOLOGIES LLC)

V1A OVERNIGHT DELIVERY

David A. Shough

Law Office of David A. Shough
853 Dayton Oxford Road

Carlisle, OH 45005-3412

(Meotion and Exhibits B and C Only)
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COUNSEL FOR JAHWA ELECTRONICS CO., L1D.,
Huizrou JAHWA ELECTRONICS Co., LTD.; CoPY TECHNOLOGIES, INC.;
LASER TONER TECHNOLOGY, INC. AND C & R SERVICES, INCORPORATED

ViA OVERNIGHT DELIVERY

Richard L. Stroup

Finnegan, Henderson, Farabow
Garrett & Dunner, LLP

901 New York Avenue, NW.

‘Washington, DC 20001-4413

{Motion and Exhibit C Only)

COUNSEL FOR E-TONER MART, AND ALPHA IMAGE TECH

Via OVERNIGHT DELIVERY

Edgardo M. Lopez

Law Offices of Edgardo M. Lopez
3600 Wilshire Boulevard, Suite 1716
Los Angeles, CA 90010

(Motion and Exhibit C Only)

N

STRIANI & SCHAUMBERG, L.LP.
teenth St., N.W., Fifth Floor
Washington, DC 20036

LEX100010-Confidential-Public



CERTIFICATE OF SERVICE

I hereby certify that a copy of foregoing JOINT MOTION TO TERMINATE
INVESTIGATION AS TO RESPONDENT PRINT-RITE HOLDINGS LTD. BASED ON
SETTLEMENT AGREEMENT (PUBLIC VERSION) was served to the parties as indicated
below, this 22nd day of December 2010:

The Honorable Marilyn R. Abbott The Honorable Carl C. Charneski
Secretary Administrative Law Judge

U.S, INTERNATIONAL TRADE COMMISSION U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 112A 500 E Street, S.W., Room 317-O
Washington, DC 20436 Washington, DC 20436

(VIA ELECTRONIC FILING) (ViA HAND DELIVERY ~2 copies)

Rett Snotherly, Esq.

Office of Unfair Import Investigations
U.S. INTERNATIONAL TRADE COMMISSION
500 E Street, S.W., Room 4018
Washington, DC 20436

(V1A HAND DELIVERY)

COUNSEL FOR PRINT-RITE HOLDINGS LTD. AND UNION TECHNOLOGY INT’L

Wayne Cooper

30 Oakland Avenue

San Anselmo, CA 94960

{V1a ELECTRONIC MAIL — cooperlaw(@comcast.net)

COUNSEL FOR VIRTUAL IMAGING PRODUCTS, INC.

Merritt R. Blakeslee

The Blakeslee Law Firm

International Trade Law

1250 Connecticut Ave., N.W., Suite 700
Washington, DC 20036

(Via ELECTRONIC MAIL — mrb@Blakeslee-
law.com)



COUNSEL FOR NINESTAR IMAGE CO. LTD (A/K/A NINESTAR

TECHNOLOGY CO., LTD.); NINESTAR IMAGE INTERNATIONAL, LTD.;

SEINE IMAGE INTERNATIONAL CO0. LTD.; NINESTAR TECHNOLOGY COMPANY,

LTD.; ZIPRINT IMAGE CORPORATION; NANO PACIFIC CORPORATION, DIRECT BILLING
INTERNATIONAL, INC., D/B/A OFFICESUPPLYOUTFITTERS.COM; ACECOM, INC. D/B/A
INKSELL.COM; INK TECHNOLOGIES PRINTER SUPPLIERS, LLC D/B/A INK TECHNOLOGIES LLC;
CHUNG PAL SHIN D/B/A INK MASTER; 1JSS INC. D/B/A TONERZONE.COM INC. AND INKJET

SUPERSTORE; ACM TECHNOLOGIES, INC. AND QUALITY CARTRIDGES INC.

Gary M. Hnath

Mayer Brown LLP

1999 K Street, N.W.
Washington, DC 20006-1101
(ViA ELECTRONIC MAIL -
ghnath@mayerbrown.com)

COUNSEL FOR 1JSS INC. D/B/A TONERZ.ONE.COM INC. AND INKJET SUPERSTORE

Jon E. Hokanson

Lewis Brisbois Bisgaard & Smith LLP

221 N. Figueroa Street, Suite 1200

Los Angeles, CA 90012

(V1A ELECTRONIC MAIL ~ hokanson@lbbslaw.com)

COUNSEL FOR NECTRON INTERNATIONAL, INC.

Mario G. Ceste

Law Offices of Mario G. Ceste, LLC

P. O. Box 82

Wallingford, CT 06492

(V1A ELECTRONIC MAIL - mgclaw@snet.net)

COUNSEL FOR INK TECHNOLOGIES PRINTER
SuppLIES, LLC (D/B/A INK TECHNOLOGIES LLC)

David A. Shough

Law Office of David A. Shough

853 Dayton Oxford Road

Carlisle, OH 45005-3412

(V1A ELECTRONIC MAIL ~ dshough@das-law.com)



COUNSEL FOR E-TONER MART, AND ALPHA IMAGE TECH

Edgardo M. Lopez

Law Offices of Edgardo M. Lopez

3600 Wilshire Boulevard, Suite 1716

Los Angeles, CA 90010

(V1A ELECTRONIC MAIL - edlopezlaw(@aol.com)

OTHER RESPONDENTS

Jahwa Electronics Co., Ltd.

7-6 Hyunam-ri Bugi-myeon Chongwon-gun
Chungchongbuk-do, South Korea 363-920
(V1A FIRST CLASS MAIL)

Huizhou Jahwa Electronics Co., Ltd.

No. 10 JiangJun Road, ZhouTian Village,
Quichang Town, Huiyang District,
Huizhou

Guangdong Province, China

(V1A FIRST CLASS MAIL)

Copy Technologies, Inc.

130 James Aldredge Blvd SW
Atlanta, Georgia 30336

(V1A FIRST CLASS MAIL)

Laser Toner Technology, Inc.
515 Wharton Circle SW
Atlanta, Georgia 30336
Telephone: 404-696-1131
(VIA FIRST CLASS MAIL)

C & R Services, Incorporated
2035 Fair Oaks Circle
Corinth, Texas 76210

(VIA FIRST CLASS MAIL)
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