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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN ELECTRONIC DEVICES WITH Inv. No. 337-TA-813
GRAPHICS DATA PROCESSING SYSTEMS,
COMPONENTS THEREOF, ANDASSOCIATED
SOFTWARE

ORDER NO. 18: GRANTING COMPLAINANTS’ MOTION TO STRIKE
RESPONDENT’S NOTICE OF PRIOR ART; AND

GRANTING IN PART RESPONDENT’S MOTION FOR LEAVE TO
FILE AN AMENDED NOTICE OF PRIOR ART

(May 23, 2012)

On March 13, 2012, pursuant to Commission Rule 210.15 and Ground Rule 2,

Complainants S3 Graphics Co., Ltd. and S3 Graphics, Inc. (collectively, “S3G”) filed a motion to

strike Respondent Apple Inc.’s (“Apple”) Notice of Prior Art and to compel Apple to file an

amended notice identifying, for each asserted patent, no more than 30 patents, publications, or

products that Apple reasonably intends to rely upon at the evidentiary hearing. (Motion Docket

No. 813-008.) S3G also requested that Apple’s amended notice not identify any references or

individuals that were not listed in Apple’s First Amended Notice of Prior Art. (S3G Mot. at 1.)

S3G says that on February 13, 2012, Apple filed a Notice of Prior Art that contains a list of

over 1,800 references. (S3G Mot. Mem. at 1.) S3G asserts that after S3G objected to Apple’s

original Notice, Apple subsequently served a First Amended Notice of Prior Artl listing over

1,000 references. (Id.) S3G says that it also objected to Apple’s First Amended Notice and offered

to agree to Waiveits objections if Apple first sought leave to file this Amended Notice and if Apple

1 Apple’s First Amended Notice was not filed at the ITC or submitted to the Administrative Law Judge.
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also agreed to not object if S3G sought to amend its claim construction positions after reviewing

the Amended Notice. (Id. at 4.) S3G says that Apple rejected this proposal. (Id.) S3G argues that

these Notices do not perform the function of notifying S3G or the Commission Investigative Staff

(“Staff”) of Apple’s prior art invalidity positions. (Id. at 1.) According to S3G, these Notices hide

the relevant references Apple reasonably believes it will raise at the evidentiary hearing. (Id.)

S3G asserts that Apple says it is unable to identify specific prior art it intends to rely upon at the

hearing and will serve S3G and Staff a series of amended prior art notices over the coming months.

(Id. at 2.) S3G argues that Apple’s over-inclusive Notice does not provide the required notice;

needlessly burdens S3G, Staff, and the Commission; and thwarts the design of the procedural

schedule. (ld.) In addition to arguing that Apple’s amended Notice is over-inclusive, S3G also

asserts that many of the references in the amended Notice failed to include the required specificity

to comply with Ground Rule 4 and 35 U.S.C. § 282. (Id. at 6.)

On March 23, 2012 Apple opposed the motion. Apple asserts that the list of prior art in its

original Notice of Prior Art was reasonable because even though it retained experts and initiated a

prior art investigation afier the original Complaint was filed, Apple could not reasonably reduce

the number of prior art references. (Apple Opp. at 1.) In support, Apple cites the following

reasons: each of the four patents relates to a different type of image processing technology in

extremely crowded fields; this Investigation is unique because Apple believes the asserted patents

are invalid in view of not only printed publications, but also in light of prior art products that

disappeared from the market years ago; S3G refused to respond to discovery regarding the dates of

conception and reduction to practice for the asserted patents; and Apple’s Notice has caused no

prejudice to S3G. (Id. at 1-3.) Regarding prejudice, Apple says that S3G has had sufiicient time to

review the prior art in the Notice; Apple will further reduce its prior art references in response to

S3G’s contention interrogatories pursuant to the procedural schedule and Apple will again narrow
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its invalidity contentions when expert reports are due; and by the time S3G provides its rebuttal

expert report on validity it will have had over five months to analyze the prior art. (Id. at 3.) Apple

also argues that S3G has essentially admitted it has suffered no prejudice by offering to accept the

number of references in Apple’s First Amended Notice. (1d.) Finally, Apple states that it has

agreed to limit its Notice of Prior Art to less than 500 references by March 30, 2012. (Id.)

On March 23, 2012, Staff supported the motion in part. Staff asserts that Apple’s Notice of

Prior Art fails to provide adequate notice and that it would be unreasonable for S3G and Staff to

conduct a thorough review of more than 1,000 references. (Staff. Resp. at 2.) However, Staff

asserts that S3G’s requested relief is unreasonable because of the complexity of the teclmology,

the number of patents at issue, and the relatively crowded field of prior art. (Id. at 1.) Staff also

asserts that imposing an arbitrary numerical limit on the number of references in the Notice of

Prior Art could thwart the Commission’s objective of establishing a fair and complete evidentiary

record. (Id.) Rather than imposing anumerical limit, Staff requests that the Administrative Law

Judge strike Apple’s Notice of Prior Art and order Apple to file a new Notice that includes only

references that appeared in the previously file Notice, only references or witness names that Apple

genuinely intends to rely on at the evidentiary hearing; and only references specifically disclosed

in response to requests for discovery or in Apple’s response to the Complaint and Notice of

Investigation. (Id. at 3-4.)

On April 3, 2012, Apple filed a motion for leave to file an Amended Notice of Prior Art.

(Motion Docket No. 813-011.) Specifically, Apple seeks leave to file an Amended Notice that

lists fewer than 500 references. (Apple Mot. at 2.) Apple also requested that its motion for leave

be considered in connection with S3G’s motion to strike? (Apple Mot. at 3.) In support, Apple

2 The Administrative Law Judge agrees that S3G’s motion to strike should be considered at the same time as Apple’s
motion to amend. Thus, both motions are considered herein.
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essentially reasserts the same arguments it presented in opposition to S3G’s motion to strike. (See

Apple Mot. Mem. at 2-3.) Apple also asserts that its Amended Notice does not include any new

patents, publications, or products that were not identified in its original Notice but does include the

identities of six recently discovered individuals with knowledge regarding prior art products listed

in the original Notice. (Id. at 3.) Apple asserts that it has good cause to add those witnesses

because it received discovery afier filing its original Notice from Evans & Sutherland Computer

Corp. and Cirrus Logic regarding prior art products and that discovery led to the identification of

individuals with knowledge regarding those products. (See id. at 7-9, 13-16.)

On April 12, I012, S3G opposed Apple motion for leave. S3G argues that Apple’s

Amended Notice is still over-inclusive and fails to satisfy the required notice functions. (S3G Opp

at 6.) S3G also asserts that the Amended Notice includes language that “leaves the door open to

include an infinite and undefined number of references in the future.” (Id. at 1, 6.) S3G also

argues that Apple has not shown good cause to add new information to its Notice because Apple

unjustifiably delayed seeking the information that led to the identification of these individuals. (Id

at 14-l 5.)

On April 18, 2012, Apple sought leave, which is hereby DENIED, to file a reply to its

motion to amend. (Motion Docket No. 813-014.) On April 30, 2012, S3G opposed Apple’s

motion for leave.

No other responses to the motions were received.

Based on a review of the motion papers and responses thereto for both motions, the

Administrative Law Judge finds as follows.

Section 337 investigations at the Intemational Trade Commission are extremely fast-paced

proceedings. The Commission has stated that

[i]t is the policy of the Commission that, to the extent practicable and consistent
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Withthe requirements of law, all investigations and related proceedings under this
part shall be conducted expeditiously. The parties, their attorneys or other
representatives, and the presiding administrative law judge shall make every effort
at each stage of the investigation or related proceeding to avoid delay.

Commission Rule 210.2. The procedural schedule is carefully designed to have the parties

formulate, disclose, and solidify their positions with respect to invalidity and claim construction

early in the Investigation. In particular, the dates in the schedule were positioned so that the Notice

of Prior Art would be served prior to each party’s disclosure of their claim construction positions

precisely because the parties become bound by their respective claim construction positions at the

time the joint list of proposed claim constructions is filed. A later Notice of Prior Art would

therefore provide respondents with an unfair tactical advantage. While the Ground Rules permit a

party to amend the Notice of Prior Art or a proposed claim commotion upon a showing of good

cause, for example when discovery reveals a previously unknown prior art reference, the schedule

is designed to prevent a shitting sands approach to the proceedings. Apple’s Notice, containing

more than 1700 references, renders this precisely crafted schedule meaningless. See Certain

Wireless Communications SystemServer Software, WirelessHandheld Devices and Battery Packs,

Inv. No. 337-TA-706, Order No. 10 at 3 (U.S.I.T.C. June 10, 2010) (striking voluminous prior art

notice) (“Wireless Communications”); Certain Electronic Devices, Including Wireless 2

CommunicationDevices, Portable Music and Data Processing Devices, and Tablet Computers,

Inv.No. 337-TA-794,OrderNo. 40 at 2 (U.S.I.T.C.March 12,2012)(findingthat i

unwieldy Notice of Prior Art should be stricken in its entirety) (“Electronic Devices”). For the

same reasons, the Administrative Law Judge previously rejected the parties’ request to permit

automatic leave to amend the Notice of Prior Art in this Investigation (Order No. 4 at i, n. 1) and

Apple’s proposal regarding a two-tiered system of disclosing prior art in Electronic Devices. See

Inv. No. 337-TA-794, Order No. 40 at 2.
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Despite the clear precedent indicating that a Notice of Prior Art of indiscriminate breadth

fails to give fair notice to Complainants and Staff, including in Electronic Devices in which Apple

was the Respondent, Apple chose to file a Notice of Prior Art listing an average of over 400

references per asserted patent. Apple appears to have disregarded the Administrative Law Judge’s

warning in Order No. 4 regarding leave to file an amended Notice of Prior Art and filed its original

Notice with the intent of filing a series of amended notices, circumventing the procedural schedule

Further, the Administrative Law Judge rejects Apple’s arguments regarding the need to file such a

voluminous Notice. First, Apple argues that each of the asserted patents relates to different

technology in a crowded field. (See Apple Opp. at 2.) However, even if the field of technology is

as crowded as Apple asserts, Apple cannot reasonably expect to rely upon more than 400

references for each asserted patent in this Investigation, and it was incumbent on Apple to

reasonably limit its Notice. Second, Apple argues this Investigation is unique because it believes

the asserted patents are invalid in light of prior art products. (See id.) Regardless of whether or not

that fact makes this Investigation unique, it does not explain Apple’s inclusion of more than 1,000

patents and 400 non-patent publications in its original Notice. Next, Apple argues that it was

unable to limit its original Notice of Prior Art because S3G delayed in identifying the asserted

patents’ dates of conception and reduction to practice3 and in identifying the components accused

of infringement. (See id.) The Administrative Law Judge finds that any delays by S3G do not

excuse the overall breadth of Apple’s original Notice. See also Electronic Devices, Order No. 40.

Motion to Strike (Motion Docket No. 813-008)

Based on the foregoing, the Administrative Law Judge finds that S3G’s motion to strike

(Motion Docket No. 813-008) should be GRANTED as follows. Apple’s Notice of Prior Art is

3 The Administrative Law Judge notes that the Ground Rules have been amended to require early disclosure of patent
priority dates (see Order No. ll) and the private parties’ dispute regarding priority dates was previously addressed in
Order No. 16.
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stricken. Regarding S3G’s request to limit Apple to identifying 30 references per asserted patent,

the Administrative Law Judge declines to adopt such an arbitrary requirement. Setting a numerical

limit regarding the references listed in a Notice of Prior Art is not appropriate because a reasonable

number of references is likely to vary with respect to each asserted patent. Also, S3G’s prior

willingness to accept a Notice listing 1,000 references4 contradicts S3G’s current request for relief.

Motion to Amend (Motion Docket N0. 813-011)

As an initial matter, regarding Apple’s request to add six newly discovered individuals to

its Notice of Prior Art, the Administrative Law Judge finds that Apple has shown good cause to

add those individuals. Significantly, S3G does not dispute that the products for which those

individuals were added were listed in Apple’s original Notice, and S3G does not dispute that

Apple learned of those individuals after filing its original Notice. Further, the Administrative Law

Judge finds that Apple was sufficiently diligent in seeking discovery on these products and

identifying these individuals based on discovery received. (See Apple Mot. Mem. at 14-16).

Accordingly, the Administrative Law Judge finds that this portion of Apple’s motion to amend

(Motion Docket No. 813-01 1) should be GRANTED.

Regarding Apple’s motion in general, the Administrative Law Judge finds that Apple has

blatantly disregarded the Administrative Law Judge’s prior precedent regarding Notices of Prior

Art as discussed above. As Apple Wasa party to, and subject to the Administrative Law Judge’s

orders in Electronic Devices, Apple has no excuse here. See Electronic Devices, Order Nos. 40, 56,

68. Further, Apple disregarded the Administrative Law Judge’s statements in conjunction with the

procedural schedule regarding the Notice of Prior Art deadline and is attempting to circumvent the

4 The Administrative Law Judge also finds S3G’s conduct in this regard to be less than exemplary. In response to
Apple’s First Amended Notice, S3G indicated that a listing of over 1,000 references was acceptable if Apple did not
object to S3G reformulating its claim construction positions. Thus, while S3G argues that Apple is attempting to
circumvent the procedural schedule by filing a series of notices to gain a tactical advantage, S3G itself has attempted
to circumvent the schedule regarding claim construction to gain a tactical advantage over Apple.
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procedural schedule and the Ground Rules by attempting to gradually reduce the number of

references in its Notice over time. Apple does not even attempt to hide this fact. Rather, Apple

acknowledges that it quickly agreed to reduce its list of references when S3G objected to its

original Notice, and that it agreed to further reduce its list after S3G filed its motion to strike. This

is exactly the shifiing sands approach to this Investigation that the procedural schedule is designed

to prevent. The list that Apple is seeking to file by way of this motion is the list that should have

been filed pursuant to procedural schedule on February 13.

Apple also attempts to minimize its misconduct by asserting that its list of prior art

references will necessarily be reduced in its responses to contention interrogatories and its expert

report on invalidity. (See Apple Opp. at 3.) The Administrative Law Judge does not expect that a

party will precisely know the references it intends to assert, and agrees that contention

interrogatories and expert reports allow parties to successively narrow, fonnulate, and disclose

their positions as the Investigation progresses. However, the Administrative Law Judge has

repeatedly made the expectation clear to the parties that they must solidify certain positions at an

earlier stage in the Investigation. See Order Nos. 2, 4. See also Cormnission Rule 21O.13(b)(3)

(encouraging respondents to articulate a prior art analysis as early as possible: in the response to

the complaint).

Based on the foregoing, the Administrative Law Judge finds that Apple should be ordered

to further limit its Notice of Prior Arts. Thus, Apple shall have until June 1, 2012 to refile its

Amended Notice of Prior Art. Lnlight of the above discussion and the Administrative Law Judge’s

previous guidance to Apple in Electronic Devices (see luv. No. 337-TA-794, Order Nos. 40, 56,

68), the Administrative Law Judge expects Apple’s re-filed Amended Notice to include

5 In making this finding, the Administrative Law Judge is not making a finding regarding whether a Notice of Prior
Art listing 500 references is reasonable. As noted repeatedly herein, the Administrative Law Judge declines to set a
numerical limit on references listed in Notices of Prior Art.
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significantly fewer references. While, as noted above, the Administrative Law Judge declines to

set numerical limits, Apple’s Amended Notice should (i) only include references listed in Apple’s

Amended Notice attached to its motion to amend, and (ii) only those references it reasonably, and

practicably, intends to rely upon at the evidentiary hearing in this Investigation. Apple’s Amended

Notice should also confonn to the requirements of Ground Rule 4. Once filed, Apple will not be

permitted to make any further changes to its Notice. '

Accordingly, the Administrative Law Judge finds that Apple’s motion to amend (Motion

Docket No. 813-011) should be GRANTED IN PART to the extent indicated.

Within seven days of the date of this document, each party shall submit to the Office of the

Administrative Law Judges a statement as to whether or not it seeks to have any portion of this

document deleted from the public version. The parties’ submissions may be made by facsimile

and/or hard copy by the aforementioned date.

Any party seeking to have any portion of this document deleted from the public version

thereof must submit to this office a copy of this document with red brackets clearly indicating any

portion asserted to contain confidential business information. The parties’ submissions

conceming the public version of this document need not be filed with the Commission Secretary.

g Q

jg.James Gildea
Administrative Law Judge

SO ORDERED.
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U.S. International Trade Commission
500 E Street, SW, Room ll2A
Washington, D.C. 20436

ON BEHALF OF COMPLAINANTS S3 GRAPHICS CO.. LTD. AND S3 GRAPHICS,
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901 New York Ave., N.W. ( ) Other:
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P: 202-408-4000
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P: 202-467-6300
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