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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN COMMUNICATIONS OR Inv. N0. 337-TA-925
COMPUTING DEVICES AND
COMPONENTS THEREOF

ORDER NO. 21: GRANTING-IN-PART AND DENYING-IN-PART RESPONDENT
APPLE INC.’S MOTION TO COMPEL THE PRODUCTION OF

' DOCUMENTS FROM COMPLAINANT

(March 10, 2015)

On February l2, 2015, Respondent Apple Inc. (“Apple”) filed a motion to compel ,

Complainant Enterprise Systems Technologies S.a.r.l. (“Enterprise”) to produce certain

documents that have been withheld on the basis of privilege (Motion Docket No. 925-011).

Enterprise filed a response in opposition to the motion on February 23, 2015. On that same day,

the Commission Investigative Staff_(“Staff”) filed a response supporting‘the motion in part. On

February 26, 2015, Apple filed a reply brief in support of its motion. The motion states that the

other Respondents and Intervenor Google Inc. do not oppose the motion. '

I. BACKGROUND .

On January 30, 2015, Apple took the deposition of Paul Coryea, Enterprise’s director of

licensing and patent portfolio management. See Motion Exhibit 1 (Deposition Transcript of Paul

Coryea). At that deposition,Mr. Coryeadescribed— meetings of Enterpn'se’sBoardof

Managersandtestifiedthatminutes— Id.at32114-33110.Inaddition,
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— Id. at135:10-19.After thedeposition,counselforApplerequestedproductionof

theminutes,_ andanyothersimilardocuments.MotionExhibit4. Inresponseto

Apple’srequest,Enterpriseinitiallyproduced_meeting minutes,—

_ MotionExhibits11and13.AfterApplefiledthepresentmotion,

Enterpriseproduced_ ofmeetingminutes

Enterprise Response to Motion

Exhibits 8,9, 10, 11, and 12. Enterprise has refused to produce additional meeting minutes or

citing‘attomey-client privilege. On February 19, 2015, Enterprise

produced a supplemental privilege log identifying, inter alia, certain documents relevant to the

present motion. Enterprise Response Exhibit 6.

Apple contends that the disputed documents are within the scope of several document

requests that were served on Enterprise at the outset of this investigation, including Respondents’

Joint Request for Production No; 4:

All minutes of any meeting of any EST board of directors or‘board
committee relating to this Investigation, any Respondentin this
Investigation, Google Inc., any licensee identified in the complaint,
any other licensee that you may rely on to establish domestic
industry, and/or any Respondents’ device, product, system, or
component.

Motion Exhibit 6 (Enterprise Responses to Respondents’ Requests for Production of Documents

(September 12, 2014)).

, Enterprise and Staff identify a discovery stipulation relevant to the present motion, which

was agreed to by the parties on September 22, 2014. Motion Exhibit 2. The stipulation states

that privileged materials “dated, created, or communicated on or after June 17, 2014, do not need

to be included on any privilege log.” Id. at 13.
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rt. LEGAL STANDARDS

Pursuant to Commission Rule 2lO.27(b), “[a] party may obtain discovery regarding any

matter, not privileged, that is relevant to . . . the claim or defense of the party seeking discovery

or to the claim or defense of any other party.” 19 C.FiR. § 2l0.27(b). Information is

discoverable if it is “reasonably calculated to lead to the discovery of admissible evidence Id

The attorney-client privilege applies to communications where

(1) the asserted holder of the privilege is or sought to become a
client;

(2) the person to whom the communication was made (a) is a
member of the bar of a court, or his subordinate and (b) in
connection with this communication is acting as a lawyer;

(3) the communication relates to a fact of Whichthe attorney was
infonned (a) by his client (b) without the presence of strangers (c)
for the purpose of securing primarily either (i) an opinion on law or
(ii) legal services or (iii) assistance in some legal proceedings, and
not (d) for the purpose of committing a crime or tort; and

(4) the privilege has been (a) claimed and (b) not Waivedby the
client.

Certain Anisotropicalbl Etched One Megabit and Greater DRAMs, Inv. No. 337-TA-345,

C0mm’n Op. (Aug. 30, 1993) (quoting United States v. United Shoe Machinery Corp., 89

F. Supp. 357, 358-59 (D. Mass. 1950)). The party invoking the privilege has the burden

of establishing its existence. See Certain Hydraulic Excavators and Components Thereo)’,

Inv. N0. 337-TA-582, Order N0. 23 (Mar. 2, 2007) (quoting Ruran v. Beth El Temple of

WestHaiford, 226 F.R.D. 165, 168-69 (D. Conn; 2005). ' .

The attomey work product doctrine protects from discovery documents and other

tangible things prepared by counsel or a party at the direction of its counsel in anticipation

of litigation or for trial. See Certain EPROM , EEPROA/I,Flash Memory, and Flash

Microcontroller Semiconductor Devices and Products Containing Same, Inv. No. 337

TA-395, Order No. 39 (Dec. 11, 1997); Certain Low-Power Computer Hard Disk Drive

-.J
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Systems and Products Containing Same, Inv. No. 337-TA—373,Order N0. 4 (Jun. 26,

1995); See also Fed. R. Civ. P. 26(b)(3). The attomey-client privilege applies only to

communications seeking or rendering legal, rather than business advice. See, e.g.,

Complex Sys. v. ABNAMRO Bank N. J/1,279 F.R.D. 140, 150 (S.D.N.Y. 2011); Pacific

Gas and Elec. Co. v. United States, 69 Fed. Cl. 784, 811 (Fed. Cl. 2006); Burton v.

Reynolds Tobacco Co., 170 F.R.D. 481, 484 (D; Kan. 1997); Barr Marine Prods. C0.,

Inc. v. Borg-Warner C0rp.,_84 F.R.D. 631, 634 (E.D. Pa. 1979).

III. ANALYSIS

As an initial matter, I agree with Enterprise and Staff that, pursuant to Ground Rule 4.9.2

and the parties’ discovery stipulation, Apple is precluded from moving to compel production of

privileged documents dated after June 17, 2014. Ground Rule 4.9.2 provides that:

The Administrative Law Judge is aware that, often times, parties
agree that production of a privilege log is not necessary. The
Administrative Law Judge finds such an agreement to be
acceptable; however, if such an agreement is in force, the _
Administrative Law Judge will not consider any motions involving
privileged documents.

Order No. 2 at 10. Apple’s motion is therefore denied as to and

the Board of Managers minutes created afier the parties’ stipulated cutoff date for logging

privileged documents.

There are - Board of Managersmeeting minutes that are not coveredby the parties’

stipulation and are being Withheld by Enterprise; i

— EnterprisedoesnotdisputethattheWithheldminutesareresponsiveto

Respondwts’ request for documents. I

_ EnterpriseResponseat5-8.Afterreviewingtheminutesproduced
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from other Board of Managers meetings, I agree with Apple and Staff that the unproduced

minutes are likely to be relevant and to contain at least some content that is not privileged.

On the issue of relevance, I agree WithStaff that the content of the produced minutes

suggests that the unproduced minutes “may, at a minimum, lead to the discovery of admissible

evidence.” Staff Response at 2. Apple argues that these minutes are relevant to the operations of

Enterprise and its intellectual property rights, which relate to Enterprise’s standing to bring suit.

Apple Motion at 6-9. Apple further argues that these minutes are relevant to the public interest.

Id. at 9-10. While the unproduced minutes may or may not contain substantive evidence relevant

to standing or the public interest, I find that the minutes are likely to provide context for the other

minutes that have been produced and would at the very least complete the timeline of

Enterprise’s business activities up to the time of the complaint in this investigation, which is the

relevant timeframe for standing. See Aspex Eyewear, Inc. v. Miracle Optics, Ina, 434 F.3d l336,

1342 (Fed.’Cir. 2006) (“a party’s standing to sue must exist at the time an original complaint is

filed”).Accordingly,I orderEnterprisetoproducethe—'minutes in theirentirety.

On the issue of privilege, I agree with Staff that “it is highly likely that the minutes of the

meetings of Enterprise’s Board of Directors discuss business topics that are not protected by any

privilege. StaffResponseat 3. Enterprisearguesthat the— minutesareprivileged

but the entirety of the minutes do not become

privileged by the mere presence of attorneys at the meeting. ‘See,e.g. In re Ampicillin Antitrust

Litigation, 81 F.R.D. 377, 385 n.9 (D.D.C. March _20,1978) (“a status report on the corporation’s

activities does not become immune from discovery merely because a copy is transmitted to -

counsel with no accompanying request for legal advice. Nor do minutes of meetings become

privileged by the mere presence of counsel”). Federal district courts have resolved similar
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discovery disputes by ordering the production of redacted documents. In Complex Systems,Inc.

v. ABNAJMROBank N. V.,the court ordered the defendant to produce portions of certain e-mails

that reflected purely factual matters or business judgments Whileallowing the redaction of legal

advice. 279 F.R.D. 140, 150-51 (S.D.N.Y. October 26, 2011). In Smithkline Beecham Corp. v.

Apotex C0rp., a plaintiff in a patent suit was ordered to produce agendas for meetings that were

authored by attorneys, where it was “very unlikely that legal advice is implicated,” but the

plaintiff was allowed to withhold certain “minutes of meetings with counsel present to provide

legal advice.” 193 F.R.D. 530, 537 (N.D.Ill. May 26, 2000). The format and content ofthe

Board of Managers minutes produced by Enterprise suggest that similar distinctions can me

made here, as the date, location, list of attendees, and agenda for the minutes are unlikely to be

privileged, and some portion of the content of the minutes may reflect business topics rather than

legal advice. Accordingly, I order Enterprise to review the minutes and to

produce a redacted version where only the privileged portions of the minutes are withheld.

Staff‘s Response and Apple’s Reply Brief identify one additional document identified on

Enterprlws redacted d<><>umentlog

Enterprise Response Exhibit 6 at 9. Enterprise does not claim any privilege as to this document

Apple states thatthis

document was produced with certain fmancial terms redacted. Apply Reply at 6. Administrative

law judges have consistently held that .third-party confidentiality is not a sufficient basis to redact

or withhold license agreements. Certain Non-Volatile Memory Chips and Products Containing

Same, Inv. No. 337-TA-916, Order No. 22 at 4 (December 17, 2014) (citing Certain Inlgjet

Cartridges with Printheads and Components Thereofl Inv. No. 337-TA-723, Order No. 20 at 4-5
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(November 19, 2010)). Accordingly, I order Enterprise to produce an unredacted version of the

IV. CONCLUSION .

For the reasons discussed above, Apple’s motion to compel the production of documents

from Enterprise (Motion Docket No. 925-O11)is GRANTED-IN-PART and DENlED-lN

PART. Enterprise is hereby ordered to produce unredacted copies of the Board of Managers

meeting minutes end the In addition, Eiiterpiise is

hereby ordered to produce a redacted version of the Board of Managers meeting minutes

where only the privileged portions of the minutes are Withheld.

Within seven (7) days of the date of this Order, each party shall submit to the Office of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of

this document deleted fiom the public version. Any party seeking to have any portion of this

document deleted fiom the public version thereof must attach to its submission a copy of this

document with red brackets indicating any portion asserted to contain confidential business

information. The parties’ submissions concerning the public version of this document need not

be filed with the Commission Secretary but shall be submitted by both e-mail and paper copy to

the Administrative Law Judge pursuant to Ground Rule 1.3.

SO ORDERED. v

' Dee Lord '
Administrative Law Judge
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the Commission Investigative Attorney, Lisa M. Kattan, Esq., and the following parties as

indicated, on MAR

isa R. arton, ecretary
U.S. International Trade Commission
500 E Street, SW, Room 112
Washington, DC 20436

On Behalf of Complainant Enterprise Systems Technologies
S.a.r.l.: 

James M. Wodarski, Esq._
MINTZ LEVIN
One Financial Center
Boston, MA 02111
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Electronics U.S.A.. Inc.. and LG Electronics M0bileComm
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