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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN BEVERAGE BREWING CAPSULES,
COMPONENTS THEREOF, AND PRODUCTS I‘“" N°' 337'TA‘929
CONTAINING THE SAME (E“f°'°‘*‘“°‘" 3"“

Rescission Proceeding)

ORDER NO. 33: INITIAL DETERMINATION GRANTING COMPLAINANTS’
MOTION FOR SUMMARY DETERMINATION THAT

‘ RESPONDENTS CANNOT PROVE ITS COLLATERAL
ESTOPPEL DEFENSE AS A MATTER OF LAW

. (December 1, 2016)

On October 7, 2016, Complainants Adrian Rivera and Adrian Rivera Maynez

Enterprises, Inc. (collectively “ARM”) filed Motion Number 929-O34 seeking summary

determination that Respondents Eko Brands, LLC and Espresso Supply, Inc. (collectively “Eko”

or “Respondents”) cannot prove its collateral estoppel defense as a matter of law. (Mot. Dkt. No.

929-O34 (“Mot.”)l at 1 (Oct. 7, 2016).) On October 20, 2016, Respondents filed an opposition to

ARM’s motion. (See Resp. Opp.) On the same day, the Commission Investigative Staff

(“Staff”) filed its views regarding ARM’s motion. (See Staff Resp.).M_ \
1Combined with ARM’s motion, is a memorandum in support of the motion. The motion and memorandum each
have sequential pagination beginning with a page 1. For clarity, this determination cites to “Mot.” when referring to
the motion and “Mem.” when referring to the memorandum in support of the motion.
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Subsequently, on October 27, 2016, ARM filed Motion Number 929-035 seeking leave to

file a reply to Respondents’ opposition to its motion for summary determination on the collateral

estoppel defense. (See Mot. Dkt. No. 929-035 (“Mot. for Reply”) (Oct. 27, 2016).) Exhibit A to

ARM’s motion for a reply is its proposed Reply. (See id at Ex. A (“Reply”).) On November 7,

2016, Respondents filed a response opposing ARM’s motion to file a reply on the collateral

estoppel issue. A

As of the date of this Order, no other filings have been received regarding the pending

summary determination motion. For the reasons discussed herein, the Administrative Law Judge

(“ALI”) hereby DENIES ARM’ motion for leave to file a reply and GRANTS ARM’s motion

for summary detennination.

I. Background’

A. Procedural History at the ITC

On September 9, 2014, the Commission instituted the violation phase of this investigation

with respect to U.S. Patent No. 8,720,320 (“the ’320 patent”) to determine:

whether there is a violation of subsection (a)(l)(B) of section 337 in the
" importation into the United States, the sale for importation, or the sale within the

United States after.importation of certain beverage brewing capsules, components
thereof, and products containing the same by reason of infringement of one or
more of claims 5-8 and 18-20 of the ’32Opatent, and Whether an industry in the
United States exists as required by subsection (a)(2) of section 337

79 Fed. Reg. -53445 (September 9, 2014). The Notice of Investigation named as respondents

Solofill LLC of Houston, TX; DongGuan Hai Rui Precision Mould Co., Ltd. of GuangDong

Province, China; Eko Brands, LLC of Woodinville, WA; Evennuch Technology Co., Ltd. of

New Territories, Hong Kong; Ever Much Company Ltd. of Shenzhen, China; Melitta USA, Inc.

of North Clearwater, FL; LBP Mfg. Inc. of Cicero, IL; LBP Packaging (Shenzhen) Co. Ltd. of
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Guangdon China; Spark Innovators, Corp. of Fairfield, NJ; B. Marlboros International Ltd. (HK)

of Hong Kong; and Amazon.com, Inc. of Seattle, WA. (Id) ‘

On October 28, 2014, the ALJ ordered Respondents Eko Brands, LLC, Evennuch

Technology Co., and Ever Much Company Ltd., to show cause why they should not be found _in

default. Certain Beverage Brewing Capsules, Components Thereof and Products Containing

the Same, Inv. No. 337-TA-929, Order No. 9 (Oct. 28, 2014). On April‘22, 2015, the ALJ issued

an ID finding thoseparties in default. Certain Beverage Brewing Capsules, Components

Thereof and Products Containing the Same, Inv. No. 337-TA-929, Order No. 19 (Apr. 22,

2015). The Commission determined not to review that ID. Certain Beverage Brewing Capsules,

Components Thereof and Products Containing the Same, Inv. No. 337-TA-929, Notice of

Commission Decision Not to Review an Initial Determination Finding Three Respondents in

Default (May 18, 2015). Thereafter, with the exception of Solofill, LLC and DongGuan Hai Rui

Precision Mould Co., all other respondents named in the investigation were terminated, either by

consent order or settlement agreement.

Notwithstanding its failure to respond to the ALJ’s show cause order, Respondent Eko

Brands file a “Notice to Commission Regarding Status of Patents” on September 3, 2015.

(Certain Beverage Brewing Capsules, Components Thereof and Products Containing the Same,

Inv. No. 337-TA-929, Notice to Commission Regarding Status of Patents (Sep. 3, 2016).)

Through that notice, Eko Brands acknowledged that “counsel for Eko Brands withdrew from

representation of Eko Brands and stated that Eko Brands no longer intended to participate in the

investigation.” (Id. at 1.) Notwithstanding that acknowledgment, the notice went on to state that

“[r]ather than set aside the default, Eko Brands filed suit in United States District Court in the

Western District of Washington (Cause No. 2:15-cv-00522-RSL) on April 2, 2015.” (Id) The
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notice further stated that “[r]ather than make the same arguments twice and engage in

unnecessary and expensive litigation, Eko Brands opted to obtain legal determinations, straight

from United States District Court.” -(Id) The notice goes on to describe the routine introductory

conduct of civil litigation in a district court, including the filing and service of a complaint, the

exchange of documents, and the issuance of a scheduling order. (Id at 2.) The notice concludes

by asserting that “there are open issues as to the validity of the ’320 Patent currently pending

before the U.S. District Court in this matter.” (Id) The notice neither requests nor suggests any

action from the ALJ or the Commission. (See id)

On March 24, 2015, the ALJ granted ARM’s motion for partial termination of the

investigation of dependent claims 8 and 19 of the ’320 patent against Solofill, LLC and

DongGuan Hai Rui Precision Mould Co. Certain Beverage Brewing Capsules, Components

Thereof and Products Containing the Same, Inv. No. 337-TA-929, Order 18 (Mar. 24, 2015).

On June l5—16,2015, an evidentiary hearing was held with ARM, respondents Solofill LLC and

DongGuan Hai Rui Precision Mould Co., and Staff participating.

On September 4, 2015, the ALJ issued his final initial determination. Certain Beverage

Brewing Capsules, Components Thereof and Products Containing the Same, Inv. No. 337-TA

929, Initial Determination on Violation of Section 337 and Recommended Determination on

Remedy and Bond (Sept. _4,2015). That ID concluded that no violation of section 337 had

occurred. Id. at ii. The ALJ also found that respondents Solofill and DongGuan were not liable

for induced or contributory infringement. Id at 62~68. Additionally, the ALJ found that, when

combined with a Keurig single-serve brewing machine, the respondents’ products directly

infringe claims 5-7, 18, and 20 of the ’320 patent. Id. at 40-61. And, the ALJ found that the
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respondents had not shown that the asserted claims were invalid by clear and convincing

evidence. Id. at 68-94. _

On November»19, 2015, the Commission issued notice that it would review portions of

the ALJ’s final initial detennination. Specifically, the Commission determined to review:

(1) the ID’s findings on the construction, infringement, and technical prong of the
domestic industry requirement for the limitation “a needle-like structure, disposed
below the base”; (2) the ID’s findings on induced and contributory infringement;
(3) the ID’s findings that the asserted claims are not invalid for a lack of written
description, as anticipated by Beaulieu and the APA, or as obvious; and (4) the
ID’s findings on the economic prong of the domestic industry requirement.

80 Fed. Reg. 70834-35 (Nov. 16, 2015). In its review, the Commission reversed the ALJ’s

finding of no invalidity, and determined that the asserted claims were invalid for lack of written

description. Certain Beverage Brewing Capsules, Components Thereof and Products

Containing the Same, Commission Opinion (“Con1m’n Op.”) at 24~34. (Mar. 17, 2016). Based

on that determination, the Commission “terminate[d] the investigation with a finding of no

violation of section 337 by Solofill and DongGuan because all of the asserted claims are

invalid.” Id. at 83. However, the Commission didi“issue a limited exclusion order and cease and

desist orders against defaulted parties Eko Brands, LLC; Evermuch Technology Company Co.,

Ltd.; and Ever Much Company, iLtd., based on their infringement of claim 8 and 19.” Id. The

Commission went on to explain: “We do not find that claims 8 and 19 are invalid, and presume

that ARM’s allegations in its complaint against these parties are true.” Id. (citing 19 U.S.C.

§ 1337(g)(l); 19 C.F.R. § 210.16(¢)(1)).

5



PUBLIC VERSION

On June 1, 2016, ARM filed an enforcement Complaint, which gave rise to the instant

proceedings. See Fed. Reg. 43242-43. On July 18, 2016, Respondents each filed answersz to

the enforcement Complaint. (Certain Beverage Brewing Capsules, Components Thereof and

Products Containing the Same, Inv. No. 337-TA-929, Respondent Eko Brands LLC’s Response

to Complaint (July 18, 2016); Certain Beverage Brewing Capsules, Components Thereofi and

Products Containing the Same, Inv. No. 337-TA-929, Respondent Espresso Supply, Inc.’s

Response to Complaint (July 18, 2016).) Those answers asserted, among others, a collateral

estoppel defense. (See Enf. Answers at p. 12.) Specifically, Respondents asserted:

Third Defense: Collateral Estoppel

4. Complainant should be collaterally estopped from enforcing claims 8 and
19 of the ‘320 patent at least based upon the Comrnission’s Opinion invalidating
the independent claims from which the asserted claims depend. Collateral
estoppel applies to prohibit a patentee from enforcing claims that were previously
invalidated as well as claims that are not materially different from the invalidated
claims. Ohio Willow Wood C0. v. Alps S., LLC, 735 F.3d 1333 (Fed. Cir. 2013);
Amgen, Inc. v. Genetics Institute, Inc., 98 F.3d 1328 (Fed. Cir. 1996).

5. Here, the dependent asserted claims 8 and 19 include the same claim
limitation (“a container... adapted to hold brewing material”) that the
Commissionfound was not supported by the specification of the asserted patent,
and therefore, the asserted claims are invalid on their face for the same reasons
already found. _

(Id) Those answers also contained the following paragraph regarding the manner in which

Respondents would address later discovered defenses:

Eighth Defense: Other Defenses

10. Respondents are continuing to obtain and review information related to the
Asserted Patents. As such, Respondents reserve the right to amend its Response to
include other defenses that it may learn of during the course of this Investigation.

(Id. at 14.)

2For the sake of simplicity, because Respondents’ answers are substantially identical with respect to the collateral
estoppel defense at issue, this determination refers to both answersjointly and interchangeably as “Enf. Answers.”
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- On September 12, 2016, and in light of decisions rendered in the related litigation in the

United States District Court for the Westem District of Washington (the “district ‘court

litigation”), described infia, Respondents petitioned the Commission to rescind the limited

exclusion and cease and desist orders in this investigation, and to terminate the instant

enforcement proceeding. (Certain Beverage Brewing Capsules, Components Thereof and

Products Containing the Same, Inv. No. 337-TA-929, Respondent Eko Brands LLC’s Petition to

Rescind the Commission’s March 17, 2016 Limited Exclusion and Cease and Desist Orders and

to Terminate the Enforcement Proceeding (“Rescission Petition”) (Sep. 12, 2016).) On

November 25, 2016, the Commission initiated rescission proceedings, delegated authority to

conduct those proceedings to this ALJ, and directed /that the proceedings be consolidated with

the instant enforcement proceedings. Fed. Reg. 85264—65(Nov. 25, 2016).

On September 19, 2016, the ALJ granted ARM’s motion to strike certainaffirmative

defenses of Respondents. Certain Beverage Brewing Capsules, Components Thereof and

Products Containing the Same, Inv. No. 337-TA-929, Order 30 (Sep. 19, 2016). Specifically,

the ALJ struckthe “affirmative defenses of non-infringement and invalidity” and precluded

Respondents from raising those defenses during the enforcement proceeding. (Id. at 7.) The

Order remains in force to date. _ I

. B. Procedural History in District Court

Concurrently with this proceeding, Respondents are seeking declaratory judgment of

non-infringement and invalidity with respect to the ’320_patent in the United States District

Court for the Western District of Washington. See Eko Brands, Inc. v. Adrian Rivera Maynez

Enterprises, Inc, Case No. C15-522-RSL (W._D.Wash. 2015). On August 17, 2016, the district

court granted partial summary judgment in Respondents’ favor. Eko Brands, 1nc., 2016 WL
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4399597 (Aug. 17, 2016). Specifically, the district court ruled that “Plaintiff is entitled to a

declaration that its accused products do not infringe the ’320 patent because they do not contain a

‘passageway.”’ Id. at *2 (Aug. 17, 2016). The district court’s ruling relied in part on its

conclusion that the claim term “passageway” should be construed to mean “a narrow space of

some depth or length connecting one place to another.” Id.

The district court’s construction of “passageway”. differs from that adopted by the ALJ in

the violation phase of this investigation: “a path, channel or course by which something passes.”

Certain Beverage Brewing Capsules, Components Thereof and Products Containing the Same,

Inv. No. 337-TA-929, Initial Determination on Violation of Section 337 and Recommended

Determination on Remedy and Bond at 25.3 In reaching that construction, the ALJ declined to

incorporate the additional limitations “long and narrow,” as then proposed by Respondents. The

ALJ reasoned that the long and narrow limitations were not supported by the intrinsic evidence,

and, in some cases, would exclude embodiments explicitly. disclosed in the ’320 patent

specification. Id. at 26—27.

II. Positions of the Parties

A. -ARM’s Positions

ARM seeks summary detemiination that Respondents cannot prove their collateral

estoppel defense. (Mem. at 1.) ARl\/Icharacterizes Respondents’ collateral estoppel defense as

an allegation that ARM cannot enforce claims 8 and 19 of the ’320 patent because the

Commission detennined that the independent claims from which claims 8 and 19 depend are

invalid for failure to comply with the written description requirement of 35 U.S.C. § 112. (Id.)

3The Commission did not review the ALJ’s construction of “passageway.”
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Moreover, ARM asserts that “[n]o other basis for collateral estoppel was pled, or even

suggested,” by Respondents. (1d.) 

ARM asserts that “Respondents’ third defense of collateral estoppel is another attempt by

Respondents to challenge the validity of claims 8 and l9.” (Id at 3.) In ARM’s view,

Respondents’ collateral estoppel defense must be dismissed because the Commission “has

already found [those] claims not invalid (and infringed) and issued remedial orders based on

[those] findings,” (id. (citing Comm’n Op. at 83)), and because “the ALJ has stricken the

Respondents’ defenses of invalidity and non-infringement.” (Id. (citing Order 30).) Elaborating,

ARM submits that “there is no question that the Commission has adjudicated claims 8 and 19 to

be valid,” and that the ALJ acknowledged as much in his order striking Respondents’ invalidity

and noninfringement defenses. (Id. at 3-4.) ARM accordingly concludes that, because claims 8

and 19 were not found invalid by the Commission during the violation phase of this

investigation, Respondents’ collateral estoppel defense must fail. (Id. at 4.)

ARM also challenges the authority cited in Respondents’ answers in support of the

collateral estoppel defense. (Id.) Summarizing, ARM submits that the cases cited in

Respondents’ answers involve either claims that had been held invalid, or claims that had yet to

be adjudicated. (Id) Specifically, ARM distinguishes Thompson-Hayward Chemical C0. v.

Rohm and Haas C0., 745 F.2d 27 (Fed. Cir. 1984) from the instant investigation by noting that

Thomson-Hayward case involved a prior decision of the Federal Circuit that the claims at issue

were invalid. (Id.) By contrast, ARM notes that Respondents did not appeal the Commission’s

decision regarding claims 8 and 19 to the Federal Circuit, nor did it plead that claims 8 and 19

were invalid for failure to complylwith the written description requirement of § 112. (Id.)
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ARM also distinguishes Ohio Willow Wood Co. v. Alps S., LLC, 735 F.3d 1333 (Fed. Cir.

2013) from the instant investigation by noting that the claims in Ohio Willow were

unadjudicated, Whereas here, “claims 8 and 19 have been adjudicated to be valid.” (Id. at 4-5.)

ARM further notes that “Ohio Willow involved obviousness, not written description.” In a

similar vein, ARM distinguishes Amgen, Inc. v. Genetics Institute, Inc. 98 F.3d 1328 (Fed. Cir.

1996) on the grounds that Amgen involved enablement, and not written description, and also

because the claims subject to estoppel had yet to be adjudicated. ~

In sum, the crux of ARM’s argument is that collateral estoppel cannot apply in this

instance because the Commission has already rendered a decision on the issue for which

Respondents’ seek estoppel, i.e., the validity (or lack thereof) of claims 8 and 19 in the ’32O

patent.

B. Respondents’ Positions

For their part, Respondents submit that the collateral estoppel defense pled in

Respondents’ answers is separate and distinct from the invalidity and non-infringement defenses

that the ALJ struck in Order 30. (Resp. Opp. at 1.) Respondents argue that a ruling of non

infringement in the concurrent district court proceeding, as well as the C0mmission’s own

decision invalidating the independent claims from which claims 8 and 19 depend, are

independent bases for preventing the enforcement of the exclusion and cease and desist orders

against them. (Id. at 1-2). Respondents further assert that “[n]either of these judgments had

issued during the original investigation in this case.” (Id. at 2.)

Respondents assert that ARM’s motion for summary determination does not address

collateral estoppel of non-infringement. (Id.) While Respondents acknowledge that “it is correct

that Respondents’ Response to the Enforcement Complaint did not expressly mention the
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separate summary judgment adjudication of non-infringement because it had not yet issued as of

the date of the Response,” (id at 2 n.1), they now assert that they made their intention to assert

collateral estoppel based on the district court’s non-infringement ruling known through their

discovery actions, and through their petition to the Commission to rescind the exclusion and

cease and desist orders in this matter. (Id. at 2.) Respondents cite 19 C.F.R. §210.14(c) in

support of this assertion. (Id at 2 n.l.)

Respondents identify two rulings which, in their opinion, estop ARM from enforcing the

Cornmission’s exclusion and cease and desist orders. The first ruling, Respondents characterize

as a “Collateral Ruling of Invalidity.” (Id. at 3 (title of § I(A) in Respondents’ opposition).)

This ruling, according to Respondents, is the Comn1ission’s own opinion invalidating

independent claims 5 and 18 of the ’320 patent for failure to comply with the written description

requirement of 35 U.S.C. § 112. (Id. (citing Commission Op. at 34).) Respondents argue that,

because, by definition, dependent claims include all of the limitations of the claims from which

they depend, see 35 U.S.C. §112, claims 8 and 19, which depend from claims 5 and 18,

respectively, are also invalid for failure to comply with the written description requirement. (Id.)

Respondents characterize the second ruling as a “Collateral Ruling of Noninfringement.”

(Id. (title of § I(B) in Respondents’ opposition).) This ruling, according to Respondents, is the

United States District Court for the Western District of Washington’s order granting summary

judgment of non-infringement with respect to the claims of the ’320 patent, including claims 8

and 19. (Id at 3-4 (citing Eko Brands, Inc. v. Adrian Rivera Maynez Enterprises, Inc.

and Adrian Rivera, Case No. C-15-522, Order, at 4 (W. D. Wash. Aug. 17, 2016).) Respondents

assert that “[t]he accused products in the proceeding in the Western District of Washington were

Eko’s Ekobrew, Ekobrew 2.0, Ekobrew Elite, Brew & Save and Brew & Save 2.0.” (Id. at 4.)
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Further, Respondents acknowledge that “The district court thus held that the same products that

are accused of violating the LEO and CDO in this investigation are not infringing as a matter of

law.” (Id (emphasis in original).)

Respondents divide their collateral estoppel arguments into two eategories—“Col1ateral

Estoppel as Applied to Invalidity,” and “Collateral Estoppel as Applied to Noninfringement.”

(See id. at §§ Il(A), Il(B).) In support of its invalidity-based arguments, Respondents cite

Mississippi Chem. Corp. v. Swift Agricultural Chems. C0rp., 717 F.2d 1374 (Fed. Cir. 1983) for

the proposition that “where a patent has been declared invalid in a proceeding in which the

‘patentee has had a full and fair chance to litigate the validity of his patent,’ the patentee is

collaterally estopped from relitigating the validity of the patent.”\ 717 F.2d at 1376 (quoting

Blonder-Tongue Labs, Inc. v. Univ.‘ofIllinois Foundation, 402 U.S. 313 (1971)); see also Resp.

Opp. at 4. Relatedly, Respondents rely on Ohio Willow Wood Co. v. Alps S., LLC, 735 F.3d

1333 (Fed. Cir. 2013) for the proposition that collateral estoppel “applies to claims explicitly

invalidated as well as to other claims ‘substantially similar’ to those having been adjudicated to

be invalid.” (Resp. Opp. at 4.)

In further support of its invalidity-based estoppel arguments, Respondents assert that the

Commission’s opinion in the violation stage of this investigation did not include a determination

that claims 8 and 19 are valid. This assertion is based on the Commission’s word choice, which

stated “[w]e do not find that claims 8 and 19 are invalid . . . .” (Id. at 5 (quoting Commission

Op. at 83).) Notwithstanding that word choice, however, Respondents assert that “even an

explicit finding of validity is no more than a holding that a particular patent challenger failed to

carry the burden of proving invalidity based on the particular set of facts and arguments asserted

in a given case.” (Id. (citing Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 699
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n.9 (Fed. Cir. 1983).) Respondents go on to assert that “the same claims may later be fotmd

invalid based on a different record, or in a different forum, or based on different challenges.”

(Id.) . .

Despite asserting that nothing about the Commission’s determination that claims 8 and 19

are not invalid “has any bearing on the applicability of collateral estoppel in the present action,”

(id.), Respondents nonetheless assert that the Commission’s determination that claims 5 and 18

are invalid is the lynchpin of collateral estoppel in this enforcement proceeding. By asserting

that claims 8 and 19 are “substantially similar” to claims 5 and 18 by virtue of their respective

dependence, Respondents invoke Ohio Willowto argue that the Commission’s determination that

claims 5 and 18 are invalid is sufficient to fonn the basis of collateral estoppel with respect to

claims 8 and 19, notwithstanding the Commission’s finding that claims 8 and 19 are not invalid.

With respect to ARM’s attempts to distinguish Amgen, Inc. v. Genetics Institute, Inc., 98

F.3d 1328 (Fed. Cir. 1996) on the grounds that the claims there at issue were unadjudicated,

Respondents submit that “claims can only be held invalid once,” and therefore, “every case

applying collateral estoppel in this fashion will be directed to claims that have not previously

been adjudicated to be invalid.” (Id. at 6.) Respondents also submit that “ARM cannot cite any

decisions holding that collateral estoppel does not apply to a claim that was previously

adjudicated to be ‘not invalid?” (Id. (emphasis in original).) Respondents also dispute ARM’s

distinction of Amgen due to the fact that the case involved the enablement requirement of § 112,

as opposed to the written description requirement, which formed the basis of the CoImnission’s

determination that claims 5 and 18 were invalid. Respondents assert that the same logic

underlying the Amgen court’s application of collateral estoppel to invalidate claims for lack of

enablement applies equally to claims invalidated for lack of written description. (Id. (citing
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LizardTech, Inc. v. Earth Res. Mapping, Inc., 424 F.3d 1336, 1343-47 (Fed. Cir. 2005); Stored

Value Solutions, Inc. v. Card Activation Techs. Inc., 499 Fed. Appx. 5, 22 (Fed. Cir. 20l2)).)

Respondents also criticize ARM for implying that there is a difference between enablement and

written description invalidity, arguing that ARM has submitted no authority to support that

proposition, and asserting that Respondents are aware of none. Finally, Respondents note that

ARM has failed to advance any argument as to why such a difference matters in the current

proceeding. (Id. at 6-7.) In total, Respondents characterize ARM’s attempts to distinguish

Amgen as “distinction[s] without a difference.” (Id.)

Respondents also invoke a footnote from Environmental Designs for the proposition that

“any claim can be held invalid or unenforceable, even after previously being held valid,” but

contrastingly, “when a claim is adjudicated to be invalid, that claim (and all ‘substantially

similar’ claims) are also invalid once and for all.” (Resp. Opp. at 7; see also Environmental

Designs, 713 F.2d at 699 n.9.) Respondents then conclude that, “[u]nder Blonder-Tongue, ARM

cannot relitigate this question because it is collaterally estopped from doing so, and the

conclusion renders claims 8 and 19 unenforceable as aresult.” (Resp. Opp. at 7; see also

Blonder-Tongue Labs, Inc. v. Univ. of Illinois Foundation, 402 U.S. 313 (1971).) Finally,

Respondents disagree with ARM"s efforts to distinguish Thomson-Hayward by pointing to

Respondents’ failure to appeal the Commission’s opinion in this investigation to_the Federal

Circuit, and also the fact that this enforcement proceeding does not involve the issue of

inva1idity;4 ln Respondents’ view, neither of those points is germane to its collateral estoppel

defense. (Resp. Opp. at 7—8.)

4 The ALJ notes that, in many sections of Respondents’ Opposition, there appear to be discrepancies between
the arguments presented in ARM’s motion for summary determination and Respondents’ restatements of those
arguments. Here, for example, Respondents suggest that ARM attempts to distinguish Thon/son-Hayward by noting
that ?‘thiscase” does not involve an assertion of invalidity. (Resp. Opp. at 7 (“ARM also contends that Thompson
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On the issue of non-infringement-based collateral estoppel, Respondents argue that

because ARM’s motion does not address the Western District of Washington’s noninfringement

ruling, ARM does not challenge the point. (Resp. Opp. at 8.) Respondents specifically criticize

ARM for overlooking the arguments it made in its petition to the Commission, which included

noninfringement arguments for collateral estoppel. (Id.)

In addition to its rebuttal of ARM’s arguments, Respondents cite several decisions from

the Commission in support of its collateral estoppel defense. (Id. at 8-9.) For example,

Respondents cite Certain EEPROM EEPRM, Flash Memory and Flash Microcontroller

Semiconductor Devices and Products Containing Same, lnv. No. 337-TA-395, USITC Pub.

3136, Comm’n Op. at 4-6 (Oct. 1998) and Certain Digital Set-Top Boxes and Components

Thereofi lnv. No. 337-TA-712, Comm’n Op. (Sept. 23, 2011) to demonstrate prior instances in

which the Commission has applied collateral estoppel in reaching its determinations on violation.

(Resp. Op. at 8-9.) Respondents also cite Certain Agricultural Vehicles and Components

Thereof: Inv. No. 337-TA-487, USITC Commission Notice, DOC ID 256910 at 3 (June 20,

2006) as an example of the Commission modifying a general exclusion order in response to a

Federal Circuit ruling of non-infringement. Respondents cite Certain WireElectrical Discharge

Machining Apparatus and Components Thereof (Inv. No. 337-TA-290) as a similar example in

the context of a district court, as opposed to an appellate, ruling of noninfringement. See also

Notice of Termination of Formal Enforcement Proceeding, 55 Fed. Reg. 51356 (Dec. 13, 1990).

Hayward does not apply because there is no challenge to invalidity in this case . . . .”).) ARM, however, in its
discussion of Tljtomson-Hayward,distinguished the case by noting that Respondents “chose not to plead the
invalidity of claims 8 and 19 for lack of written description in the related district court action.” (Mem. at 4.) While
Respondents may Wellhave meant to refer to the district court matter as “this case,” it is not clear from the briefing.

Complicating the issue significantly is the fact that Respondents? brief is largely devoid of particular
citations to ARM’s motion, leaving the ALJ to hunt for the portions of ARM’s motion that support Respondents’
characterizations of ARM?s arguments. In the interest of clarity and fairness, the ALJ has looked to ARM’s motion
for the definitive statement of its positions, and not to Respondents’ characterizations. To the extent this
determination includes Respondents’ characterizations of ARM’s arguments, it is for the purposes of completeness
and providing context to Respondents’ own arguments opposing ARM’s motion.
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And, Respondents cite Composite Wear Components and Welding Products Containing Same,

Inv. N0. 337-TA-644, Notice (Jan. 18, 2011) as an example where the Commission granted a

defaulting respondent’s petition to temporarily rescind a limited exclusion and cease and desist

order in light of a district court detennination of invalidity.

Respondents also assert that the Western District of Washington district court’s iuling

“should be given estoppel effect even though ARM may still appeal that ruling.” (Id. at 9 (citing

SSIH Equipment S./l. v. Int ’l Trade Comm ’n, 718 F.2d 365, 370 (Fed. Cir. 1983); Pharmacia &

Upjohn C0. v. Mylan P/1arms., _lnc., 170 F.3d 1373, 1381 (Fed. Cir. l999)).) In light of these

citations, Respondents assert that “ARM’s motion does not actually dispute that collateral

estoppel is a viable defense, nor that it applies in this forum under the appropriate facts.” (Id)

Ultimately, Respondents’ position is that collateral estoppel prevents ARM from

enforcing claims 8 and 19 of the ’32Opatent, and that the basis of that estoppel derives from the

Commission’s determination that claims 5 and 18 are invalid, and also from the District Court

for the Westem District of Washington’s decision granting summary judgment of non

infringement to Respondents against ARM for"the same accused products that are the subject of

the Com1nission’s exclusion and cease and desist orders against Respondents.

C. Staff; s Positions

Staff opposes ARM’s motion. Staffs opposition appears to be based on an interpretation

of ARM’s motion such that ARM contends that “the Commission’s statement that the dependent

claims 8 and 19 are not invalid bars the Respondents from invoking, through the doctrine of

collateral estoppel, the Commission’s finding that the independent claims are invalid.” 5 (Staff

5As with Respondents’ Opposition, there appear to be discrepancies between the arguments raised in ARM’s
motion, and Staff‘s characterization of those arguments. Here, for example, Staff characterizes ARM’s position as
seeking to bar Respondents from invoking the C0mmission’s determination that certain independent claims are
invalid. However, that characterization is misleading insomuch as it suggests Respondents seek to deny or avoid the'16"
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Resp. at 1-2 (citing Memo. at 3).) Staff submits that, “as a matter of law, the doctrine of

collateral estoppel bars Complainant from re-litigating the issue of whether the claim term ‘a

container... adapted to hold brewing material’ does not satisfy the Written description

requirement of 35 U.S.C. § 112, and that claims containing the term are invalid.” (Id at 2.) At

the same time, Staff concedes that, “if Respondents were to seek a finding from the ALJ that

dependent claims 8 and l9 are invalid, the Staff notes that the ALJ has already detennined that

the Respondents are barred by the doctrine of res judicata from asserting that claims 8 and 19 of

the ‘32Opatent are invalid.” (Id. (citing Order No. 30 at p. 5).) In light of these observations,

Staff argues “that at this stage of the investigation it remains unclear Whether Respondents’

affirmative defense will have any effect on the outcome of the enforcement investigation before

the ALJ.” (Id)

Staff asserts that Respondents have yet to “substantively present[] the defense of

collateral estoppel and/or its evidence supporting the defense in this enforcement investigation.”

(Id. at 8.) As a result of that assertion, Staff has indicated that it is not taking a position “on

whether Eko has met its burden of proving the elements of collateral estoppel, or whether this

defense would have any practical effect on the issues before the ALJ in the enforcement

investigation.” (Id) Instead, Staff seeks only to comment on, what it describes as, “the question

of law of whether the doctrine of collateral estoppel may be applied to bar Complainant from re

litigating the Commission’s detemrination that the claims term is unsupported, and thus, claims

containing the term are invalid.” (Id.) Staff summarizes its views as follows:

Staff is of the view that collateral estoppel may bar ARM from re-litigating the
Commission’s finding of invalidity in the violation investigation. Accordingly,
the Staff technically opposes Complainant’s motion. However, to the extent
Respondents’ affirmative defense is essentially a reformulation of its already

Commission’s ruling of invalidity with respect to claims 5 and 18 of the ’320 patent. The AL] can find no support
for that suggestion in ARM’s motion, including in the portion cited by Staff.

. 17.
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stricken affinnative defense that claims 8 and 19 of the ‘320 patent are invalid,
the Staff is of the view that denying Complainant’s motion does not open the door
for Respondent to relitigate the finding that these particular claims are not invalid.

(Id. at s-9.)

In support of its views, Staff asserts that ARM should not be allowed to relitigate the

validity of claims 5 and 18 in this enforcement proceeding. (Id. at 9.) Staff also notes that

collateral estoppel is not among the defenses that would be barred by claim preclusion in this

enforcement proceeding. (Id. at 9 n.3.) Additionally, Staff argues that, because claims 8 and 19

depend from claims 5 and 18, respectively, “collateral estoppel may be applied to the claims at

issue in the enforcement investigation.” (Id. at 10.) In sum, “Staff is of the view that the

doctrine of collateral estoppel may be applied to preclude Complainant from re-litigating the

Commission’s finding that a claim tenn is unsupported and that claims containing the term are

invalid.” i

Staff also notes that collateral estoppel does not apply to default judgments. Staff

submits that the Commission’s determination that claims 8 and 19 are not invalid is based on a

finding of default, as opposed to a judgment on the merits. Based on that premise, Staff suggests

that “the Commission’s statement that claims 8 and 19 [are] not invalid is not necessarily

conclusive in subsequent actions between the parties.” (Id. at ll.) Staff then concludes that

Respondentsé are not precluded “from asserting the affirmative defense of collateral estoppel

based on the Commission’s finding that the independent claims were invalid.” (Id.) At the same

time, Staff submits that, even if the ALJ denies ARM’s summary determination motion, “[t]o the

5The AL] notes that Staff‘s briefing introduces some confusion into the present sumrna_rydetermination question to
the extent that it addresses whether Respondents are precluded or estopped from asserting certain issues in this
enforcement proceeding. Neither ARM’s original motion, nor Respondents’ response indicate that ARM is pursuing
a theory of collateral estoppel or issue preclusion against Respondents. Rather, the instant motion, and
Respondents’ own Answers to the Complaint, indicates that Respondents are pursuing collateral estoppel against.
ARM‘ Thus, Staffs analysis as to whether ARM may assert a collateral estoppel defense is inapposite.
Notwithstanding the conclusions detailed in Order 30, the ALJ declines to consider, sua sponte, what other issues, if
any, Respondents are precluded fiom asserting by operation of collateral estoppel. .

-l8
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extent that the Respondents affinnative defense [of collateral estoppel] is fundamentally a

reformulation of its affirmative defense that claims 8 and 19 of the ’320 patent are. invalid,”

Respondents may not revive the invalidity defense stricken by the ALJ in Order 30. (Ia'.) Staff

further acknowledges that the ALJ is bound by the Cornmissi0n’s determination that claims 8

and 19 are not invalid, and accordingly that the validity of claims 8 and 19 is not before the ALJ

in this proceeding. (Id. at 11-12.)

III. Law

A. Summary Determination

Pursuant to Commission Rule 210.18, summary determination “. . . shall be rendered if

pleadings and any depositions, answers to interrogatories, and admissions on file, together with

the affidavits, if any, show that there is no genuine issue as to any material fact and that the

moving party is entitled to a summary determination as a matter of law.” 19 C.F.R. § 210.l8(b);

see also DeMarini Sports, Inc. v. Worth, Inc., 239 F.3d 1314, 1322 (Fed. Cir. 2001); Wenger

Mfg, Inc. v. Coating Machinery Systems, Inc., 239 F.3d 1225, 1231 (Fed. Cir. 2001). The

evidence ‘Fmustbe viewed in the light most favorable to the party opposing the motion . . . with

doubt resolved in favor of the nonmovant.” Crown Operations Int’l, Ltd. v. Solutia, Inc., 289

F.3d 1367, 1375 (Fed. Cir. 2002); see also Xerox Corp. v. 3Com Corp, 267 F.3d 1361, 1364

(Fed. Cir. 2001) (“When ruling on a motion for summary judgment, all of the nonmovant’s

evidence is to be credited, and all justifiable inferences are to be drawn in the nonmovant’s
\

favor”). “Issues of fact are genuine only ‘if the evidence is such that a reasonable [fact finder]

flu
could return a verdict for the nomnoving party. Crown Operations Int ’l,Ltd. 289 F.3d at 1375

(quoting Anderson v. Liberty Lobby, Inc, 477 U.S. 242, 248 (1986)). The trier of fact should

“assure itself that there is no reasonable version of the facts, on the summary judgment record,

‘ 19
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whereby the nonmovant could prevail, recognizing that the purpose of summary judgment is not

to deprive a litigant of a fair hearing, but to avoid an unnecessary trial.” EMI Group North

America, Inc. v. Intel Corp., 157 F.3d 887, 891 (Fed. Cir. 1998). “Where an issue as to a

material fact cannot be resolved Without observation of the demeanor of witnesses in order to

evaluate their credibility, summary judgment is not appropriate.” Sandt Technology, Ltd. v.

Resco Metal and Plastics C0rp., 264 F.3d 1344, 1357 (Fed. Cir. 2001) (Dyk, C.J., concurring).

“In other words, ‘[s]un1mary judgment is authorized when it is quite clear what the truth is,’

[citations omitted], and the law requires judgment in favor of the movant based upon facts not in

genuine dispute.” Paragon Podiatry Laboratory, Inc. v. KLMLaboralories, Ina, 984 F.2d 1182,

1185 (Fed. Cir. 1993).

A violation of Section 337 may not be found unless supported by “reliable, probative, and

substantial evidence.” 5 U.S.C. § 556; see also Certain Sildenafil or any Pharmaceuticalbl

Acceptable Salt Thereof Such as Sildenafil Citrate and Products Containing Same, Inv. No.

337-TA-489, Com. Op. Remedy, the Public Interest, and Bonding at 4—5(July 2004).

B. The Law of Preclusion

A fundamental precept of cornmon-law adjudication, embodied in the related
doctrines of collateral estoppel and res judicata, is that a “right, question or fact

- distinctly put in issue and directly determined by a court of competent jurisdiction
. . . cannot be disputed in a subsequent suit between the same parties or their
privies . . ..”

Montana v. United States, 440 U.S. 147, 153 (1979) (quoting Southern Pacific R. Co."v. United

States, 168 U.S. 1, 48-49 (1897)). lndeed, the doctrine of preclusion in civil litigation enjoys a

long history in U.S. cou11s,iand serves the important purposes of protecting litigants from the

expense and vexation attendant to repetitious litigation, conserving judicial and public resources,

20



PUBLIC VERSION

and “foster[ing] reliance on judicial action by minimizing the possibility of inconsistent

decisions.” Montana, 440 U.S. at 153-54.

Preclusion is a broad label encompassing a variety of sub-genres that, in some fonn or

another, define the extent to which a prior judgment may preclude a litigant from advancing a

related argument in a later proceeding. The most common of these genres are claim preclusion,

and issue prec1usion.7 “Claim preclusion generally refers to the effect of a prior judgment in

foreclosing successive litigation of the very same claim, whether or not relitigation of the claim

raises the same issues as the earlier suit.” New Hampshire v. Maine, 532U.S. 742, 748 (2001).

“Issue preclusion generally refers to the effect of a prior judgment in foreclosing successive

litigation of an issue of fact or law actually litigated and resolved in a valid court determination

essential to the prior judgment, whether or not the issue arises on the same or a different claim.”

(Id. (citing Restatement (Second) of Judgments §§ 17, 27, pp. 148, 250 (1980)). Issue preclusion

is the only preclusive doctrine addressed in ARM’s sununary determination motion. (See

generally Mem.) Similarly, issue preclusion, referred to as collateral estoppel, is the only

preclusive doctrine raised as an affirmative defense in Respondents’ answers to the enforcement

complaint. (See Enf. Answers at 11-14 (pleading affirmative defenses).) Accordingly, the only

question before the ALJ on ARM’s motion for summary determination is whether there exist

undisputed facts such that Respondents’ collateral estoppel defense fails as a matter of law.

Issue preclusion “bars successive litigation of an issue of fact or law actually litigated and

resolved in a valid court determination essential to the prior judgment.” Taylor v. Sturgell, 553

U.S. 880, 892 (2008); see also In re Freeman 30 F.3d 1459, 1465 (Fed. Cir. 1994.)(“Under the

7Consistent with modern legal practice, the ALJ uses the terms claim preclusion and issue preclusion throughout
this determination. “These tenns have replaced a more confusing lexicon. Claim preclusion describes the rules
formerly known as ‘merger’ and ‘bar,’ While issue preclusion encompasses the doctrines once known as ‘collateral
estoppel’ and ‘direct estoppel.”’ Taylor v. Sturgell, 553 U.S. 880, 892 n.5 (2008). .
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doctrine of issue preclusion, also called collateral estoppel, a judgment on the merits in a first

suit precludes relitigation in a second suit of issues actually litigated and detennined in the first

suit.”). Unlike claim preclusion, which is effective only when the underlying claims or causes of

action share an identity, issue preclusion focuses instead on precluding the repetitious litigation

of issues of law or fact. See Freeman, 30 F.3d atl465. To invoke an issue preclusion defense, a

party must establish four elements:

(1) the issue is identical to one decided in the first action; (2) the issue was
actually litigated in the first action; (3) resolution of the issue was essential to a
final judgment in the first action; and (4) plaintiff had a full and fair opportunity
to litigate the issue in the first action. '

Id.

IV. Analysis

As an initial matter, in light of the briefing, the ALJ finds that it is necessary to clearly

define the scope of the present dispute before addressing its merits. As recited in its motion for

summary determination, ARM seeks a determination that Respondents cannot prevail on the

collateral estoppel defense asserted in the response to the enforcement complaint. As presented

in Respondents’ answers to the complaint, their collateral estoppel defense is based on an

assertion that claims 8 and 19 of the ’320 patent are invalid in light of the Commission’s prior

determination that the independent claims from which claims 8 and 19 depend are invalid. There

is no indication in Respondents’ answers that its collateral estoppel defense is also based on the

assertion that claims 8 and 19 cannot be enforced by virtue of the United States District Court for

the Western District of Washington’s determination of nonjnfringement in that proceeding.

Regardless of the fact that both ARM and Respondents were aware of the district ‘court

proceeding at the time ARM filed the instant summary determination motion, it is unreasonable

-torequire ARM to address defenses yet to be pled simply because it has knowledge they may be
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viable. While it is true that Respondent’s collateral estoppel defense, as pled, includes the phrase

“at least based upon the Commission’s Opinion invalidating the independent claims from which

the asserted dependent claims depend,” (Enf. Answers at p. 12, 1l4 (emphasis added)), such

hedging language does not give Respondents carte blanche to expand the basis of its collateral

estoppel defense without amending its pleadings. Moreover, Respondents’ contemporaneous

representation that they “rese1ve[d] the right to amend its Response to include other defenses that

it may leam of during the course of this Investigation” demonstrates that Respondents were

aware that defenses supported by then unavailable evidence would nonetheless need to be added

to its Response via amendment.

Here, ARM’s motion for summary determination is limited to the only theory of

9collateral estoppel included in Respondents response to the enforcement complaint. While

Respondents have now moved to amend their Response, that. action comes too late to derail

consideration of ARM’s motion as originally filed. Moving the goal posts is not a legitimate

tactic for avoiding summary detennination. As such, the ALJ finds that collateral estoppel based

on invalidity is the only collateral estoppel defense currently at issue. This determination shall

be accordingly limited to that issue.8’9lConsistent with that finding, ARM’s motion for a reply,

is DENIED as moot. The ALJ will address Respondents’ pending motion to amend its Response

to the enforcement complaint in a separate order.

3The ALJ notes that issues of procedural faimess also weigh against considering and determining the viability of
Respondents’ noninfringement based collateral estoppel defense. Particularly, ARM has not had an opportunity to
be heard on the merits of that defense. "

Nothing in this determination should be construed as addressing the separate and distinct question of whether the
district court’s infringement cletennination constitutes a changed circumstance meriting rescission of the
Commission’s limited exclusion and cease and desist orders. . I .

' 23
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A. Collateral Estoppel —Invalidity of Claims 8 and 19

1. Identity of Issues

The first element required to establish issue preclusion is an identity of issues between

two actions. Here, Respondents point to the Commission’s finding that claims 5 and 18 of the

’32O patent are invalid for failure to satisfy the written description requirement of 35 U.S.C.

§ 112 as the basis for preclusion in this enforcement proceeding. (Resp. Opp. at 3-8.) However,

as already determined, invalidity is not an issue in this enforcement proceeding. See Order 30.

Moreover, ARM, which would be the party affected by issue preclusion, has not raised invalidity

in this proceeding. Indeed, nowhere in the enforcement complaint does ARM address the

validity of claims 8 and 19. Instead, ARM merely relies on the C0mmission’s opinion as to the

validity of claims 8 and 19. Indeed, given that the Commissi0n’s detennination on that point is

in ARM’s favor, it is tmsurprising that ARM does not attempt to relitigate the issue in this

enforcement proceeding.

To the extent Respondents submit that “[t]here is no need for a separate assertion of

invalidity in this action,” (Resp. Opp. at 7), the AL] disagrees. Issue preclusion, which is

designed to prevent relitigation of the same issue in multiple forums, requires that identical

issues be raised in two separate actions. Put simply, Respondents’ issue preclusion defense must

fail because ARM is not attempting to relitigate the invalidity issue. Ironically, if any of the

parties is attempting to relitigate an issue from the violation phase of this proceeding, it is

Respondents, not ARM. »\

Moreover, Respondents’ reliance on the concept that “collateral estoppel is a distinct

defense” is unavailing. First, Respondent’s briefing clearly and repeatedly ties its collateral

estoppel defense to the validity of claims 8 and 19. (See, e.g., Resp. Opp. at §II(‘A) (section

titled “Collateral Estoppel as Applied to Invalidity).) In this instance, the defense is inextricably
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intertwined with the validity of claims 8 and 19, not separate and distinct from it. More to the

point, however, Respondents’ argument is self-defeating. In order to establish issue preclusion,

Respondents must show that there is an identity of issues between two actions. Arguing that its

collateral estoppel defense is distinct and separate from the previously determined validity issues

is tantamount to a concession that there is no identity of issues here. Respondents cannot have it

both ways.

Finally, Respondents’ reliance on Thompson-Hayward Chemical C0. v. Rohm and Haas

C0., 745 F.2d 27 (Fed. Cir. 1984), is unavailing. While accused infringer Thompson-Hayward

argued that patentee Rohm should be “collaterally estopped” from recovering damages because

Rohm’s patent had been invalidated in another case for fraud on the Patent Office, the Federal

Circuit did not adopt Thompson-Hayward’s collateral estoppel rationale in precluding

enforcement of the Rohm patent. Rather, the Federal Circuit predicated its determination on a

consideration of public policy, namely, “the strong public interest in not countenancing fraud in

the PTO, and accordingly refusing to award damages for infringement of an invalid patent.” Id.

at 32. Absent the unique fact that the Rohm patent was procured via the use of falsified

affidavits, the competing “public interest in an efficient and effective administration of justice”

likely would have required “adherence to the Federal Rules of Civil Procedure, and to the

general proposition that conceded or unappealed issues are not reviewable.” Id.

Thompson-Hayward simply was not decided on collateral estoppel grounds. Indeed, the

only portions of the opinion dealing with collateral estoppel are those summarizing the parties’

arguments, which are neither controlling nor persuasive. See id. at 31-32 (summarizing party

contentions in § 1(4)). With respect to the instant dispute, the facts are markedly different. Fraud

and a patentee’s duty of candor to the PTO are not at issue, and there is n6“other unique
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circumstance that might trump adherence to the traditional, and controlling, requirements for

applying collateral estoppel as enunciated by the Supreme CoLu't,and reiterated by the Federal

Circuit. l '

The AVLJfinds that there are no genuine issues of material fact regarding the absence of

an identity of issues between the violation and enforcement phases of this investigation. ARM

seeks to enforce the Commission’s determinations from the violation phase of this investigation.

It has not raised the issue of validity as to dependent claims 8 and 19, which the Commission did

not find invalid, or to independent claims 5 and 18, which the Commission did find invalid“)

Accordingly, because the issue on,which Respondents seek preclusion has not been—and cannot

be, see Order 30—raised in the enforcementvphase of this investigation, Respondents cannot

satisfy the first element of their collateral estoppel defense. Because each element must be

satisfied to prevail on assertion of collateral estoppel, Respondents’ collateral estoppel defense

fails as a matter of law. ~

2. The Remaining Elements of Issue Preclusion

In the absence of an identity of issues, the remaining elements of collateral estoppel all

fail. Because ARM’s enforcement complaint does not raise an issue previously decided in the

violation phase of this investigation, it necessarily follows that the issues raised in the

enforcement complaint were not “actually litigated” in the violation phase. The third and fourth

elements of collateral estoppel are absent for logically similar reasons.

1°The ALJ understands the apparent inconsistency of finding an independent claim invalid for failure to comply
with the written description requirement of 35 U.S.C. § 112, while also fmding a claim that depends from that
independent claim to be not invalidf While there are certainly some invalidity findings that do not flow from an
independent claim to its dependent claims—findings of indefiniteness being the most obvious example——itis not
clear that such a scenario can arise in the context of invalidity for lack of written description. Notwithstanding that
observation, collateral estoppel is not a suitable tool to effect an appeal of the Comrnission’s determination.
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The ALJ notes that only Staff acknowledged the controlling precedents that generally

govern collateral estoppel and issue preclusion. Neither ARM nor Respondents addressed the

elements of collateral estoppel in their briefing. Instead, ARM and Respondents’ focused

heavily on a subset of Federal Circuit cases involving assertions of collateral estoppel. None of

these cases, however, compel or suggest a different outcome than the one given by the

application of traditional principles of collateral estoppel. . _

As discussed supra, in Thompson-Hayward, the Federal Circuit vacated an infringement

decision and damages award on appeal in light of a decision in another case finding the asserted

patent unenforceable because it had been obtained through fraud on the USPTO. 745 F.2d at 34.

However, while the accused infringer in that case presented its argument as rooted in collateral

estoppel, the Federal Circuit, acknowledged that “the policy of preventing rclitigation of patent

validity [was] not precisely involved.” Id. at 34. Moreover, the Federal Circuit made clear that

its decision to vacate the damages award against the accused infringer, despite the issue of

invalidity not being on appeal, was rooted in the “strong public interest in not countenaneing

fraud in the PTO, and accordingly refusing to award damages for infringement of an invalid

patent.” Id. at 32. Being there no finding before the ALJ that the ’32Opatent was procured by

fraud, there appears to be no policy rationale that would justify a departure from the established

requirements for invoking issue preclusion. Further, unlike Thompson-Hayward, here there has

been no intervening determination that claims 8 and l9 are invalid. Thus, Thompson-Hayward

does not assist Respondents.

Respondents rely on Ohio Willow Wood C0. v. Alps/South, LLC, 735 F.3d 1333 (Fed._Cir.

2013) for the proposition that “[c]ol1atera1estoppel applies to prohibit a pateriteefrom enforcing

claims that were previously invalidated as wellas claims that are not materially. different from
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the invalidated claims.” (Enf. Answers at 1l31.) Essentially, Respondents contend that

dependent claims 8 and 19 are substantially similar to the independent claims 5 and 18 from

which they depend, and because claims 5 and 18 were invalidated by the Commission, the

substantially similar claims 8 and 19 cannot be enforced. (See id.)

While the Federal Circuit did not delineate a method for determining whether two claims

are substantially similar, the cmx of its similarity analysis in Ohio Willowtumed on whether the

distinctions between the claims were material to the issue on which preclusion was sought—

invalidity for obviousness in that case. Ohio Willow, 735 F.3d at 1333-34. In the instant case,

that analysis would normally favor Respondents, as it is unclear how, in the context of invalidity

for failure to comply with the written description requirement, the additional limitations of a

dependent claim would raise a new issue of invalidity not already attendant to the independent

claim from which it depends. Indeed, if the specification is lacking such that a person of

ordinary skill in the art would not conclude that the inventor possessed the invention claimed in

an independent claim at the time of filing, no number of additional claim limitations in a

dependent"claim would seem to rectify that deficiency. (See supra 26 n. 10.) To the contrary, the

additional limitations would likely compound the deficiency. i

However, there is a key distinction between Ohio Willow and the instant action. Here,

the Commission has already issued its determination indicating that it did not find claims 8 and

19 to be invalid, regardless of the fact that it did determine claims 5 and l8 to be invalid. Sepe

Comm’n Op. at 83. In so doing, the Commission saw fit to draw a distinction between claims 8

and l9 and the independent claims from which they depend. If Respondents disagree with that

distinction, their recourse was to appeal the Commission’s detennination to the Federal Circuit.

19 U.S.C. § l 137(0) (“Any person adversely affected by a final detennination of the Commission
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under subsection (d), (e), (t), or (g) may appeal such detennination, within 60 days after the

determination becomes final, to the United States Court of Appeals for the Federal Circuit for

review in accordance with chapter 7 of title 5.”)); see also 28 U.S.C. § 1295(a)(6).

Here, Respondents opted not to pursue an appeal of the C0mmission’s detennination

finding claims 8 and 19 not invalid. Notwithstanding Respondents’ urging, the ALJ lacks the

authority to alter or set aside the Commission’s determination as to the validity ‘of claims 8 and

19. Moreover, Respondents’ suggestion that the Commission’s determination, which gave rise

to the disputed limited exclusion and cease and desist orders, simultaneously rendered those

orders unenforceable is unsupported and unpersuasive. ‘

To find claims 8 and 19 unenforceable based on the Commission’s determination that

claims 5 and 18 are invalid would require the ALJ to ignore the portion of the determination

explicitly stating that the_Commission did not find claims 8 and l9 to be invalid, and also to

interpret the Comrnission’s determination in a way that renders the exclusion order and cease and

desist order completely superfluous. The ALJ declines to take either action, just as the ALJ

declines to act as an alternate, and unsanctioned, appellate authority for the Commission’s

determination.

Respondents invoke Environmental Designs, Ltd. v. Union Oil C0., 713 F.2d 693, 699

n.9 (Fed. Cir. 1983) for the proposition that, “at most even an explicit finding of validity is no

more than a holding that a particular patent challenger failed to carry the burden of proving

invalidity based on the particular set of facts and arguments asserted in a given case.” (Resp.

Opp. at 5.) Respondents go on to conclude that “nothing about the prior adjudication with

respect to validity (or “not invalidity”) has any bearing on the applicability of collateral estoppel
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in the present action.” (Id) The footnote from Environmental Designs upon which Respondents

rely reads: '

It is not necessary that a district court hold a patent valid. In an appropriate case,
it is necessary to hold only that the challenger of a patent’s validity failed to carry
his burden of proving invalidity. 35 U.S.C. § 282. The result is the same, but the
latter holding more accurately dramatizes that it, like all holdings, is based on the
record of the case at hand. The latter holding also avoids concern that a patent
held valid may be held invalid on a different record in another case. When,
however, a challenger has carried his burden of proof it would appear appropriate
to hold the patent invalid, for a holding that the burden had been carried is
synonymous with invalidity.

Environmental Designs, 713 F.2d at 699 n.9. Respondents ask this footnote to do too much.

While the footnote reiterates the basic fact that defeating an invalidity challenge in one case and

against one challenger does not render a patent claim immune from all future challenges, it is a

step too far to say that the Commission’s determination that claims 8 and 19 are not invalid has

no bearing on the instant phase of this investigation. For one, but for that determination, there

would no enforcement phase at all, as the exclusion and cease and desist orders are based on the

Commission’s determination that claims 8 and 19 had not been shown to be invalid during the

violation phase. Moreover, Respondents’ “collateral estoppel” defense is more accurately

characterized as a collateral attack on that very determination.

The ALJ also notes that Environmental Design does not abrogate established principles

of preclusion, which prevent Respondents from raising the invalidity of claims 8 and 19 now,

when it has already passed on two opportunities to raise that issue, both before the Commission

during the violation phase of this investigation, and then before the Federal Circuit after the

Commissionissued its determination on violation. See Order 30. Here again, Respondents’

defense fails not because the Corn1nission’s determination rendered claims 8 and 19 immune

from future validity challenges, but because there is no ruling, from any tribtmal, that claims 8

and 19 are invalid, and thus no basis to preclude ARM from enforcing those claims. g
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Respondents encounter the same difficulty in relying on Amgen, Inc. v. Genetics Institute,

Inc, 98 F.3d 1328 (Fed. Cir. 1996). There, the patent holder was precluded from asserting the

claims of a continuation patent“ because they included the same limitation found to be lacking

enablement in an earlier case considering the original patent from which the continuation arose.

By virtue of being a continuation patent, the specifications were identical, and the Federal Circuit

reasoned that, if the specification could not enable the limitation in the original patent, then it

could not enable the same limitation in the continuation patent. Id. at 1332. Unlike the instant

case, however, Amgen did not involve a prior determination that certain claims were not invalid.

Here, by contrast, the Commission explicitly stated that it did not find claims 8 and 19 to be

invalid, notwithstanding the fact that the issue of written description invalidity was before it, and

the dependency relationship of claims 8 and 19 to claims 5 and 18 is apparent from the face of

the patent. Again, Respondents may believe that the Commissi0n’s determination erred in that

regard, but the ALJ’s authority does not extend to reviewing or modifying the Commission’s

determinations. Nothing in Amgen suggests otherwise.

The Commission precedents cited by Respondents are also distinguishable from the

instant investigation. Certain EEPROM, EEPRM, Flash Memory and Flash Micracontroller

Semiconductor Devices and Products Containing Same, Inv. No. 337-TA-395, USITC Pub.

3136, Connn’n Op. at 4—6(Oct. 1998), for example, involved a prior determination of invalidity

by a United States district court. There, the Commission afforded that decision preclusive effect

in line with the comments laid out in the Restatement 2d of Judgments, while simultaneously

noting that it was not obligated to give the decision preclusive effect. Id. at 7. Affording the

district court decision preclusive effect did not contradict any prior Commission determination

1' The ALI notes that the Patent Act does not distinguish between patents issued from a continuation ‘application and
those issued from other applications. The use of the phrase “continuation patent" in this determination is simply
convenient shorthand for a patent issued from a continuation application.
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on the issue. By contrast, to preclude ARM from enforcing claims 8 and 19 on invalidity

grounds in this proceeding, the ALJ would necessarily have to contradict the portion of the

Commission’s determination that found those claims not invalid. As noted, such action is

beyond the scope of the ALJ’s authority.

Similarly, Certain Digital Set-Top Boxes and Components Thereoj’, Inv. No. 337-TA

7l2, Comrn’n Op. (Sep. 23, 2011) involved a petition for reconsideration of the Commission’s

determination not to review the ALJ’s final initial detennination finding a violation of section

337. Id. at 1-2. The petition was based on an intervening district court decision finding an

essential claim of the patent at issue invalid as anticipated. In light of the intervening decision,

the Commission granted the respondent’s motion for reconsideration, and upon reconsideration,

applied collateral estoppel to invalidate the asserted claim and find no violation of section 337.

Id. at 9. Here again, the application of collateral estoppel did not amount to a review of the

Commission’s own determination regarding validity, but rather wasbased on a new intervening

judgment from the district court. Additionally, to the extent the respondent needed to seek

reconsideration of the Cornmission’s decision not to review the ALJ’s final initial determination,

the respondent did so according to the appropriate procedure—albeit outside the time frame

laid out in the Commission’s rules. Id. at 3; see also 19 C.F.R. §2lO.47. The respondent’s

request did not, as would be the case here, require the ALI to review, and potentially modify, the

Commission’s determination. Additionally, the clear findings of invalidity presented by the

district courts in both of these investigations form a much stronger basis for invoking preclusion

than the instant investigation, where the ruling upon which Respondents’ seek to establish

preclusion is the same ruling that gave rise to the exclusion and cease and desist orders in the
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first place. The ALJ is weary of making a determination that effectively renders the exclusion

and cease and desist orders unenforceable from the moment they issued.

While Certain Agricultural Vehicles and Components Thereof, Inv. No. 337-TA-487,

Remand and Rescission Order (June 20, 2006) did involve the rescission of certain exclusion and

cease and desist orders during the enforcement phase of that investigation, the rescission order

was based on the respondent’s successful appeal to the Federal Circuit of the Con1mission’s

determination on violation. By contrast, Respondents in this investigation opted not to appeal

the Commission’s determination to the Federal Circuit, and thus Certain Agricultural Vehicles

fails to support Respondents’ assertion that the same determination that gave rise to the exclusion

and cease and desist orders can also serve as the basis for their unenforceability. The same

problem attends Respondents’ reliance on Certain Wire Electrical Discharge Machining

Apparatus and Components Thereof (Inv. No. 337-TA-290) and Composite Wear Components

and Welding Products Containing Same, Inv. No. 337-TA-644. Both rescission orders were

based on an intervening invalidity determination from a district court, and not on an ALJ’s

review and modification of the Commission’s own determination.

In sum, the ALJ does not find the authorities relied on by Respondents to be persuasive

with respect to the particular factual circumstances of the instant investigation.

V. Conclusion

Upon review of the parties’ briefings, Respondents appear to be seeking review and

modification of the Comrnission’s detennination on violation, particularly as regards its finding

that claims 8 and 19 are not invalid. While the ALJ acknowledges the tension between finding

claims 8 and 19 not invalid, while simultaneously finding the independent claims upon which

they depend invalid for lack of written description, that tension does not give rise to a collateral
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estoppel defense. For the reasons given above, 'ARM’s motion for summary detennination is

GRANTED.

Pursuant to 19 C.F.R. § 21().42(h), this initial determination shall become the

determination of the Commission unless a party files a petition for review of the initial

determination pursuant to 19 C.F.R. § 210.43(a), or the Commission,‘ pursuant to 19 C.F.R.

§2lO.44, orders on its own motion a review of the initial determination or certain issues

contained herein. p

Within seven days of the date of this document, each party shall submit to the Office of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of

this document deleted from the public version. Any party seeking to have any portion of this

document deleted from the public version thereof shall also submit to this office a copy of this

document with red brackets indicating any portion asserted to contain confidential business

information. The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned date. The parties’ submissions conceining the public version of this document

need not be filed with the Commission Secretary. ' '

Z l
at

SO ORDERED.

Theodore R. Essex

Administrative Law Judge
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