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Respondents Spansion, LL.C and Spansion, Inc. (collectively, “Spansion”) move
for summary determination, pursuant to 19 C.F.R. 210.18, that the asserted claims of U.S.
Patent No. 5,740,065 (“the ‘065 patent”) are not infringed or are invalid for indefiniteness
under 35 U.S.C. § 112. (Motion No. 685-30). Complainant Samsung Electronics Co.,
Ltd. (“Samsung”) opposes the motion. For the reasons that follow, Spansion’s motion for
summary determination is denied.

Spansion seeks summary determination on two grounds. The first is that
“because Samsung’s own expert has confirmed that the claims require use of Equation (1)
— the patent’s only disclosure for accumulatively averaging working conditions — and
because ( ) as required by the claims and
by Equation (1), there should be a summary determination of non-infringement of all
asserted claims.” Mem. at 7.

The second ground relied upon by respondents is that, if not limited to

implementation of Equation (1), the claims are invalid as indefinite. Spansion argues that



the only disclosure of accumulatively averaging working conditions in the ‘065 patent is
in Equation (1), and that Samsung’s expert, Dr. Watts, has acknowledged that the first
step of the claims requires implementing Equation (1). Spansion submits that “Dr. Watts
also verified that unless the claims are limited to implementing Equation (1), they are
unquestionably invalid under 35 U.S.C. § 112, § 2 as indefinite.” Mem. at 7-8. Spansion
further submits that “Dr. Watts unambiguously testified that if someone skilled in the art
were not practicing Equation (1) then that person would not know whether or not they
were practicing the accumulatively averaging step of the claims.” Mem. at 8, citing

Ex. B (Watts Dep.) at Tr. 245.

In response, Samsung argues that the “accumulatively averaging” claim step is
definite. In that regard, complainant states that Spansion’s citation to the deposition of
Dr. Watts, the sole basis for respondents’ indefiniteness argument, is taken out of context
and is incomplete. Opp. at 3. Samsung further states that Dr. Watts in fact testified that
to understand a claim for the purpose of an infringement determination one would need to
review the specification and take into account the preferred embodiment. Samsung also
explains that Dr. Watts did not limit the “accumulatively averaging” claim phrase to
Equation (1). “Instead, he testified that ‘Equation 1 is the obvious way to do it” and was
clearly speaking in light of Equation (1) teaching the use of a moving average, not the
strained ever-increasing average that Spansion wrongly interpreted it to mean.” Id.,
citing Ex. A (Watts Dep.) at Tr. 58 & 65.!

In addition, Samsung contends that ( ) is exactly what

is described in Equation (1). In that regard, Samsung argues that “Dr. Watts has been

' Samsung also argues that the claim phrase “extracting an optimal working condition” is
not indefinite. Opp. at 3, citing, in part, the Expert Rebuttal Report of Dr. Spanos.



consistent in his opinion that (’ Q) infringes the ‘065 Patent.” Opp.
_ at 4, citing Expert Report of Dr. Watts at 9 87-88, 98-100, 131-132, 239-240 & Ex. A
(Watts Dep.) at Tr. 283; Ex. B (Spanos Dep.) at Tr. 174.

In sum, Samsung has succeeded in identifying that there exist genuine issues as to
material facts and has shown that Spansion is not, at this time, entitled to judgment as a
matter of law. 19 C.F.R. 210.18.

Accordingly, Motion No. 685-30 is gi_gi_;i_@_d.

Within seven days of the date of this document, each party shall submit to the
Office of Administrative Law Judges a statement as to whether or not 1t seeks to have any
portion of the document redacted from the public version. The parties’ submissions may
be made by facsimile and, or, by hard copy. Any party seeking to have a portion of this
document redacted from the public version must submit to this office a copy of this
document with red brackets indicating the portion, or portions, asserted to contain
confidential business information.r

So Ordered.

Carl C. Chamneski
Administrative Law Judge

Issued: December 1, 2010
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