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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of ,

CERTAIN 3G MOBILE HANDSENTS Inv. N0. 337-TA-613
AND COMPONENTS THEREOF REMAND

ORDER NO. 51; DENYING RESPONDENTS’ MOTION FOR SUMMARY
DETERMINATION THAT THE ACCUSED PRODUCTS Do NOT
INFRINGE THE ASSERTED CLAIMS OF U.S. PATENT NOS.
7,190,966AND 7,286,847AND MOTION FOR TERMINATION OF
THEVINVESTIGATION I I ‘

(November 20, 2014) .

On October 6, 2014, respondents Nokia Corporation, Nokia Inc. and ~Micros0ftMobile

Oy (collectively “Respondents”) filed a motion for summary determination that the accused

products do not infringe the asserted claims of U.S. Patent Nos. 7,190,966 (“the ’966 Patent”)

and 7,286,847 (“the ’847 Patent”) and motion for termination of the investigation. (Motion

Docket No. 613-093.) i

On October 16, 2014, complainants InterDigital Communications Corporation and

InterDigital Technology Corporation (collectively “InterDigital”) filed aresponse opposing the

motion on substantive grounds and, proposing in the alternative, that the current remand

proceedings be stayed pending completion of the appeal of Inv. No. 337-TA-800 (“the 800

Investigation”) before the United State Court of Appeals for the Federal Circuit (“Federal

Circuit”). - '

On that same day, the Connnission Investigative Staff (“Staff”) filed a response opposing

Respondents’ motion. I
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On October 23, 2014, Respondents filed a motion for leave to file a reply and reply.

(Motion No. 613-094.) On November 3, 2014, InterDigital filed an opposition to Respondents’

reply. Motion No. 613-094 is hereby GRANTED. _

In the instant investigation, Respondents filed a motion for summary determination that

itsproducts,thosethatcontain_ andQualcommchips,donotinfringethe

’966 and the ’847 Patents based on the Commission’s opinion and findings in Inv. No. 337-TA

868 (“the 868 Investigation”) that the Qualcomm chips in that investigation fail to meet the

“successively [transmits/transmitted] signals” limitation. Respondents assert that, tmder the

doctrine of issue preclusion, the ALJ is “compelled” to find that its products do not infringe the

asserted patents. (Memo. at 1.) Respondents argue that the Qualcomm chips that are used in its

devices in this investigation are the same as the non-infringing Qualcomm chips used in the 868\
Investigation accused products. (Memo. at 2.) Consequently, Nokia’s products that use the

same Qualcomm chips do not infringe. Respondents further assert that its products that use the

I chips also do not infringe as they “function in the same relevant way as the Qualcomm

chipsets accused of infringing the PRU [“Power Ramp Up”] patents in the 868 Investigation.”

(Memo. at 18.)

In response, InterDigital argues that issue preclusion does not apply in this instance

because the issue in the 868 Investigation is different from that in the instant proceedings.

Specifically, InterDigital argues that the issue resolved in the 868 Investigation “was whether

devices using Qualcomm chipsets met the phrase ‘successively transmits signals’ construed as

‘successively [transmits/transmitted] sequences of chips or bits not modulated by data;” whereas

the issue in the instant investigation is “whether the accused devices using Qualcomm chipsets
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meet the ‘signal’ limitation construed —by the Federal Circuit and the Commission—as ‘a

sequence of chips,’ not limited to ‘a spreading code or a portion of a spreading code.”’ (Opp. at

13.) InterDigital further argues that issue preclusion does not apply to N0kia’s products that

contain I chipsets. (Opp. at 19-20.) InterDigital ftu'ther proposes that “at most, the ALJ should

stay the 613 Remand pending the 800 appeal.” (Opp. at 21.) InterDigital argues that the issue

on appeal from the 800 Investigation is highly relevant to Respondents’ motion for summary

determination and any early summary determination in the 613 Remand would be prejudicial to

InterDigital. Consequently, InterDigital argues that “if the ALJ concludes that the 868

construction of ‘successively transmits signals’ with a not modulated by data limitation applies

to the 613 Remand Opinion, the right solution would be for the ALJ to stay the 613 Remand

proceedings so the Commission may retain jurisdiction over it, and then either revisit summary

determination or proceed with the investigation upon issuance of the Federal Circuit’s decision

in the 800 Appeal.” (Opp. at 23.)

The Staff also opposes Respondents’ motion for summary determination. Staff argues

that there are material facts in dispute, namely that Respondents’ own expert disagrees that all

chipsets in the accused devices function in materially the same manner as the Qualcomm chips in

the 800 and the 868 Investigations. In other words, Staff argues that the infringement issue

decided in the 800 and 868 Investigations are not identical to the infringement issue in the instant

proceeding. (Staff Resp. at 12-15.) Staff further argues that even if there were no genuine issues

of material fact, the issue of whether issue preclusion applies is outside the scope of the remand

before the ALJ and should be decided by the Commission. (Staff Resp. at 15-16.) Staff further

argues that granting summary determination at this time would, in essence, be a Wasteof judicial
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resources given the procedural posture of the 800 and the 868 Investigation and the instant

proceedings, namely that a Federal Circuit decision on either investigation could “extinguish”

any preclusive effect based on those investigations. (Staff Resp. at 16-17.)

While Respondents’ motion poses some serious questions, the ALJ finds that those

questions are not ripe for summary determination. First, the decisions in the 800 and 868

Investigations were related to Qualcomm chips —there Wereno findings on any U chips in those

investigations. Moreover, the Commission has specifically held that the ‘ chips meet the

“signal” claim limitation. (Revised Remand Opinion at 16.) Respondent’s motion relating to the

I chips requires that the ALJ simply ignore the Commission’s Opinion and specific findings of

infringement on the those chips and simply extend findings related to Qualcomm chips.

Respondents provide no explanation as to how and on what legal basis the ALJ can simply

ignore the Con1mission’s specific findings regarding the I chips and substitute the findings on

the Qualcomm chips. Respondents’ motion simply performs a cursory analysis of whether issue

preclusion can apply to the I chips in a vacuum —it fails to take into account that there are

actual binding findings on these chips and, as such, whether there is any basis for allowing the

ALJ to ignore such findings. ,

Second, the AL] finds that in order to grant Respondents’ request, he would be required

to adopt the Commission’s claim construction and findings from the 800 and the 868

Investigations. As noted in the 868 investigation, While the 868 lnvestigation’s claim

construction of “successively [transmits/transmitted] signals” does not directly conflict with the

Commission’s claim construction of “signals” in this investigation, the Commission’s

infringement finding in the 613 Opinion, i.e.,.that PRACH preamble satisfies the “signal”
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limitation, does conflict with the Cormnission’s non-infringement findings in the 868 and the 800

Investigations that the PRACH preamble does not satisfy the “successively

[transmits/transmitted] signals” and “successively [sends/sent] transmissions” limitations,

respectively. InterDigital is correct in arguing that the “issues” presented in the 613 Remand are

not identical to those in the 800 and 868 Investigations and that wholesale adoption of those

constructions and findings is not proper. The ALJ disagrees, however, with lnterDigital’s

implication that the decision and findings in the 613 Remand on the Qualcomm chips need not

be resolved against the decisions on the Qualcomm chips in the 800 and 868 Investigations since

they are “merely overlapping.” While the argument could certainly be made that the claim terms

are different '(“signals” vs. “successively [transmits/transmitted] signals” vs. “successively

[sends/sent] transmissions”), a review of the claim language of the claims for all of the Power

Ramp Up patents across all 3 investigations shows that the element and function that these claim

elements‘describe are, in fact, the same. Thus, the Comrnission’s directly conflicting findings

regarding the PRACH preamble on identical, if not ftmctionally equivalent products, may have

to be resolved at some point in time, but the ALJ simply declines to do it at this time and on

summary detenninationl Moreover, should the Federal Circuit reverse the Commission’s

findings in the 800 Investigation, no further conflict would exist since the Commission’s findings

in the 868 Investigation would likely be reversed as well. As such, the ALJ finds that summary

determination of issue preclusion is not appropriate.

_ The ALJ notes, however, that a stay of this investigation pending the completion of the

800 Appeal is not an unreasonable request, especially given the time line of the Federal Circuit

1Indeed, as Staff pointed out, it is not clear whether such a task is properly within the scope of the Remand Order
issued by the Commission in this investigation. .
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Appeal in the 800 Investigation and the remainder of the procedural schedule in this

investigation. However, InterDigital’s proposal of a stay is premised on the ALJ’s finding that

summary determination is appropriate. (Opp. at 22-23.) As set forth above, the ALJ finds that

summary determination is not appropriate. The ALJ further finds that a stay of the investigation

is inappropriate for procedural reasons. The ALJ finds that InterDigital should be given the

opportunity to present evidence as to Whether Qualcomm chips in the currently imported Nokia

phones meet the “signal” limitation as construed in the 613 Revised Remand Opinion. The

record regarding the Qualcomm chips in Nokia’s currently imported products has not yet been

developed in this remand proceeding and, per the Commission’s Revise Remand Order, that is

one of the tasks assigned to the ALJ. Moreover, InterDigital argues that any further delay

would be prejudicial as the asserted patents are set to expire in 2016. (Id. at 22, note 10.) Thus,

absent InterDigital’s agreement or request that a stay be issued for this remand proceeding (and

agreement from Nokia and Staff), the ALJ declines to further delay the proceedings.

In sum, the ALJ finds that there are disputed material facts that preclude .summary

determination as set forth supra. While the ALJ also agrees that a stay of the instant remand

investigation is not an unreasonable request, the stay proposed by InterDigital is premised on the

ALJ finding that issue preclusion applies (which he has declined to do) and, absent agreement

from all of the parties, the ALJ declines to prejudice InterDigital by forcing a stay of the instant

proceedings. 

' Motion No. 613-093 is hereby DENIED.

Within seven days of the date of this document, each party shall submit to the Office of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
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this document deleted from the public version. Any party seeking to have any portion of this

document deleted from the public version thereof shall also submit to this office a copy of this

document with red brackets indicating any portion asserted to contain confidential business

information. The parties’ submissions may be made by facsimile and/or hard copy by the

aforenientioned date. The patties’ submissions concerning the public version of this document

need not be filed with the Commission Secretary.

SO ORDERED. e '

_"p‘T'l?lieo7;l)oreR.Essex' _
Administrative Law Judge

w
. v ¢
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CERTAIN 3G MOBILE HANDSETS AND COMPONENTS
THEREOF

Inv. N0. 337-TA-613
(Remand)

PUBLIC CERTIFICATE OF SERVICE

~ I, Lisa R. Barton, hereby certify that the attached ORDER NO. 51 has been served by V
hand upon the Commission Investigative Attorney, Lisa A. Murray, Esq., and the following
parties as indicated, on December 4, 2014.

Lisa R. Barton, Secretary
U.S. International Trade‘Commission
500 E Street, SW, Room 112
Washington, DC 20436 ‘

On Behalf of Complainants InterDigital Communications and
InterDigital Technology Corporation:

Maximilian A. Grant, Esq.
LATHAM & WATKINS LLP
555 Eleventh Street, NW, Suite 1000
Washington, DC 20004

On Behalf of Respondents Nokia Corporation. Nokia Inc.. and
Microsoft Mobile Oy:

Marsha E. Diedrich, Esq.
ALSTON & BIRD LLP
333 South Hope Street, 16thFloor
Los Angeles, CA 90071

II Via Hand Delivery
U Via Express Delivery
Via First Class Mail
U Other:

U Via Hand Delivery
I1 Via Express Delivery
Via First Class Mail
U Other:


