
PUBLIC VERSION

UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN FOOTWEAR PRODUCTS Inv_N0_337_TA_936

ORDER NO. 78: GRANTING IN PART AND DENYING IN PART COMPLAINANT
CONVERSE INC.’S MOTION TO COMPEL WAL-MART
STORES, INC.’S IDENTIFICATION AND PRODUCTION OF ALL
RESPONSIVE INFORMATION REGARDING ALL ACCUSED
PRODUCTS AND AN OPINION LETTER RECEIVED FROM ITS
SUPPLIER .

V(April 2, 2015)

On March 6, 2015, Complainant Converse Inc. (“Converse”) moved (936-065) to compel

Respondent Wal-Mart Stores, Inc. (“Walmart”) to (1) identify all shoe models that fall within the

scope of the Notice of Investigation and the definition of Accused Products as defined in

Converse’s discovery requests to Walmart, and produce responsive documents and infonnation

related to those shoes; and (2) produce an opinion letter, obtained from its third-party supplier,

Elan-Polo, which Walmart withheld as privileged. On March 18, 2015, Walmart opposed the

motion. On that same day, the Commission Investigative Staff (“Staff”) filed a response arguing

that Converse’s motion should be denied. Respondents Fortune Dynamic Inc., Highline United

LLC, and Kmart Corporation (“Fortune Dynamic Respondents”) filed a response in part to

Converse’s motion (“Fortune Dynamic Resp.”). No other responses were received.

I. Identification of Shoe Models and Documents Related to Same

On November 18, 2014, Converse served discovery requests requiring Walmart to

identify all shoes that constitute an “Accused Product?’and to produce documents related to these

shoes. (Mem. at 1.) Walmart objected to Converse’s definition of “Accused Products” and



limited its responses to only those shoes specifically identified by Converse. (Id. at 1, 6-7.)

Converse subsequently clarified that “Accused Products” were those products that “include a toe

cap and toe bumper.” (Id at 7; Mot. Ex. G.) After Walmart still refused to comply with the

discovery requests, Converse filed this motion.

Converse argues that its motion to compel should be granted because its requests are

relevant to the “core legal issues in this Investigation,” including infringement, dilution, and

injury to Converse’s domestic industry. (Id. at 9-l0.) Converse asserts that its discovery

requests comply with Commission Rules 2l0.27(b) and 2l0.30(b)(l). (Id. at ll (citing Certain

Semiconductor Integrated Circuits & Prods. Containing Same, Inv. No. 337-TA-665, Order No.

12, at 3 (Mar. 12, 2009).) _

In response, Walmart argues that Converse’s discovery requests do not satisfy the

“reasonable particularity” requirement of Commission Rule 2lO.3O(b)(1). (Opp. at 4-5 (citing 19

§ 21O.30(b)(l)).) Walmart asserts that Converse’s definition of “Accused Products” is

“hard to follow, requires subjective judgement, includes an irrelevant and confusing test for

copyright infringement, involves admitting infringement and assumes admission of facts not in

evidence about Converse’s products going back to 1932.” (Id. at 25.) Walmart further objects to

Converse’s revised definition of Accused Products as those shoes that have a toe bumper and toe

cap, arguing that this definition “would encompass many shoes other than canvas sneakers with

toe caps, toe bumpers and striping.” (Id. at 27, 29-30.) Walmart requests that Converse “provide

a more specific combination of design elements” and suggested that it use the definition in

Converse’s trademark registration. (Id. at 27, 30.)

" Staff agrees with Walmart that “Converse fails to properly define ‘Accused Products’

with the reasonable particularity required by the Commission Rules.” (Staff Resp. at 2.) Staff
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argues that the definition Converse used in its discovery “require[s] Walmart to make a complex

determination that is largely identical to the ultimate infringement determination at the center of

this investigation.” (Id. at 3.) Staff further explains that “Converse’s requests in this

investigation fail to limit themselves to products containing particular product features or

components.” (Id. at 4.) Staff faults Converse for failing to provide a definition “consisting of

one or more specific combinations of design elements.” (Id. at 4-5.) Staff addresses Converse’s

refined defmition in a footnote, but deems the term “toe cap” and “toe bumper” as “overbroad”

and “generic.” (Id. at 5 n.2.)

The Fortune Dynamic Respondents submitted a response to inform the undersigned of

their belief that Converse’s definition of “Accused Products” “goes Well beyond any properly

described or limited inquiry.” (Fortune Dynamic Resp. at 2.) They assert that C0nverse’s

definition places the burden on Respondents and that Converse has failed to provide clear

guidance as to what constitutes an Accused Product. (Id. at 2-3.) The Fortune Dynamic

Respondents furtherexplain that Converse’s definition “invites or requires factual and legal

determinations regarding what combination of features are or are not ‘substantially similar to’ or

are or are not ‘colorable imitations of,’ Converse’s alleged trademark rights. (Id. at 4.) Finally,

they request that any order on this discovery issue “be limited and confined to the practicalities

of resolving discovery disputes and not provided as a pre-hearing determination on the scope

and/or infringement of Converse’s alleged trademark rights.” (Id. at 4-5.) They do not address

whether narrowing the definition to those products that include a “toe cap and toe bumper” is

sufficient.

The undersigned finds that Converse’s discovery requests, as amended, are reasonable.

The parties and Staff agree that discovery is not limited to the products accused in the complaint.
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(Mem. at 9-11; Opp. at 4; Staff Resp. at 5.) Their disagreement centers on whether Converse has

sufficiently defined “Accused Products” as required by Commission Rule 2lO.3O(b)(l), which

states :

The [request for production of documents] shall set forth the items to be
inspected, either by individual item or by category, and describe each item and
category with reasonable particularity.

19 C.F.R. § 2l0.30(b)(l). Although Converse set forth a broad definition of “Accused

Products,” it subsequently narrowed this definition to those products that “include a toe cap and

toe bumper.” (Mot. Ex. G.) Thus, the real question is whether a request aimed at obtaining

information on all shoes that “include a toe cap and toe bumper” is specific enough under the

Commission Rules. The undersigned finds that it is.

Walmart objects that, using this definition, it would be required to produce information

on shoes that do not infringe Converse’s trademarks. (Opp. at 29-30.) Although this may be

true, the scope of discovery is broad. Information‘ is discoverable if it “appears reasonably

calculated to lead to the discovery of admissible evidence.” 19 C.F.R. § 21O.27(b). The

undersigned finds that a request seeking information on shoes that “include a toe cap and toe

bumper” meets this requirement. Additionally, narrowing the definition to those products that

meet Converse’s federal registered trademark —as Walmart proposed —would result in the same

concem that Walmart has about the act of producing documents being viewed as an admission of

infringement. (See, e.g., id. at 26 (explaining that the discovery requests “ask Walmart to admit

liability” and infringement).) While the undersigned does not share this concern,‘ it is possible

that Walmart could use this definition to improperly narrow discovery, as Walmart believes that

none of its products meet the definition described in the trademark registration. (See, e.g.,

' The undersigned will not view the production of documents-in response to a discovery request as an admission of
infringement. i
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Walmart Answer at ‘,197.) The undersigned believes that Converse’s proposed definition, which

seeks footwear including a toe cap and a toe bumper, is a more objective definition that Walmart

should be able to understand. p

For the above stated reasons, Converse’s motion with respect to the identification and

documents related to shoe models is hereby granted. The undersigned orders Walmart to

supplement its requests to lnterrogatories Nos. 1, 3-22, 27-39, 49, 53-55, 58-68, 71-77, 79-96,

100, 101, and 117 within seven days. The undersigned further orders Walmart to supplement its

document production with respect to Converse Request for Production Nos. 1, 5-7, 9, 13, 15-17,

19, 24-33, 35-57, 60-71, 74, 76-85, 104-108, 110-113, 115-124, 126, 128-130, and 146 on a

rolling basis, with all such discovery produced by April 24, 2015.2 The undersigned understands

that this deadline is after the close of fact discovery. If Converse believes additional depositions

are necessary in light of Walmart’s production, it should file a motion requesting leave to engage

in such discovery.3

II. [ ]

Converse also seeks to compel the production of a [

] (Mem. At 14; Mot. Ex. H.) According to Walmart, the opinion letter was

[

2 The undersigned encourages the parties to try to narrow the scope of discovery. For example, alter Walmart
supplements its interrogatory responses, Converse should -try to identify those shoesrfor which it does not seek
documents. By doing so, Converse would decrease the burden on Walmart and also decrease the amount of
documents it will need to review in order to find relevant information. .
3 If Converse files such a motion, the undersigned expects that such request will be limited only to"information
produced as a result of this order. '
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. ] (Mot. Ex. H.)

Walmart withheld this document as privileged.

Converse argues that the [ ] should be produced because it is not

protected by the common interest privilege. (Mem. at 16.) Converse asserts that, in order for a

document to be protected by the common interest privilege, a party must show that: “(1) the

communications were made in the course of a joint defense effort; (2) the statements were

designed to further that effort; (3) the underlving communications are attorney-client privileged

or attomey work product;_and (4) the privilege has not been waived.” (Id. at 5 (citing Certain

Baseband Processor Chips & Chipsets, Inv. No. 337-TA-543, Order No. 35, at 4-5 (Apr. 25,

2006 (“Certain Baseband Processor Chips”); Certain Two-Handle Centerset Faucets &

Escutcheons, & Components Thereofi Inv. N0. 337-TA-422, Order 7, at 9-10 (Oct. 13, 1999).)

Converse argues that Walmart has failed to meet its burden in establishing that these

requirements have been met. V

First, Converse asserts that Walmart failed to establish that [

‘ ] (Id at 17 (citing Ex. K at 1]3).) Converse states, however, that

there is no evidence that [

-6



1

Interrogatory Response No. 9).) Converse also alleges that [

] (Id. at 18.)

Second, Converse argues that Walmart failed to show that [ ] was

protected by either the attorney-client privilege ‘orwork product doctrine and that, even if it was,

the privilege was waived. Converse explains that Walmart failed to provide any support to

establish that the elements of either plivilege were met. (Id. at 19.) Converse also asserts that

Walmart failed to show that disclosure of the document to Walma1t’s in-house counsel did not

waive any privilege that otherwise attached to the document. (Id.)

Walmart responds by arguing that the document is protected by the attorney-client

privilege and that the common-interest privilege is irrelevant here. (Opp. at 3.) Walmart asserts

that [ ] and that the “attorney-client

privilege applies . . . when an attomey represents multiple clients with regard to the same

matter.” (Id. at 11 (citing Lessing v. Gibbons, 45 P.2d 258, 261 (Cal. Dist. Ct. App. 1935).)

[ .

]
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(Id. at 20 (citing High Point Sarl v. Sprint Nextel Corp, 2012 U.S. Dist. LEXIS 8435, at *43 (D.

Kan. Jan. 25, 2012).) e

Staff asserts that [ ]

(Staff Resp. at 7.) Staff argues [

A ]

shoe.” (Id) Staff further argues that Walmart is able to satisfy the four elements of the

common-interest privilege, as set forth in Centerset Faucets. (Id. at 7-8.)

As a preliminary matter, the undersigned notes that courts differ on whether it is

necessary to apply the common-interest privilege when the situation involves two clients who

share an attorney. Some courts are of the view that the “joint client doctrine” is distinct from the

“common interest privilege” and insist that the former does not involve the latter. See, e.g.,

MapleW00d Partners, L.P. v. Indian Harbor Ins. C0., 295 F.R.D. 550, 594 n. 186 (S.D. Fla.

2013) (explaining that the two principles “do not overlap,” but that there are many “examples in

the case law of confusion of these two distinct doctrines”); EDNA SELAN EPSTEIN, THE

ATTORNEY-CLIENT PRIVILEGE AND THE WORK-PRODUCT DOCTRINE. 377 (5th ed. 2007)

(explaining that courts often “lump[] together and mangle[] two separate concepts: ‘the allied

lawyer doctrine,’ which is applicable when parties with separate lawyers consult, and ‘the joint

client doctrine,’ which applies when two clients share the same lawyers”). .

, Regardless of the tenninology used, however, it is beyond dispute that “when the same

attorney acts for two parties having a common interest, and each party communicates with [the

attorney] the communications are clearly privileged from disclosure at the instance of a third

person.” 8 WIGMORE,EVIDENCE§ 2312 (1992); see also In re Regents of the Univ. 0fCal., 101

F.3d 1386 (Fed. Cir. 1996) (“Where the same attorney represents two parties having a common

interest, and each party communicates with the attorney, the communications are privileged from
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disclosure at the instance of a third person”) “As a general rule, courts require that the common

interest be a legal one and not merelya business one in order for the common interest privilege

to permit free sharing of legal advice between them without risk of "forfeiture." EPSTEIN,supra,

at 275. There is, however, “no need for the parties to be allied in a given litigation,” so long as

“their legal interests be fully allied.” 4 Id.; see also Dura Global Techs, Inc. v. Magna Donnelly

Corp., No. O7-cv-10945-DT, 2008 U.S. Dist. WL 2217682, at * 3 (May 27, 2008) (“The weight

of authority holds that litigation need not be actual or imminent for communications to be within

the common interest doctrine”)

[

] The evidence also

shows that the other elements of the attomey-client privilege have been met, as there was: (1) a

communication; (2) made between privileged persons; (3) in confidence; (4) for the purpose of

seeking, obtaining, or providing legal assistance to the clients [

] Opp. Ex. D.)

4The situation here is distinguishable from the situation involved in Certain Baseband Processor Chips, which did
not involve the joint client doctrine.

Converse is correct that, when a claim of privilege is challenged, parties must do more than rely on the
requirements of Ground Rule 4.9.1. See EPSTETN,supra, at ll49 (“Each element of the privilege must be
demonstrated. Blanket assertions are insufficient. The facts establishing the privilege may be raised by affidavit or
in an evidentiary hearing”) Walmart submitted declarations with its opposition and the undersigned finds these
sufficient to establish that the elements of the privilege have been met. T
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[

' ]

legal in nature and that their interests were fully allied. See, e.g., Dura Global, 2008 U.S. Dist.

WL 2217682, at *3 (finding that an interest in intellectual property issues is a legal issue, not a

commercial one); Johnson Elec. N. Am. Inc. v. Mabuchi N. Am. C0rp., No. 88 CIV 7377 (JES),

1996 WL 191590, at *3-*4 (S.D.N.Y. Apr. 19, 1996).

For the reasons setforth above, Converse’s motion with respect to [

] is hereby denied. 

Within seven days of the date of this document, each party shall submit to the Office of

the Administrative Law Judges a statement asvto whether or not it seeks to have any portion of

this document deleted from the public version. The parties’ submissions may be made by

facsimile and/or hard copy by the aforementioned date.
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Any party seeking to have any poition of this document deleted from the public version

thereof must submit to this office a/copy of this document with red brackets indicating any

portion asserted to contain confidential business inforrnation. The parties’ submissions

concerning the public version of this document need not-be filed with the Commission Secretary.

S0 ORDERED.

arles E. Bullock
Chief Administrative Law Judge
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