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3. Summary Concerning Domestic Industry Under the '985 Patent 

GE has demonstrated that the domestic industry requirement is met with respect to the 

'985 patent. 

D. Validity and Enforceability Determinations 

Mitsubishi argues that claim 15 is invalid as obvious over the prior art. Mitsubishi also 

argues that claim 15 is invalid due to a failure to disclose the best mode for the claimed 

invention, as subjectively contemplated by one of the five named inventors (all of whom reside in 

Germany), even though there was no genuine invention. See Mitsubishi Br. at 83-89. Further, 

Mitsubishi argues that the '985 patent is unenforceable due to inequitable conduct "in failing to 

disclose Thomas Wilkins's inventive contributions to the PTO," even though it is Mitsubishi's 

contentions that there is no invention at all. fd. at 89-90.63 The Staff argues that while claim 15 

is not invalid, it is unenforceable. StaffBr. at 46-49,63-69. GE rejects all of the invalidity and 

unenforceability arguments. GE Br. at 71-97. 

As discussed below, it is not found that claim 15 of the '985 patent is invalid. Further, it 

has not been shown that the name of Thomas Wilkins was removed from the application for the 

63 No party raised inventorship as an independent issue. 
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'985 patent with an intent to deceive the PTO. Thus, it has not been established that the '985 

patent is unenforceable. 

1. Validity 

Mitsubishi argues that claim 15 of the '985 patent is invalid due to obviousness and 

failure to disclose the best mode. See Mitsubishi Br. at 83-89. GE argues that Mitsubishi failed 

to prove by clear and convincing evidence that claim 15 is obvious, or invalid for failure to 

disclose a best mode. GE Br. at 33-38. The Staff also argues that Mitsubishi has failed to prove 

either obviousness or failure to disclose a best mode. See StaffBr. at 46-49. 

a. Obviousness 

Mitsubishi argues that two prior art publications that were not considered by the PTO 

during prosecution of the '985 patent "teach or suggest all the limitations of claim 15, including 

the use of an uninterruptible power supply to provide power to a converter controller during a 

low voltage event." The publications are Hofmann et ai., "Control of a Double-Fed Induction 

Generator for Wind-Power Plants," PCIM 1998, Nuremberg, Power Quality Proceedings (1998) 

("Hofmann") (RX-40) and Dittrich, Hofmann et ai., "Design and Control of a Wind Power 

Station with Double Fed Induction Generator," EPE '97 (Sept. 1997) ("Dittrich & Hofmann") 

(RX_46).64 Mitsubishi Br. at 83-88. 

GE argues, among other things, that while Hofmann and Dittrich & Hofmann generally 

disclose a wind turbine with a DFIG generator, neither makes mention of a low voltage event, 

low voltage ride-through, or how to achieve LVRT "with a crowbar circuit coupled to a converter 

64 The parities have stipulated that Hofmann and Dittrich & Hofmann are prior art to the 
'985 patent. See Prior Art Stips., 3; StaffBr. at 46. 
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controller that is itself coupled to an uninterruptible power supply." It is argued by GE that 

Mitsubishi has failed to prove obviousness by clear and convincing evidence. GE Br. at 33-37. 

The Staff argues that Mitsubishi has failed to demonstrate that a combination of Hofmann 

and Dittrich & Hofmann provides all required limitations of claim 15. Staff Br. at 46-47. 

Hofmann and Dittrich & Hofmann (collectively, the "Hofmann articles") disclose a wind 

turbine with a DFIG generator. See Toliyat Tr. 1731-1732. They also disclose a crowbar circuit. 

Kirtley Tr. 2403. However, GE has never argued that the invention of claim 15 lies in the use of 

a DFIG in a wind turbine, or even the use ofa crowbar (or similar) circuit. Rather, as discussed 

above in the section on claim construction, claim 15 is specifically limited, among other things, 

to an uninterruptible power supply, as well as a circuit, such as a crowbar, to shunt current during 

a low voltage event. Yet, neither article concerns a low voltage event, and, in contrast to the 

requirements of the claim 15, the crowbar circuit is not used to shunt current from the inverter 

and generator rotor in response to a control signal from the converter controller in connection 

with a low voltage event. Kirtley Tr. 2400-2407. This was admitted by Mitsubishi's expert who 

testified that there is no mention of low voltage ride-through in the articles. Toliyat Tr. 

1742-1743.65 

Thus, the Hofmann articles do not disclose a crowbar circuit responsive to a control 

signal from the CCU. GE's expert, Dr. Kirtley, testified that Figure 11 of the Hofmann 

references (which was raised by Mitsubishi to satisfY the control signal limitation) shows that the 

crowbar circuit is not in fact controlled by a CCU, but rather by signals from voltage and current 

65 Indeed, Mitsubishi' s expert never relied on the Hofmann references alone for any of the 
obviousness opinions expressed in his expert reports. See Toliyat Tr. 1741-1742. 
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sensors. Kirtley Tr. 2403-2404 (concerning Fig. 11 of Hofmann (RX-40)). The controller 

disclosed in the Hofmann articles, even assuming it is a "converter controller," is not coupled to 

both the inverter and the circuit that shunts current. Kirtley Tr. 2402-2404 (Figure 11 shows that 

the crowbar circuit is not coupled to anything that controls the inverter). 

In contrast, the testimony of Mitsubishi's expert on this point is unpersuasive because 

rather than establishing that Figure 11 and other portions of the Hofmann articles actually 

disclosed the limitations of claim 15 in the prior art, his testimony amounts merely to conjecture 

as to how certain limitations of claim 15 might be referenced in the Hofmann articles if one set 

out in hindsight to find some representation of them in the prior art. See Toliyat Tr. 1409-1410, 

1732-1733,1745-1747. 

In addition, Hofmann does not disclose the required uninterruptible power supply, or a 

UPS connected to a CCU. See Kirtley Tr. 2401; Toliyat Tr. 1410 (converter controller is 

powered by the grid). Hofmann & Dittrich refers to "short-time energy storage," without any 

description of the purpose of that storage, or how to implement it. Toliyat Tr. 1412-1413 

(discussing RX -46), 1747-1749. During cross-examination, Mitsubishi' s expert pointed to "large 

DC bus capacitors" that are illustrated in a figure and testified that they are "probably" used for 

short-term storage. Toliyat Tr. 1750-1751. 

Consequently, it has not been shown by clear and convincing evidence that the Hofmann 

articles, either alone or in combination, render claim 15 invalid as obvious. 

h. Best Mode 

Mitsubishi argues that claim 15 is invalid because "Henning Lutze, one of the inventors 

named on the '985 patent, subjectively contemplated a best mode for practicing the shunt circuit 
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possible to control the currents in the rotor circuit." See Lutze Dep. (JX-IO) Tr. 101-104.66 

Although Lutze testified about the crowbar design disclosed in the '221 patent, and GE 

turbines in general, he was not asked whether the design disclosed in the '221 patent is best for 

the invention claimed in the '985 patent, specifically with respect to claim 15. Mitsubishi simply 

infers that the illustrated crowbar in the '221 patent must be the best mode for the '985 patent. 

Mitsubishi's reasoning, however, comes up short of providing the proof necessary to 

show that claim 15 of the '985 patent is invalid. Even assuming that the crowbar design in 

question is the best mode for the claims of the '221 patent, the fact remains that the '985 patent, 

and claim 15 in particular, concern a different invention. Thus it is not clear that an embodiment 

from the '221 patent necessarily constitutes the best mode for claim 15, even in the opinion of 

Mr. Lutze.67 

Accordingly, it is not found by clear and convincing evidence that claim 15 of the '985 

patent is invalid for a failure to disclose the best mode. 

2. Enforceability 

Mitsubishi argues that the '985 patent is unenforceable due to inequitable conduct before 

66 During his deposition, Lutze was not sure whether the crowbar design of the '221 
patent was actually implemented in GE 1.5 MW turbines installed in the spring of2003. In fact, 
he pointed out that while the principle of the crowbar used in Figure 3 of the '221 patent would 
have been used in GE's turbines, the exact design would have to be modified due to the design of 
other components. See Lutze Dep. (JX-lO) Tr. 101-104. 

67 In connection with one embodiment disclosed in the '985 patent, the specification 
states: "Crowbar circuits are known in the art and any appropriate (e.g., a circuit having sufficient 
power ratings) crowbar circuit can be used." CX-6, col. 4, lines 59-61. Indeed, Dr. Fogarty, who 
participated in drafting the application for the '985 patent, testified that another named inventor, 
Wilhelm Janssen, provided him with alternate crowbar designs but never singled out one as 
preferred over the others. See Fogarty Tr. 2038-2039. 
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the PTO. In particular, [ 

] 

Mitsubishi argues that [ 
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Thus, the identity of each inventor is material to the prosecution of a patent. Indeed, "[i]n 

practice, patent examiners do not normally engage in determination of the respective 

contributions of the individual members of an inventive entity as part of making an ex parte 
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examination; rather, it is the responsibility of the applicants and their attorneys to ensure that the 

inventors named in a patent application are the only true inventors." Board of Educ. v. American 

Bioscience, Inc., 333 F.3d 1330, 1344 (Fed. Cir. 2003) (footnote omitted). 

[ 
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3. Conclusion on Unenforceability 

It has not been established by clear and convincing evidence that the '985 patent is 

71 [ 

] 
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unenforceable due to inequitable conduct. 

E. Summary 

It is found by at least a preponderance of the evidence that the MWT infringes claim 15 

of the '985 patent, and that the GE Turbine practices the claim. The domestic industry 

requirement has been satisfied with respect to the '985 patent. It has not been established by 

clear and convincing evidence that claim 15 is invalid. Accordingly, a violation of section 337 

has occurred with respect to the '985 patent. 

VII. Conclusions of Law 

1. The Commission has personal jurisdiction over the parties, and subject-matter 

jurisdiction over the investigation. 

2. The importation or sale requirement of section 337 has been met with respect to the 

accused products. 

3. Respondents MHI and MPSA have sold for importation, imported and, or, sold after 

importation into the United States, the accused products. 

4. It has not been established that respondent MHIA has directly or indirectly imported or 

sold an accused product. Consequently, it cannot be found that MHIA is in violation of 

section 337. 

5. It has not been shown by clear and convincing evidence that claim 121 of the '039 

patent is invalid. 

6. It has been shown by at least a preponderance of the evidence that the accused 

Mitsubishi turbines infringe claim 121 of the '039 patent. 

7. It has been established that the domestic industry requirement is satisfied with respect 
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to the '039 patent. 

8. A violation of section 337 has occurred with respect to the '039 patent. 

9. It has not been shown by clear and convincing evidence that claim 5, 7, or 8 of the 

'221 patent is invalid. 

10. It has been shown by at least a preponderance of the evidence that the accused 

Mitsubishi turbines infringe claim 5, 7, and 8 ofthe '221 patent. 

11. It has not been established that GE practices any claim of the '221 patent. It has not 

been established that the domestic industry requirement is satisfied with respect to the '221 

patent. 

12. It has not been shown that a violation of section 337 has occurred with respect to the 

'221 patent. 

13. It has not been shown by clear and convincing evidence that claim 15 ofthe '985 

patent is invalid. 

15. It has not been established by clear and convincing evidence that the' 985 patent is 

unenforceable due to inequitable conduct. 

16. It has been shown by at least a preponderance of the evidence that the accused 

Mitsubishi turbines (both the original and EPSS versions) infringe claim 15 ofthe '985 patent. 

17. It has been established that the domestic industry requirement is satisfied with respect 

to the '985 patent. 

18. A violation of section 337 has occurred with respect to the '985 patent. 
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VIII. Initial Determination and Order 

Based on the foregoing, it is the INITIAL DETERMINATION ("ID") of the undersigned 

that a violation of section 337 of the Tariff Act of 1930, as amended, has occurred in the 

importation into the United States, the sale for importation, or the sale within the United States 

after importation of certain variable speed wind turbines and components thereof by reason of 

infringement of claim 121 of United States Patent No. 5,083,039 and claim 15 of United States 

Patent No. 6,921,985. 

Further, this ID, together with the record of the hearing in this investigation consisting of: 

(1) the transcript of the hearing, with appropriate corrections as may hereafter be 

ordered, and 

(2) the exhibits received into evidence in this investigation, as listed in the attached 

exhibit lists, is CERTIFIED to the Commission. 

In accordance with 19 C.F.R. § 210.39(c), all material found to be confidential by the 

undersigned under 19 C.F.R. § 210.5 is to be given in camera treatment. 

The Secretary shall serve a public version of this ID upon all parties of record and the 

confidential version upon counsel who are signatories to the Protective Order (Order No.1) 

issued in this investigation, and upon the Commission investigative attorney. 

To expedite service of the public version, each party is hereby ORDERED to file with the 

Commission Secretary by no later than August 14,2009, a copy of this ID with brackets that 

show any portion considered by the party (or its suppliers of information) to be confidential, 

accompanied by a list indicating each page on which such a bracket is to be found. At least one 

copy of such a filing shall be served upon the Administrative Law Judge, and the brackets shall 
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be marked in red. If a party (and its suppliers of information) considers nothing in the ID to be 

confidential, and thus makes no request that any portion be redacted from the public version of 

this ID, then a statement to that effect shall be filed in lieu of a document with brackets . 

. 
Pursuant to 19 C.F.R. § 210.42(h), this Initial Determination shall become the 

determination ofthe Commission unless a party files a petition for review pursuant to 

§ 210.43(a) or the Commission, pursuant to § 210.44, orders on its own motion a review of the 

ID or certain issues herein. 

Issued: August 7, 2009 
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Carl C. Charneski 
Administrative Law Judge 
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