






































































PUBLIC VERSION 

The Commission finds that Wilkins is an unnamed inventor of claim 15 of the '985 

patent,12 that GE has not provided any showing to the effect that Wilkins had an obligation to 

assign the patent to GE, and that GE has not joined Wilkins as a party to this investigation. 

Nevertheless, it is undisputed that Wilkins is not named on the face of the patent, and we find 

that Wilkins therefore lacks such legal title as to make him an owner of the '985 patent. As an 

inventor, Wilkins does have an equitable interest that can be perfected to legal title upon 

application to the USPTO, or through correction by a district court under 35 U.S.C. § 256. The 

Commission, however, lacks the authority to correct inventorship under Section 256 or any other 

statutory provision, and the Commission's authority in this regard must be conferred by statute. 

Moreover, Mitsubishi cannot properly assert an equitable interest on behalf of Wilkins. See 

Dorr-Oliver v. United States, 432 F.2d 447,451 (Ct. Cl. 1970); Mercantile National Bank of 

Chicago v. Howmet Corp., 524 F.2d 1031, 1034 (7th Cir. 1975); Bd. of Trustees of Leland 

Sta.nford Jr. Univ. v. Roche Molecular Sys., 583 F.3d 832, 848 (Fed. Cir. 2009). 

Mitsubishi and the IA have relied upon two cases, Ethicon, Inc. v. Us. Surgical Corp., 

135 F.3d 1456,1458 (Fed. Cir. 1998), and Roche Molecular Sys., 583 F.3d at 841-42, 848-49 

(Fed. Cir. 2009), in support of their argument that GE lacks standing. Ethicon is distinguishable 

because the court corrected inventorship pursuant to Section 256 prior to dismissing the 

complaint for failure to properly join all owners. Ethicon, 135 F.3d at 1459-60. Similarly, in 

12 The ALJ's finding that GE failed to name Wilkins as an inventor is corroborated by the 
Lake Benton II report and by Lutze and Fogarty regarding contributions during and after Lake 
Benton II in conceiving of the claimed uninterruptible power supply. lX-IO at 218-220; RX-
354C at GEWTOOI6351O; Tr. 2007:21-24; 2012:3-25 (Fogarty); Tr. 2206-07, 2226-35 (Wilkins). 
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Roche, Stanford had failed to join an inventor named on the face of the patent who was 

therefore an owner - and could not prove that Stanford had received an assignment from that 

person. Roche, 583 F.3d at 841-42, 848-49. 

We therefore find that GE possesses standing to assert the '985 patent, and we proceed to 

analyze the issues related to that patent.13 

2. Domestic Industry 

a. Claim Construction 

The '985 patent teaches a wind turbine with an uninterruptible power supply that can 

continue to supply power during a low voltage event on the grid. The continued operation is 

known as "low voltage ride through." Claim 15 recites (disputed terms in italics): 

15. A wind turbine generator comprising: a generator; a power converter coupled 
with the generator, the power converter having an inverter coupled to receive 
power from the generator, a converter controller coupled with the inverter to 
monitor a current flow in the inverter wherein the converter controller is coupled 
to receive power from an uninterruptible power supply during a low voltage 
event, and a circuit coupled with the input of the inverter and with the converter 
controller to shunt current from the inverter and generator rotor in response to a 
control signal from the converter controller. 

The ALl construed ''uninterruptible power supply" as not limited to a power storage 

13 As to Mitsubishi's defense that claim 15 of the '985 patent is invalid by reason of35 
U.S.C. § 102(f), we agree with the IA that the Commission may not invalidate a patent claim sua 
sponte, i.e., where invalidity has not been asserted by the respondent as a defense to infringement 
of a properly asserted claim. See generally, Lannom Mfg. Co. v. United States Int'l Trade 
Comm'n, 799 F.2d 1572, (Fed.Cir.1986). We have considered requesting further briefmg from 
the parties as to whether the defense of35 U.S.C. § 102(f) was sufficiently pleaded and 
maintained as a defense. Because we have determined that GE lacks a domestic industry in the 
'985 patent, however, we will not delay completion of the investigation in order to take further 
briefing on that issue. See Beloit Corp. v. Valmet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984) 
(Commission may decide not to take a position on an issue where it finds another issue to be 
dispositive with respect to a finding that there is no violation). 
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system. ID at 97. The ALJ held that the term "shunt current from the inverter and generator 

rotor" cannot require a crowbar (or other shunting circuit) between the rotor and the rotor-side 

converter. ID at 98-99. 

"shunt current from the inverter and generator rotor" 

The ALJ held that the limitation "shunt current from the inverter and generator rotor" 

cannot require a crowbar (or other shunting circuit) between the rotor and the rotor-side 

converter. ID at 98-99. The ALl notes that claim 15 expressly provides for "a circuit coupled 

with the input of the inverter and with the converter controller," and also that the circuit is "to 

shunt current from the inverter and generator rotor." ID at 98. In this connection, the ALl 

concluded that as far as the location of the circuit is concerned, it must be coupled with the input 

of the inverter and the converter controller. Id. The ALJ also concluded that current must be 

shunted "from the inverter and generator rotor." !d. The ALJ held that "shunt current from the 

inverter and generator rotor" is not limited to the example in the specification which utilizes a 

crowbar (or other shunting circuit) between the rotor and the rotor-side converter. ID at 99 

(discussing '985 patent, col. 4, lines 44-58). The Commission determined to review. 

Mitsubishi argues that the circuit cannot be located within an inverter itself. Mitsubishi 

Petition at 58. Mitsubishi provides the example that a circuit within the inverter that allows 

harmful currents coming from the rotor to enter the inverter would fail to meet what the ID found 

as [[ 

]] Id. at 58-59 (discussing ID at 

103-04.) Mitsubishi responds to GE's argument, based on Linear Tech. Corp. v. Int'f Trade 

Comm 'n, 566 F .3d at 1055, that a component of a device can satisfy multiple claim limitations. 
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Mitsubishi argues that Linear is inapposite because the specification in that case "expressly 

disclose[d]" that two limitations could "share common components," Linear Tech, 566 F.3d at 

1055. Id. at 59-60. 

GE argues that the ALJ properly rejected respondents' argument that claim 15 requires a 

specific location for the shunt. GE Response at 71. GE states that the ALJ noted that [[ 

]] Id. at 72-73 (discussing ID 103-104; '985 patent, col. 4, lines 14-18). GE further 

argues that respondents' proposed construction of the "shunting" limitation ignores the 

common-sense understanding of the preferred embodiment by requiring the inverter to remain on 

during the operation of the crowbar. Id. at 73-74 (citing Tr. at 602:4-603:4 (Kirtley); 1605:7-

1606:2 (Toliyat)). 

GE argues that Mitsubishi's claim construction improperly imports two limitations into 

the claim: (1) that current must be prevented from reaching the inverter, not just shunted and (2) 

that the claimed inverter can only be the rotor-side inverter. GE Reply Submission at 25. 

The IA argues that the "inverter" can only correspond to the rotor-side converter and the 

shunt circuit cannot be located inside the inverter. IA Submission at 21-22 (citing Tr. 561:24-

562:12; 755:23-757:25; 759:3-760:16 (Kirtley); Tr. 1332:21-1334:17; 1349:2-22; 1831:12-16; 

1832:11-1833:1 (Toliyat); '985 patent, col. 4, lines 50-58, Figure 4; col. 5, lines 9-11). 

The express terms of the claims require shunting "from" the inverter. The shunt circuit 

cannot be within the inverter and still shunt current "from" the inverter. We therefore determine 

to construe the term "shunt current from the inverter and generator rotor" to mean that the shunt 
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circuit is not located within the inverter. 

h. Practice of Claim 15 Literally or Under the Doctrine of Equivalents 

The ALl concluded that although the parties have disputed whether the rotor-side or grid­

side inverter, or both, should be protected, both are protected in the GE Turbine. ID at 107 

(citing Tr. 622-623 (Kirtley); Tr. 1618 (Toliyat); Tr. 938-939 (Collins)). In this connection, the 

ALl found that the GE Turbine literally practices claim 15 of the '985 patent. Id. The ALJ 

further found that the GE Turbines practice this limitation of claim 15 under the doctrine of 

equivalents inasmuch as the GE Turbine does not differ substantially from the express limitations 

of the claim. ID at 107. The Commission determined to review. 

GE argues that the claimed inverter of the '985 patent can be either a rotor-side inverter 

or a grid-side inverter, based on the literal meaning of "inverter," and because there are two 

inverters shown in Figure 2 of the '985 patent. GE Submission at 26. 

Mitsubishi argues that the grid-side converter cannot literally satisfy the inverter 

requirement because the specification of the '985 patent describes the rotor-side converter as 

being coupled with the generator, not the grid-side inverter. Mitsubishi Reply Submission at 26-

27 (citing col. 4, lines 50-52). Mitsubishi submits that the switches in GE's rotor-side converter 

act in a substantially different way than the circuit recited in claim 15 because in GE's device, 

converter switches remain exposed to rotor currents even when the shunt is active. Mitsubishi 

Submission at 28 (citing Tr. 765:6-20; 774:9-16 (Kirtley); 1429:6-21, 1640:4-15; 1641:14-18; 

1642:15-22; 1429:6-21 (Toliyat)). Mitsubishi disagrees with GE's argument that the switches 

inside its rotor-side converter can count as both part of the inverter and as the shunt circuit. 

Mitsubishi Reply Submission at 24. Mitsubishi explains that in Dolly, the Federal Circuit 
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approved of combining two unrelated claim elements for purposes of equivalency, but stated that 

a "court cannot convert a multi-limitation claim to one of [fewer] limitations to support a finding 

of equivalency." Id. at 23-24 (citing Dolly, Inc. v. SpaZding & Evenflo Cos., 16 F.3d 396, 399-

400 (Fed. Cir. 1994)). 

Mitsubishi further argues that GE failed to present particularized testimony and linking 

arguments for each element to support a finding of infringement under the doctrine of 

equivalents. Mitsubishi Submission at 10 (citing, inter alia, Tex. Instruments Inc. v. Cypress 

Semiconductor Corp., 90 F.3d 1558, 1566-67 (Fed. Cir. 1996); Malta v. Schulmerich Carillons, 

Inc., 952 F.2d 1320, 1327 n.5 (Fed. Cir. 1991)). Mitsubishi points out that GE relies on cross-

examination of Mitsubishi's expert witness to prove equivalence rather than prof erring its own 

expert witness. !d. at 21. Mitsubishi asserts that the Federal Circuit has expressed skepticism 

regarding a patentee's attempt to build an equivalence case solely on cross-examination of a 

defendant's witness. ld. (citing Lear Siegler, Inc. v. Sealy Mattress Co.873 F.2d at 1426-27).14 

The IA argues that the GE 1.5MW Wind Turbine does not satisfy the shunt limitation 

because it utilizes the very structure that is supposed to be avoided to handle the excess current 

by allowing it to flow through the components of the wind turbine. IA Submission at 13 (Tr. at 

1396:3-15; 1428:9-1429:21; 1635:1-3 (Toliyat)). 

Analysis 

Claim 15 calls for a shunt circuit that shunts current from the inverter. GE's shunt circuit 

14 Mitsubishi also argues that GE has waived assertion of infringement under the doctrine 
of equivalents. Mitsubishi Reply Submission at 28-29. We disagree. See GE Pre-Hearing Br. 
At 124; GE Post-Hearing Br. at 33. 
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does not shunt current from the inverter because it is within the inverter. Thus GE does not 

literally satisfy the requirement of shunting current away from the inverter. 

GE relies on the cross-examination of Mitsubishi's expert Dr. Toliyat, Tr. at 1397:10-18, 

and on a snippet of testimony from its own expert, Dr. Kirtley, Tr. at 618:7-17, for the 

proposition that the accused component satisfies the function/way/result test for equivalence. We 

find this evidence to lack the particularized proof on a limitation-by-limitation basis required by 

Malta v. Schulmerich Carillons, Inc., 952 F.2d 1320, 1327 n.5 (Fed. Cir. 1991); Nestier Corp. v. 

Menasha Corp.-Lewisystems Div., 739 F.2d 1576, 1579-80 (1984); Pennwalt Corp. v. 

Durand-Wayland, Inc., 833 F.2d 931,934 (Fed.Cir.1987) (en banc), overruled in part on other 

grounds by, Cardinal Chem. Co. v. Morton Int'l, 508 U.S. 83, 113 S.Ct. 1967, 124 L.Ed.2d 1 

(1993). 

GE has not demonstrated that its product achieves the function of shunting current away 

from the inverter. See, e.g., Doily, Inc. v. Spalding & Evenjlo Cos., 16 F.3d 396, 400 (Fed. Cir. 

1994) ("A stable rigid frame assembled from the seat and back panels is not the equivalent of a 

separate stable rigid frame which the claim language specifically limits to structures exclusive of 

seat and back panels."). Moreover, although there is testimony that the switches inside the GE 

inverter short the circuit, this is a different way of shorting the circuit, and there is no testimony 

that the difference is insubstantial. The purpose of the shunt is to protect the inverter from high 

currents. The record shows that the very switches and components that the '985 patent seeks to 

protect are being subjected to high current in the GE turbines. Tr. 1428:4-1429:21 [[ 
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]] see also Tr. 1398:8-11; 1399:7-13; 

(Toliyat)); IA Submission at 14. The Commission therefore determines that GE does not practice 

the '985 patent and does not satisfy the domestic industry requirement with respect thereto. 

Thus, the Commission finds that there is no violation of section 337 with respect to the 

'985 patent, and takes no position on other disputed issues raised with respect to the '985 patent. 

SeeBeloitv. Valmet Oy, 742 F.2d 1421 (Fed. Cir. 1984). 

VII. CONCLUSION 

In our view, there is no infringement of the '039 and '221 patents, and GE failed to 

establish the existence of a domestic industry with respect to the '985 patent. For the foregoing 

reasons, we determine to reverse the ALJ's finding of violation of section 337 with respect to the 

asserted claims of the '039 and '985 patents and affirm the ALJ's finding of no violation with 

respect to the asserted claims of the '221 patent. 

By order of the Commission. 

Marilyn R. Abbott 
Secretary to the Commission 

Issued: 0 
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