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Order No.5: Post-Preliminary Conference Order Setting Procedural Schedule, 
Making Reference To Mediation Program And Markman Hearing 

On March 30, 2010 a lengthy preliminary conference was held. All parties participated 

in said conference which included complainant Eastman Kodak Company (Kodak), respondents 

Research In Motion Ltd. and Research In Motion Corporation (RIM), and respondent Apple Inc. 

(Apple) as well as Commission investigative attorney Vi Q. Bui (staff). The preliminary 

conference followed the filing of responses to the complaint and submission of extensive 

discovery statements pursuant to Order No.1, which issued on February 17,2010 and which was 

the same date the notice of investigation issued. 

Kodak's discovery statement included as Exhibit A the public version of Judge 

Charneski's Initial Determination (ID) in Inv. No. 337-TA-663 (the 663 investigation). Order 

No.3, which issued on March 10,2010 had requested that the parties comment in their discovery 

statements on the public version ofthe ID, which had issued on March 9, 2010. RIM, in their 

discovery statement, argued that the ID is not relevant to this investigation, since the ID is not a 

final determination ofthe Commission, RIM was not a party to the 663 investigation and the ID, 

relating only to respondents in the 663 investigation, has no collateral estoppel on this 

investigation. Kodak, in its discovery statement, argued that the asserted claims of U.S. Patent 

No. 6,292,218 (the '218 patent) in issue were asserted in the 663 investigation; that the ID had 











motion. The Federal Circuit has indicated that in "most situations, an analysis of the intrinsic 

evidence alone will resolve any ambiguity in a disputed claim term" and in such "circumstances, 

it is improper to rely on extrinsic evidence." However it also has stated that extrinsic evidence 

may also be considered, if needed "to assist in determining the meaning or scope of technical 

terms in the claims;" that claim interpretation involves a review of the specification, the 

prosecution history, the claims (including unasserted as well as asserted claims) and if necessary 

"other extrinsic evidence." Vitronics Corp. v. Conceptronic, 39 U.S.P.Q. 2nd 1583 (Fed. Cir. 

1996). Moreover, based on the considerable experience of this administrative law judge in past 

investigations, he has found it helpful to hear extrinsic evidence in resolving claim interpretation, 

especially in view of the technologies that were at issue. In addition, reference is made to .this 

administrative law judge's Order No. 5 in Inv. No. 337-TA-613, which issued on October 24, 

2007,1 consolidating Inv. No. 337-TA-613 and Inv. No. 337-TA-601 following the filing of 

Motion No. 613-3 by certain respondents (Nokia) and the filing of Motion No. 601,·11 by other 

respondents (Samsung). As said Order No.5 stated: 

In arguments on Motion Nos. 613·3 and 601-11 on October 18,2007, as 
to any prejudice to Nokia, complainants argued: 

MR. BRITTINGHAM: Your Honor, there could be -- as long as 
we're thinking of other possible alternatives, I'm not sure that there 
is anything to prevent you from allowing Nokia, for example, to 
present claim-construction arguments around the same time as the 
prehearillg statements are due in the 601 case. 

If you want to let them file a paper on what their proposed claim 
construction should be, and give us a chance to respond to it, I 
don't know that there is anything that prevents you from doing that 
without consolidating the cases. 

Likewise, there is nothing that would prevent you from -- I know 
the schedule says when the prehearing statement in the 613 is 
supposed to happen, and Mr. Brinkman is concerned about how it 
comes close or coincides with the ID date, but, again, there would 
be nothing to prevent you from permitting the parties to 
specifically file some sort of additional views on the claim 

I Said Order No.5 also issued concurrently as Order No. 11 in Inv. No. 337-TA-60L 
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construction reflected in the 601 ID in the context of the 613 case. 

So there's other ways you can do this without having the cases 
combined because, aside from maybe the advantages of a single 
trial, most of those advantages don't exist. If we push the Nokia 
case to 13 months, which, you know, from a complainant's 
standpoint, is always desirable, in an attempt to try and get 13 and 
17, the problem we have then is that we're going to need absolute 
compliance with discovery obligations for Nokia, or else they are 
going to manage to get the case delayed again. Now, if we have a 
shorter timeframe, we cannot tolerate any discovery delays. 

So that may put a lot of pressure on the discovery process to get it 
in a shorter timeframe. We're not willing to do that because I can't 
actually even tell you that the client would be willing to do it. But 
if we ended up in that situation, we would be unable to tolerate 
almost any delay in discovery because that would compromise us 
and then kick us off again even later. 

So I think there are other ways that are less drastic that 
consolidation, if you want to give Nokia a chance to comment on 
claim construction, which seems to be their main beef. 

(Tr. at 192-194.) However as the undersigned responded on October 18: 

JUDGE LUCKERN: People have suggested, at least, Markman 
hearings, and you're sort of talking about a Markman hearing. I'm 
fine with a Markman hearing, if everybody could agree that that's 
the way it should be, and they are bound -by the Markman hearing, 
and they agree to whatever it is so that the Commission is not 
going to, at a later date, say, You made a wrong interpretation, 
and, therefore, send it all the way back. 

In so many of these cases, I find that claim interpretation is 
intertwined with the technical evidence that's coming in. It's not a 
clear-cut, especially in this field, it's not a clear-cut differentiation 
where you can make a claim interpretation and say that's it. To 
have a party come in, not a party, really --I'm not that keen with 
the problems you get into as you get closer to setting a hearing, as 
far as saying, Well, I'll let Nokia come in and argue a claim but not 
really in the investigation, et cetera. 

Generally, in cases ofthis technology, I don't make a claim 
interpretation until after the hearing is over with. I find that I can't 
do it. I would like to do it, and if the parties can convince me that 
I can do it earlier, fine. I'm not against Markman hearings, but I 
have yet to be convinced that I ought to go that way, especially the 
way this technology is fairly complicated. So that's the problem I 
have with the suggestion that you have, Mr. Brinkman. 

(Tr. at 194-195.) Moreover in any claim interpretation of identical claims of 
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identical patents, as found in the 601 and 613 investigations, it is appropriate for 
the administrative law judge to have the opportunity to consider the accused 
products. Thus, in Wilson Sporting Goods Company v. Hillerich & Bradsby Co., 
442 F.3d 1322, 1330-31 (Fed. Cir. 2000), the Court stated: 

To reiterate, this court has discussed the claim interpretation based 
solely on the claim language and the context of the patent. 
Unfortunately this court lacked the full context of this 
infringement action and the claim construction component of 
infringement because the record on appeal contains no description 
of the accused infringing devices. Without that additional context, 
this court cannot fully and confidently review the infringement 
judgment, including its claim construction component. 

This court, of course, repeats its rule that "claims may not be 
construed with reference to the accused device." NeoMagic Corp. 
v. Trident Microsystems, Inc., 287 F.3d 1062, 1074 
(Fed.Cir.2002); SRI Int'l v. Matsushita Elec. Corp. of Am., 775 
F.2d 1107, 1118 (Fed.Cir.1985) (en banc). As noted earlier, that 
rule posits that a court may not use the accused product or process 
as a form of extrinsic evidence to supply limitations for patent 
claim language. Thus, the rule forbids a court from tailoring a 
claim construction to fit the dimensions of the accused product or 
process and to reach a preconceived judgment of infringement or 
noninfringement. In other words, it forbids biasing the claim 
construction process to exclude or include specific features of the 
accused product or process. The rule, however, does not forbid 
awareness of the accused product or process to supply the 
parameters and scope of the infringement analysis, including its 
claim construction component. In other words, the "reference" 
rule accepted in Pall Corp., Multiform Desiccants, and Scripps 
Clinic does not forbid any glimpse of the accused product or 
process during or before claim construction. Pall Corp., 181 F.3d 
at 1308; Multiform Dessicants, 133 F.3d at 1478; Scripps Clinic, 
927 F.2d at 1580. In light of these principles, if the litigants 
cannot themselves inform a trial court of the specific issues 
presented by the infringement inquiry-that is, issues of the breadth 
of the claim construction analysis and the most useful terms to 
facilitate that defining process-then a trial court may refer to the 
accused product or process for that context during the process. For 
instance in this case, this court is puzzled by the relevance of 
"rigid" in this claim construction analysis. Without the full 
infringement context, including some record evidence about the 
accused devices, this court does not fully understand the necessity 
for inserting "rigid" into claims without that express language. 
Moreover, this court cannot assess the meaning of "rigid" in the 
context of this invention. 

* * * 

Accordingly, this court vacates and remands to the district court 
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for a detailed analysis of the disputed claim construction, and for 
any further findings or conclusions. 

(emphasis in said Order No.5 in Inv. No. 337-TA-613.) 

In this investigation, extrinsic evidence, not merely lawyer argument, and even 

knowledge of accused devices may be helpful in any Markman hearing. Moreover, as the 

administrative law judge indicated at the preliminary conference, he is troubled by having a 

Markman hearing. Issuing a post-Markman Order construing the claim terms, and dictating that 

discovery and briefing in the investigation thereafter should be governed by the administrative 

law judge's construction ofthe claim terms, may result in one or more parties petitioning for 

review of this administrative law judge's claim construction only after having had an expensive 

evidentiary hearing based only on his claim interpretation and issuance of a final ID on violation. 

Should the Commission disagree with this administrative law judge's claim construction in a 

post-Markman Order, this investigation would likely need to be remanded to this administrative 

law judge, because the entire investigation would need to be redone from scratch as the bulk of 

the investigation, post-Markman, would have been concluded with only one claim imerpritation. 

If such should occur, the original target date would likely have to be extended and the expenses 

involved with this investigation would be increased. Such concerns may be reduced if the 

private parties and the staff agree that they would not petition for review on any claim 

construction following any such Markman decision, which agreement seems unlikely as per 

certain comments made during the preliminary conference.2 Alternatively, all the parties could 

agree that any post-Markman ruling could be made by an Initial Determination through 

Summary Determination, in which the administrative law judge would urge the Commission to 

come to an early decision as to any review. Moreover, discovery and briefing would not be 

governed by this administrative law judge's claim construction while said Initial Determination 

2 The Commission may undertake review of the administrative law judge's claim 
construction, regardless of any such agreement of the parties. 
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is pending before the Commission, and would continue under any theory of claim construction 

argued before the administrative law judge. 

In this investigation, based on the arguments of the private parties at the preliminary 

conference, it would appear that an early Markman hearing may be desireable, in view of the 

knowledge of all parties involving the asserted claims, the need to keep litigation expenses at a 

minimum, and the tutorial given to the administrative law judge on March 30. However, any 

such Markman hearing should not be limited to merely lawyer argument, such as this 

administrative law judge heard on March 30. Should any party move for a Markman hearing, 

such motion should include, for example, a procedural schedule for said hearing which would 

involve dates for pre-Markman submissions, for the Markman hearing, and for post hearing 

submissions and identification of proposed exhibits for any such hearing. In addition any such 

motion should state the position of the party and all non-movents on the points I have raised in 

this order regarding any Markman hearing, including whether a Markman ruling should be. by 

Initial Determination or by Order, and under what Commission rule or rules. 

On March 31, 2010 each of the parties received a copy of this order. 

Issued: March 31, 2010 
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