
Op. at 16 (Jan. 16, 1996). Overland has also offered sufficient evidence to establish that the

Overland products practice each and every limitation of claim 1 of the ’766 patent:

- “a data storage system comprising.” (CX-008C at Q/A 240, 286.)

~ “a plurality of media element drives.” (CX-004C at Q/A 130-132, 183-185; CX
008C at Q/A 241, 287.)

- “a plurality of media elements, all of which are readable in each of said plurality of
media element drives.” (CX-004C at Q/A 133-136, 186-189.)

- “a plurality of media element storage locations.” (CX-004C at Q/A 133-137.)

o “a moveable carriage adapted to transport media elements from at least one of said
media element storage locations to at least one of said media element drives.” (CX
004C at Q/A 122-123, 181; (IX-008C at Q/A 244, 290.)

- “a plurality of host computers.” (CX-004C at Q/A 158-159, 203-204.)

- “a controller coupled to said plurality of media element drives, said moveable
carriage, and said plurality of host computers.” (CX-004C at Q/A 115-125, 174-178.)

- “wherein said controller is configured such that a subset of said plurality of media
elements and a subset of said plurality of media element drives are available for
read/write access by a first one of said plurality of host computers and are unavailable
for read/write access by a second one of said plurality of host computers.” (CX-004C
at Q/A 107-111, 270.)

Based on the foregoing, the undersigned finds that Overland has established by a

preponderance of the evidence that the Overland 200s, 400s, 2000, 2000c, 4000, 4000e, 8000,

and 8000c library products practice claim 1 and claim 10 of the ’766 patent, thereby satisfying

the technical prong of 19 U.S.C. §1337(a)(2) and (3).
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E. Other Defenses

1. Patent Exhaustion

The BDT Respondents claim that the settlement agreement” between Overland and IBM

exhausts Over1and’srights in the asserted patents. (RSIB at 2.) Specifically, the BDT

Respondents insist that the license Overland granted to IBM in the agreement authorizes IBM to

practice the ’766 and ’58l patents in the United States and [

] (Id. at 6-7 (citing RX-628(1).) In

addition, the BDT Respondents argue that the past acts of IBM, Dell, and their customers no

longer constitute direct infringement because [

] (id. at l 1-12.) According to the BDT Respondents, Overland’s allegations of indirect

infringement can no longer be sustained because the predicate acts of direct infringement have

now vanished. (Id. at l3.)

Overland disputes that the doctrine of patent exhaustion affords the BDT Respondents

any protection. First, Overland contends that patent exhaustion does not apply because the BDT

Respondents’ manufacturing and sales occurred abroad and the doctrine requires that the

exhausting first sale occur in the United States. (CSIB at 5 (citing Jazz Photo, 264 F.3d at

1105).) Second, Overland notes that “BDT’s infringing activities occur before any first

authorized sale by IBM,” and argues that only subsequent purchasers of patented articles inherit

immunity under patent exhaustion. (Id. at 6-7 (citing Certain Flash Memory Controllers, Inv.

No. 337-TA~6l9, Int. Det. at 36).) Overland contends that the BDT Respondents’ argument

must fail because “Overland is not attempting to interfere with BDT’s use of a patented article

that was purchased or licensed from Overland or an Overland licensee” and the BDT

22The settlement agreement consists of three ditferent agreements: (1) [ ] (2) [
] and (3) [ ] (RX-627C; RX-628C; RX-629C.)
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Respondentsdo not have an implied license to use Overland°s patents. (Id. at 7.) Finally,

Overland maintains that the settlement agreement [

1” (14 at 8.) L

The undersigned finds the BDT Respondents’ patent exhaustion argument unpersuasive.

The BDT Respondents’ entire argument rests on the assumption that an authorized sale in the

United States terminates all patent rights in a product regardless of when in the chain of

distribution the sale ‘occurs. (RSRB at 1, 6.) Here, the authorized sale, i.e., the execution of the

settlement agreement, occurred after the acts of infiingement by the BDT Respondents.

Transcore, LP v. Elecs. Transaction Consultants Corp, 563 F.3d 1271, 1276-77 (Fed. Cir. 2009)

(a license is considered a “first authorized sale” for purposes of patent exhaustion (citing Quanta

Comp, 553 U.S. at 636)). There is no support in the case law for extending the doctrine of

patent exhaustion to immunize conduct that occurred before the first authorized sale of a

patented item.“ Honeywell rm ’zInc. v. United States, 609 F.3d 1292, 1303-04 (Fed. on. 2010)

(holding that Honeywell’s sale of infringing products was not authorized because at the time of

the sale Honeywell had no rights under the patent, and “[t]he fact that Honeywell now owns the

patent does not retroactively authorize the earlier sale”). Rather, precedent makes clear that

patent exhaustion exists to protect subsequent purchasers of patented goods from patent holders

23While Overland contends that the BDT Respondents themselves import infringing products and that was admitted
by multiple BDT witnesses, Overland has only alleged direct infringement by IBM and Dell, and “the only evidence
offered by Overland relating to infringement at trial concerned the authorized IBM TS3100 and 3200 and the Dell
PowerVault TLZOOOand TL4000—-products that incorporate BDT subassemblies.” (RSRB at 9.) Allegations of
direct intringement by the BDT Respondents are beyond the purview of this Investigation and will not be considered
by the undersigned.
2*The BDT Respondents’ reliance on Thorn EM1N. Am. Inc. v. Hyundai Elec. Indus. C0. is misplaced. No. 94-332,
U.S. Dist. LEXIS 21170 (D. Del. 1996). Thorn involved lBM’s purchase of memory chips from Hyundai in Korea.
When the patent holder sued Hyundai for induced infringement of its memory chip patent, the District of Delaware
found that there was no direct infringement because IBM had an unrestricted license from Thorn’s corporate
predecessor. In that case, IBM possessed a license to use the patents before Hyundai’s alleged inducement, making
induced infringement impossible. Here, IBM did not have a license to use the asserted patents when the BDT
Respondents sold IBM the accused products. '
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attempting to extend the scope of the patent grant. Transcore, 563 F.3d at 1275; Excelstor Tech,

Inc. v. Pabst Licensing GMBH & Co., KG, 541 F.3d 1373, 1376 (Fed. Cir. 2008)

Additionally, the BDT Respondents’ assertion that the past acts of direct infringement by

IBM, Dell, and their customers can no longer provide the predicate for the BDT Respondents’

contributory and induced infringement is equally unavailing. Contrary to the BDT Respondents’

assertion, the fact that IBM [ ]25does not retroactively

authorize the earlier purchase, importation, and sale. Honeywell, 609 F.3d at 1303-04.

Promising not to sue for past infringement, does not, as the BDT Respondents insist, equate to

“expost facto authorization . . . to practice the [a]sserted [p]atents” and does not eradicate

instances of prior direct infringement. See Aro Mfg. Co. v. Convertible Top Replacement Co.,

377 U.S. 476, 500 (1964) (a license agreement “cannot be held, in the teeth of its contrary

language and intention, to have erased extant infringement”). It simply means that, subject to the

provisions of the agreement, [ ] (RX-628C at 3-9.)

Accordingly, the undersigned rejects the BDT Respondents’ patent exhaustion defense.

VII. THE ’581 PATENT

A. Claim Construction

Overland is asserting claims 1, 2, 5, 6, 7, 9, 10, 12, 15, and 16, which read as follows

(with the first instance of the disputed terms highlighted in bold):

1. A media element library comprising: a housing; a door mounted to said housing; and
a media elementmagazine comprising(l) a linear array of a plurality of media
element storage locations which are fixed with respect to said housing during library
operation, and (2) one or more moveable media element storage locations, at least a first
one of which is coupled to an end of said linear array so as to be manually movable

25The BDT Respondents argue that [
] (RSIB at 7.) However, [ *

] The BDT Respondents do not address whether their sale of subassemblies and components
satisfies these provisions.
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towards said door, wherein said first moveable media element storage location is
positioned relative to said door such that a media element in said first moveable media
element storage location is accessible from outside the housing when said door is open.

The media element library of claim 1, wherein the media elements are tape cartridges.

The media element library of claim 1, further comprising an electrically actuated latch
release mechanism coupled to the door.

The media element library of claim 1, further comprising an electrically actuated latch
release mechanism coupled to the magazine.

The media element library of claim 1, further comprising: a first electrically actuated
latch release mechanism coupled to the door and configured to release said door in
response to a first access code input to the library; and a second electrically actuated latch
release mechanism coupled to the magazine and configured to release said magazine in
response to a second access code input to the library.

The media element library of claim l, further comprising a bias element attached to the
first movable storage location and to the media element magazine.

A media element library comprising: a housing; an opening in a portion of said housing;
a linear array of media element cells in fixed position with respect to said housing
forming a media element magazine, wherein an end of the magazine is adjacent to said
opening; and a moveable cell coupled to said end of said magazine adjacent to said
opening, wherein said movable cell is manually movable towards said opening.

The media element library of claim l0, further comprising a bias element attached to the
moveable cell and the media element magazine.

A media element library comprising: a housing having an access opening therein;
a plurality of coupled media element storage locations fixed relative to said housing
forming a media element magazine; a manually movable storage location in said media
element magazine adjacent to said access opening; means for manually moving said
movable storage location so as to access a media element directly from said
manually moveable storage location adjacent to said opening; and means for
simultaneously restricting access to the fixed storage locations storing other media
elements in said media element magazine.

A media element magazine comprising: a linear array of media element cells in fixed
relative position; and at least one movable cell coupled to one end of said linear array
such that said at least one movable cell is manually movable towards a doorway upon
installation in a media element library.

(IX 3 at s;7-9:29.)
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1. IConstruction of Disputed Claim Terms .

a) “Magazine” (claims 1, 6,“7, 9, 10, 12, 15, and 16) I

The parties disagree on the proper claim construction of the term, and have proposed the

following constructions:ix»; ..
a group of media element storage locations that a group of media element storage locations
are readily accessible

Overland argues that its construction is the only one supported by the claim language.

(CIB at 94.) Overland notes that claim 7 recites “a second electrically actuated latch release

mechanism coupled to the magazine and configured to release said magazine . . . .” (Id. at 94-95

(citing JX-3).) Overland states that claim 7 only makes sense if the magazine is readily

removable, because a magazine would not have a latch release mechanism configured to release

the magazine if it were not readily removable. (Id. at 95.) Overland asserts that claim 6 recites

“an electrically actuated latch release mechanism coupled to the magazine.” (Id.) Overland

argues that claim 6, like claim 7, only makes sense if the magazine is readily removable, because

one would not secure a magazine with a latch if it was not readily removable. (Id.)

Overland asserts that the specification also supports its claim construction. (Id)

Overland states that Figures 5 and 6 of the patent depict a magazine that has been removed from

a tape library. (Id) Overland also argues that the ’581 patent teaches that a user may “remove

the magazine from the media element library,” “remove the magazine of media elements,” and

“uncouple the magazine 16 from the library 10, so as to remove it from the enclosure 12.” (Id.

(citing JX-3 at 1:18-19, 2:4-5, 4:36-37.) Overland also cites other examples from the ’58l

specification describing magazines as being readily removable: “without removing the whole

magazine 58,” “[t]he magazine 58 of FIGS. 3 and 4 is illustrated in FIG. 5, removed from the
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housing 52 of the library system 50,” and “[t]he magazine 58 may also be provided with a

magazine handle 74 for holding onto the magazine 58 when removing the entire magazine 58

from the library 50.” (Id.) Overland also refers to other portions of the specification to support

its claim construction. (Id. at 85-96.) Overland states that nowhere does the ’58l specification

describe magazines as not being readily removable. (Id. at 96.) Overland also asserts that

Respondents rely on improper extrinsic evidence, such as third-party patents. (Id)

Overland argues that because the term “magazine” is readily removable in claims 6 and

7, the term should be construed the same in claims 10 and 15. (CRB at 34-35.) Overland states

that, in any event, claims 10 and 15 do not require a “magazine” that is immovable. (Id. at 35.)

Overland asserts that magazines that are readily removable, such as those described in the ’58l

patent, are still “in fixed position with respect to said housing” and “fixed relative to such

housing,” as recited by claims 10 and 15, when the magazines are inserted into the library. (Id.)

In other words, Overland argues, “fixed” in claims 10 and 15 does not require a magazine to be

permanently fixed, and instead reflects the fact that a magazine must be stationary during library

operation, as even Respondents’ expert witness agrees. (Id. at 34-35.) Overland asserts that

Respondents’ claim construction improperly excludes the preferred embodiment as well as all

embodiments described by the patent. (Id. at 35-36.)

The BDT Respondents assert that one of ordinary skill in the art would know that when

he/she seeks to distinguish between a magazine that is fixed and a magazine that is removable,

he/she would do so expressly. (RIB at 83.) The BDT Respondents state that the patent is

directed to all types of media libraries, not just tape libraries, and the specification uses the term

“magazine” across its full breadth. (Id. at 84.) The BDT Respondents assert that the prior art

reflects both fixed and removable magazines, and there is no indication that the applicants
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intended to disclaim magazines that are fixed. (Id) The BDT Respondents state.it is true that in

a preferred embodiment, the magazine is removable. However, the BDT Respondents note, in

that instance, it is expressly described that way, e.g. “remove the magazine.” (Id. (citing JX-3 at

1:15-19).) The BDT Respondents note that the ’58l patent includes claims expressly written to

cover magazines that are removable or fixed. (Id. at 84.) The BDT Respondents argue that if

Overland’s claim construction that magazines were inherently “readily removable” is adopted,

there would be no need for other claim limitations such as “fixed with respect to housing during

library operation.” (Id. at 85.) The BDT Respondents argue that just because a preferred

embodiment has a certain restriction does not mean that the claim itself should be read

restrictively. (Id)

For the reasons set forth below, the BDT Respondents’ claim construction shall be

adopted. Both parties agree that the claim construction.should contain the clause “a group of

media element storage locations.” The question is whether that language is sufficient, as the

BDT Respondents assert, or whether the phrase “that are readily removable” should be added, as

advocated by Overland. Respondents’ claim construction would include both magazines that are

“readily removable” and magazines that are fixed, whereas Overland’s claim construction would

include only magazines that are “readily removable.”

It is clear from the language of claim 7, which recites “a second electrically actuated latch

release mechanism coupled to the magazine and configured to release said magazine . . .” and

claim 6, which recites “an electrically actuated latch release mechanism coupled to the magazine

. . .,” that the ’58l patent covers magazines that are “readily removable.” (JX-3 at 8:38-42 I

(claim 7), 8:30-31 (claim 6). However, it is also clear from the language of claim 10, which

recites “. . . a linear array of media element cells in a fixed position with respect to said housing
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forming a media element magazine . . ." and claim 15, which recites “. . . a plurality of coupled

media element storage locations fixed relative to said housing forming a media element

magazine . . ,” that the ’58l patent also covers magazines not readily removable. (Id. at 8:53-55

(claim 1.0‘),9:11-13 (claim 15). 26 The fact that the specification only shows embodiments Whose

magazines are “readily removable” does not justify importing that limitation into the claim

construction. Phillips, 415 F. 3d at l327.

Accordingly, the undersigned hereby construes “magazine” to mean “a group of media

element storage locations.”

b) “Door” (claims 1, 5, and 7)

The patties disagree on the proper construction of the term and have proposed the

following constructions:

. ’7

a structure moveable to create or block an Plain meaning or “a barrier that is usually
opening opened and closed on a hinge or by sliding

back and forth”

Overland argues that this term should be given its plain and ordinary meaning and states

that everyday life provides many examples of doors. (CIB at 97.) Overland states that sliding

glass doors slide rather than pivot on hinges and an airplane emergency exit door detaches from

the airplane cabin so that passengers can throw it out the doorway in an emergency. (Id)

Overland therefore argues that doors are not limited to doors that pivot on hinges. (Id.)

Overland asserts that a dictionary definition of door at the time of the filing of the ’581

patent indicates that a door is “any means of access,” “any way to go in or out: passage; access,”

26While these citations are to different claims, it is presumed that the same claim tenn in the same patent should
have the same meaning. Fin Contro1Sys. Pry, Ltd. v. OAM, Ina, 265 F.3d 1311, 1318 (Fed. Cir. 2001) (“[W]e begin
with the presumption that the same terms appearing in different portions of the claims should be given the same
meaning unless it is clear from the specification and prosecution history that the terms have different meanings at
differentportions of the claims”).
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and a “movable, usu. solid barrier for openingand closing an entranceway, cupboard, cabinet, or

the like, commonly turning on hinges, or sliding in grooves.” (Id. at 97 (citing CX-106 at 391).)

Overland states that another dictionary definition of “door” is “a movable structure for opening

or closing an entrance, as to a building or room, or giving access to a closed cupboard, etc.: most

doors turn on hinges, slide on grooves, or revolve on an axis.” (Id. (citing CX-107 at 426; CX

7C at Q/A 51).) Overland argues that one of ordinary skill in the art would therefore understand

that the plain meaning of “door” is “a structure moveable to create or block an opening.” (Id.

(citing CX-7C at Q/A 52).)

The BDT Respondents state that this claim term requires no construction and should be

given its plain meaning. (RIB at 82.) In the alternative, the BDT Respondents argue that, if a

definition is required, the plain meaning of door is “a barrier that is usually opened and closed on

a hinge or by slidingback and forth.” (Id.) The BDT Respondents assert that their definition is

consistent with the use of the term in the specification citing the description of “door 62” as

“pivotably mounted to the front panel of the housing 52” and showing a conventional door in

Figure 4. (Id. (citing JX-3 at 5:16-17).) The BDT Respondents assert that Overland’s

construction goes beyond anything disclosed to one of ordinary skill in the art in the patent and

encompasses such non-door structures as bottle caps, manhole covers, or even hammers. (Id.)

For the reasons set forth below, Over1and’sproposed claim construction shall be adopted.

While it is clear that the BDT Respondents’ definition is included in the plain and ordinary

meaning of “door” and covers the examples cited by the BDT Respondents that appear in the

specification, the BDT Respondents have not demonstrated that the term should be limited as

they propose. The definition adopted herein covers the examples from the specification cited by

the BDT Respondents (“door 62” described as “pivotably mounted to the front panel of the
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rhousing 52” and Figure 4, JX~3at 5:16 ~ 17) and is consistent withthe plain meaning of “door.”

(CX-106 at 391; CX~l07 at 426.) V

Accordingly, the undersigned hereby construes the term “door” as “a structure moveable

to create or block an opening.”

c) “Media element cells in fixed position with respect to said
housing”! “media element storage locations fixed relative to
said housing” (claims 10 and 15)

The parties disagree on the proper construction of the term and have proposed the

following constructions:

No construction required I fixed with respect to the housingiii,

Overland argues that these claim limitations do not require construction and that the

BDT Respondents’ construction of “fixed with respect to the housing” is incorrect. (CIB at 98.)

Overland states that while the BDT Respondents have modified their original claim construction

by no longer using the word “irnmovable,” the BDT Respondents’ brief reveals that they are still

pursuing a construction intended to describe only immovable magazines. (CRB at 40.)

The BDT Respondents assert that these terms should be construed as “fixed with respect

to the housing.” (RIB at 91.) They argue that their proposed construction of these terms is

consistent with their proposed construction of “magazine,” which is “a group of media element

storage locations.” (Id. at 91-92.). More specifically, the BDT Respondents argue that their

claim construction is consistent with the argument that they made in the discussion of

“magazine” that claims l0 and ~15are expressly limited to a media element library where the

magazine is not removable. (Id. at 92.)

A review of the claim language indicates that the BDT Respondents’ proposed

construction reflects the plain and ordinary meaning of these claim terms. Accordingly, the
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undersigned hereby construes the phrases “media element cells in fixed position with respect to

said housing” and “media element storage locations fixed relative to said housing” to mean

“fixed with respect to the housing.”

id) “movable cell is manually movable” (claims 10 and 16)

The parties disagree on the proper construction of the term and have proposed the

following constructions:

No construction necessary manually movable towards the opening in a
direction away from the magazine to facilitate
user access to the movable cell

Overland asserts that this claim term should be construed according to its plain and

ordinary meaning. (CRB at 41.) Overland states that the BDT Respondents’ proposed

construction merely recites the claim term and then adds limitations to the end. (Id.) Overland

argues that the ‘S81patent states that the moveable cell 66 moves through an opening both away

from the magazine and toward the magazine. (Id. at 42 (citing JX-3 at 6:11-15, 7:12-l5, and

7:23-25).) Overland asserts that additional limitations proposed ‘oythe BDT Respondents allow

movement in only one direction, and therefore contradict the ’58l specification. (Id. at 41-42.)

Therefore, Overland urges rejection of the BDT Respondents’ proposed claim construction. (Id.

at 42.) i

The BDT Respondents argue that the ’58l patent specification is clear as to what is

intended by the claimed phrase. (RIB at 92-93 (citing JX-3 at Abstract, 2:25-29, 4:l4-2l,4:56

58, 5:21-25, 5:56-61, 6:11-l3, 6:41-43, Fig. 2).) The BDT Respondents state that the pivotable

cell can pivot outwardly toward the opening in a direction away from the magazine in order to

facilitate access to the input/output location in the pivotable cell. (Id. at 92.) The BDT

Respondents state that this is the only embodiment shown in the patent. (Id) The BDT
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Respondents cite to several excerpts from the specification in support of their arguments. (Id. at

92-93.)

For the reasons set forth below, this claim term shall be construed according to its plain

and ordinary meaning. The BDT Respondents have not justified their claim construction,

particularly the clause “in a direction away from the magazine to facilitate user access to the

movable cell.” Nothing in the claim language supports their position. Moreover, the

specification makes clear that the moveable cell 66 moves through an opening both away from

the magazine and toward the magazine. (JX-3 at 6:11-15, 7:12-l5, 7:23-25.)

Accordingly, the undersigned hereby construes “movable cell is manually movable”

according to its plain and ordinary meaning.

e) “means for simultaneously restricting access to the fixed
storage locations storing other media elements in said media
element magazine” (claim 15)

The parties agree that this claim term is a means~plus-function limitation governed by the

requirements of 35 U.S.C. § l12, {I6. (CIB at 104; RIB at 96.) The parties also agree that the

function is “simultaneously restricting access to the fixed storage locations storing other media

elements in said media element magazine.” (Id) The parties, however, disagree on the structure

and have proposed the following constructions:

: ,

Function: simultaneously restricting access to Function: simultaneously restricting access to
the fixed storage locations storing other media the fixed storage locations storing other media
elements in said media element magazine elements in said media clement magazine

Structure: a movable storage location that is Structure: Indefinite
of a certain size and positioned relative to the
opening so that it prevents manual access
through the opening when the mail slot is open
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Overland asserts that its proposed structure is disclosed in thespecification. (CIB at 104

(citing~JX-3 at~3:52-56, 5:14-25, 5:42—52).)Overland states that Figure 1 of the ’581 patent

depicts an example of this configuration because it depicts the end cell 32 placed in a position

relative to the opening so that a user can access tape 22 but not the other tapes in the lihrary

(elements 21). (Id.) Overland argues that this is the structure that corresponds to the claimed

function. (Id) '

Overland states that the BDT Respondents incorrectly contend that the ’58l patent does

not clearly link or associate a structure with the claimed function. (Id) Overland argues that the

’58l patent expressly discloses positioning the magazine and end cell relative to the opening so

that a user can access the tape in the end cell, but not the other tapes in the library. (Id. (citing

JX-3 at 3:52-66, 5:42-52; CX-7C at Q/A 117).) Overland asserts that those passages from the

specification also disclose the structure of a movable storage location positioned relative to the

opening so that access through the manual opening to the other storage locations is restricted.

(Id. (citing CX-7C at Q/A 119).)

Overland states that, contrary to the BDT Respondents’ contention, Overland’s proposed

expressly recites the opening in the clause: “positioned relative to the opening.” (CRB at 43.)

Further, Overland argues that its proposed structure is indeed disclosed in detail in the ’581

patent specification. (Id.) More specifically, Overland asserts that Figure 1 of the ’581 patent

shows a movable storage location 32 that is positioned relative to an opening 30 and that is

almost as large as the opening 30. (CRB at 43 (citing JX-3 at Fig. 1).) Overland notes that

Figure 3 of the ‘S81 patent shows a three-dimensional view of the same structure. (Id. (citing

JX-3 at Fig. 3).) Overland states that the ’581 patent provides further explanation about Figure

1, Figure 3, and restricting access to the interior fixed storage locations. (Id. (citing IX-3 at 3:52
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56, 5:14-25, 5:42-52; CX-7C at Q/A 113).) Overland also rejects the BDT Respondents’

argument that one of ordinary skill in the art would not be able to identify the structure that

accomplishesthe function and asserts that it is especially unpersuasive “in light of their high

standard of one of ordinary skill in the art.” (Id. at 44 (citing RIB at 84-87).)

The BDT Respondents argue that there is no corresponding structure and that the claim

tenn, and therefore claim 15, are invalid for indefiniteness. (RIB at 96.) The BDT Respondents

submit that one of ordinary skill in the art would be unable to identify corresponding structure

clearly linked with the claimed function. (Id) The BDT Respondents argue that, as even Dr.

Kazerooni concedes, the “movable storage location" is already expressed in the claim and

identified as the element satisfying the first means-plus-function limitation in claim 15. (Id. at 97

(citing Kazerooni, Tr. at 892:l6-19).) Thus, the BDT Respondents assert, Overland improperly

identifies the same structure as corresponding to three different limitations in the claim. (Id.

(citing Becton Dickinson v. Tyco Healthcare Group, 616 F.3d 1249, 1254 (Fed. Cir. 2010)

(“where a claim lists elements separately, ‘the clear implication of the claim language’ is that

those elements are ‘distinct components of the patented invention.”’)).)

The BDT Respondents state that the additional “structure” that purports to modify the

“storage location” is not disclosed at all in the specification, but rather left exclusively for one of

ordinary skill to figure out. (Id.) The BDT Respondents argue that identifying the same

structure already recited in the claims and purporting to distinguish it from the previous

recitations in the claim based upon undisclosed dimensions and criteria left to one of ordinary .

skill in the art cannot possibly meet the sufficiency requirements for § 112, ‘ll6. (Id) And, in

any event, the BDT Respondents assert that the structure proposed by Overland, by itself, does

not accomplish the recited function. (Id. at 97- 98 (citing RX-1C at Q/A 114-115).)
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The BDT Respondents state that Overland cites parameters such as “certain size” and

“positioned relative” that find no support in the specification and are lefl entirely undefined.

(RIB at 162 (citing Beclon Dickinson, 616 F.3d at I254; elecordia Tech, Inc. v. Cisco Sys., 612

F.3d 1365, 1376 (Fed. Cir. 2010) (“The question is not whether one of skill in the art would be

capable of implementing a structure to perform the function, but whether that person would

understand the written description itself to disclose such a structure.”)). The BDT Respondents

also state that Overland incorrectly cites the function itself - (“so it prevents manual access

through the opening when the mail slot is open” —as the supposed corresponding structure. (RIB

at 162 (citing Telcordia, 612 at F.3d at 1376; Med. Instrumentation & Diagnostics, 344 F. 3d at

1211 (rejecting patentee’s attempt to “claim in fimctional terms unbounded by any reference to

structure.”))_)

Finally, the BDT Respondents state that Overland’s structure ~ a movable storage

location ~ cannot accomplish the claimed structure alone. (Id.) As an example, the BDT

Respondents assert that if the opening were large enough, the movable storage location would

not restrict access to the fixed storage locations. (Id.) However, the BDT Respondents allege

that Overland does not include the opening as part of the structure. (Id) The BDT Respondents

also argue that, under Overland’s claim construction, the movable storage location cannot restrict

access to the fixed storage locations when the magazine when the magazine is removed from the

housing, even though Overland does not identify the latch mechanisms that are necessary to hold

the magazine in the library and restrict access. (Id.) Accordingly, the BDT Respondents argue

that claim 15 is invalid because it is indefinite. (Id. at l63.)

Overland’s proposed structure shall not be adopted. The proposed construction of “a

movable storage location that is of a certain size and positioned relative to the opening so that il
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prevents manual access through the opening when the mail slot is open” does not reference with

specificity a part of the specification so that one of ordinary skill in the art can determine What

the specific structure is. The references in Overland’s brief to various portions of the

specification (i.e., JX-3 at 3:52-56, 5:14-25, 5:42-52) do not correct the lack of clarity in the

proposed construction for the structure. One of ordinary skill in the art should not be expected to

go back to Over1and’sbriefs to ascertain what the associated structure for this means-plus

function claim term is. Even looking at the parts of the specification cited by Overland does not

provide clarity on this matter. For example, IX-3 at 3:52~61 describes one structure. Then, IX-3

at 3:62-67 provides an alternative structure, 1'.e. “the magazine 16, the end cell 32, the opening

30, and their relative placement may also be designed. . . .” (JX-3 at 3:62-67 (emphasis added).)

Furthermore, as noted above, the terms “relative size” and “positioned relative” in Overland’s

proposed structure are left entirely undefined. “The question is not Whetherone of skill in the art

would be capable of implementing a structure to perform the function, but rather whether that

person would understand the Writtendescription itself to disclose such a structure.” Telcordia,

612 F.3d at 1376 (quoting Tech. Licensing Corp. v. Videotek, Inc, 545 F.3d 1316, 1338 (Fed.

Cir. 2008)).

For the reasons set forth above, the structure proposed by Overland is insolubly

ambiguous and is therefore invalid for indefiniteness. As such, Claim 15 is invalid.

f) “means for manually moving said movable storage location so
as to access a media element directly from said manually
moveable storage location adjacent to said opening” (claim 15)

The parties agree that this claim term is a means-plus-function limitation governed by the

requirements of 35 U.S.C. § 112, it 6. (CIB at 102; RIB at 93.) The parties also agree that the

function is “manually moving said movable storage location so as to access a media element
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directly from said manually rnoveable storage location adjacent to said opening.” (Id.) The

parties, however, disagree on the structure and have proposed the following constructions:

‘~s“"l

: "', .~;
Function: manually moving said movable Function: manually moving said movable
storage location so as to access a media storage location so as to access a media
element directly from said manually moveable element directly from said manually moveable
storage location adjacent to said opening storage location adjacent to said opening

Structure: a movable storage location that can Structure: “pivotably movable cell 66,”
contain a media element, is part of the “pivot bar 86,” and “integral tab 70”
magazine, and moves with respect to the rest of
the magazine, while the magazine remains
fixed

The undersigned has hercinabove determined that the phrase “means for simultaneously

restricting access to the fixed storage locations storing other media elements in said media

element magazine” in claim 15 is indefinite. Because claim l5 is invalid for indefiniteness, the

undersigned need not construe this term.

g) “linear array . . . of media element storage locations [or cells]”
(claims 1, 2, 5, 6, 7, 9, 10, 12, and 16)

The parties disagree on the proper construction of the term and have proposed the

following constructions:

No construction necessary or “an arrangement cells/locations arrayed only along a single line
of media element storage locations [or cells] in or l-dimensionally
straight lines”

w

Both parties essentially agree that the term “linear array” term should be construed as, in

effect, a straight line. (CIB at 99; RIB at 86.) The difference is that the BDT Respondents

would add “or l-dimensionally” to the end of their construction, whereas Overland would not.

More specifically, the BDT Respondents urge that the tenn be construed as “cells/locations

arrayed only along a straight line or 1-dimensionally.” (RIB at 86.) Overland argues that the
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term should be given its plain and ordinary meaning. (CIB at 99.) If construction is necessary,

Overland,argues that the term should be construed as “an arrangement of media element storage

locations [or cells] in straight lines.” (Id.) 9

Both parties also agree that the patent prosecution history demonstrates that the

applicants changed their claims to avoid a rejection in light of U.S. Patent No. 5,847,897

(“Marlowe”), which was elliptical in design, by adding the term “linear array” to certain claims.

(CIB at 99 (citing JX-4 at OS 002921-31); RIB at 87-88 (citing JX-4 at OS 2931).)

In support of its position, Overland states that the ’58l patent uses the term “linear” to

distinguish from “circular.” (CIB at 99.) Overland also states that the ’58l patent incorporates

by reference the ’245 patent, which discloses tapes in “vertically stacked arrangements,” that is

in more than one dimension. (Id. at l0().) Overland states that Figure l of the ’245 patent

depicts cabinets or racks of vertically stacked rows of tape cartridges ~ that is, in more than one

dimension. (Id) Overland notes that the ’58l patent states that “[c]abinet and even room-sized

systems have also been developed which hold a much larger number of tapes and drives and

which further comprise robotic arms, usually translatable on all three axes, which remove tapes

from storage and place them in tape drives.” (Id) Overland asserts that the patent describes

systems that store tapes in three dimensions. (Id) Overland also argues that the BDT

Respondents’ cites to extrinsic evidence are to present~day definitions, rather than to definitions

at the time of the invention in 1997, and therefore, the BDT Respondents’ extrinsic evidence

should be rejected. (CRB at 38.)

The BDT Respondents argue that the term “linear array” is not disclosed in the

specification. (RlB at 88 n.23.) Further, the BDT Respondents assert that, while not described,

the figures of the ’58l patent show only a “linear array,” i.e., a single line, or a one-dimensional,
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array. (Id. at 86.) Further, the BDT Respondents state that the ’581 patent incorporates by .

reference the ’245 patent, which, in tum, expressly reters to a “linear rack of cartridge

receptacles” illustrated as a single line or one-dimensional array of cells. (Id. at 87.) Thus, the

BDT Respondents argue that one of ordinary skill in the art would recognize that the term “linear

array" in the ’581 patent must be a straight line of cells that in its entirety only contains a straight

line, or one dimension of cells. The BDT Respondents also give several cites to extrinsic

evidence to support their position. (Id. at 86-89.) 5

For the reasons set forth below, Overland’s proposed construction shall not be adopted.

Overland’s reference to the specification of the ’58l patent is not persuasive. The reference to

“[c]abinet or even room-sized systems . . .” is in the section of the patent specification entitled

“BACKGROUND OF THE INVENTION,” and not in the section of the patent describing the

current invention. (JX-3 at 1:38-40.) Furthermore, the figures in the invention show one

dimensional straight lines of cells. (JX-3 at OS 0001185, Figs. 1, 3, 5, 6.) In addition, the

incorporation by reference of the ’245 patent into the ’58l patent does not conclusively support

Overla.nd’sposition. The specification of the ’58l patent states:

Many aspects of media elementdesign and operation are seljbrlh
in co-pending U.S.patent application N. 08/555,776 filed on
November 9, 1995, entitled MODULAR CABINET FOR DATA
STORAGE, MEDIA AND DRIVES, now U.S. Pat. No. 5,870,245.
The disclosure of this application 08/555,776 is hereby
incorporated by reference in its entirety.

(JX-3 at 3:37~43(emphasis added).) It is clear from this language that the applicants intended

that the "245patent would provide disclosure of background information on “many aspects of

media element design and operation,” but it is not clear that language in the ’245 patent overrides

intrinsic evidence in the ’58l patent and the plain and ordinary meaning of the claim language in

question.
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While the term “linear array” is not described, the figures of the ’58l patent show only a

“linear array,” i.e., a single line, or a one-dimensional, array of cells/storage locations. In

addition, the plain language of the claims, “a linear array of media element cells,” supports the

BDT Respondents’ claim construction. While there is case law which indicates that “a” can be

either singular or plural, in this instance, the undersigned finds that it should be construed as

being singular. TiV0,Inc. v. EchoStar Commc’ns Corp, 516 F.3d 1290, 1303 (Fed. Cir. 2008)

(“As a general rule, the words ‘a’ or ‘an’ in a patent claim carry the meaning of ‘one or more. ...’

However, the question whether ‘a’ or ‘an’ is treated as singular or plural depends heavily on the

context of its use.”). For these reasons, and the discussion in the previous paragraph rejecting

Overland’s arguments, “linear array . . . of media element storage locations [or cells]” is

construedto mean “one arrangement of media element storage locations [or cells] in one

straight line in one dimension.”

h) “storage location” and “cell” (claims 1, 9, 10, 12, 1.5,and 16)

The parties disagree on the proper construction of the term and have proposed the

following constructions:

sessaaresaneaaeaeaansessaganaaflaaaaaeeeeeeaafsevfrorsrawaaaeeaeaeeeaaa
No construction necessary or “location [or cell] a kind of cell that is capable of being used as a
for storing a media element” storage element and configured as such —

allowing the stored media to be accessible for
normal read/write operations

Overland states that the intrinsic evidence supports its proposal. Overland notes that the

’58l patent uses these terms to describe a place to store a media element such as a tape cartridge.

(CIB at 101.) Overland argues that the patent uses these terms interchangeably, and it does not

give a special meaning to either of them. (Id. (citing CX—7Cat Q/A 78).) More specifically,

Overland argues that the patent uses those terms interchangeably when it discloses “[t}he library
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10 of Fig. 1 may include a housing 12, one or more media element readers 14 and a media

element magazine 16 for holding a plurality of media elements 21, 22 in individual storage

locations or cells 24.” (Id (citing JX-3 at 3:10-1 l) (emphasis origina1).) Similarly, Overland

notes that the patent discloses: “Also present in the embodiment of Fig. 3 is a tape cartridge 58

having a plurality of cells or tape cartridge storage locations 60.” (Id. (citing JX-3 at 5:8-l l)

(emphasis original).) ‘

1SOverland states that the BDT Respondents’ proposed construction of “storage location”

unnecessary and untenable, and is not even supported by the BDT Respondents’ expert witness,

Mr. Whalen. (Id. at 101-102.) Overland argues that the BDT Respondents’ proposed

construction inexplicably does not even include mail slots. (CRB at 39.)

In addition, Overland argues that the BDT Respondents’ only cite to the specification,

JX-3 at 6:15-18, is one of the many locations in the specification where the ’58l patent uses the

terms “cell” and “storage location” interchangeably. (Id) Overland states that the BDT

Respondents also cite the part of claim 22 that recites “media element cells configured to store

media elements.” (Id.) However, Overland argues that this contradicts the BDT Respondents’

argument that a “storage location” is a special type of cell that has been configured to store

media elements, because the limitation itself recites a “cell”_that has been configured to store

media elements. (Id.) Therefore, Overland argues that the BDT Respondents’ supposed

distinction between.“cells” and “storage locations” is illusory. (Id. at 40.) Therefore, Overland

urges rejection of the BDT Respondents’ proposed claim construction. (Id. at 39-40.)

The BDT Respondents argue that independent asserted claims l and 15 recite a “media

element storage location,” whereas independent asserted claims 10 and 16 recite a “media

element cell.” (RIB at 90.) The BDT Respondents state that since these different claims recite
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different tenns, it suggests that a “cell” is not the same as a “storage location.” (Id.) Instead, the

BDT Respondents assert that one of ordinary skill in the art reading the 7581patent would

understand that a “storage location” is a subset of “cell,” one that is “configured and used as

storage.” (Id. at 90 (citing Whalen, Tr. at 1650118-22, 165l:9-13; RX-1C at Q/A 99-102).) The

BDT Respondents assert, that more particularly, a storage location is “a kind of cell that is

capable of being used as a storage element and configured as such -—'a11owingthe stored media to

be accessible for normal read/write operations and counted as part of the library’s overall data

storage “capacity.” (Id. (citing RX-1C at Q/A l0l~102; RDX-25-26).) The BDT Respondents

state that the distinction between storage location and cell is evident from the specification and

the understanding of one of ordinary skill in the art. (Id. (citing RX-1C at Q/A 101-102; RDX

26; JX-3 at 6:14-21, claim 22 (reciting “media element cells configured to store media

elements”); Whalen, Tr. at l652:7-16, l742:9—1744:7).)The BDT Respondents argue that their

constructionsimply expresses those differences (Id)

The BDT Respondents further state that, despite offering their own construction,

Overland only applies the BDT Respondents’ construction of “storage location” for purposes of

infringement and the tenn is not disputed for purposes of invalidity. (Id. (citing CX-7C at Q/A

196, 257).) Accordingly, the BDT Respondents argue that their construction of “storage

location” should be accepted as “the only one used at the trial.” (Id)

The patent uses the terms “cell” and “storage location” interchangeably. It does not give

a special meaning to either of them. More specifically, the patent uses those terms

interchangeably when it discloses “[t]he library 10 of Fig. 1 may include a housing 12, one or

more media element readers 14 and a media element magazine 16 for holding a plurality of

media elements 21, 22 in individual storage locations or cells 24.” (JX-3 at 3:10-14 (emphasis

_ 30 _



added).) Similarly, the patent discloses: “Also present in the embodiment of Fig. 3 is a tape

cartridge magazine 58 having a plurality of cells or tape cartridge storage locations 60.” (Id. at

5:8-ll (emphasis added).) The BDT Respondents’ citation to the specification (i.e., JX-3 at

6:14-21) is not persuasive. The pertinent part of the specification states: “If a new tape has been

placed in the cell 66, the user may then instruct the robot to access the movable cell 66 as a

normal media storage location provided as part of the magazine 58 . . . .” (JX—3~at6:15-18.)

Nothing in this portion of the specification supports the BDT Respondents’ argument that their

claim construction should be adopted. The BDT Respondents’ citation to the language of claim

22 is not persuasive since the claim tenns being construed herein are from claims 1, 10, 12, 15,

and 16. Finally, the BDT Respondents’ citations to extrinsic evidence are not persuasive in light

of the intrinsic evidence cited above.

Accordingly, the terms “storage location” and “cell” are construed to mean “a location

[or cell]for storing a media element.”

B. Infringement

1. Direct Infringement

The following assertions by Overland are not contested by the BDT Respondents. They

are also supported by credible evidence of record. Accordingly, the following findings are made:

v Respondents import and sell FlexStor H tape libraries in the United States. (CX-7C at
Q/A 307808; Krammerer, Tr. at l327:23-25, 1328110-18.)

0 BDT Products is the importer of record for all FlexStor ll 1U, 2U, and 4U tape libraries
that BDT Products sells in the United States. (CX-7C at Q/A 310.) 

Q BDT Products is also the importer of record of FlexStor ll 8U models sold by BDT AG
to HP. (Id.)

I The mail slot and magazines of the FlexStorIl 1U operate in the same manner as the other
FlexStor II libraries. (CX-7C at Q/A 299-301; CX-243 at l5, 46-47.)
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0 The mail slot of the FlexStor II 8U is mechanically identical to the FlexStor II 4U. (CX
7C at Q/A 302-304; CX-243 at 17, 46-47.)

a) Claim 1.

It is undisputed that the accused products satisfy the preamble of claim 1 because each is

a media element library. (CX-7C at Q/A 184.) In addition, it is undisputed that the accused

products contain “a housing.” (CX-7C at Q/A 185; CDX-67 at 10-11.)

i) “linear array”

Overland argues that the accused products satisfy the “linear array” limitation. (CIB at

107.) As an example, Overland cites to the DellTL2000 and describes the features of that

product that satisfy this claim limitation. ([d.) Overland challenges the BDT Respondents’

interpretation of “linear array” and states that, even under the BDT Respondents’ construction,

the accused products read on this claim limitation. (Id. at 108.) While Overland agrees that the

BDT Respondents’ products have more than one row of cells/storage locations, Overland argues

that because the BDT Respondents’ products have at least one row of cells/storage locations

(e.g. , the bottom row), that is sufficient for the BDT Respondents’ products to be covered by the

claim term “ linear array.” (CIB at 107-108; CRB at 44-46.)

The BDT Respondents challenge Overland’s arguments, arguing inter alia, that under a

correct reading of the claim term the accused products do not read on this claim term. (RIB at

98-100.) The BDT Respondents state that the 2U, 4U, and 8U versions of their products do not

literally satisfy this claim term because they contain more than one row of magazines. (Id. at

100.) The BDT Respondents assert that it is undisputed that these products have planar or two

dimensional arrays of cells. (Id.) The BDT Respondents note that Over1and’sexpert, Mr.

Kazerooni, describes these magazines as having “three rows of four slots.” (Id. (citing CX-7C at

Q/A 192, 253).) p
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The undersigned has hereinabove construed “linear array . . . of media element storage

locations [or cells]” as “one arrangement of media element storage locations [or cells] in one

straight line in one dimension.” (See SectionVII.A.l.g, supra.) in light of this claim

construction, Overland’s argument that more than one row of storage locations/cells can be

present in an infringing device is not persuasive and is hereby rejected. Accordingly, the BDT

Respondents’ accused products do not satisfy the claim term “linear array . . . of media element

storage locations [or cells].”

ii) “door”

The parties disagree as to Whetheror not the accused devices have a door. Overland

states that in the accused products, the door is the front of the mail slot, which includes a plastic

bezel and plastic backing between the bezel and the movable tape slot. (CIB at l06 (citing CX

7C at Q/A 186).) Overland asserts that the door moves in and out to create or close an opening

through which tape cartridges pass, as shown on CDX—67,p.12 for the Dell TL2000. (1d.)

Overland argues that when a magazine containing a mail slot is located inside the library as part

of normal use, the door is mounted to the housing via the magazine. Overland states that both

the Dell User’s Guide and the IBM User’s Guide refer to the front part of the mail slot of their

tape libraries as a door. (Id.)

Overland rejects the BDT Respondents’ argument that because the door is part of a

magazine, and the magazine is mentioned as a separate element in the claim, there is no door in

the accused devices. (CRB at 47.) Overland states that the correct reading of the court precedent

cited by the BDT Respondents is that, while two claim elements cannot be the same structure,

one element of a claim can be part of the second element of the accused device. (Id.)
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The BDT Respondents argue that the accused products do not have a door. (RIB at 104.)

The BDT Respondents contend that the housing in the accused products is always open and

magazines slide in and out of the interior of the housing like drawers in a bureau. Thus, the BDT

Respondents state that, when the magazine is removed, there is no structure preventing access to

the interior of the housing. (Id) The BDT Respondents assert that references by Overland to the

user guides of Dell and IBM are not relevant because the use of “door” in those products is not

the same as the use of “door” in the context of the ’581 patent. (Id. at 105 n.24.)

The undersigned has hereinabove construed the term “door” as “a structure movable to

create or block an opening.” (See Section VII.A.l.b, supra.) In the accused devices, the door is

the face plate of the magazine. (CX-7C at Q/A 186.) The door includes a plastic bezel and

plastic backing between the bezel and the moveable tape slot. (Id) The door moves in and out

to create or close an opening through which tape cartridges pass, as shown below in exhibit

CDX-67 at 12:

Thus, it is clearly “movable,” and, when moved, it can “create or block an opening.” (CX-7C at

Q/A 186.) ~
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The BDT Respondents’ citation to Becton Dickinson v. Tyco Healthcare Group, 616 F.3d

1249, 1254 (Fed. Cir. 2010) does not support their position in this case. Beclon holds that two

claim elements cannot be the same structure. (Id.) However, it does not stand for the T

proposition that, as in this case, one element cannot be part of another element, i.e. that the door

cannot be part of the magazine. Intellectual Prop. Dev. Inc. v. UA-Columbia Cablevision of

Westchester, Inc. 336 F.3d 1308, 1320 n.9 (Fed Cir. 2003) (“. . . we see no reason why, as a

matter of law, one claim limitation may not be responsive to another merely because they are

located in the same physical structure . . . .”); see also Applied Med. Res. Corp. v. U.S. Surgical

Corp, 448 F.3d 1324, 1333 n.3 (Fed. Cir. 2006).

The undersigned therefore finds that the accused devices satisfy the claim tenn “door.”

iii) “door mounted to said housing”

Overland argues that the accused products meet this claim limitation because, during

normal operation, the door, as part of the magazine, is inside the library. (CIB at 107.) Overland

states that the fact that the magazine can he removed from the library is not relevant. (CRB at

48.) Further, Overland asserts that Respondents’ reference to the BDT Respondents’ later ’860

patent is irrelevant to the infringement analysis in this investigation. (CIB at 107, CMRB 47-48.)

The BDT Respondents disagree. The BDT Respondents state that the face plate is

mounted to the front portion of the I/O drawer, which is mounted to the magazine, which in turn

can be removed completely from the housing. (RIB at 106.) The BDT Respondents assert that

the only embodiment disclosed in the ’58l‘patent shows a door attached to the housing through a

pivotable hinge. The BDT Respondents state that Figure 4 of the ’581 patent shows door 62,

hinge 64, and the moveable slot 66 of the magazine. (Id. atil07.) The BDT Respondents note

that when the magazine is removed, the door 62 remains hinged or “mounted” to the housing via
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hinge 64. (Id) The BDT Respondents argue that when the magazine is removed, the faceplate

does not remain “mounted” to the housing. (Id. at 108.) The BDT Respondents argue that

Overland’s contention is incorrect because if the face plate of the media access drawers were

“mounted to said housing,” the accused products would not work because the I/O drawer would

not open and the magazine would not be removable. (Id. at l07-108.) For similar reasons, the

BDT Respondents argue that the accused devices do not read on this claim term under the

doctrine of equivalents. (1d.) The BDT Respondents argue that circumstances surrounding the

grant of its own ’860 patent also support the BDT Respondents’ position. (Id. at l04-108.)

As noted earlier in this Initial Determination, the “door” in the accused devices is the end

plate of the I/O drawer which is, in turn part of the magazine. (See Section VII.B. l .a.ii, supra.)

It is correct that, during normal operation, the magazine is part of the housing. (CX-7C at Q/A

186.) The question to be examined in this infringement analysis is how the door operates when it

is part of the normal operation of the accused devices. The door is part of the magazine, which

slides in and out of the housing of the accused devices during normal operation. (ld.) Since the

door is part of the magazine which is part of the housing, the undersigned finds that the door is

“mounted” to said housing. Accordingly, the accused devices read on the claim term “mounted

to said housing.”

iv) “storage locations”

Overland argues that even under the BDT Respondents’ claim construction of “storage

locations,” the accused products satisfy the third limitation of claim 1. (CIB at 108.) Overland

states that a tape in a mail slot of the accused products is accessible for normal read/write

operations because one can instruct the library to move a tape cartridge to a tape drive Where it
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can be read and written. (Id) Overland notes that the tape in a mail slot is part of the library’s

overall storage capacity because the tape cartridge is being stored in the library. (Id.)\

Overland rejects the BDT Respondents’ argument that the mail slots of the accused

products cannot be “storage locations” and “manually movable” at the same time. (Id.)

Overland argues that the mail slots of the accused products are always manually movable

because they are capable of being moved. (Id.) Overland asserts that, even if the mail slot is

locked, one can unlock the mail slot and manually move it in and out. (Id) Overland states that

the claim term is also met under the doctrine of equivalents. (Id)

Overland argues that the BDT Respondents admit that it is possible to move a tape

directly from the I/O station to a tape drive which confirms that a tape drive in the mail slot (I/O

station) is indeed accessible for normal read/write operations. (CRB at 49.) Overland states that

because a tape cartridge in the I/O station is accessible for normal read/write operations, and is

contained in the tape library, it is part of the library’s overall data storage capacity. (Id)

The BDT Respondents state that the accused products do not meet the limitation of

“movable media element storage location[].” (RIB at 109.) However, the undersigned notes that

the “storage location” in claims l and l5 is not merely a physical space where tape cartridges

reside, as explained above in the section on claim construction, but, instead, is a location for the

storage of media cartridges in a media element library. (Id) Thus, the undersigned finds that the

BDT Respondents’ argument is essentially that the I/O station in the accused products is either

configured as an I/O station or as a fixed storage location. (Id. at 109-l l4.)

The undersigned finds that the BDT Respondents’ argument is not persuasive because it

is based upon their rejected claim construction. “Storage location” has been construed in this

lnitial Determination to mean “a location [or cell] for storing a media element.” (See Section
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VII.A.1.h, supra.) The l/O station in the accused products meets this definition. A tape in a mail

slot of the accused products is accessible for normal read/write operations because one can

instruct the library to move a tape cartridge to a tape drive where it can be read and written. The

tape in a mail slot is part ofthe library’s overall storage capacity because the tape cartridge is

being stored in the library. (CX-7C at Q/A 195.) Accordingly, the accused products satisfy the

“movable media storage locations” limitation of claim 1.

v) “manually movcable towards said door”

Overland argues that the accused products satisfy the claim term “manually movable to

said door.” (CIB at l09.) Overland argues that the accused products have a mail slot (i.e., a

movable media element location) that is coupled to an end of the linear array (i.e., magazine),

and is manually movable toward the door. (Id) Overland states that CDX-67 at l5 shows a Dell

TLZOOOmail slot in the open position, with a tape cartridge. (Id) Overland notes that the mail

slot (i.e., movable media element storage location) is coupled to the magazine and its linear array

of slots, as shown in the photograph on CDX-67 at 16. (Id) Overland asserts that when one

opens the mail slot, one manually moves the mail slot in the direction of the door, as shown by

the two photographs on CDX-67 at _l8-19. (Id.) Overland states that the accused products also

satisfy this claim term under the doctrine of equivalents. (Id.) Overland also asserts that the

BDT Respondents’ prosecution history argument is without merit. (CRB at 49-50.)

The BDT Respondents assert that the accused products do not literally satisfy the

requirement that the movable storage location be “manually movable towards said door.” (RIB

at l 14.) The BDT Respondents argue, among other things, that even assuming that the “movable

storage location” were the drawer of the I/O station of the accused products, and that the face

G

plate of the I/O station was the “door,” the mail slot of the I/O station does not move ‘towards”
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the door (i.e., the face plate.) (Id) The BDT Respondents argue that when the drawer of an I/O

station is enabled, it telescopes from the magazine and, when it does, the face plate (i.e., the

alleged “door) moves in unison with the drawer. (1d.) In other words, the BDT Respondents

argue that the position of the “mail slot” relative to the face plate (or “door”) never changes

because it is fixed. (Id. at 114-115.) The BDT Respondents argue that their position is

consistent with the specification and Withthe prosecution history. (Id. at 116.) The BDT

Respondents state that the accused products do not satisfy this claim under the doctrine of

equivalents. (Id. at 114-116.)

For the reasons set forth below, the undersigned has determined that the accused products

do not satisfy this claim term. In making this determination, “door” and “movable media

element storage location” are construed as set forth above. When the drawer of an I/O station is

enabled, it telescopes from the magazine and, when it does, the face plate (the “door) moves in

unison with the drawer. In other words, the position of the “mail slot” relative to the face plate

(or “door”) never changes because it is fixed, as demonstrated by RDX-6'75 and 676 below:

below:

(RDX-675)
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(RDX—676;see also RX-583 at Q/A 83 -84.) Overland’s argument that the media element

storage location is moving in the direction of the door is not persuasive. The key test is whether

the media element storage location is moving toward the door so that it could actually be capable

of reaching the location of the door. As noted above, the distance between the door and the

media element storage location is always fixed.

Accordingly, the accused products do not satisfy this limitation literally or under the

doctrine of equivalents.

vi) Conclusion

For the reasons set forth above, the accused products do not infringe claim l.

b) Dependent claims 2, 5, 6, 7 and 9

Claims 2, 5, 6, 7 and 9 depend from claim l. Because the undersigned has found

hereinabove that the accused products do not infringe independent claim l, dependent claims 2,

5, 6, 7, and .9are also not infringed. Muniaucfion, Inc. v. Thomson Corp, 532 F.3d 1318, 1328

29 n.5 (Fed. Cir. 2008) (“A conclusion of noninfringement as to the independent claims requires

a conclusion of noninfringement as to the dependent claimsf’); Monsanto C0. v. Syngenta Seeds,

..9()..



Inc., 503 F.3d 1352, 1359 (Fed. Cir. 2007) (“One who does not infringe an independent claim

cannot infringe a claim dependent on (and thus containing all the limitations of) that claim”);

Wahpeton Canvas C0. v. Frontier, Inc, 870 F.2d 1546, 1553 (Fed. Cir. 1989) (“It is axiomatic

that dependent claims cannot be found infringed unless the claims from which they depend have

been found to have been infringed”)

c) Claim 10

Claim 10 contains the term “a linear array of media element cells.” In the previous

section discussing claim 1, the undersigned determined that the accused products do not have a

linear array of media element cells. (See Section VlI.B.1.a.i, supra.) Accordingly, the accused

products do not satisfy claim 10.

d) Claim 12

Claim 12 depends from claim 10. Because the undersigned has found hereinabove that

the accused products do not infringe independent claim 10, dependent claim l2 is also not

infringed. Muniauction, Inc. v. Thomson C0rp., 532 F.3d 1318, 1328-29 n.5 (Fed. Cir. 2008)

(“A conclusion of noninfringement as to the independent claims requires a conclusion of

noninfringement as to the dependent claims”); Monsanto C0. v. Syngento Seeds, Inc. , 503 F.3d

1352, 1359 (Fed. Cir. 2007) (“One who does not infringe an independent claim cannot infringe a

claim dependent on (and thus containing all the limitations of) that claim”); Wahpeton Canvas

C0. v. Frontier, Inc, 870 F.2d 1546, 1553 (Fed. Cir. 1989) (“It is axiomatic that dependent

claims cannot be found infringed unless the claims from which they depend have been found to

have been infringed”)
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e) Claim 15

Since claim 15 is indefinite, it cannot be infringed.‘ Honeywell Int’Z,Inc. v. Int ’l Trade

Comm ’n,341 F.3d 1332, 1342 (Fed. Cir. 2003) (“Because the claims are indefinite, the claims,

by definition, cannot be construed. Without a discernable [sicl claim construction, an

infringement analysis cannot be perfonned”) (internal citations omitted).

i) Claim 16 '

Independent claim 16 includes the claim term “a linear array of media element cells.” In

the discussion of claim 1 above, it was determined that the accused devices do not satisfy this

claim element. (See Section V1l.B.l.a.i, supra.) Accordingly, the accused devices do not

infringe claim 16.

2. Indirect Infringement

Overland alleges that the BDT Respondents indirectly infringe the asserted claims. (CIB

at 119-121; CRB at 52-53.) The undersigned has found hereinabove that the accused products

do not directly infringe any of the asserted claims. Overland, therefore, cannot prove that the

BDT Respondents induce infringement of any of the asserted claims. See i4i Ltd P ’ship,598

F.3d at 851 (“To prove inducement, the patentee must show direct infringement”); Cross Med.

Prods, Inc. v. Medtronic Sofamor Danek, Ina, 424 F.3d 1293, 1312 (Fed. Cir. 2005) (“‘ln order

to succeed on a claim of inducement, the patentee must show, first that there has been direct

infringement,’ and ‘second, that the alleged infringer knowingly induced infringement and

possessed specific intent to encourage another's infringement.’”). Similarly, because Overland

has not shown that the accused products directly infringe the asserted claims, Overland cannot

show contributory infringement. Spansian, 629 F.3d at 1353 (to prove contributory

infringement, a complainant must show an act of direct infringement in violation of 337).
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Accordingly, Overland has failed to show that the BDT Respondents indirectly infringe

the ’581 patent.

C. ‘Validity

1. The ’656 Patent

The BDT Respondents assert that the asserted claims are anticipated and rendered

obvious by the U.S. Patent N0. 5,175,656 (“the ’656 patent”). (R113at 130.)

a) Claim 1

i) “ a media element library comprising”

There is no dispute that the ’656 patent discloses a “media element library.” (RX-1C at

Q/A 138-139; Whalen, Tr. at 1682:1()-12, 1683:24-168417; JX-38 at Abstract, Fig. 11, 1:7-10.)

ii) ‘fh0using”

It is undisputed that the library of the ’656 patent has a “housing.” For example, the ’656

patent specification shows a “housing 2” in figure 11. (JX-38 at Fig. 11, 1:16-20; RX-1C at Q/A

140-141; Whalen, Tr. at 1685:4~9;RDX-42.)

iii) “a door mounted to said housing”

It is also undisputed that the library of the ’656 patent contains a “door mounted to a

housing.” In particular, the ’656 patent specification recites an “open/close cover 10,” and an

“open/close cover 24,” used for loading and unloading the cartridge 3.” (JX-38 at 1:38-64, 2:14

25, 5:1-12, Figs. 1, 3, 11, 12; RX-1C at Q/A 142; Whalen, Tr. at 1686:13-23.) The ’656 patent

shows the “door mounted to the housing” in Figures 1, 3, 11, and 12. (JX-38 at Figs. 1, 3, 11,

12; RX-1C at Q/A 142-143; RDX-53, 44.)
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iv) “a media element magazine”

The BDT Respondents assertthat, under the correct construction of magazine as “a group

of media element storage locations,” the only dispute that Overland has is that the magazine is

not readily “removable.” (RIB at 133.) However, the BDT Respondents state that the ’656

patent inherently covers both fixed or removable magazines and thus, satisfies the claim term “a

media element magazine.” (Id. at 133-135.)

Overland argues that the ’656 patent discloses a “rack” that is permanently installed in

the device and is thus not readily removable as required by the ’581 patent. (CIB at 127.)

Overland states that Figure 11 of the ’656 patent shows that rack 4 is not readily removable

because there is no opening in the housing through which to remove it. (Id.)

The undersigned has construed “magazine” as “a group of media element locations.”

(See Section VII.A.1.a, supra.) Overland’s proposal to add the clause “readily removable” was

specifically rejected. (1d.) The BDT Respondents have demonstrated that the “rack” is “a group

of media cell locations.” (RX-1C at Q/A 144; Whalen, Tr. at 1684:8~24; see also JX-38, Figs. 1,

11; RDX-45.) Since Overland’s only challenge is that the “group of media cells” in the ’656

patent is not readily removable, Overlancl’sposition is hereby rejected. Thus, the undersigned

finds that the ’656 patent discloses a “magazine.”

1 v) “linear array . . . which are fixed with respect to said
housing during library operation”

The BDT Respondents state that the magazine of the ’656 patent includes the claimed

“linear array” under both parties’ construction of that term. (RIB at 136 (citing RX-1C at Q/A

148-149).) The BDT Respondents contend that the ’656 patent states that “[i]n Fig. 11, racks 4

in a plurality of stages are vertically arranged parallel to each other in a box—shapedhousing 2 of

the container . . . The racks 4 are for storing a number of disk cartridges 3.” (Id. (citing JX-38 at
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l:16—23,Figs. 1, ll; RX-1C at'Q/A 148; Whalen, Tr. at 168524-l686:l2).) The BDT

Respondents state that during operation, the linear array is fixed with respect to the housing. (Id.

(citing RX-'lC at Q/A l48).) The BDT Respondents further state that the “media element

magazine” containing the “linear array” is shown in at least Figs. 1 and ll of the ’656 patent.

(Id. (citing JX-38 at Figs. l, 11; RX-lC at Q/A 148; RDX-46).) Overland does not challenge

the BDT Respondents’ assertions on this matter.

In this portion of the BDT Respondents‘ brief, the BDT Respondents state that “The

Asserted Claims are Anticipated and Rendered Obvious By the ‘656 Patent. ” (Id. at 130

(emphasis added).) However, much of the evidence cited above, with the exceptions of

references to Figures 1 and 3 of the ’656 patent (and JX-38 at 5:1-12), is to Figure ll, a figure

described in the “BACKGROUND OF THE INVENTION SECTION,” and to the discussion of

Figure ll in that same section (JX-38 at 1:38-64; 2:14~25),which clearly is not the subject of the

invention of the ’656 patent. Figure 11 is itself labeled “PRIOR ART,” and is, as the ’656

specification mahes clear, from Japanese Unexamined Patent Publication No. 63-91862. (JX-38

at Sheet 10 of 10, 1:12-16.) Thus, Without Figure 11, the ’656 patent, standing alone, does not

disclose a “linear array.”

Accordingly, the undersigned finds that the ’656 patent does not satisfy the claim term

“linear array” for either anticipation or obviousnessm purposes.

27For claim 1, the BDT Respondents have only alleged single-reference obviousness, and have not alleged
obviousness based on the ‘656 patent in combination with another reference. Therefore, the undersigned need not
consider the ’656 patent in combination with the Japanese Unexamined Patent Publication No. 63-9! 862.
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vi) “one or more moveable media element storage
locations, at least the first of which is coupled to the end
of said linear array so as to be manually movable
towards said door, wherein said first movable media
element storage location is positioned relative to said
door such that a media element in first said moveable
media element storage location is accessible from
outside the housing when said door is open”

The BDT Respondents argue that the ’656 patent discloses this limitation. (RIB at 136

(citing RX-1C at Q/A 150-152).) In particular, the BDT Respondents state that the ’656 patent

discloses “cartridge holder 21,” which rotates on the pivot 25” and is coupled to the end of the

rack by “tension spring 27.” (Id. (citing JX-38 at Figs. 1, 3, 4, 1:32-66, 1:39-44, 4:59-69, 6:17

33; RX-1C at Q/A 150).) The BDT Respondents note that the ’656 patent states that the “tension

spring 27 is provided between the back end of cartridge holder 21 and the rack 4 in which the

cartridge 3 is housed.” (Id (citing JX-38 at 4:59-69; RX-1C at Q/A 151).) The BDT

Respondents assert that the ’656 patent also states that the “open/close cover 24 is rotated by

hand to the second open position” and that “it is easy to unload the cartridge 3 from the cartridge

holder 21, since the upper and lower surfaces of the cartridge 3 can be easily grasped by hand.”

(Id. (citing JX-38 at 6:17-33; RX—1C at Q/A 152),) The BDT Respondents argue that there is no

dispute that “cartridge holder 21” is “manually movable towards the door” as Overland constmes

the limitation. (Id. at 136-137 (citing JX-38 at Figs. 1, 3, 4; RX-1C at Q/A 150-152; RDX-50).)

The BDT Respondents assert that these figures also show that a user can grasp the cartridge 3 by

hand when the cartridge holder is opened, facilitating the loading and unloading of data

cartridges. (Id. at 137 (citing JX-38 at Fig. 4; RX-1C at Q/A 152).) 7

The BDT Respondents state that Overland only disputes whether the “cartridge holder

21” in the ’656 patent is “coupled to” the “rack 4.” (Id. at 137.) The BDT Respondents argue

that Overland is wrong because the ’656 patent not only shows the spring 27 attached to the rack

- 96 _



4 in numerous figures, it also states that the “tension spring 27 is provided between the back end

of the cartridge holder 21 and a rack 4 in which the cartridge 3 is housed.” (Id) The BDT

Respondents argue that one of ordinary skill in the art at the time of the invention would have

understood that the tension spring 27 couples the cartridge holder directly to the rack 4 to

provide a bias load support for the pivoting cartridge holder. (Id. at 137-138 (citing RX-1C at

Q/A 154).)

Finally, the BDT Respondents assert that the ’656 patent also shows that the cartridge

holder is also coupled to the rack via the “pivot 25” and “support member 26.” (Id. at 138 (citing

JX-38 at Figs. 1, 3, 4; RX-lC at Q/A 155).) The BDT Respondents state that while the patent is

silent on this point, one of ordinary skill in the art reading the ’656 patent would understand that,

in the event the magazine were designed to be removable, the support structure and pivot upon

which the cartridge holder rotates is attached directly to the rack 4 such that the entire magazine,

which includes both the rack 4 and the cartridge holder 21 as an integral unit, would be removed

with the magazine. (Id.)

Overland argues that the ’656 patent does not disclose a “moveable media element

storage location” or “cell” coupled to the magazine or linear array, as required by, among others,

claim l. (CIB at 127.) Overland states that the BDT Respondents’ expert did not identify a

particular structure in the ’656 patent that he believes is a moveable media element location” or a

“moveable cell.” (lal) Overland argues that the BDT Respondents appear to believe that the

cartridge holder 21 in Figures l through 4 of the ’656 patent is the moveable storage location and

moveable cell. (Id. at 127 (citing CX-614C at Q/A 62).) However, Overland argues that the

’656 patent’s figures demonstrate that this is incorrect. Overland states that Figures l and 2 show

that the spring 27 is not connected to rack 4, but is attached to a different structure and separated
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from the rack 4 by a separate structure. (Id. at 127-128.) Overland asserts that the i656 patent’s

Figure l shows that the left part of thelspring 27 is attached to a structure that is distinct from the

rack 4 because there is a line designating the end of the rack 4 below the spring 27. (Id. at 128

(citing JX~38at Fig. 1; CX-614 C at Q/A 62).) Further, Overland argues that Figure 2 of the

’656 patent shows that the springs 27 are separated from the rack by a separate structure. (Id)

Overland states that spring 27 is located in a space between the cartridge holder 21 and the rack 4

rather than bring coupled to the rack 4. (Id)

The undersigned finds the BDT Respondents’ argument unpersuasive. A critical part of

the BDT Respondents’ argument is their assertion that the ’656 patent shows that the cartridge

holder is also coupled to the rack via the “pivot 25” and “support member 26.” (RIB at 138

(citing JX—38at Figs. 1, 3, 4; RX-1C at Q/A 155).) The BDT Respondents state that, while the

patent is silent on this point, one of ordinary skill in the art reading the ’656 patent would

understand that, in the event the magazine were designed to be removable, the support structure

and pivot upon which the cartridge holder rotates is attached directly to the rack 4 such that the

entire magazine, which includes both the rack 4 and the cartridge holder 21 as an integral unit,

would be removed with the magazine. (Id.)

The BDT Respondents’ argument, which is meant to fill in the fact that “the patent is

silent on this point,” is supported by the testimony of the BDT Respondents’ expert, Mr. Whalen,

at RX-1C at Q/A 155. In light of (1) the silence of the patent on this issue, and (2) based upon a

review of the figures in the ’656 patent which does not yield a clear answer on this matter, the

undersigned finds that the expert testimony of Mr. Whalen, standing alone, is insufficient to

demonstrate that rack 4 is directly linked to spring 27. Accordingly, the BDT Respondents have
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failed to show that the ’656 patent satisfies the claim term “a moveable media element storage

location coupled to the magazine or linear array.”

Accordingly, for this reason, and the fact that the BDT Respondents have not shown that

the ’656 patent itself has a linear array, as set forth above, the ’656 patent does not anticipate

claim 1 of the ’58l patent or render claim 1 of the ‘S81 patent obvious under a single reference

obviousness showing.

b) Dependent Claims 2, 5, 6, 7, and 9

Claims 2, 5, 6, 7, and 9 depend from independent claim 1. Since the BDT Respondents

have not shown that the ’656 patent anticipates claim l of the ’58l patent or renders claim 1 of

the ’58l patent obvious under a single reference obviousness showing, the ’656 patent does not

anticipate or render obvious these dependent claims.

e) Claim 10

i) “linear array”

For the same reason set forth above wherein the ’656 patent was not found to include a

“linear array,” use of that term cannot be a basis for invalidating claim 10.

ii) “a moveable cell coupled to said end of said magazine
adjacent to said opening, wherein said moveable cell is
manually moveable towards said opening”

Again, the BDT Respondents and Overland are arguing over whether or not the

“moveable cell” is coupled to the rack 4 by tension spring 27. Since the BDT Respondents’

argument on this issue was rejected in the section above on claim 10, it is rejected here for the

S3.II1€ 113215011. "
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Therefore, for these reasons, the "656 patent does not anticipate claim 10 of the ’58l

patent or render claim 10 of the ’58l patent obvious under a single reference obviousness

showing.

p L d) Dependent Claim 12

Claims 12 depends from independent claim 10. Since the BDT Respondents have not

shown that the ’656 patent anticipates claim l0 of the ’58l patent or renders claim l0 of the ’53l

patent obvious under a single reference obviousness showing, the ’656 patent does not anticipate

or render obvious dependent claim 12.

e) Claim 15

The undersigned has hereinabove found claim 15 to be invalid on the basis of

indefiniteness. (See Section VILA. l .e, supra.) Accordingly, there is no need to do an

obviousness or anticipation analysis of claim 15.

f) Claim 16

i) “linear array”

For the same reason set forth in the discussion of claim l above where the ’656 patent

was not found to include a “linear array,” use of that tenn cannot be a basis for invalidating

independent claim 16. Accordingly, since the BDT Respondents have not shown that the ’656

patent anticipates claim 1 of the ’581 patent or renders claim 1 of the ’58l patent obvious under a

single reference obviousness showing, the ’656 patent does not anticipate or render obvious

independent claim 16.
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2. ODSR and The ’055Patent

The BDT Respondents allege that the asserted claims of the ’58l patent are all invalid as

anticipated or obvious over a prior art device called the Optical Disk Storage and Retrieval Unit

(the “ODSR”) and U.S. Patent No. 4,815,055 (the ‘"055 patent”). (RIB at 145.) The BDT

Respondents state that the features described of the ODSR are disclosed in the ’O55patent for

purposes of the invalidity analysis. (Ia'. at n.28.) Therefore, the BDT Respondents state, the

analysis applies to both the ODSR device and to the ’0S5ipatent.28 (Id)

a) Claim 1

i) “a media element library comprising”

g The BDT Respondents state that it is undisputed that the ODSR device is a “media

element library.” (RIB at 149.) The BDT Respondents argue that an ODSR datasheet describes

it as “commonly known in the industry as an optical ‘.lukebox,”’ and explains that the “ODSR

incorporates up to two . . . Disk Drives, a 16 or 20 crypt tower . . . and a microprocessor

controlled electro-mechanical mechanism for selecting and transporting the cartridges.” (Id.)

Overland did not challenge the BDT Respondents’ contention.

Based upon a review of the arguments set forth above, the undersigned concludes that the

ODSR and the ‘O55patent satisfy this element of the ’58l patent. (RX-1C at Q/A 260, 331, 332;

Whalen, Tr. at 1664; JX-27 at Fig. 1; RDX-93; RDX-131.)

28The BDT Respondents set forth arguments concerning their contention that the ODSR and the ’O55patent arc
indeed prior art to the ’58l patent. (RLBat 147-149.) In its briefs, Overland does not challenge the BDT
Respondents’ contention with respect to this issue. Based upon a review of the arguments set forth in the BDT
Respondents’ brief, the undersigned concludes that the ODSR and the ’O55patent are prior art to the ’58l patent.

-101



ii) “housing”

1The BDT Respondents argue that it is undisputed that the ODSR has a “housing.” (RIB

@149.) Overland does not dispute this contention.

1 For the reasons set forth below, it is determined that the ODSR has a “housing.” (RX-1C

at Q/A 262-263, 333-34; RX-138.5; RDX-94, 132; Whalen, Tr. at 166614-7;JX-27 at 4:49-51,

Fig.1.) The 0DSR’s housing includes a frameon which the front doors, side and back covers,

and top doors are mounted. (RX—lCat Q/A at 262; RX-138.) The frame, as Wellas the doors

and covers mounted on the frame, are the housing. (RX-1C at Q/A 262.)

iii) “a door mounted to said housing”

The BDT Respondents assert that it is undisputed that the ODSR has a “door mounted to

said housing” under Overland’s claim construction. (RIB at 149.) Overland does not challenge

the BDT Respondents’ contention on this issue.

For the reasons set {orth below, it is determined that the ODSR has “a door mounted to

said housing.” First, the undersigned has hereinabove defined “door” as “a structure moveable to

create or block an opening.” (RX-1C at Q/A264-265, 335-336; IX-27 at Fig.1, 4:59-63; RDX

95-96.) The ODSR has a sliding drawer input/output station similar to that of the accused

products and the face of the OSDR’s sliding drawer is a “door” under the undersigned’s claim

construction. (RX-1C at Q/A. 264; Whalen, Tr. at l75O:18-24; RX—138.100, 138.5; RDX-95.)

ODSR documents describe an “I/O drawer” that can he ejected for the purpose of

importing/exporting disks. (JX-35C at 6-7.)
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iv) “a media element magazine”

The BDT Respondents assert that the ODSR has a “media element magazine” under the

BDT Respondents’ construction of the term “magazine.” (RIB at l50.) Overland disagrees,

arguing that the “magazine” is not “readily removable” as required by Overland’s proposed

claim construction for “magazine.” (CIB at 123.)

A review of the parties’ arguments indicates that their point of disagreement is which

claim construction to use. The undersigned has hereinabove construed the term “magazine” to

mean “a group of media element locations.” (See Section VII.A.l.a, supra.) The undersigned

declined to add the phrase “readily removable” to the claim construction, as urged by Overland.

Accordingly, for the reasons set forth below, the ODSR has a media element magazine.

The still photographs of the ODSR device show that the “media element magazine” is a

vertical array of storage crypts for the storage of optical disk cartridges. (RX-1C at Q/A 266;

RX-138.3, 138.52; RDX-97.) This crypt tower, as it is called in the ODSR documentation, falls

precisely within the construction of the term “magazine” adopted in this Initial Determination.

Mr Whalen explained that the crypt tower is a type of magazine as would be understood by one

of ordinary skill in the art as that term is used in the industry and in the ’581 patent. (Whalen,

Tr. at l745:7-16; 1746:l8-l 747:7; see also id. at l745:7-l749:l3.) Accordingly, the ODSR has

a “media element magazine.”

A v) “linear array . . . fixed with respect to said housing
during library operation”

The BDT Respondents allege that the ODSR includes a “media element magazine”

comprising a “linear array of a plurality of media element locations which are fixed with respect

to said housing during library operation” under both parties’ construction of the term “linear

array.” (RIB at l51.) Overland does not contest the BDT Respondents’ contention.
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For the reasons set forth below, it is determined that the ODSR has a “linear array. .fixed

with respect to said housing during library operation.” (RX-1C at Q/A 267-268, 341-342; JX-27

at Fig. 1, 4:31-41; RDX-98, 135.) The “linear array” is the crypt tower arranged in a vertical

stack of storage locations, as shown in photographs at RX-R138, and particularly in RX-138.52,

which shows the linear array with a cartridge loaded in the top slot. (RX-138.3, 138.52; Fago,

Tr. at 1593:l-15; RDX-98.) The crypt tower is fixed with respect to the housing during library

operation. (RX-lC at Q/A 267.)

vi) “one or more moveable media element storage
i locations, at least one of which is coupled to an end of

said linear array . . .”

The BDT Respondents assert that the magazine of the ODSR includes a “moveable

media element storage location [] that is “coupled to” the end of the linear array of storage

crypts. (RIB at 152.) The BDT Respondents state that, in particular, the horizontally moveable

storage drawer, shown in the still photographs in RX-138, can be opened manually to import and

export media element storage cartridges. (Id.)

The BDT Respondents also cite to the ODSR product specification as support for their

position. (Id) The BDT Respondents state that the sliding drawer is bolted to and a part of, the

crypt tower. (Id) The BDT Respondents assert that the track along which the drawer-like

“movable media element storage location” slides is bolted to the top storage location in the

“linear array.” (Id) The BDT Respondents argue that the “moveable media element storage

location” is also “manually rnoveable towards said door” under Overland’s construction of this

term. (Id) The BDT Respondents state that the “moveable media storage element storage

location” moves toward the front of the drawer when a user manually pulls the input/output

drawer out of the housing. (Id. at 152-153.) The BDT Respondents argue that the ODSR meets
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