
this limitation in exactly the same way as Overland is accusing the accused products of meeting

this limitation. (Id. at 153.) The BDT Respondents assert that the ODSR drawer is “positioned

relative to said door such that a media element in said first moveable media element storage

location is accessible from outside the housing when said door is open.” (Id) The BDT

Respondents state that JX-35C confirms this operation, stating that “[t]he eject action command

activates the ‘I/O station unlock solenoid,’ thereby allowing a spring loaded drawer to open

sufficiently for an operator to remove the disk cartridge.” (Id. at 152-153.)

Overland argues that the ODSR does not disclose a “moveable media element storage

location” or “cell” coupled to the magazine or linear array, as required by claim 1. (CIB at 123.)

Overland asserts that the ’O55patent shows a distinct gap between the ODSR’s moveable drawer

and its crypt tower. (Id. at 124.) Overland notes that the ODSR specification describes and

depicts the drawer and the crypt tower as separate, uncoupled components with a gap between

them. (Id)

It is the BDT Respondents’ burden to show, with clear and convincing evidence that the

’58l patent is invalid due to anticipation or obviousness. Thus, with respect to a “rnoveable

media element storage location []” that is “coupled to” the end of the linear array of storage

crypts, the BDT Respondents must show that each and every claim tenn of claim 1 of the ’58l

patent is present in the ODSR and the ’055 patent. The question becomes, have the BDT

Respondents shown that a “moveable media element storage location []” that is “coupled to” the

end of the linear array of1storage crypts is present in in the ODSR and the ’055 patent?

Overland’s expert witness, Dr. Kazerooni, testified that Figure 1 of the ’O55patent shows

a distinct gap between the ODSR’s movable drawer and crypt tower. (CX-614C at Q/A 20.)

This is shown in Overland’s CDX-92 at 8 set forth below, which is an illustrated version of
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Figure 1 of the ’055 patent with the gap between the ODSR’s movable drawer and crypt tower

pointed out:

The OSDR Product Specification (JX—35Cat 4-3, Fig 4.2) describes and depicts the drawer and

‘AW

the crypt tower as separate, uncoupled components with a gap between them.
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(See also CX-614 at Q/A 20.)
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By contrast, the BDT Respondents’ evidence is less clear and therefore not convincing.

The BDT Respondents rely,.in part, on RX—l38.25(p. 25 of RX-138), which is less than

clear. ln addition, the BDT Respondents’ expert witness, Mr. Whalen, makes a somewhat

summary statement in his witness statement. (RX-1C at Q/A 270.) In his testimony at the

hearing, he discusses RX-138.25. In looking at RX~l38.25, he states:

A. Yes. So right here (indicating) we see basically the black box
that is shown in the picture. This is the face plate of the drawer or
I/O station or whatever you want to call that bolted to the top of
this crypt tower. It is held in place via standard drawer sliders and
some pen fasteners, so it is firmly affixed to that. And basically,
this is an integral unit . . . .

(Whalen, Tr. at 1746122» 174716.) This evidence falls short of clear and convincing evidence

necessary to invalidate a patent on the basis of anticipation or obviousness, particularly in light

of the evidence presented by Overland.

Accordingly, the BDT Respondents have not shown that the ODSR and the ’055 patent

disclose all of the terms of claim l of the ’581 patent because they do not include a “moveable

media element storage locationfl” that is coupled to an end of a linear array” of storage crypts.

Therefore, the BDT Respondents have not shown that claim 1 of the ’58l patent is anticipated

by, or obvious in light of, the ODSR and the ’055 patent.

b) Dependent Claims 2, 5, 6, 7, and 9

Claims 2, 5, 6, 7, and 9 depend from independent claim 1. Since the BDT Respondents

have not shown that the ODSR and the ‘O55patent anticipate claim l of the ’58l patent or render

claim l of the ’58l patent obvious under a single reference obviousness showing, the ODSR and

the ’055 patent do not anticipate or render obvious these dependent claims.
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c) Claim 10

i) “a moveable cell coupled to said end of said magazine”

The parties agree that this limitation should be treated the same as “one or more

moveable media element storage locations, at least one of which is couple to an end of said linear

array . . .” from claim l. (RIB at 155; CIB at 123-124). In that discussion, the undersigned

found that the ODSR and the ’055 patent did not anticipate or render obvious that similar claim

term in claim 1. Therefore, the term “a moveable cell coupled to said end of said magazine” in

claim 10 is not satisfied by that the ODSR and the ’055 patent and therefore those references do

not anticipate or render obvious claim 10 of the ’58l patent.

d) Dependent Claim 12

Claims 12 depends from independent claim l0. Since the BDT Respondents have not

shown that the ODSR and the ’055 patent anticipate claim 10 of the ’581 patent or render claim

l0 of the ’58l patent obvious under a single reference obviousness showing, these references do

not anticipate or render obvious dependent claim l2.

e) Claim 15

The undersigned has hereinabove found claim 15 to be invalid on the basis of

indefiniteness. (See Section Vll.A.1.e, supra.) Accordingly, there is no need to do an

obviousness or anticipation analysis of claim 15.

f) Claim 16

i) “at least one movable cell coupled to one end of said
linear array”

The parties agree that this term should be treated the same as “one or more moveable

media element storage locations, at least one of which is coupled to an end of said linear array . .

.” in claim 1. (RIB at 158; CIB at 123-124.) In that discussion, the undersigned found that the

-lO8—



ODSR and the ’055 patent did not anticipate or render obvious that similar claim tenn in claim 1

Therefore, the term “at least one movable cell couple to one end of said linear array” in claim 16

is not satisfied by the ODSR and the ’055 patent and therefore those references do not anticipate

or render obvious claim 16 of the ’58l patent.

3. Secondary Considerations of Nonobviousness

Overland raises the following issues regarding secondary considerations of

nonobviousness: industry praise for the invention of the ‘S81 patent, copying by others,

commercial success of products using the invention of the ’581 patent, and teaching away from

the invention of the ’581 patent. (CIB at 146-152.) The BDT Respondents oppose these

arguments. 1

Since the undersigned has found that none of the references cited by the BDT

Respondents either anticipate, or render obvious, the ’581 patent, there is no need to consider the

arguments of secondary considerations of nonobviousness raised by Overland.”

D. Domestic Industry —Technical Prong

Overland argues that its NEO 2000 and 2000c and NEO 4000 and 4000c tape libraries

practice all of the asserted claims of the ’581 patent. (CIB at 121 (citing CX-7C at Q/A 466

535.) Overland states that Respondents do not dispute that these tape libraries practice the

asserted claims of the ’58l patent. Overland notes that the BDT Respondents’ expert witness has

not provided an opinion regarding the technical prong issue. (Id. (citing Whalen, Tr. at 1690:8

l6).) Therefore, Overland asserts that it is “undisputed” that Over1and’sNEO 2000, 2000c,

4000, and 4000c tape libraries practice the asserted claims of the ’581 patent. (CIB at 121; CR8

at 53.) V

29Also, in light of the findings just described regarding the ’656 patent, the ODSR and the ’055 patent, there is no
need to consider Overland’s argument that these three references are cumulative in light of United States Patent No.
5,910,939, which is one of the references cited by the examiner of the ’581 patent. (See CIB at 152 -154.)
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The BDT Respondents’ argument as to technical prong is as follows:

Overland [Overland] bases its domestic industry allegations in part
on the NEO 200$ and 400s products. Overland’s NEO 200s and
400s are rebranded FlexStor ll products. Thus, these products do
not practice the asserted claims for the same reasons that the
Accused Products do not infringe the asserted claims, as set forth
above.

(RIB at 130.) O

As indicated above, rather than setting out in detail its argument regarding the technical

prong, Overland has incorporated by reference its expert’s testimony and analysis from his

witness statement by its cite to “CX~7C,Kazerooni DWS, Q. 466-535.” (CIB at 121.) This is,

quite simply, nothing more than an improper attempt to circumvent the page limitations set by

the undersigned for post-hearing briefs. In the undersigned’s view, simply citing the testimony

of a party’s expert and incorporating that testimony/analysis by reference not only fails to

constitute “a discussion” of the issue in the post-hearing brief as required by the Ground Rules,

but is insufficient to carry a party’s burden of proof. The undersigned therefore finds that

Overland has failed to show by a preponderance of the evidence that it has satisfied the technical

prong for the domestic industry requirement.”

E. Other Defenses

1. Patent Exhaustion

The undersigned has hereinabove rejected the BDT Respondents’ patent exhaustion

defense. (See Section VI.E.l, supra.)

3°lt is also clear from the portion of the BDT Respondents’ Initial Brief cited above that Overland’s statement that it
has satisfied the technical prong requirement is not “undisputed.”
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VIII. ECONOMIC PRONG

As discussed above, the undersigned finds that Overland has established by a

preponderance of the evidence that all of its domestic industry products - the NEO 200s, 400s,

2000, 2000c, 4000, 4000c, 8000, and 8000e —meet the elements of claims 1 and 10 of the ’766

patent. (See Section VI.D, supra.) The undersigned, however, finds that Overland has failed to

establish that any of its domestic industry products practice the ’58l patent. (See Section VILD,

supra.) Thus, the undersigned finds that Overland has failed to satisfy the economic prong of the

domestic industry requirement with respect to the ’581 patent.

Overland submits that product-by-product allocations are possible using the revenue~

based allocation method relied upon by its expert; Mr. Kalbfleisch. (CRB at 66 (citing CX-2C at

Q/A 47, 49, 57; CX-45C).) Overland asserts that one can use data supplied in Exhibit CX-45C

and use the percentage of fiscal year 2010 product revenue attributable to each individual NEO

product to allocate expenditures related to that product. (Id. at 66-67 (citing CX—2Cat Q/A 47,

49, 57; CX-45C).)

In response to the BDT Respondents’ contentions, Overland argues that investments in

service and repair for the NEO 2000, 4000, and 8000 are properly included in its domestic

industry calculations because investments in post-sale service and repair activities can satisfy the

economic prong of the domestic industry requirement. (Id. at 64.) Overland also argues that

investments in final assembly and warranty service for the NEO 200s and 400s are properly

included because Overland only included its own domestic investments in these products, not the

BDT Respondents’. (Id.) Finally, Overland contends that partitioning features are within the

firmware on every NEO product and expenditures directed to optional product features may be

used to satisfy the domestic industry requirement. (Id. at 65.)
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The BDT Respondents do not dispute the financial data provided by Overland. (See

generally RIB at 163-65.) The BDT Respondents, however, argue that Overland improperly

considered investments in the NEO 2000, 4000, and 8000 because manufacturing and

investments with respect to those products ceased prior to the filing of the Complaint in this

Investigation. (Id. at 164 (citing Kalbfleisch, Tr. at 489:5-490:l6).) The BDT Respondents also

argue that Overland’s investments in the NEO 200s and 400s should be discounted because they

are rebranded FlexStor II Tape Libraries made by the BDT Respondents and [ ]

that, at the time of the Complaint, were shipped to [ ] for final assembly. (Id. (citing

Kalbfleisch, Tr. at 506:25-507:l4; JX-51 at 42:14-44:20, 46:17-19, 93:20-25; JX-52 at 73:5

74:14).) The NEO 200s and 400s should not be considered, the BDT Respondents contend,

because it is improper to include products accused of infringement as part of a domestic industry

(Id.) Additionally, the BDT Respondents claim that the NEO 2000, 2000c, 4000, 4000e, and

8000 are not capable of utilizing the partitioning feature without the addition of a library

partitioning option or partitioning key and therefore assert that investments in products that do

not practice and are incapable of practicing the ’766 patent should not be included in the

domestic industry analysis. (Id. at 164-65.)

As an initial matter, the undersigned rejects the BDT Respondents’ arguments that

Overland improperly included certain products in its domestic industry analysis. Even though

Overland stopped manufacturing the NEO 2000, 4000, and 8000 in 2009, Overland’s domestic

industry analysis is based on financial data after 2009, for example, from fiscal year 2010. (See

CX-2C; CX-43C; CX-12; CX-45C; CX-44C; CX-39C; CX-460C; CX-602C; CX-40C; CX-41C;

CX-42C; Kalbfleisch, Tr. at 489:2-4-490:7.) Thus, because Overland’s analysis is based on data

lrom 2010 and not earlier, it does not improperly include money spent on the NEO 2000, 4000,

-ll2



and 8000. For example, Overland’s investment in labor for 2010 would relate to those products

it manufactured in 2010 ~ i.e., the NEO 200s, 400s, 2000e, 4000c, and 8000e ~ and would not

include money spent on manufacturing the NEO 2000, 4000, and 8000 because those products

were not manufactured in 2010. See CD-Rom Controllers, Inv. No. 337-TA-409, Comm’n Op.

at 37, USITC Pub. No. 3251 (Oct. 1999) (“The date for determining whether an industry exists is

the filing date of the complaint”). The only exception would be labor costs associated with y

technical support, sales and marketing, and service and warranty, which properly include costs

related to the NEO 2000, 4000, and 8000 because they were still sold and serviced in 2010. (See

CX-45C.) In addition, the undersigned finds that the NEO 200s and 400s should be included in

the domestic industry analysis because Overland includes its own investments related to the

assembly of those products. (See, e.g., CX-2C at Q/A 59.) Activities such as assembly or

packaging can be properly included in a domestic industry analysis, even when the products are

manufactured overseas. See, e.g., Certain Salinomycin Biomass and Preparations Containing

Same, Inv. No. 337-TA-3 70, Int. Det. at 125-26 (Nov. 6, 1995). Lastly, as long as the

partitioning feature is included in the NEO 2000, 2000c, 4000, 4000e, and 8000, they can

properly be included in the domestic industry analysis. See Certain Microlithographic Machines

and Components Thereof, Inv. No. 337-TVA-468,Int. Det. at 366 (Jan. 29, 2003).

The following chart represents Overland’s NEO products and their respective percentages

of total fiscal year 2010 product sales revenue:
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(CX-45C.) Overland’s revenue-based allocation method has been accepted by the Commission

in other investigations and thus, the undersigned finds it appropriate here. See, e.g. , Certain

Laminated Floor Panels, lnv. No. 337-TA-545, Order No. 17 at 3-4 (Mar. 2, 2006); Certain

Ground Fault Circuit Interrupters and Prods, Containing Same, Inv. No. 337-TA-739, Cornm’n

Op. at 74-81 (Apr. 27, 2012).

A. Plant and Equipment

Overland claims that it invests a total of [ ] in plant, machinery, and equipment

for the NEO products. (See CIB at 156; CX-2C at Q/A 67, 78.) Overland asserts that as of

September 2010, it leased space for its headquarters and manufacturing facilities in the United

States at a cost of about [ ] each year, of which [ ] is allocated to the NEO

products. (Id. (citing CX-2C at Q/A 63-65; CX-43C).) Overland also claims that the allocated

annual lease amount for its other facilities in the United States is [ ] (Id. (citing CX-2C at

Q/A 47-51, 66, 79; CX-45C).) Thus, Overland argues that as of September 2010, it has invested

a total of [ ] annually in leases, plus utilities and taxes, for United States plants and

facilities allocated to the NEO products. (Id. (citing CX-2C at Q/A 67; CX-43(1).) Overland

also allocates [ ] in annual investments in machinery and equipment for the NEO

products, which includes annual computer equipment costs of [ ] machinery and

equipment costs of [ ] leasehold improvements of [ ] and furniture and fixture

31Overland does not distinguish between revenue generated by the NEO 8000 and revenue generated by the NEO
8000c. (See CRB at 67.) Exhibit CX-45C, however, only lists product revenue for the NEO 80000. (See CX-45C
(listing fiscal year 2010 revenue for the NEO 8000c as [ ]).) The evidence therefore shows that the NEO
8000 did not generate any revenue for fiscal year 2010 and thus, is not included in the chart.
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expenditures of [ (Id. (citing CX-2C at Q/A 75-78; CX~12).) As noted above, the BDT

Respondents do not dispute the financial data provided by Overland. (See generally RIB at 163

65.)

As previously noted, the undersigned finds that the ’766 patent is practiced by all of the

NEO products —the NEO 200s, 400s, 2000, 2000c, 4000, 4000c, 8000, and 8000c. (See Section

VLD, supra.) Overland invested a total of about [ ] in plant, machinery, and equipment

for the NEO products in 2010. (See CX-2C at Q/A 67, 78; CX-43C; CX-12.) Because all of the

NEO products practice the ’766 patent, 100% of this investment in plant and equipment for 2010

should be allocated to the ’766 patent. The undersigned finds that this investment in plant and

equipment is significant and that Overland has therefore satisfied the economic prong of the

domestic industry requirement for the ’766 patent under 19 U.S.C. § 1337(a)(3)(A).

B. Labor and Capital

Overland claims that its total annual labor and capital investment in the United States

allocated to its domestic industry products is more than [ ] (CIB at 161.) This total

investment in labor and capital includes investments in U.S. manufacturing employees, payments

to [ ] for assembly, investments related to hardware and software engineering, technical

support, sales and marketing, service and warranty, and other activities. (Id. at 157-161 (citing

CX-2C at Q/A 38, 41, 43, 45, 52, 54, 57, 60-62, 81-82; CX-39C; CX-41C; CX-42C; CX-603C).)

The BDT Respondents do not dispute the financial data provided by Overland. (See generalbz

RIB at 163-65.) .

Overland’s total investment in labor and capital for the NEO products in 2010 was about

[ ] (See CX-2C at Q/A 45, 52, 54, 81-82, 38, 60-62, 41, 43, 57; CX-39C; CX-460C;

CX-602C; CX-40C; CX-41C; CX-42C.) Of that investment, 100% is attributable to the ’766
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patent. The undersigned finds this to be a significant employment of labor and capital and thus,

Overland has satisfied the economic prong of the domestic industry requirement for the ’766

patent under 19 U.S.C. § l337(a)(3)(B).

C. Exploitation of the Patents at Issue, Including Engineering, Research and
Development, or Licensing

Overland argues that it has invested about [ ] in research and development in

the United States for the NEO products in fiscal year 2010. (CIB at l6l (citing CX-2C at Q/A

68-7l; CX~44C).) In fiscal year 201 l, Overland forecasts that it will invest about [ ] in

research and development in the United States with respect to the NEO products. (Id. (citing

CX-2C at Q/A 72-74).)

Again, the BDT Respondents do not dispute the financial data provided by Overland, but

contend that Overland’s reliance on its alleged investments in research and development is

improper because Overland fails to specifically allocate the alleged investments. (RIB at 163-65

(citing JX-52C at 42:18-43:11; Kalbfleisch, Tr. at 509:1 l-20, 511:1-512122; CX-603C).)

As discussed above, the undersigned rejects the BDT Respondents’ arguments that

Overland failed to properly allocate its investments. Overland’s total investment in research and

development for the NEO products in 2010 was [ ] (See CX-2C at Q/A 71; CX-44C.)

Thus, l00% of this investment is allocated to the ’766 patent. The undersigned finds this

investment in research and development to be significant and therefore Overland has satisfied the

economic prong of the domestic industry requirement for the ’766 patent under 19 U.S.C.

§ l337(a)(3)(C).

D. Conclusion 7

For the reasons set forth above, the undersigned finds that Overland has satisfied the

economic prong of the domestic industry requirement under 19 U.S.C. § l337(a)(3 )(A), (B), and
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(C) for the ’766 patent, but has failed to satisfy the economic prong of the domestic industry

requirement for the ‘S81 patent.
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CONCLUSIONS OF LAW

The Commission has personal jurisdiction over the parties, and subject—matter
jurisdiction over the accused products.

The importation or sale requirement of Section 337 is satisfied.

The BDT Respondents do not induce infringement of the asserted claims of U.S.
Patent No. 6,328,766.

The BDT Respondents do not contribute to the infringement of the asserted
claims of U.S. Patent No. 6,328,766.

The accused products do not infringe the asserted claims of U.S. Patent No.
6,353,581.

The BDT Respondents do not induce infringement of the asserted claims of U.S.
Patent No. 6,353,581.

The BDT Respondents do not contribute to the infringement of the asserted
claims ofU.S. Patent No. 6,353,581.

The asserted claims of U.S. Patent No
§ 102 for anticipation.

The asserted claims of U.S. Patent No
§ 103 for obviousness.

The asserted claims of U.S. Patent No.
§ 112 for lack of written description.

The asserted claims of U.S. Patent No.
§ 102(i) on the basis of derivation.

The asserted claims of U.S. Patent No. 6,353,581 are not invalid under 35 U.S.C.
§ 102 for anticipation.

The asserted claims of U.S. Patent No. 6,353,581 are not invalid under 35 U.S.C.
§ 103 for obviousness.

6,328,766 are not invalid under 35 U.S.C

6,328,766 are not invalid under 35 U.S.C

6,328,766 are not invalid under 35 U.S.C

6,328,766 are not invalid under 35 U.S.C

The technical prong of the domestic industry requirement for U.S. Patent No.
6,328,766 has been satisfied.

The technical prong of the domestic industry requirement for U.S. Patent No.
6,353,581 has not been satisfied.
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The economic prong of the domestic industry requirement has been satisfied for
U.S. Patent No. 6,328,766.

The economic prong of the domestic industty requirement has not been satisfied
for U.S. Patent No. 6,353,581.

There is no violation of 19 U.S.C. § 1337(a)(1) with respect to U.S. Patent Nos.
6,328,766 and 6,353,581.
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X. INITIAL DETERMINATION

Based on the foregoing, it is the Initial Determination of the undersigned that a violation

of section 337 of the Tariff Act of 1930, as amended, l9 U.S.C. § 1337,has not been found in

the importation into the United States, the sale for importation, or the sale within the United

States after importation of certain automated media library devices that infringe one or more of

claims l~3 and 7-9 ofU.S. Patent No. 6,328,766 and claims 1, 2, 5, 6, 7, 9, 10, 12, 15, and 16 of

us. PatentNo. 6,353,581.”

The undersigned hereby CERTIFIES to the Commission this Initial Determination,

together with the record of the hearing in this investigation consisting of the following: the

transcript of the evidentiary hearing, with appropriate corrections as may hereafter be ordered;

and the exhibits accepted into evidence in this investigation as listed in the attached exhibit

lists.”

The Secretary shall serve a public version of this Initial Determination upon all parties of

record and the confidential version upon counsel who are signatories to the Protective Order

(Order No. 1) issued in this Investigation, and upon the Commission Investigative Attorney.

Pursuant to 19 C.F.R. § 2lO.42(h), this Initial Determination shall become the

determination of the Commission unless a party files a petition for review pursuant to 19 C~.F.R.

§ 210.43(a) or the Commission, pursuant to 19 C.F.R. § 210.44, orders on its own motion a i

review of the Initial Determination or certain issues therein.

32The failure to discuss any matter raised by the parties or any portion of the record herein does not indicate that
said matter was not considered. Rather, any such matter(s) or portion(s) of the record has/have been determined to
be irrelevant, immaterial or meritless. Arguments made on brief which were otherwise unsupported by record
evidence or legal precedent have been accorded no weight. Additionally, any arguments from the parties’ pre
hearing briefs incorporated by reference into the parties’ post-hearing briefs are stricken, unless otherwise discussed
herein, as an improper attempt to circumvent the page limits imposed for post-hearing briefing.
33The pleadings of the parties filed with the Secretary are not certified as they are already in the Commissiotfs
possession in accordance with Commission rules.
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p RECOMMENDED DETERMINATION ON REMEDY AND BOND

I. REMEDY AND BONDING

The Commission’s Rules provide that subsequent to an initial detennination on the

question of violation of section 337 of the Tariff Act of 1930, as amended, 1.9U.S.C. § 1337, the

administrative lawjudge shall issue a recommended determination concerning the appropriate

remedy in the event that the Commission finds a violation of section 337, and the amount of

bond to be posted by respondent during Presidential review of the Commission action under

section 3376). See 19 C.F.R. § 2l0.42(a)(1)(ii).

A. Limited Exclusion Order

Under section 337(d), the Commission may issue a limited exclusion order directed to a

respondent’s infringing products. 19 U.S.C. § l337(d). A limited exclusion order instructs the

U.S. Customs Service to exclude from entry all articles that are covered by the patent at issue

that originate from a named respondent in the investigation. Fuji Photo Film C0. Ltd v. Int’!

Trade Comm ’n,474 F.3d 1281, 1286 (Fed. Cir. 2007.)

Overland requests that a pennanent limited exclusion order be issued prohibiting the

importation of all of BDT’s infringing automated media library devices with any form of “BDT”

brands, either alone or in combination with any other brand. (CIB at 162.) Overland contends

that the limited exclusion order should also be extended to all of Respondents’ affiliated

companies, parents, subsidiaries, or other related business entities, and their successors or

assigns. (CRB at 68.) Overland argues that the exclusion order should apply to “final” or

“complete” tape library products, as well as all unassernbled libraries imported for sale as

complete units. (Id. at 68—69.)
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Respondents contend that any limited exclusion order must be limited to specifically

accused products. (RIB at 167.) In the instant case, Respondents argue Overland only accused

BDT FlexStor ll tape library products during discovery (including expert reports) and trial. (Id.)

Respondents assert that the scope of this Investigation is limited to finished products, not

subassemblies or components of tape library devices, because the Complaint and Notice of

Investigation do not reference non-final products. (RIB at 168, 168 n.30).

Although the undersigned has found no violation of section 337, should the Commission

nonetheless find a violation, the undersigned recommends that the Commission should issue a

limited exclusion order. The Notice of Investigation determines the scope of the exclusion order.

19 U.S.C. § 210.10(b). Here, the Notice of Investigation did not include particular “components

thereof,” and consequently, the limited exclusion order should not be applied to specific parts

composing the automated media library devices. See 75 Fed. Reg. 71,735, 71735 (Nov. 24,

2010). However, complete but unassembled products are distinct from individual parts and

components comprising a product, and the former may be subject to an exclusion order under the

scope of this Investigation. See Certain Flash Memory Circuits and Prods. Containing Same,

lnv. No. 337-TA-382, Limited Exclusion Order at 2 (June 1997). In Certain Flash Memory

Circuits and Prods. Containing Same, the Commission issued a limited exclusion order for

assembled and unassembled products even though the Notice of Investigation did not include

“components thereof.” Here, the Commission should not allow BDT to circumvent this order by

importing unassembled products. Therefore, should the Commission determine that BDT V

violated section 337, the undersigned recommends the Commission should issue a limited

exclusion order for assembled and unassembled accused products.
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B. Cease and Desist Order

Under section 337(f)(1), the Commission may issue a cease and desist order in addition

to, or instead of, an exclusion order. 19 U.S.C. § 1337(t)(l). The Commission generally issues a

cease and desist order directed to a domestic respondent when there is a “commercially

significant” amount of infringing, imported product in the United States that could be sold,

thereby undercutting the remedy provided by an exclusion order. See Certain Crystalline

Cefadroxil Monohydrate, Inv. No. 337-TA-293, USITC Pub. 2391, Comm’n Op. on Remedy, the

Public Interest and Bonding at 37-42 (June 1991); Certain Condensers, Parts Thereof and Prods.

Containing Same, Including Air Conditioners for Automobiles, lnv. No. 337-TA-334, Comm’n

Op. at 26-28, 1997 WL 817767, at *11-12 (U.S.l.T.C. Sept. 10, 1997).

Overland requested a cease and desist order in its original complaint. (Compl. 1]3.)

However, Overland did not pray for this relief in its initial or reply post~trialbrief. (See CIB

161-63; see also CRB 67-69.) Respondents contend that a cease and desist order should not be

issued because Overland failed to proffer any evidence on this issue. (RIB 168-69.)

The undersigned finds that Overland failed to introduce any arguments or evidence that

BDT maintains any inventory, much less a commercially significant inventory, of infringing

products within the United States. Therefore, if the Commission determines a violation of

section 337 has occurred, the undersigned recommends that the Commission should not issue a

cease and desist order in this Investigation.

C. Bond During Presidential Review Period

Pursuant to section 337(j)(3), the Administrative Law Judge and the Commission must

determine the amount of bond to be required of a respondent during the 60-day Presidential

review period following the issuance of permanent relief, in the event that the Commission
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determines to issue asremedy. 19 U.S.C. § 1337(j)(3). The purpose of the bond is to protect the

complainant from any injury. 19 C.F.R. § 210.42(a)(l)(ii), § 210.50(a)(3).

When reliable price information is available, the Commission has often set the bond by

eliminating the differential between the domestic product and the imported, infringing product.

See Microsphere Adhesives, Processes for Making Same, and Prods. Containing Same,

Including Self-StickRepositionable Notes, lnv. No. 337-TA-366, USITC Pub. 2949, Comm’n

Op. at 24 (Dec. 8, 1995). In other cases, the Commission has turned to alternative approaches,

especially when the level of a reasonable royalty rate could be ascertained. See, e.g., Certain

Integrated Circuit Telecomm.Chips and Prods. Containing Same, Including Dialing Apparatus,

Inv. No. 337-TA-337, Comm’n Op. at 41, 1993 WL 13033517, at *24 (U.S.1.T.C. June 22,

1993). A 100 percent bond has been required when no effective alternative existed. See, e.g.,

Certain Fiash Memory Circuits and Prods. Containing Same, lnv. No. 337-TA-382, USITC Pub

No. 3046, Con1m’n Op. at 26-27 (July 1997) (imposing a 100% bond when price comparison

was not practical because the parties sold products at different levels of commerce, and the

proposed royalty rate appeared to be de minimis and without adequate support in the record).

Overland requests that BDT be required to post a bond equal to 100 percent of the

entered value of BDT’s infringing products. (CIB at 163.) Overland argues that a 100 percent

bond is necessary because Respondents have refused to provide or redact, any pricing

information relating to BDT products. (Id) If Respondents produce reliable pricing

information, Overland recommends a per-product bond equal to the average of the amount by

which infringing imports undersell Overland’s products. (Id.) Respondents argue that Overland

did not meet its burden for imposing a bond because Overland failed to produce any pricing

information with respect to Respondents’ accused products. (RIB at 169.)
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?The undersigned agrees that Overland has met its burden to justify the imposition of any

bond. BDT cannot reasonably claim that Overland failed to introduce relevant pricing

information when BDT has purposely withheld this information, and the information is solely

within its own control. Overland has established that no price comparison is possible, and BDT

should not be rewarded for refusing to disclose its pricing information. Thus, in the event that

the Commission finds a violation, the undersigned recommends a 100 percent bond be assessed

on the infringing products.

Within seven days of the date of this document, each party shall submit to the Officc of

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of

this document deleted from the public version. The patties’ submissions must be made by hard

copy by the aforementioned date and must include a copy of this document with red brackets

indicating any portion asserted to contain confidential business information to be deleted from

the public version, along with a list indicating each page on which such a bracket is to be found.

The parties’ submissions concerning the public version of this document need not be filed with i

Charles E. l3ullock
Chief Administrative Law Judge

the Commission.

S0 ORDERED.
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