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COMMISSION OPINION 

The Commission has determined to review in part the final initial determination (“FID”) 

issued by the presiding administrative law judge (“ALJ”) on November 19, 2021.  On review, 

the Commission has determined that there has been no violation of section 337 of the Tariff Act 

of 1930, as amended, 19 U.S.C. § 1337 (“section 337”) with respect to U.S. Patent Nos. 

9,240,529 (“the ’529 patent”); 9,859,464 (“the ’464 patent”); 10,593,854 (“the ’854 patent”); and 

10,658,557 (“the ’557 patent”) (collectively, “the Asserted Patents”).   

This opinion sets forth the Commission’s reasoning in support of its determinations.  

The Commission affirms all findings in the FID that are not inconsistent with this opinion. 
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I. BACKGROUND 

A. Procedural Background 

On October 5, 2020, the Commission instituted this investigation under section 337 based 

on a complaint filed by The Regents of the University of California of Oakland, California 

(“Complainant”).  See 85 Fed. Reg. 62761-62 (Oct. 5, 2020).  The complaint, as supplemented, 

alleges a violation of section 337 based upon the importation into the United States, the sale for 

importation, and the sale within the United States after importation of certain filament light-

emitting diodes and products containing the same by reason of infringement of claims 1, 6, and 8 

of the ’529 patent; claims 1, 7, and 9 of the ’464 patent; claim 1 of the ’854 patent; and claim 1 

of the ’557 patent.1  

  The notice of investigation named the following respondents:  Feit Electric Company, 

Inc. of Pico Rivera, California (“Feit”); Home Depot Product Authority, LLC, Home Depot 

U.S.A., Inc., and The Home Depot, Inc. of Atlanta, Georgia (collectively, “Home Depot”); IKEA 

Supply AG of Pratteln, Switzerland, IKEA U.S. Retail LLC of Conshohocken, Pennsylvania, and 

IKEA of Sweden AB of Almhult, Sweden (collectively, “IKEA”); General Electric Company of 

Boston, Massachusetts and Savant Technologies LLC (formerly, Consumer Lighting (U.S.) 

LLC) of Cleveland, Ohio (collectively, “GE Lighting”); Savant Systems, Inc. (“Savant 

Systems”) of Hyannis, Massachusetts; and Satco Products, Inc. (“Satco”) of Brentwood, New 

 
1 U.S. Patent No. 10,644,213 was also asserted in this investigation but was terminated based on 
the withdrawal of the allegations in the complaint as to that patent.  See Order No. 37 (June 15, 
2021), unreviewed by Comm’n Notice (June 29, 2021).  The Commission also terminated the 
investigation as to claim 9 of the ’529 patent, claim 10 of the ’464 patent, claims 2 and 6 of the 
’854 patent, and claim 2 of the ’557 patent, based on withdrawal of the complaint’s allegations as 
to those claims.  See id.   
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York (collectively, “Respondents”).  See id.  The Office of Unfair Import Investigations is also 

a party to the investigation.  See id.   

On November 5, 2020, the ALJ granted motions of Signify North America Corp. and 

Global Value Lighting LLC (collectively, “Intervenors”) to intervene in this investigation.2  See 

Order No. 14 (Nov. 5, 2020), unreviewed by Comm’n Notice (Nov. 30, 2020); Order No. 15 

(Nov. 16, 2020), unreviewed by Comm’n Notice (Dec. 8, 2020).  On September 16, 2021, the 

Commission terminated respondent Savant Systems from the investigation for good cause.  See 

Order No. 47 (Aug. 27, 2021), unreviewed by Comm’n Notice (Sept. 16, 2021). 

On June 15, 2021, the ALJ issued a claim construction order construing certain terms 

disputed by the parties before the ALJ, including the terms “transparent,” “sapphire,” “lead 

frame,”3 “roughened, textured or patterned,” and “a molding.”  See Order No. 39 (June 15, 

2021). 

On November 19, 2021, the ALJ issued the FID finding no violation of section 337.  

Specifically, the FID finds no infringement as to any asserted claim of the Asserted Patents.  

The FID also finds that the asserted claims of the Asserted Patents are invalid.  The FID further 

finds that the technical prong of the domestic industry requirement is satisfied with respect to the 

’529 and ’464 patents, but not with respect to the ’854 and ’557 patents.  Still further, the FID 

finds that the economic prong of the domestic industry requirement is satisfied with respect to all 

of the Asserted Patents. 

 
2 As used hereinafter, the term “Respondents” includes Intervenors. 
3 The term “lead” in “lead frame” refers to a frame that includes leads (in the electrical sense) 
and provides an electrical interface to a semiconductor die.  See Order No. 39 at 11.  
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On December 3, 2021, Complainant filed a petition4 requesting Commission review of 

the FID’s findings with respect to:  (1) claim construction; (2) infringement; (3) invalidity for 

anticipation or obviousness under 35 U.S.C. § 102 or 103, respectively; and (4) the technical 

prong of the domestic industry requirement.  On the same day, Feit, the other respondents, and 

the Commission’s Investigative Attorney (“IA”) each filed contingent petitions for review of the 

FID, including with respect to the economic prong of the domestic industry requirement.5  On 

December 13, 2021, the parties filed responses to petitions.6 

On December 21, 2021, Complainant filed a statement on the public interest pursuant to 

Commission Rule 210.50, 19 C.F.R. § 210.50.7  No other party filed a statement on the public 

interest.  The Commission did not receive any submissions in response to its Federal Register 

notice requesting submissions on the public interest.  See 86 Fed. Reg. 70863 (Dec. 13, 2021).  

 
4 See Complainant’s Petition for Review of Initial Determination on Violation of Section 337 
(Dec. 3, 2021) (“Complainant’s Pet.”). 
5 See Respondents’ and Intervenors’ Corrected Contingent Joint Petition for Review of Final 
Initial Determination (Dec. 6, 2021) (“Respondents’ Pet.”); Respondent Feit Electric Co., Inc.’s 
Petition for Commission Review of Initial Determination (Dec. 3, 2021) (“Feit’s Pet.”); Petition 
of the Office of Unfair Import Investigations for Review-in-Part of the Initial Determination on 
Violation of Section 337 (Dec. 3, 2021) (“IA’s Pet.”). 
6 See Complainant’s Consolidated Response to Respondents’ and OUII’s Petitions for Review 
and Contingent Petition for Review of the Initial Determination on Violation of Section 337 
(Dec. 13, 2021) (“Complainant’s Resp.”); Respondents’ and Intervenors’ Response to 
Complainant’s Petition for Commission Review of Initial Determination on Violation of Section 
337 (Dec. 13, 2021) (“Respondents’ Resp.”); Respondent Feit Electric Co., Inc.’s Response to 
Petitions for Commission Review of Initial Determination (Dec. 13, 2021) (“Feit’s Resp.”); 
Response of the Office of Unfair Import Investigations to the Private Parties’ Petitions for 
Review of the Initial Determination on Violation of Section 337 (Dec. 13, 2021) (“IA’s Resp.”). 
7 See Complainant The Regents of the University of California’s Submission on the Public 
Interest (Dec. 21, 2021) (hereinafter, “Complainant’s PI Br.”). 
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B. Complainant’s Domestic Industry Products 

The FID notes that Complainant identified the domestic industry (“DI”) products as:  

(1) certain prototype filament LED devices which were developed by researchers at the Solid 

State Lighting & Energy Electronics Center (“SSLEEC”), an entity at the University of 

California Santa Barbara (the “SSLEEC DI Products”); and (2) filament LED products licensed 

to certain entities comprising either ceramic plates (the “Licensee Rigid DI Products”) or flexible 

filaments (the “Licensee Flexible DI Products”) (collectively, the “Licensee DI Products”).  See 

FID at 22-25.  The rigid DI products include ceramic submounts, except the Wong FY2021 DI 

Product (SSLEEC DI Product) and the Acclaim Tamarac DI Product (Licensee DI Product) 

which have sapphire plates. 

Complainant asserted that the SSLEEC DI Products practice one or more claims of the 

’529 and ’464 patents.  See id. at 23; Complainant’s Initial Post-Hearing Brief (“CIB”) at 17.  

Complainant also asserted that the Licensee Flexible DI Products practice claim 1 of the ’854 

patent and that the Licensee Rigid DI Products satisfy all asserted claims of the Asserted Patents.  

See FID at 25; CIB at 101, 109.  

C. Respondents’ Accused Products 

The notice of investigation defines the scope of the investigation and the accused 

products as follows: 

light bulbs containing filament LEDs and lighting products 
containing filament LEDs. 

 
See 85 Fed. Reg. at 62762.   

 The FID notes that the accused products are certain “filament LEDs with ceramic 

submounts” (the “Accused Rigid Products”) and filament LEDs with flexible (polyimide) 

surfaces (the “Accused Flexible Products”).  See FID at 10 (citing CX-2213C at 1, 4).  
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Complainant argues that the Accused Rigid Products (with ceramic submounts) infringe each of 

the asserted claims and the Accused Flexible Products (with polyimide submounts) infringe 

claim 1 of the ’854 patent.  The FID finds that Complainant failed to establish infringement by 

any of the accused products.  The FID also finds that Complainant failed to establish that the 

accused models are representative of other rigid or flexible products, except as to Satco in view 

of Satco’s stipulation that the analyzed models are representative of its accused products.  See 

id. at 12-21 (citing JX-17C). 

II. COMMISSION REVIEW OF THE FID 

The Commission may review an ID either upon petition by one of the parties or on its 

own motion.  See 19 C.F.R. §§ 210.43 & 210.44.  The Commission will grant a petition for 

review, in whole or in part, if it appears: 

(i) that a finding or conclusion of material fact is clearly 
erroneous; 

 
(ii) that a legal conclusion is erroneous, without governing 

precedent, rule or law, or constitutes an abuse of discretion; or 
 
(iii) that the determination is one affecting Commission policy. 

 
See 19 C.F.R. § 210.43(b)(1) & (d)(2).   

In addition, the Commission will “grant a petition for review and order review of an 

initial determination or certain issues therein when at least one of the participating 

Commissioners votes for ordering review.”  See 19 C.F.R. § 210.43(d)(3).  “Any issue not 

raised in a petition for review will be deemed to have been abandoned by the petitioning party 

and may be disregarded by the Commission in reviewing the initial determination (unless the 

Commission chooses to review the issue on its own initiative under § 210.44).”  19 C.F.R. 

§ 210.43(b)(2). 
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When the Commission reviews an initial determination, in whole or in part, it reviews the 

determination de novo.  Certain Soft-Edged Trampolines and Components Thereof, Inv. No. 

337- TA-908, Comm’n Op. at 4 (May 1, 2015).  Upon review, the “Commission has ‘all the 

powers which it would have in making the initial determination,’ except where the issues are 

limited on notice or by rule.”  Certain Flash Memory Circuits & Prods. Containing Same, Inv. 

No. 337-TA-382, USITC Pub. No. 3046, Comm’n Op. at 9–10 (July 1997) (quoting Certain 

Acid-Washed Denim Garments & Accessories, Inv. No. 337-TA-324, Comm’n Op. at 5 (Nov. 

1992)).  With respect to the issues under review, “the Commission may affirm, reverse, modify, 

set aside or remand for further proceedings, in whole or in part, the initial determination of the 

administrative law judge.”  19 C.F.R. § 210.45(c).  The Commission also “may take no position 

on specific issues or portions of the initial determination,” and “may make any finding or 

conclusions that in its judgment are proper based on the record in the proceeding.”  Id.; see also 

Beloit Corp. v. Valmet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984). 

III. ANALYSIS 

 For the reasons set forth below, the Commission has determined to review the FID in part 

and, on review, to affirm with modification the FID’s finding of no violation of section 337 as to 

all Asserted Patents.  Specifically, the Commission has determined to review the following 

findings and to reach the following determinations: 

• the FID’s claim construction findings as to the term “sapphire” in connection with 
the ’557 patent and, on review, affirm and supplement such findings; 
 

• the FID’s non-infringement findings as to all four Asserted Patents and, on 
review, affirm and supplement such findings; 
 

• the FID’s findings– as an alternative analysis in the event the patent claims are not 
found invalid – that the technical prong of the domestic industry requirement is 
satisfied as to the ’529 and ’464 patents but not as to the ’854 and ’557 patents 
and, on review, affirm and supplement such findings; 
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• the FID’s findings that the asserted claims of all four Asserted Patents are invalid 

as anticipated and/or obvious over Yamazaki8 or Minato9 (alone or in 
combination with other prior art including Uemura10 or Hakujin11) and, on 
review, affirm and supplement such findings, except that the Commission has 
determined to reverse the FID’s finding that the asserted claims of the ’854 and 
’557 patents are invalid as anticipated by Minato; 

 
• the FID’s findings that the asserted claims are invalid as anticipated and/or 

obvious over Okamoto12 as to the ’529 and ’464 patents, over Uemura as to the 
’529, ’464, and ’557 patents, and over Tamaoki13 as to the ’854 patent and, on 
review, take no position as to such findings; 
 

• the FID’s findings – as an alternative analysis in the event the patent claims are 
not found invalid – that Complainant has satisfied the economic prong of the 
domestic industry requirement with respect to the Asserted Patents and, on 
review, take no position as to such findings.   

 
• In view of its invalidity findings, the Commission also finds no domestic industry 

relating to articles protected by a valid patent. 

A. The ’529 and ’464 Patents14 

Concerning the ’529 and ’464 patents, the Commission has determined to review, and on 

review, affirm with modification the FID’s findings with respect to infringement, invalidity, and 

the technical prong of the domestic industry requirement.   

 
8 Japanese Patent Application Publication No. 2003-249692 (“Yamazaki”) (RX-828). 
9 Japanese Patent No. JP 2001-126515 (“Minato”) (RX-723). 
10 U.S. Patent No. 6,310,364 (“Uemura”) (RX-779). 
11 Japanese Application Publication No. 2004-4158557 (“Hakujin”) (RX-830). 
12 Japanese Patent No. JP 2000-277808 (“Okamoto”) (RX-720). 
13 U.S. Patent No. 6,961,190 (“Tamaoki”) (RX-724). 
14 With respect to all of the Asserted Patents, the FID determines that “a person of ordinary skill 
in the art [(“POSITA”)] at the time of the alleged invention of the Asserted Patents would have 
had (1) a bachelor of science degree in electrical engineering, physics, or a comparable field of 
study, and (2) at least three years of professional experience with semiconductor optoelectronic 
devices and packaging.”  FID at 30. 
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1. Technical Overview and Asserted Claims 

The ’529 and ’464 patents are related and share essentially the same specification.  The 

patents relate to “LED light extraction for optoelectronic applications” and more specifically, to 

(Al, Ga, In)N15 based light emitting diodes (LED) combined with a textured, or shaped, 

phosphor layer.  See JX-1 (’529 Patent) at Abstract, 5:33-37.  The specification explains that 

“[t]he present invention combines the high light extraction efficiency LED chip with shaped 

(textured) phosphor layers to increase the total luminous efficacy of the device.”  Id. at 5:37-41. 

For instance, the specification states that “Light Emitting Diode (LED) 100 comprises 

LED chip 102 and a phosphor layer 104.”  JX-1 (’529 Patent) at 8:44-45, Figure 1.  The 

specification explains that “[t]he phosphor layer 104 is excited by the blue light from the LED 

chip 102,” (i.e., a first wavelength) and “converts the blue light, in the first wavelength region, to 

light in a second wavelength region.”  Id. at 8:45-48.  The specification further discloses that 

“[t]he surface 108 of the phosphor layer is roughened to increase the converted light extraction 

110 from the phosphor layer 104.”  Id. at 8:51-53.  The specification explains that “[a]t least a 

portion of surface 108, rather than being completely planar, is roughened, textured, patterned, or 

otherwise made not normal to the light 112 emitted from the LED chip 102 so that reflection of 

light 112 is reduced” thereby increasing the light efficacy of the device.  Id. at 8:53-56, 5:45-50 

(explaining that the internal reflection of the LED light is further minimized through “surface 

roughening of AlInGaN by patterning or anisotropically etching, or the roughening of ITO and 

ZnO,16 or the roughening of epoxy and glass or the roughening of the phosphor layer”). 

 
15 “AlN” is aluminium nitride, “GaN” is gallium nitride, and “InN” is indium nitride. 
16 “ITO” is indium tin oxide and “ZnO” is zinc oxide. 
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Figure 19A (reproduced below) illustrates another embodiment wherein “LED 1900 uses 

a lead frame 1522 where the LED chip 1502 is placed.”  Id. at 13:21-22.  The specification also 

discloses that “a transparent plate 1902 such as glass, quartz and other materials, . . . is attached 

to the lead frame using a transparent epoxy 1904 as a die-bonding material” and “[t]he 

transparent glass plate is used to extract the LED light 1604 to the epoxy molding 1508 on the 

underside of LED 1900 effectively.”  Id. at 13:22-27.  

 

As noted above, Complainant asserted claims 1, 6, and 8 of the ’529 patent and claims 1, 

7, and 9 of the ’464 patent, which recite the following (with disputed limitations emphasized): 

Claim 1 of the ’529 Patent Claim 1 of the ’464 Patent 

A light emitting device, comprising: A light emitting device, comprising: 
 

an LED chip emitting light at a first 
wavelength, wherein the emitted light is 
extracted from both front and back sides of 
the LED chip; 
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Claim 1 of the ’529 Patent Claim 1 of the ’464 Patent 

a lead frame to which the LED chip is 
attached, wherein the LED chip resides on or 
above a transparent plate in the lead frame 
that allows the emitted light to be extracted 
out of the LED chip through the transparent 
plate in the lead frame; and 

a lead frame including a transparent plate; 
and 

a phosphor for converting the light emitted 
by the LED chip at the first wavelength to a 
second wavelength. 

an LED chip, attached to the lead frame, for 
emitting light; 
 

 wherein the LED chip resides on or above the 
transparent plate and at least some of the 
light emitted by the LED chip is transmitted 
through the transparent plate; and 

 wherein at least a portion of the light emitted 
by the LED chip is extracted from a front side 
of the lead frame and another portion of the 
light emitted by the LED chip is extracted 
from a back side of the lead frame. 

 

Claim 6 of the ’529 Patent Claim 7 of the ’464 Patent 

The device of claim l, wherein the 
transparent plate is roughened, textured or 
patterned to increase light extraction from 
the LED chip through the transparent plate 
in the lead frame. 

The device of claim 1, wherein the 
transparent plate is roughened, textured or 
patterned to increase transmission of the 
light through the transparent plate. 

 

Claim 8 of the ’529 Patent Claim 9 of the ’464 Patent 

The device of claim 1, wherein the LED chip 
includes a transparent substrate and the 
transparent substrate is adjacent the 
transparent plate. 

The device of claim 1, wherein the LED chip 
includes a transparent substrate positioned 
adjacent the transparent plate. 

 
See JX-1 (’529 Patent) at claims 1, 6, 8 (emphasis added); JX-2 (’464 Patent) at claims 1, 7, 9 

(emphasis added). 
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2. Infringement 

As discussed supra section I(C), Complainant asserted that the Accused Rigid Products 

infringe the asserted claims of the ’529 and ’464 patents.  The FID finds that Complainant failed 

to establish infringement with respect to any of the Accused Rigid Products both literally and 

under the doctrine of equivalents.  See FID at 34-61, 123-27.  As explained below, the 

Commission has determined to review the FID’s infringement findings with respect to the terms 

“transparent plate” (claim 1 of the ’529 and ’464 patents and asserted dependent claims) and 

“roughened, textured or patterned to increase light extraction” (claim 6 of the ’529 patent and 

claim 7 of the ’464 patent).  See id. at 41-55, 57-59, 123-26.  On review, the Commission has 

determined to affirm with modification the FID’s finding that the Accused Rigid Products do not 

infringe the asserted claims of the ’529 and ’464 patents.  Specifically, the Commission finds 

that the Accused Rigid Products do not satisfy the “transparent plate” limitation, but that they 

satisfy the “roughened, textured or patterned” limitation. 

(i) Transparent Plate (Claims 1 of the ’529 and ’464 Patents and 
Asserted Dependent Claims) 

The FID finds that the Accused Rigid Products do not satisfy the “transparent plate” 

limitation either literally or under the doctrine of equivalents.  The ALJ construed the term 

“transparent” as “having its plain and ordinary meaning.”17  See Order No. 39 at 9. 

 
17 Although the ’854 patent is not related to the ’529 and ’464 patents, the parties proposed their 
respective constructions of the term “transparent” for all three patents, and the ALJ adopted the 
plain meaning of the term for all three patents.  See Order No. 39 at 8-9.  The Commission also 
notes that all three patents have common inventors and similar priority dates (November or 
December 2006) which is the relevant period for ascertaining the meaning of “transparent” from 
the perspective of a person having ordinary skill in the art.  See JX-1 (’529 patent); JX-2 (’464 
patent); JX-3 (’854 patent). 
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(a) Literal Infringement 

The FID rejects Complainant’s argument that “transparent” means any material that lets 

some light through.  See FID at 41.  The FID finds that the ceramic submounts of the Accused 

Rigid Products are not transparent based on transmission testing (showing a transmissivity below 

60 percent) and SEM testing (showing “[t]he presence of grain boundaries and pores [which] 

cause the material to be ‘highly absorbing and scattering,’ indicating that the submounts are 

opaque”).  See id. at 42, 54.  The FID explains that “none of the products measured 

transmittance anywhere near the 80 or even 90% transmission rates of materials the parties and 

experts agree are transparent, such as single crystal sapphire, glass, quartz, ITO, and others.”  Id. 

at 49.  The FID also credited Dr. Eden’s testimony and the transmittance testing conducted by 

Covalent Metrology which showed that “none [of the Accused Rigid Products] transmit more 

than 50%, with some transmitting as little as 1.7% of incident light.”  See id. at 51-53 (citing 

RDX-1.46; Hr’g Tr. (Eden18) at 979:22-989:11).   

In addition to the transmissivity data, the FID relies on SEM19 testing of the Accused 

Rigid Products showing the presence of grains, pores, and grain boundaries in the submounts.  

Id. at 54 (citing Hr’g Tr. (Eden) at 993:9-994:13, 995:7-13).  The FID finds that “[t]he presence 

of grain boundaries and pores cause the material to be ‘highly absorbing and scattering,’ 

indicating that the submounts are opaque.”  Id. (citing Hr’g Tr. (Eden) at 994:11-13, 994:24-

995:6; Hr’g Tr. (Shanfield20) at 1192:25-1193:5).  In contrast, the FID continues, “the same 

analysis of the licensed Acclaim [DI] product, which has a sapphire submount, shows no pores, 

 
18 Dr. J. Gary Eden is one of Respondents’ expert witnesses in this investigation. 
19 “SEM” refers to a scanning electron microscope. 
20 Dr. Stanley Shanfield is one of Respondents’ expert witnesses in this investigation. 
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grains, or grain boundaries.”  Id. (citing Hr’g Tr. (Eden) at 994:14-23; RX-178.29 (reproduced 

below); CX-198.21 (reproduced below)).  Thus, the FID concludes that the Accused Rigid 

Products do not literally satisfy the “transparent” limitation. 

 

Complainant does not contest Respondents’ transmissivity data but argues that the FID 

erred in setting a transmissivity threshold at all.  See Complainant’s Pet. at 58-59.  Complainant 

suggests that a material is transparent as long as “some light” is transmitted.  See id. at 60.  

Complainant contends that the surrounding claim language of the ’464 patent (which recites that 

“at least some of the light emitted by the LED chip is transmitted through the transparent plate”) 

supports its interpretation.  See id. at 59-60.   

The Commission disagrees that the surrounding claim language, recited in claim 1 of the 

’464 patent, expands the scope of the term “transparent.”  The surrounding claim language 

recited by Complainant sets forth a separate requirement that at least some of the LED light is 

transmitted through the transparent plate, but it does not recite a test to determine that the plate is 

transparent if it allows transmission of “at least some light” as Complainant suggests.  In 

addition, as the FID finds, although some materials like “sheets of paper, human ears, and white 

clothing all allow the transmission of some light, . . . no reasonable fact finder would say those 

items are ‘transparent.’”  See FID at 41; accord Respondents’ Resp. at 58 (arguing that 
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Complainant’s construction of transparent is absurd because it would “encompass any material 

that transmits even 1% of the incident light”) (Hr’g Tr. (DenBaars21) 192:2-7); id. (“This is in 

direct contrast to the materials described as transparent in the specification (e.g., glass, quartz, 

sapphire, and diamond), which transmit the large majority of light in order to effectively extract 

that light through the transparent material without significant scattering or absorption[.]”) (citing 

RX-174.57; Hr’g Tr. (Eden) at 999:4-22, 962:1-19).   

This is consistent with the intrinsic record which describes “a transparent plate 1902 such 

as glass, quartz and other materials” that “is used to extract the LED light 1604 to the epoxy 

molding 1508 on the underside of LED 1900 effectively.”  JX-1 (’529 patent) at 13:21-27; see 

also RXM-5.59 (prosecution history of U.S. Patent No. 8,294,166 (U.S. Patent Application 

Serial No. 11/954, 154) which relates to the ’854 patent) (distinguishing a Distributed Bragg 

Reflector (“DBR”) which “is primarily reflective and would not be considered transparent” and 

stating that “there is a difference between transparent and allowing some light to be 

transmitted”).   

The Commission also finds that, at the time of the invention, the term “transparent” was 

distinct from at least the term “semi-transparent,” which corresponds to a transmissivity of about 

40 percent.22  See FID at 41-42; see also JX-3 (’854 patent) at 11:9-12.  As the FID notes, 

“older technologies used in the field of LEDs used metal contact layers described as ‘semi-

 
21 Dr. Steven DenBaars is one of Complainant’s fact witnesses in this investigation and an 
inventor of the ’529 and ’464 patents. 

22 Complainant argues that the term “semi-transparent” is “obsolete.”  See Complainant’s Pet. at 
67.  It does not matter whether the term “semi-transparent” may be obsolete today.  What 
matters is the understanding of persons of ordinary skill in the art at the time of the invention.  
For example, both the terms “transparent” and “semi-transparent” are used in the specification of 
the ’854 patent, which shows that the inventors used, and distinguished those terms from each 
other, at the time of the invention.  See JX-3 (’854 patent) at 11:9-12.   
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transparent,’ which had transmissivity of ‘about 40 percent compared to’ more modern contact 

materials that are considered transparent, like indium tin oxide (ITO), Gallium Nitride (GaN), 

and tunnel junctions, which have transmissivity of ‘at least 85 percent,’ ‘95 percent’ and ‘95 

percent,’ respectively.”  See FID at 41-42 (citing Hr’g Tr. (Wong23) at 349:9-17); id. at 42 

(finding that “‘transparent’ means ‘low’ light loss, which means ‘maybe 1 to 10 percent’ loss, 

that is, 99 to 90 percent transmissivity”) (citing Hr’g Tr. (Speck24) at 280:2-282:21).  Thus, the 

FID correctly concludes that “the Accused Rigid Products [which] have transmissivity below 

about 60 percent of light incident on their submounts . . . are not ‘transparent.’”  Id. 

The Commission also agrees with the FID that the SEM testing shows that the Accused 

Rigid Products are not transparent.  As the FID finds, “[t]he presence of grain boundaries and 

pores cause the material to be ‘highly absorbing and scattering,’ indicating that the submounts 

are opaque.”  Id. at 54 (citing Hr’g Tr. (Eden) at 994:11-13, 994:24-995:6, Hr’g Tr. (Shanfield) 

at 1192:25-1193:5).  In contrast, “the same analysis of the licensed Acclaim [DI] product, which 

has a sapphire submount, shows no pores, grains, or grain boundaries.”  Id. (citing Hr’g Tr. 

(Eden) at 994:14-23). 

Complainant also relies on technical dictionaries arguing they “support the construction 

that ‘transparent’ means ‘allows light to pass through.’”  Complainant’s Pet. at 63 (citing CXM-

12 (McGraw-Hill (1994)) (defining “transparent” as “[PHYS] Permitting passage of radiation or 

particles”); CXM-11 (Wiley (2004)) (defining “transparent” as “freely pass[ing] . . . light”)).  As 

Respondents note, however, “freely” is not the same as “allows light to pass through.”  See 

Respondents’ Resp. at 56 (citing RX-608 (CXM-11)).  In addition, the McGraw-Hill (1994) 

 
23 Dr. Matthew Wong is one of Complainant’s fact witnesses in this investigation. 
24 Dr. James Speck is one of Complainant’s fact witnesses in this investigation. 
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dictionary defines “‘transparent medium’ in the field of ‘OPTICS’ as ‘[a] medium which has the 

property of transmitting light in such a way that the human eye may see through the medium 

distinctly.’”  See id. at 56-57 (citing CXM-12). 

Furthermore, Complainant relies on district court cases construing the term “transparent,” 

but those cases involved different patents, different inventors, and different intrinsic or extrinsic 

records.  See Feit’s Resp. at 6.  Thus, those decisions are not relevant to the FID’s infringement 

decision, which is based on the present record.  Similarly, GE Lighting’s position before the 

PTAB25 with respect to the meaning of the term “transparent” does not outweigh the intrinsic 

and extrinsic records developed before the Commission.  

Lastly, Complainant’s reliance on documents from non-parties Samsung, Inc. and 

OSRAM Opto Semiconductors (“OSRAM”) is not persuasive.  Complainant argues that those 

companies consider ceramics to be transparent.  See Complainant’s Pet. at 73-74 (citing CX-

2031C.4; CX-44.6).  As the FID finds, “Complainant points to no evidence that th[e] [Samsung] 

document describes all Samsung rigid LED filaments, nor is there any evidence tying the 

filament depicted in the cartoon to any Accused Rigid Product.”  FID at 50 (citing CX-

2031C.4); accord Respondents’ Resp. at 57-58 (citing RXM-9.3 (discussing “grain scattering 

that makes . . . [a] material translucent and not transparent”); RXM-10.11 (distinguishing 

“transparent Ce:YAG ceramics” from “translucent or scattering Ce:YAG ceramics”)).  In 

addition, as the FID finds, “while the OSRAM submount depicted transmits some light, the 

submount does not constitute the claimed ‘transparent plate.’”  See FID at 51 (citing CX-44.6). 

 
25 Complainant states that “GE Lighting argued to the [PTAB] in its petitions for inter partes 
review of the asserted ’529 and ’464 patents, and the ’916 patent (parent to the asserted ’854, and 
’557 patents) that a person of ordinary skill in the art understands ‘transparent’ to mean 
‘allowing light to pass through.’”  Complainant’s Pet. at 65 (citations omitted). 



PUBLIC VERSION 

17 

Thus, the Commission finds that Complainant failed to satisfy its burden to establish that 

the Accused Rigid Products literally infringe the “transparent plate” limitation.  Accordingly, 

the Commission has determined to affirm and supplement the FID’s finding that the Accused 

Rigid Products do not literally satisfy the “transparent plate” limitation. 

(b) Infringement Under the Doctrine of Equivalents 

The FID also finds no infringement under the doctrine of equivalents as to the term 

“transparent plate.”  See FID at 55.  The FID finds that “Complainant’s analysis reduces to a 

variation of its claim construction argument that the term ‘transparent’ means ‘allows light to 

pass through.’”  Id. (citing Order No. 39 at 8; Hr’g Tr. (Schubert26) at 625:4-626:22). 

The Commission agrees with the FID’s conclusion that Complainant failed to satisfy its 

burden to establish infringement under the doctrine of equivalents.  Complainant admits that 

“[m]etal submounts would be an example of a difference in kind and clear, substantial difference 

that vitiates the ‘transparent’ plate / surface limitation.”  See Complainant’s Pet. at 68 (citing 

Trading Techs. Int’l, Inc. v. eSpeed, Inc., 595 F.3d 1340, 1355 (Fed. Cir. 2010)).  Complainant, 

however, fails to explain why the accused ceramic submounts have insubstantial differences with 

a transparent material.  Instead, Complainant repeats its flawed theory that “the claims require 

only that light passes through the transparent plate / surface.”  See id. at 71.   

The evidence shows that there are clear and substantial structural differences between 

transparent materials and the Accused Rigid Products.  As the FID finds, “[t]he presence of 

grain boundaries and pores cause the [accused ceramic] material to be ‘highly absorbing and 

scattering,’ indicating that the submounts are opaque.”  See FID at 54 (citing Hr’g Tr. (Eden) at 

994:11-13, 994:24-995:6, Hr’g Tr. (Shanfield) at 1192:25-1193:5); accord Respondents’ Pet. at 

 
26 Dr. E. Fred Schubert is one of Complainant’s expert witnesses in this investigation. 
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66; see also Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 1362 (Fed. Cir. 2005) 

(reversing the district court’s infringement where a “structural difference . . . is not a ‘subtle 

difference in degree,’ but rather, ‘a clear, substantial difference or difference in kind’”) (citation 

omitted).  In contrast, “the [SEM] analysis of the licensed Acclaim [DI] product, which has a 

sapphire submount, shows no pores, grains, or grain boundaries.”  FID at 54 (citing Hr’g Tr. 

(Eden) at 994:14-23). 

The evidence also shows that the Accused Rigid Products:  (1) do not perform the same 

function as the claimed LED, which allows a significantly higher percentage of light to be 

extracted through the transparent plate (as evidenced by the transmissivity data discussed above), 

(2) do not perform such function in the same way, given the substantial structural differences 

between the Accused Rigid Products (as evidenced by the SEM testing showing the presence of 

pores and grain boundaries) and the claimed LED (e.g., Acclaim), and (3) do not achieve the 

same result, given that the claimed LED results in a significantly higher percentage of light being 

extracted through the transparent plate (as evidenced by the transmissivity data discussed above). 

Thus, the Commission finds that Complainant failed to demonstrate insubstantial 

differences between the Accused Rigid Products and the claimed transparent plate and therefore 

failed to satisfy its burden to establish infringement under the doctrine of equivalents.  

Accordingly, the Commission has determined to affirm and supplement the FID’s finding that 

the Accused Rigid Products do not satisfy the “transparent plate” limitation under the doctrine of 

equivalents. 

(ii) Roughened, Textured, or Patterned to Increase Light 
Extraction / Transmission (Claim 6 of the ’529 Patent and 
Claim 7 of the ’464 Patent) 

The FID finds no evidence that the Accused Rigid Products include a plate that is 

“roughened, textured, or patterned to increase light extraction.”  See FID at 57 (emphasis in 
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original).  The ALJ construed the terms “roughened, textured, or patterned” or “patterned” in 

accordance with “their broad, ordinarily understood meanings” which “encompass[] 

characteristics that come about as a result of a process applied to an object as well as 

characteristics innate to an object.”  See Order No. 39 at 16. 

The FID notes that “Complainant relies on . . . :  1) microscopy, optical profilometry, 

and visual inspection, such as the white color of the submount, allegedly showing that Accused 

Rigid Products’ submounts have a roughened surface; (2) the quantification of the roughening, 

around 0.31 micrometers, which is on the order of the wavelength of light and would cause the 

type of scattering beneficial to light extraction; and (3) a visual inspection purportedly showing 

the plates are roughened to increase light extraction.”  See FID at 57 (citing Hr’g Tr. (Schubert) 

at 637:23-638:11, 638:16-639:11, 661:25-662:12, 664:4-21; CDX-2C.80-83).  Respondents 

(except IKEA27) disputed Complainant’s evidence arguing that “the submount surfaces are 

substantially smooth as compared to the roughening contemplated in the [patent] specification.”  

Id.; see also Hr’g Tr. (Shanfield) at 1146:14-1147-8. 

The FID finds that “Complainant failed . . . to demonstrate that roughening present on the 

Accused Products—if any—will ‘increase light extraction.’”  See FID at 59.  The FID notes 

that “Dr. Schubert testified that the roughness of at least one Accused Rigid Product was 

sufficient to cause the type of light scattering that improves light extraction,” but the FID finds 

that “he did not show that the alleged roughening does, in fact, increase light extraction given the 

underlying characteristics of the substrate material.”  Id. (citing Hr’g Tr. (Eden) at 1007:15-

1008:11).  Rather, the FID finds that “determin[ing] whether a surface was roughened ‘to 

 
27 As noted in the FID, IKEA did not join Respondents’ argument as to this claim term.  See 
FID at 57 n.14. 
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improve light extraction’ would require a comparison of light extraction efficiency between the 

same material in roughened and not roughened states.”  Id. (citing Hr’g Tr. (Speck) at 296:23-

297:18; Hr’g Tr. (Eden) at 1059:2-22; Hr’g Tr. (DenBaars) at 189:21-191:17). 

Complainant argues that the FID “err[s] by requiring direct evidence that the roughened 

surfaces of the Accused Products . . . increased light extraction.”  Complainant’s Pet. at 86.  

Complainant explains that “[a] patentee is entitled to rely on circumstantial evidence to establish 

infringement.”  Id. at 85.  Complainant contends that both its witnesses and Respondents’ 

witnesses “agreed that roughening of surfaces on the order of the wavelength of light emitted by 

the LEDs increases light extraction.”  Id. at 86-87 (Hr’g Tr. (DenBaars) at 155:13-21, 233:18-

234:17; Hr’g Tr. (Lebby28) at 1211:7-1213:4; Hr’g Tr. (Schubert) 662:13-663:8; 690:25-691:11). 

The Commission agrees with Complainant that direct evidence is not required to establish 

that the Accused Rigid Products include a plate that is “roughened, textured, or patterned to 

increase light extraction [or transmission].”  For example, the FID recognizes that the 

roughening in the Accused Products of around 0.31 micrometers is “on the order of the 

wavelength of light and would cause the type of scattering beneficial to light extraction.”  See 

FID at 57 (citing Hr’g Tr. (Schubert) at 637:23-638:11, 638:16-639:11, 661:25-662:12, 664:4-

21; CDX-2C.80-83).  While Dr. Shanfield compared the roughness of the accused submounts to 

the “120-grit” particles disclosed in the ’529 patent, such disclosure does not limit the scope of 

the “roughened, textured or patterned” limitation.  See Hr’g Tr. (Shanfield) at 1146:14-1148:6. 

Significantly, Respondents do not address Complainant’s arguments (based on expert 

testimony) that “each of the Accused Products has an average roughness greater than 0.1 μm on 

the order of the wavelength of light to increase light extraction” and that “roughening the surface 

 
28 Dr. Michael Lebby is Respondents’ technical expert in this investigation. 
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of a material on the scale of the wavelength to be extracted increases light extraction by 

extracting light that would otherwise be trapped by total internal reflection.”  See Complainant’s 

Pet. at 86-87 (citing Hr’g Tr. (Schubert) 662:13-663:8; 690:25-691:11; Hr’g Tr. (DenBaars) 

155:13-21, 233:18-234:17).  The Commission finds such circumstantial evidence sufficient to 

establish that the Accused Rigid Products satisfy the limitation requiring the plate to be 

“roughened, textured, or patterned to increase light extraction [or transmission].”   

Thus, the Commission finds that Complainant satisfied its burden to establish that the 

Accused Rigid Products include a plate that is “roughened, textured, or patterned to increase 

light extraction.”  Accordingly, the Commission has determined to reverse the FID’s finding 

that the Accused Rigid Products do not satisfy the “roughened, textured, or patterned” limitation 

recited in claim 6 of the ’529 patent and claim 7 of the ’464 patent. 

(iii) Infringement Conclusion 

Because the Commission agrees with the FID that the Accused Rigid Products do not 

include a transparent plate as recited in claims 1 of the ’529 and ’464 patents and the asserted 

dependent claims, the Commission has determined to affirm with modification the FID’s finding 

that the Accused Rigid Products do not infringe the asserted claims of the ’529 and ’464 patents. 

3. Domestic Industry – Technical Prong 

As discussed supra section I(B), Complainant asserted that the Licensee Rigid DI 

Products practice the asserted claims of the ’529 and ’464 patents. 
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The FID29 finds that Complainant failed to satisfy the technical prong of the domestic 

industry requirement with respect to the rigid DI products except as to the Wong FY2021 

Product (SSLEEC DI Product) and the Acclaim DI Product (Licensee Rigid DI Product), which 

the FID finds to practice claims 1 and 8 of the ’529 patent and claims 1 and 9 of the ’464 patent.  

See FID at 61-85, 127-37.30  As to the Licensee Rigid DI Products (other than the Acclaim DI 

Product), the FID finds (and Complainant disputes) that they do not satisfy the following 

limitations:  (i) a “transparent plate” (claim 1 of the ’529 and ’464 patents and asserted 

dependent claims) and (ii) a plate that is “roughened, textured or patterned to increase light 

extraction [or transmission]” (claim 6 of the ’529 patent and claim 7 of the ’464 patent).  See id. 

at 41-55, 57-61, 124-27.  The Commission has determined to review the FID’s findings as to the 

technical prong of the domestic industry requirement.  On review, the Commission has 

determined to affirm with modified analysis the FID’s finding that the Licensee Rigid DI 

Products do not satisfy the “transparent plate” limitation, but to reverse the FID’s finding that the 

Licensee Rigid DI Products do not satisfy the “roughened, textured or patterned” limitation. 

(i) Transparent Plate (Claims 1 of the ’529 and ’464 Patents and 
Asserted Dependent Claims) 

The FID finds that the rigid DI products do not satisfy the “transparent plate” limitation 

either literally or under the doctrine of equivalents except as to the Wong FY2021 and the 

 
29 The FID correctly states that, because the patent claims that Complainant relies upon for the 
technical prong are invalid, the domestic industry products are not protected by their respective 
patents, and therefore, Complainant cannot satisfy the domestic industry requirement.  See FID 
at 201.  However, the FID assesses the technical prong for each patent as an alternative analysis 
in the event that the relevant patent claims are found not invalid.  See id. 
30 Respondents did not petition for review of the FID’s findings that the Wong FY2021 and 
Acclaim DI Products practice one or more asserted claim of the ’529 and ’464 patents, and 
Complainant did not petition for review of the FID’s findings that other SSLEEC DI Products do 
not practice any asserted claim.  Accordingly, any arguments as to these issues are waived.  See 
19 C.F.R. § 210.43(b)(2). 
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Acclaim DI Products, which include transparent sapphire plates.  See FID at 69, 83.  As to the 

Licensee Rigid DI Products, which include a ceramic plate, the FID finds (and Complainant 

disputes) that “[t]est results for the GE Relax and Sunlite . . . show the submounts in those 

devices are not transparent because only around half of light is being transmitted through the 

back of the submount.”  Id. at 83 (citing CX-199.44; CX-212.44).  The FID further finds that 

“[a]nalysis reports of the other Ceramic Domestic Industry Products conspicuously omitted . . . 

LUX plot testing entirely.”  Id. (citing CX-196; CX-197; CX-213; CX-214; CX-215).  Thus, 

the FID concludes that “Complainant has failed to meet its burden of showing that the Ceramic 

Domestic Industry Products practice this limitation.”  Id. 

Complainant makes the same arguments with respect to the Licensee Rigid DI Products 

as it does with respect to the Accused Rigid Products.31  Specifically, Complainant argues that 

the claims merely require that some light pass through the submount.  See Complainant’s Pet. at 

70.  The Commission agrees with the FID that Complainant’s interpretation of “transparent” and 

related showings are insufficient to satisfy its burden with respect to the technical prong of the 

domestic industry requirement either literally or under the doctrine of equivalents.32  See FID at 

81-83; accord IA’s Resp. at 45. 

 
31 Contrary to Complainant’s assertion (see Complainant’s Pet. at 95), the FID correctly finds 
that Complainant did not properly assert the technical prong under the doctrine of equivalents 
because Complainant merely “incorporate[d] by reference its discussion at § II.A” (relating to 
infringement by the accused products) in its initial post-hearing brief.  See FID at 83 n.16 (citing 
CIB at 56); see also Order No. 42, G.R. 14.1 (“Any contentions for which a party has the burden 
of proof that are not set forth in detail in the post-hearing initial brief shall be deemed abandoned 
or withdrawn.”); accord IA’s Resp. at 55.  In any event, as the FID notes, Complainant’s 
technical prong arguments under the doctrine of equivalents fail for the same reasons as the 
accused products.  See FID at 83 n.16. 
32 “The test for satisfying the ‘technical prong’ of the industry requirement is essentially same as 
that for infringement, i.e., a comparison of domestic products to the asserted claims.”  Alloc, 
Inc. v. ITC, 342 F.3d 1361, 1375 (Fed. Cir. 2003) (quotation omitted). 
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Thus, the Commission finds that Complainant failed to meet its burden of showing that 

the Licensee Rigid DI Products with ceramic submounts satisfy the “transparent plate” 

limitation. 

(ii) Roughened, Textured or Patterned to Increase Light 
Extraction / Transmission (Claim 6 of the ’529 Patent and 
Claim 7 of the ’464 Patent) 

The FID notes that the parties do not appear to dispute that the ceramic DI products have 

a “roughened, textured or patterned” plate but that “Respondents dispute whether the plate in the 

Ceramic Domestic Industry Products is roughened, textured or patterned ‘to increase light 

extraction’ from the LED chip.”  See FID at 83-84.  The FID finds Complainant’s microscopic 

evidence insufficient to satisfy its burden as to this limitation.  See id. (CDX-2C.83; Hr’g Tr. 

(Schubert) at 666:7-12). 

Complainant makes the same arguments with respect to the Licensee Rigid DI Products 

as it does with respect to the Accused Rigid Products.  See Complainant’s Pet. at 87; see also 

CIB at 61 (“The optical profilometry analyses show the average roughness (Ra) is on the order of 

the wavelength of light (0.45 μm), which a POSITA would understand to result in scattering and 

increased light extraction.”) (citing Hr’g Tr. (Schubert) at 662:22-663:7, 690:25-691:11; Hr’g Tr. 

(DenBaars) at 155:13-21, 233:18-234:17; CX-199 at 54 (Ra=0.402); CX-212 at 54 (Ra=0.285); 

Hr’g Tr. (Eden) at 994:4-13; Hr’g Tr. (Lebby) at 1211:10-13, 1212:20-1213:4).  Complainant 

argues that direct evidence is not required to establish that the Licensee Rigid DI Products 

include a plate that is “roughened, textured, or patterned to increase light extraction [or 

transmission].”  See Complainant’s Pet. at 87. 

The Commission agrees with Complainant that direct evidence is not required and that 

Complainant’s circumstantial evidence (including the optical profilometry evidence and related 

expert testimony) is sufficient to satisfy its burden to establish that the ceramic Licensee Rigid 
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DI Products include a plate that is “roughened, textured, or patterned to increase light 

extraction.”  Accordingly, the Commission has determined to reverse the FID’s finding that the 

ceramic Licensee Rigid DI Products do not satisfy this limitation. 

(iii) Technical Prong Conclusion 

Because the Commission agrees with the FID that the ceramic Licensee Rigid DI 

Products do not include a transparent plate (a claim limitation recited in claim 1 of the ’529 and 

’464 patents and asserted dependent claims), the Commission has determined to affirm with 

modification the FID’s finding that Complainant failed to satisfy the technical prong of the 

domestic industry requirement (except as to the Wong FY2021 and Acclaim DI Products).  

Furthermore, as discussed below, the Commission finds that the ’529 and ’464 patents are 

invalid and therefore finds no domestic industry relating to articles protected by a valid claim of 

those patents. 

4. Invalidity 

The FID finds that the asserted claims of the ’529 and ’464 patents are invalid as 

anticipated and/or obvious over each of the following prior art references (alone or in 

combination with other prior art including Uemura or Hakujin):  (1) Yamazaki (RX-828); (2) 

Minato (RX-723); (3) Okamoto (RX-720); and (4) Uemura (RX-779).  See FID at 87-123, 138.  

As discussed below, the Commission has determined to review these invalidity findings, and on 

review, to affirm with supplemental analysis, the FID’s finding of invalidity as to Yamazaki and 

Minato, but to take no position on invalidity as to Okamoto and Uemura.33 

 
33 While the Commission takes no position with respect to the FID’s reliance on Uemura as a 
primary reference, this determination does not apply to the FID’s reliance on Uemura as a 
secondary reference. 
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(i) Complainant’s Alleged General Errors in the FID’s Invalidity 
Findings 

Complainant argues that Respondents were required to submit expert testimony to 

establish invalidity for each of the disputed as well as the undisputed claim limitations, and that 

Respondents failed to present such expert testimony with respect to the undisputed limitations.  

See Complainant’s Pet. at 7-8 (citing Fleming v. Escort Inc., 774 F.3d 1371, 1375 (Fed. Cir. 

2014); Koito Mfg. Co. v. Turn-Key-Tech, LLC, 381 F.3d 1142, 1152 (Fed. Cir. 2004)).  

Complainant contends that the ALJ improperly excused Respondents’ lack of expert testimony.  

See id. at 7 (citing FID at 91 (relating to the “phosphor” claim limitation), 95 n.18 (relating to the 

“lead frame” claim limitation)).  Complainant asserts that there are only “limited exceptions” 

where expert testimony is not required such as in cases that do not involve complex technology.  

See id. at 8 (citing Wyers v. Master Lock Co., 616 F.3d 1231, 1240 n.5 (Fed. Cir. 2010); Proveris 

Sci. Corp. v. Innovasystems, Inc., 536 F.3d 1256, 1267 (Fed. Cir. 2008); Centricut, LLC v. Esab 

Group, Inc., 390 F.3d 1361, 1369 (Fed. Cir. 2004)).   

Complainant misapprehends Federal Circuit precedent with respect to expert testimony.  

The cases on which Complainant relies do not relate to undisputed claim limitations.  Accord 

IA’s Resp. at 5-7.  Rather, the case law provides that, in complex technology cases, when one 

party presents expert testimony on a disputed issue, the other party cannot rebut such testimony 

without presenting rebuttal expert testimony.  See Centricut, 390 F.3d at 1370 (“We do not state 

a per se rule that expert testimony is required to prove infringement when the art is complex.  

Suffice it to say that in a case involving complex technology, where the accused infringer offers 

expert testimony negating infringement, the patentee cannot satisfy its burden of proof by relying 

only on testimony from those who are admittedly not expert in the field.”).  None of the cited 
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cases suggests that expert testimony is required for undisputed limitations.  Thus, Complainant’s 

objections are misplaced. 

Complainant also misapprehends the facts.  The FID does not excuse Respondents’ 

alleged failure to present expert testimony as Complainant argues.  Rather, the FID correctly 

declines to excuse Complainant’s failure to set forth an argument in its pre-hearing brief that the 

Yamazaki reference does not disclose the “phosphor” limitation, which is relevant to the ’529, 

’854, and ’557 patents, but instead waited until its responsive post-hearing brief to contend that 

“the word ‘phosphor’ does not appear in Yamazaki.”  See FID at 90.  Thus, “[b]ecause 

Complainant did not give proper notice of its novel phosphor argument,” pursuant to the ALJ’s 

Ground Rules, the FID enforced the Ground Rules governing the proceeding by granting 

Respondents’ motion to strike that argument.  Id. at 91 (enforcing Ground Rule 11.2).  The 

purpose of the ALJ’s Ground Rules is to streamline and provide an orderly proceeding for the 

resolution of disputed issues.  A party cannot ignore the Ground Rules and then surprise the 

opponent with belated objections after that opponent no longer has an opportunity to develop the 

record.  Notwithstanding Complainant’s procedural misstep, the ALJ addressed Complainant’s 

phosphor argument on the merits.  Id. at 91-92.  The FID finds that Respondents “elicited 

testimony from the perspective of a person of ordinary skill in the art that the fluorescent 

material in the Yamazaki resin is a phosphor.”  See id. at 92 (citing Hr’g Tr. at 1206:5-6 (Lebby) 

(testifying that in Yamazaki, the “resin molding portions 13 and 14 . . . contain phosphor”)).  

The FID further notes that Dr. Lebby’s “testimony is unrebutted.”  See id.  Dr. Lebby also 

testified that the Minato reference also discloses a phosphor.  See FID at 103 (citing RX-723 

(Minato) at ¶ 16; Hr’g Tr. 1242:6-19 (Lebby)); accord Respondents’ Resp. at 13; IA’s Resp. at 



PUBLIC VERSION 

28 

16-17.  Complainant’s attorney arguments are insufficient to rebut Respondents’ expert 

testimony.  

As to the “lead frame” limitation, which is relevant to the asserted claims of the ’529 and 

’464 patents, the FID notes that “the proof of invalidity is the [Yamazaki] reference itself, not the 

expert’s testimony.”  See FID at 95 n.18.  Beyond the clear disclosure in Yamazaki itself, the 

FID also relies extensively on Dr. Lebby’s testimony explaining the state of the art and the 

disclosures of the prior art with respect to the “lead frame” limitation.  See id. at 89-90, 92-95.  

Thus, Complainant’s argument also fails on the facts with respect to the “lead frame” limitation.  

See Complainant’s Pet. at 7 (citing FID at 95 n.18). 

(ii) Yamazaki 

The FID finds that the asserted claims of the ’529 and ’464 patents are anticipated and/or 

obvious over Yamazaki alone or in combination with other prior art (e.g., Uemura or Hakujin).  

See FID at 87-101, 138.  The Commission has determined to review the FID’s findings as to the 

following claim limitations:  (1) “phosphor” (claim 1 of the ’529 patent); and (2) “transparent 

substrate [that] is adjacent the transparent plate” (claim 8 of the ’529 patent and claim 9 of the 

’464 patent).  On review, the Commission has determined to affirm with supplemental analysis 

the FID’s finding that the asserted claims of the ’529 and ’464 patents are invalid over Yamazaki 

alone or in combination with other prior art. 

(a) Phosphor (Claim 1 of the ’529 Patent) 

The FID notes that Complainant did not dispute that Yamazaki discloses a “phosphor” in 

its pre-hearing brief but waited until its responsive post-hearing brief to argue that “the word 

‘phosphor’ does not appear in Yamazaki.”  See FID at 90.  Thus, the FID grants Respondents’ 

motion to strike that argument.  See id. at 91 (citing Order No. 42 at G.R. 11.2 (“The pre-
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hearing brief shall set forth a party’s contentions on every issue the party intends to address at 

hearing, no matter which party has the burden on the issue.”) (emphasis added)).   

Complainant argues that “[its] pre-hearing brief could not have argued that Respondents 

failed to present any contentions on the ‘phosphor’ limitation at the hearing until the hearing 

occurred.”  Complainant’s Pet. at 21.  Complainant, however, was on notice that Respondents 

asserted that Yamazaki anticipates claim 1 of the ’529 and ’464 patents, and Complainant was 

aware of Respondents’ contentions from the discovery period.  Accord IA’s Resp. at 16; 

Respondents’ Resp. at 13; Feit’s Resp. at 27.  For example, Complainant indicated that the 

claim limitations “lead frame” and “roughened, textured or patterned” were in dispute.  See 

Complainant’s Pre-Hearing Br. (“CPB”) at 195-97.  As required by the ALJ’s Ground Rules, 

Complainant should have also indicated in its pre-hearing brief that it would dispute the 

“phosphor” claim limitation.   

In addition, as the FID finds, Respondents “elicited testimony from the perspective of a 

person of ordinary skill in the art that the fluorescent material in the Yamazaki resin is a 

phosphor.”  See FID at 92 (citing Hr’g Tr. at 1206:5-6 (Lebby) (in Yamazaki, it is “resin 

molding portions 13 and 14 that contain phosphor”)).  The FID further notes that Dr. Lebby’s 

“testimony is unrebutted.”  See id.; accord Respondents’ Resp. at 13; IA’s Resp. at 16-17. 

Complainant’s belated attorney arguments are insufficient to rebut Respondents’ contentions and 

expert testimony.  See Complainant’s Pet. at 21 (“Dr. Lebby . . . never asserted that a POSITA 

would understand the ‘fluorescent’ material in Yamazaki to be a phosphor.”).  

Complainant also wrongly faults the FID for reaching its own conclusion regarding how 

a POSITA would understand the prior art without the benefit of evidence to support such a 

conclusion.  Complainant’s Pet. at 21.  On the contrary, the FID’s finding that “Yamazaki 
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teaches that the fluorescent material will emit white light when ‘excited by the blue light,’ just 

like the phosphor recited in claim 1” is entirely consistent with the claim language and with 

Respondents’ arguments before the ALJ.  See FID at 92; JX-1 (’529 patent) at claim 1 (reciting 

“a phosphor for converting the light emitted by the LED chip at the first wavelength to a second 

wavelength”); Respondents’ Pre-Hearing Br. (“RPB”) at 193; RPB, Ex. C, at 4.34 

Thus, Complainant’s objections as to the “phosphor” limitation are meritless and the 

result of Complainant’s own failure to comply with the ALJ’s Ground Rules.  Accordingly, the 

Commission has determined to affirm the FID’s findings as to this limitation. 

(b) Transparent Substrate Adjacent the Transparent Plate 
(Claim 8 of the ’529 Patent and Claim 9 of the ’464 
Patent) 

The FID finds that “Complainant’s pre-hearing brief provided no contention that the LED 

chip of Yamazaki did not have a transparent substrate.”  See FID at 99.  Thus, the FID properly 

grants Respondents’ motion to strike that argument.  See id. at 99-100 (citing Order No. 42 at 

G.R. 11.2).  The FID also finds that Yamazaki “express[ly] teach[es] that light is emitted though 

both sides of LED chip 12, including the side of chip 12 adjacent to transparent plate 11.”  Id. at 

100-01 (citing RX-828 (Yamazaki) at ¶ 16). 

Complainant faults the FID for finding that “‘Respondents were not obligated to do any 

more’ than submit Yamazaki into evidence—without any expert testimony.”  Complainant’s 

Pet. at 27.  As discussed above, however, expert testimony is not required on undisputed issues.  

In addition, as discussed supra section III(A)(4)(ii)(a) (in connection with the “phosphor” 

 
34 Exhibits C and D refer to more detailed claim charts provided with Respondents’ pre-hearing 
brief.  See RPB at 192, 204 (“Claim charts summarizing how Yamazaki [or Minato] meets each 
element of the asserted claims are provided below.  More detailed claim charts are also attached 
as Ex. C [or D].”). 
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limitation), Complainant was on notice of Respondents’ contentions and failed to indicate in its 

pre-hearing brief that the “transparent substrate” limitation was in dispute.  On the other hand, 

Respondents provided an analysis in their prehearing brief, citing support, including explanatory 

material in Dr. Lebby’s expert report, stating why Yamazaki discloses each limitation (disputed 

and undisputed) and therefore satisfied their burden before the ALJ.  See RPB at 194; RPB, Ex. 

C at 5-6, 10; see also IA’s Pre-Hearing Br. (“SPB”) at 156.  Thus, Complainant has no basis to 

object to Respondents’ alleged failure to discuss that limitation in their initial post-hearing brief.  

Nor can Complainant raise new arguments about that limitation for the first time in its reply post-

hearing brief.   

The Commission, however, vacates the FID’s sentence stating an alternative obviousness 

ground over Yamazaki “for the same reasons articulated with respect to Okamoto” as no such 

ground was raised by any of the parties.  See FID at 101 (“Alternatively, if Yamazaki does not 

disclose that LED chip 12 has a transparent substrate adjacent to transparent plate 11, I would 

find that such an arrangement would have been obvious at the time of the invention for the same 

reasons articulated below with respect to Okamoto.”); Complainant’s Pet. at 28.   

 Thus, the Commission has determined to affirm the FID’s finding that Yamazaki 

discloses the “transparent substrate” limitation and the FID’s decision to strike Complainant’s 

arguments as to this limitation.  The Commission, however, has also determined to vacate the 

FID’s alternative obviousness finding over Yamazaki “for the same reasons articulated with 

respect to Okamoto.”  See FID at 101. 

(c) Yamazaki Conclusion 

The Commission finds that the FID correctly determines that the asserted claims of the 

’529 and ’464 patents are anticipated and/or obvious over Yamazaki alone or in combination 
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with other prior art.  As discussed infra section III(C), the Commission also finds that the 

secondary considerations of non-obviousness do not outweigh the findings of obviousness over 

Yamazaki.  Thus, the Commission has determined to affirm with modification the FID’s 

findings that the asserted claims of the of the ’529 and ’464 patents are invalid over Yamazaki, 

as discussed above. 

(iii) Minato 

The FID finds that the asserted claims of the ’529 and ’464 patents are anticipated and/or 

obvious over Minato alone or in combination with other prior art (e.g., Uemura or Hakujin).  

See FID at 101-09, 138.  The Commission has determined to review the FID’s findings as to the 

following claim limitations:  (1) “phosphor” (claim 1 of the ’529 patent); and (2) “transparent 

substrate . . . adjacent the transparent plate” (claim 8 of the ’529 patent and claim 9 of the ’464 

patent).  On review, the Commission has determined to affirm with supplemental analysis the 

FID’s finding that the asserted claims of the ’529 and ’464 patents are invalid over Minato alone 

or in combination with other prior art. 

(a) Conflicting Translations 

Complainant first faults the FID for striking its arguments regarding conflicting 

translations of Minato.  See Complainant’s Pet. at 33 (citing FID at 101 n.19).  Complainant 

argues that its pre-hearing brief clearly discloses and relies on the Minato translation that uses 

the term “pull-out lead.”  See id.  Complainant, however, did not explain in its pre-hearing brief 

any identified conflict between the two Minato translations.  Thus, the Commission finds that 

the FID correctly strikes Complainant’s argument based on Ground Rule 11.2.  See FID at 101 

n.19 (citing Order No. 42 at G.R. 11.2).  



PUBLIC VERSION 

33 

(b) Phosphor (Claim 1 of the ’529 Patent) 

As discussed supra at section III(A)(4)(ii)(a), the FID properly strikes Complainant’s 

arguments as to the “phosphor” limitation for failure to raise them in its pre-hearing brief.  See 

FID at 104, 101 n.19.  In addition, the FID properly finds that the fluorescent material in Minato 

is a phosphor.  See FID at 103 (citing RX-723 (Minato) at ¶ 16; Hr’g Tr. 1242:6-19 (Lebby)); 

accord Respondents’ Resp. at 29; IA’s Resp. at 16-17; see also RPB at 206; RPB, Ex. D, at 4.  

The Commission further finds that Complainant’s attorney argument is insufficient to rebut 

Respondents’ expert testimony and evidence with respect to this limitation.   

(c) Transparent Substrate Adjacent the Transparent Plate 
(Claim 8 of the ’529 Patent and Claim 9 of the ’464 
Patent) 

As to the “transparent substrate adjacent the transparent plate” limitation, Complainant 

repeats the same arguments as with Yamazaki, and those arguments fail for the same reasons as 

discussed supra at section III(A)(4)(ii)(b).  Complainant failed to dispute this limitation in its 

pre-hearing brief and has therefore waived any challenge at this juncture.  See CPB at 192-94.  

Thus, the Commission finds that the FID properly strikes Complainant’s arguments as to that 

limitation.  See FID at 101 n.19.   

In addition, because the limitation was not in dispute, Respondents were not required to 

adduce expert testimony on this limitation.  See supra at section III(A)(4)(i); accord FID at 108-

09.  Both Respondents and the IA argued in their pre-hearing briefs that Minato discloses a 

transparent sapphire substrate that is adjacent to the sapphire plate.  See RPB at 207; RPB, Ex. 

D, at 5, 9-10; SPB at 167.  The Commission thus finds that Respondents satisfied their burden 

as to this limitation. 

The Commission, however, vacates the FID’s alternative finding that “if Minato does not 

disclose that LED chips 25, 26, and 27 have a transparent substrate adjacent to transparent plate 
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21, . . . such an arrangement would have been obvious at the time of the invention for the same 

reasons articulated below with respect to Okamoto.”  FID at 109.  As Complainant argues, none 

of the parties raised this obviousness ground before the ALJ.  See Complainant’s Pet. at 39.   

 Thus, the Commission has determined to affirm the FID’s finding that Minato discloses 

the “transparent substrate” limitation and the FID’s decision to strike Complainant’s arguments 

as to this limitation.  The Commission, however, has determined to vacate the FID’s alternative 

obviousness finding over Minato “for the same reasons articulated with respect to Okamoto.”  

See FID at 109. 

(d) Minato Conclusion 

The Commission finds that the FID correctly determines that the asserted claims of the 

’529 and ’464 patents are anticipated and/or obvious over Minato alone or in combination with 

other prior art.  As discussed infra section III(C), the Commission also finds that the secondary 

considerations of non-obviousness do not outweigh the findings of obviousness over Minato.  

Thus, the Commission has determined to affirm with modification the FID’s finding that the 

asserted claims of the ’529 and ’464 patents are invalid over Minato, as discussed above. 

(iv) Okamoto or Uemura 

The FID finds that the asserted claims of the ’529 and ’464 patents are anticipated and/or 

obvious over Okamoto or Uemura.  See FID at 109-23, 138.  The Commission has determined 

to review this finding and, on review, to take no position on the FID’s invalidity findings over 

Okamoto or Uemura (as primary references).  See Beloit, 742 F.2d at 1423. 
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(v) Invalidity Conclusion 

As explained above, the Commission has determined to affirm with modification the 

FID’s finding that the asserted claims of the ’529 and ’464 patents are invalid over Yamazaki or 

Minato, but to take no position as to the FID’s invalidity findings over Okamoto and Uemura. 

B. The ’854 and ’557 Patents 

Concerning the ’854 and ’557 patents, the Commission has determined to review and, on 

review, to affirm with modification the FID’s findings with respect to claim construction, 

infringement, invalidity, and the technical prong of the domestic industry requirement.    

1. Technical Overview and Asserted Claims 

The ’854 and ’557 patents are related and share essentially the same specification.  The 

patents relate to a “Transparent Light Emitting Device with Light Emitting Diodes” and more 

particularly “transparent light emitting diodes (LED) includ[ing] a plurality of III-nitride layers, 

including an active region that emits light.”  See JX-3 (’854 patent) at Abstract.   

The patent specification explains that “[i]n conventional LEDs, in order to increase the 

light output power from the front side of the LED, the emitting light is reflected by the mirror on 

the backside of the sapphire substrate or the mirror coating on the lead frame . . . .”  JX-3 (’854 

patent) at 10:64-11:2.  “This reflected light is re-absorbed by the emitting layer (active layer) . . . 

[and] the efficiency or output power of the LEDs is decreased due to the re-absorption by the 

emitting layer.”  Id. at 11:3-8.  For example, Figure 1 discloses “a conventional LED 

includ[ing] a sapphire substrate 100, emitting layer 102 (active layer), and semi-transparent or 

transparent electrodes 104, such as ITO or ZnO.”  Id. at 11:9-12.  In Figure 1, “[t]he LED is 

die-bonded on a lead frame 106 with a clear epoxy molding 108 without any mirror on the back 
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side of the sapphire substrate 100.”  Id. at 11:12-14.  Rather, “the coating material on the lead 

frame 106, or the surface of the lead frame 106, becomes a mirror 110.”  Id. at 11:14-16. 

The specification states that “the present invention describes a light emitting device 

comprised of a plurality of III-nitride layers, including an active region that emits light, wherein 

all of the layers except for the active region are transparent for an emission wavelength of the 

light, such that the light is extracted effectively through all of the layers and in multiple 

directions through the layers.”  Id. at 11:51-57.  In effect, the claimed invention minimizes re-

absorption by eliminating the reflective layer or mirror from the bottom of the LED chip.  Id. at 

20:60-63 (“One advantage of the present invention is that all of the layers of the LED are 

transparent for the emission wavelength, except for the emitting layer, such that the light is 

extracted effectively through all of the layers.”), 20:64-67 (“Moreover, by avoiding the use of 

intentional mirrors with the LED, re-absorption of light by the LED is minimized, light 

extraction efficiency is increased, and light output power is increased.”). 

The technology at issue in the ’854 and ’557 patents is similar to that in the ’529 and ’464 

patents.  While the patents are not related, there are common inventors, and many figures are 

identical between the two patent families, including Figure 19A (disclosing the claimed 

embodiment of the ’529 and ’464 patent including a transparent plate), which corresponds to 

Figure 22A of the ’854 and ’557 patents.  The claims of the ’854 and ’557 patents recite “[a] 

cathode and [an] anode provid[ing] structural support” (compare to the “lead frame” of the ’529 

and ’464 patents, which was construed to not require the leads to provide structural support) to a 

“transparent surface” or “sapphire plate” (similar to the “transparent plate” of the ’529 and ’464 

patents and construed similarly as discussed supra at section V(B)(2)(i)).  The claims of the 

’854 and ’557 patents further recite a “molding comprising a phosphor.” 
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As noted above, Complainant asserts claim 1 of the ’854 patent and claim 1 of the ’557 

patent, which recite the following (with disputed limitations emphasized): 

Claim 1 of the ’854 Patent Claim 1 of the ’557 Patent 

A light emitting device, comprising: A light emitting device, comprising: 

a transparent surface, a cathode on a first 
end of the transparent surface and an anode 
on a second end of the transparent surface, 
wherein the cathode and anode provide 
structural support to the transparent 
surface and are adapted to provide an 
electrical connection between the light 
emitting device and a structure outside the 
light emitting device; 

a sapphire plate, a cathode on a first end of 
the sapphire plate and an anode on a second 
end of the sapphire plate, wherein the 
cathode and anode provide structural 
support to the sapphire plate and are adapted 
to provide an electrical connection between 
the light emitting device and a structure 
outside the light emitting device; 

at least one III-nitride light emitting diode 
(LED) comprising a sapphire growth 
substrate, the LED in mechanical 
communication with the transparent surface, 
and the LED and transparent surface 
configured to extract light emitted by the LED 
through the transparent surface; and 

a plurality of III-nitride light emitting diodes 
(LEDs), each comprising a sapphire growth 
substrate and each in mechanical 
communication with the sapphire plate, and 
the LEDs and sapphire plate configured to 
extract light emitted by the LEDs through the 
sapphire plate; and 

a molding comprising a phosphor and 
surrounding the LED, the molding 
configured to extract light from both a 
front side of the light emitting device and a 
back side of the light emitting device. 

a molding comprising a phosphor and 
surrounding the LEDs, the molding 
configured to extract light from both a 
front side of the light emitting device and a 
back side of the light emitting device. 

 
See JX-3 (’854 Patent) at claim 1 (emphasis added); JX-5 (’557 Patent) at claim 1 

(emphasis added). 

2. Claim Construction 

The Commission has determined to review the ALJ’s construction of the term “sapphire” 

and, on review, to affirm and supplement the FID’s analysis as explained below. 

The parties’ proposed constructions for “sapphire” before the ALJ were as follows: 



PUBLIC VERSION 

38 

 
Claim Term 

Complainant’s 
Construction 

Respondents’ 
Construction 

IA’s 
Construction 

 
“sapphire” 

(’854 Patent, claim 1; 
’557 Patent, claim 1) 

 
“crystalline 
aluminum oxide 
(Al2O3) [plate / 
growth 
substrate]” 
 

 
“single-crystal 
Al2O3 transparent 
[plate / growth 
substrate] 
 
 

 
“a plate of single 
crystal aluminum 
oxide (Al2O3)” 
 
“a growth substrate  
of single crystal 
aluminum oxide 
(Al2O3)” 

 
See Order No. 39 at 9. 

The ALJ construed the term “sapphire” “according to its plain and ordinary meaning, 

which is single crystal aluminum oxide.”  Id. at 11.  The ALJ noted that “the parties agree that 

‘sapphire’ is a form of crystalline aluminum oxide (Al2O3)” but that “[t]he central dispute is 

whether ‘sapphire’ would be understood by a person of skill in the art to mean only a single 

crystal form of aluminum oxide or would also encompass polycrystalline forms.”  Id. at 10. 

The ALJ noted that Complainant’s witnesses admitted in Certain Filament Light-

Emitting Diodes and Products Containing Same, Investigation No. 337-TA-1172, that 

“polycrystalline aluminum oxide is not sapphire.”  Id. (citing RXM-16C.4 (DenBaars) at 271:2-

12; RXM-17C.4 (Schubert) at 190:19-191:5); accord Respondents’ Resp. at 82-83 (citing Hr’g 

Tr. (DenBaars) at 196:25-198:8; Hr’g Tr. (Schubert) at 862:13-863:7).  The ALJ also noted that 

Complainant “did not provide any explanation, either in briefing or at oral argument, why that 

testimony should be ignored when considering how a person of ordinary skill would interpret the 

same term here.”  See Order No. 39 at 10.  The ALJ also found that, because Complainant 

“conceded ‘sapphire’ must be a single crystal structure in the context of a ‘[sapphire] growth 

substrate,’ . . . the term should be so understood consistently throughout the claims, particularly 
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where there is no disclosure in the patents that ‘sapphire’ might include polycrystalline 

structures.”  Id. at 11. 

Complainant incorrectly argues in its petition that “sapphire” can include both single 

crystal and polycrystalline structures.  Complainant’s Pet. at 88.  Complainant contends that “a 

word that has an ordinary meaning encompassing two relevant alternatives may be construed to 

encompass both alternatives.”  Id. (citing Inverness Medical Switzerland GmbH v. Warner 

Lambert Co., 309 F.3d 1373, 1379 (Fed. Cir. 2002)).  The Federal Circuit, however, recognized 

in Inverness that “before finally concluding that the term encompasses both [alternative] 

meanings, [the Court] must determine whether the specification or prosecution history clearly 

demonstrates that only one of the multiple meanings was intended.”  Inverness, 309 F.3d at 

1379.  Indeed, “[t]he construction that stays true to the claim language and most naturally aligns 

with the patent’s description of the invention will be, in the end, the correct construction.”  See 

Phillips v. AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005) (en banc) (quoting Renishaw PLC 

v. Marposs Societa’ per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998)).  As explained below, the 

Commission finds that the term “sapphire” is distinct from polycrystalline structures and that the 

plain and ordinary meaning of “sapphire” is single crystal aluminum oxide. 

Complainant argues that nothing in the claims or the specification compels a single 

crystal structure rather than a polycrystalline structure.  See Complainant’s Pet. at 89 (citing 

JX-5 (’557 patent) at claim 1, 20:33-41 (“The transparent plate 2220 may be comprised of glass, 

quartz, sapphire, diamond or other material transparent for the desired emission wavelength, 

wherein the transparent glass plate 2220 effectively extracts the light 2218 emitted from the LED 

2200 to the shaped optical element 2212.”)).  The cited portion of the ’557 patent specification, 

however, confirms that the sapphire is single crystal because polycrystalline aluminum oxide is 
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not transparent and would not be a suitable material for the transparent plate.  See IA’s Resp. at 

51 (citing IA’s Claim Construction Br. (“SCB”) at 23-25 (itself citing SMX-14 (Concise 

Dictionary of Materials Science (2003)) at 1 (defining “α-Al2O3” as “[p]ure alumina” and 

explaining that “[p]olycrystalline Al2O3 is known as corundum and single crystals as sapphire”) 

(emphasis in original); SMX-15 (Williams Dictionary of Biomaterials (1999)) at 12 (defining 

“alumina” (i.e., aluminum oxide) as “highly crystalline ceramic, typically polycrystalline” and 

noting that it “[a]lso exists as the abrasive corundum and, in single crystal form, as sapphire”); 

SMX-16 (Engineering Ceramics (2001)) at 302 (explaining that “[m]ost crystalline ceramics are 

opaque in bulk,” “[t]he opacity is due to the presence of grain boundaries, which are sites of 

reflection,” “[i]f these boundaries are limited and the material is thin, the material may become 

transparent,” and “[s]ingle-crystal oxide ceramics are transparent in the visible spectrum”))).  

Other intrinsic evidence also indicates that the patentee understood sapphire to be single crystal 

aluminum oxide and to be transparent.  See Respondents’ Resp. at 82 (citing Respondents’ 

Claim Construction Br. (“RCB”) at 17 (itself citing RXM-15.34 (Prosecution History of 

Application Serial No. No. 16/828,585 (continuation of applications which issued as the ’854 

and ’557 patents) (reciting a “sub-mount compris[ing] single crystal aluminum oxide 

(sapphire)”)))); id. at 80 n.17 (citing RXM-14.13 (Prosecution History of Application Serial No. 

16/422,323 (parent of the ’854 and ’557 patents)) (arguing that “sapphire plate” is a “significant 

narrowing, e.g., to specify the material of the transparent plate as sapphire”)). 

Thus, the Commission agrees with the ALJ that the term “sapphire” means a single 

crystal aluminum oxide (Al2O3).  Accordingly, the Commission has determined to affirm the 

ALJ’s construction of the limitation “sapphire” with the supplemental analysis discussed above. 
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3. Infringement 

As discussed supra at section I(C), Complainant asserted that the Accused Flexible and 

Rigid Products infringe the asserted claim of the ’854 patent and that the Accused Rigid Products 

infringe the asserted claim of the ’557 patent.  The FID finds that Complainant failed to 

establish infringement with respect to any of the Accused Rigid and Flexible Products either 

literally or under the doctrine of equivalents.  See FID at 139-158, 178-85.  Specifically, the 

FID finds that Complainant failed to establish infringement with respect to these terms:  

(1) “transparent surface” (claim 1 of the ’854 patent); (2) “sapphire plate” (claim 1 of the ’557 

patent); and (3) “molding” (claim 1 of the ’854 and ’557 patents).  As explained below, the 

Commission has determined to review the FID’s infringement findings with respect to the terms 

“transparent surface” and “sapphire plate,” and on review, to affirm those findings with the 

supplemental analysis discussed below.35  See id. at 139-46, 179-83. 

 
35 The Commission does not review, and therefore affirms, the FID’s findings that the Accused 
Products do not satisfy the term “molding” recited in asserted claims 1 of the ’854 and ’557 
patents.  See 19 C.F.R. § 210.42(h). 
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(i) Transparent Surface (Claim 1 of the ’854 Patent) 

The FID finds that the Accused Products (rigid or flexible) do not satisfy the “transparent 

surface” limitation either literally or under the doctrine of equivalents.  The ALJ construed the 

term “transparent” as “having its plain and ordinary meaning.”36  See Order No. 39 at 9. 

(a) Literal Infringement 

The FID finds that the Accused Products (rigid and flexible), except the Feit flexible 

product (Feit Vintage ST19 Dimmable), do not satisfy the “transparent surface” limitation for the 

same reasons as discussed in connection with the “transparent” limitation of the ’529 patent.  

See FID at 139; see also supra at section III(A)(2)(i). 

As to the Accused Flexible Products, the FID notes that they have flexible submounts 

made of polyimide.  See FID at 140 (citing Hr’g Tr. (Schubert) at 633:1-2, 764:3-14).  The FID 

finds that “for the same reasons discussed . . . with respect to the Accused Rigid Products, [the 

transmission testing] in fact show[s] that the submounts in the Accused Flexible Products, with 

the exception of the Feit Accused Flexible Product . . . , are not ‘transparent’ and therefore do not 

satisfy this limitation.”  Id. at 142 (citing Hr’g Tr. (Eden) at 1018:3-16, 969:19-24). 

In its petition, Complainant again relies on a flawed construction of “transparent” which 

merely requires that some light passes through the ceramic and flexible submounts.  See 

Complainant’s Pet. at 70-72.  As discussed supra at section III(A)(2)(i), the FID correctly finds 

that Complainant failed to satisfy its burden on infringement under the FID’s proper construction 

of the term “transparent.”   

 
36 As discussed supra note 17, although the ’854 patent is not related to the ’529 and ’464 
patents, the ALJ adopted the plain meaning of the term for all three patents.  The Commission 
also notes that all three patents have common inventors and similar priority dates (November or 
December 2006) which is the relevant period for ascertaining the meaning of “transparent” from 
the perspective of a person having ordinary skill in the art. 
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The Commission also finds that the SEM testing for the Accused Flexible Products 

shows an abundance of pores that cause scattering and absorption, thereby indicating that the 

flexible submounts are opaque rather than transparent.  See Hr’g Tr. (Eden) 995:17-996:16, 

1018:22-1019:5; RDX-1.50, 78 (reproduced below); RX-178.59 (Satco S9966); RX-182.10, 15 

(IKEA Rollsbo); RX-177.99 (GE Vintage). 

 

Thus, the Commission agrees with the FID’s findings with respect to literal infringement 

as to the claim term “transparent surface” and affirms the FID’s findings with the supplemental 

analysis discussed above. 

(b) Infringement Under the Doctrine of Equivalents 

The FID finds that “[f]or substantially the same reasons discussed . . . with respect to the 

’529 patent, the Accused Rigid Products do not satisfy this limitation under the doctrine of 

equivalents.”  See FID at 145; see also supra at section III(A)(2)(i).  The FID also finds that 

“[f]or [] substantially the same reasons [as discussed in connection with the ’529 patent], 

[Complainant] has not persuasively shown that the Accused Flexible Products satisfy th[e] 

[transparent surface] limitation under the doctrine of equivalents.”  FID at 146 (citing Hr’g Tr. 

(Eden) at 1023:7-22).   
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Complainant relies on the same analysis as for the Accused Rigid Products in arguing 

infringement under the doctrine of equivalents.  See Complainant’s Pet. at 70.  As discussed 

supra at section III(A)(2)(i)(b), Complainant essentially argues that “the claims require only that 

light passes through the transparent plate / surface.”  See id. at 71.  The Commission finds that 

Complainant failed to explain why the accused flexible submounts have insubstantial differences 

with a transparent material.     

As the FID finds, the transmission testing shows that “the submounts in the Accused 

Flexible Products . . . are not ‘transparent.’”  See FID at 142 (citing Hr’g Tr. (Eden) at 1018:3-

16, 969:19-24); id. at 146 (citing Hr’g Tr. (Eden) at 1023:7-22).  In addition, as discussed 

above, the SEM analysis demonstrated an abundance of pores which cause scattering and 

absorption, thereby indicating that the accused flexible submounts are not transparent and that 

clear and substantial structural differences exist between transparent materials and the Accused 

Flexible Products.  See Hr’g Tr. (Eden) 995:17-996:16, 1018:22-1019:5; RDX-1.50, 78 

(reproduced above); RX-178.59 (Satco S9966); RX-182.10, 15 (IKEA Rollsbo); RX-177.99 (GE 

Vintage); see also Freedman, 420 F.3d at 1362 (“We think that this structural difference in the 

mounting of the moveable end to the seatbase is not a ‘subtle difference in degree,’ but rather, ‘a 

clear, substantial difference or difference in kind.’”). 

The evidence also shows that the Accused Flexible Products:  (1) do not perform the 

same function as the claimed LED, which allows a significantly higher percentage of light to be 

extracted through the transparent surface (as evidenced by the transmissivity data discussed 

above), (2) do not perform such function in the same way, given the substantial structural 

differences between the Accused Flexible Products (as evidenced by the SEM testing discussed 

above showing the presence of pores and grain boundaries) and the claimed LED, and (3) do not 
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achieve the same result given that the claimed LED results in a significantly higher percentage of 

light being extracted through the transparent surface (as evidenced by the transmissivity data 

discussed above). 

Thus, the Commission finds that Complainant failed to demonstrate insubstantial 

differences between the Accused Products and the claimed LED with a transparent surface and 

therefore, Complainant failed to satisfy its burden to establish infringement under the doctrine of 

equivalents.  Accordingly, the Commission has determined to affirm the FID’s non-

infringement findings under the doctrine of equivalents with the supplemental analysis discussed 

above. 

(ii) Sapphire Plate (Claim 1 of the ’557 Patent) 

The FID finds that the Accused Rigid Products37 do not satisfy the “sapphire plate” 

limitation either literally (see FID at 179-80 (citing Hr’g Tr. (Eden) at 1025:12-1026:1)) or under 

the doctrine of equivalents (see FID at 180-83).  As discussed supra at section III(B)(2), the 

ALJ correctly construed the term “sapphire” in accordance with its “plain and ordinary meaning, 

which is single crystal aluminum oxide.”  See Order No. 39 at 11. 

(a) Literal Infringement 

The FID finds no literal infringement of the term “sapphire plate” under the ALJ’s 

construction for that term.  See FID at 179-80; Order No. 39 at 11.  The FID rejects 

Complainant’s argument that the Accused Rigid Products include a sapphire plate because they 

include grains of single crystal aluminum oxide.  See FID at 179.  The FID explains that 

“[c]laim 1 of the ’557 patent does not recite a plate ‘comprising sapphire’ or a plate ‘including 

 
37 As discussed supra section I(C), Complainant asserted claim 1 of the ’854 patent against the 
Accused Flexible Products and all asserted claims of the Asserted Patents against the Accused 
Rigid Products. 
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sapphire’” but “a sapphire plate.”  See id. at 180; id. (finding that “the claim is directed to ‘a 

sapphire plate,’ not a plate comprised of sapphire crystals”). 

In its petition, Complainant argues that the accused rigid ceramic plates infringe because 

they include the same “elemental composition” (i.e., Al2O3) as sapphire.38  See Complainant’s 

Pet. at 92.  The elemental composition, however, does not establish that the Accused Products 

literally infringe the “sapphire plate” limitation.  Indeed, despite sharing the same elemental 

composition, the ceramic plates in the Accused Rigid Products have substantial differences in 

structure and properties compared to sapphire plates.  See IA’s Resp. at 51-52; Respondents’ 

Resp. at 84-85; RXM-44 (Ballato39 Decl.) at ¶ 17 (explaining that diamond and graphite have 

identical constituent elements (carbon atoms) but different crystal structures and different 

properties); see also FID at 54 (citing Hr’g Tr. (Eden) at 994:14-23; RX-178.29 (reproduced 

below); CX-198.21 (reproduced below)). 

 

 
38 The Commission notes Feit’s argument that “the submounts in its accused rigid products are 
aluminum silicate, not aluminum oxide” and thus do not share the same elemental composition 
as sapphire plates.  See Feit’s Pet. at 10. 
39 Dr. John Ballato was retained by Respondents as a materials science expert in this 
investigation. 
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As the FID explains, “[t]he presence of grain boundaries and pores cause the material to 

be ‘highly absorbing and scattering,’ indicating that the submounts are opaque.”  Id. at 54 

(citing Hr’g Tr. (Eden) at 994:11-13, 994:24-995:6, Hr’g Tr. (Shanfield) at 1192:25-1193:5).  In 

contrast, “the same analysis of the licensed Acclaim [DI] product, which has a sapphire 

submount, shows no pores, grains, or grain boundaries.”  Id. (citing Hr’g Tr. (Eden) at 994:14-

23). 

Thus, the Commission agrees with the FID that Complainant failed to establish that the 

Accused Rigid Products, which have ceramic submounts, literally satisfy the term “sapphire 

plate.” 

(b) Infringement Under the Doctrine of Equivalents 

The FID rejects Complainant’s argument that “‘a sapphire plate’ is equivalent to ‘a plate 

composed of polycrystalline alumina.’”  See FID at 180.  Instead, the FID credits Respondents’ 

expert testimony and finds that “the ceramic submounts are substantially different with respect to 

visual testing, transmission testing, SEM analysis, and integrating sphere testing from the 

claimed ‘sapphire’ plates described in the patent.”  See id. (citing Hr’g Tr. (Eden) at 1026:7-14). 

The FID also finds that unlike the testimony of Complainant’s expert, Dr. Schubert, 

“which was made without reference to the specification, Dr. Eden’s testimony was persuasive 

and clearly tied to the teachings of the patent.”  Id. at 181.  The FID explains that Dr. Eden 

“provided a more appropriate function-way-result analysis, showing that the Accused Rigid 

Products do not satisfy this limitation under the doctrine of equivalents.”  Id.  Specifically, the 

FID finds that “Dr. Eden testified that the function of the sapphire plate is to effectively extract 

light, the way this function is performed is by the plate being a transparent material, and the 

result is the effective extraction of light.”  Id. at 181-82 (citing Hr’g Tr. (Eden) at 1026:24-
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1028:7).  In contrast, the FID continues, [t]he Accused Rigid Products’ plates have a 

comparatively poor ability to extract light and thus do not achieve or practice substantially the 

same function, in substantially the same way, to substantially achieve the same result.”  Id. at 

182. 

In its petition, Complainant relies on Respondents’ expert, Dr. Ballato, to argue that the 

accused polycrystalline materials are equivalent to sapphire plates because they include “many 

sapphire grains.”  Complainant’s Pet. at 91-92 (citing RXM-44 (Ballato Decl.) at ¶ 25).  

Complainant, however, takes Dr. Ballato’s statements out of their appropriate context.  Dr. 

Ballato nowhere discussed “sapphire grains.”  Instead, he explained that a “sapphire” is “a 

material comprised of single-crystalline aluminum oxide that does not have any significant 

amount of grains, grain boundaries, and pores.”  RXM-44 (Ballato Decl.) at ¶ 20 (emphasis 

added).  In contrast, Dr. Ballato explained that polycrystalline aluminum oxide is “a material 

comprised of aluminum oxide that has grains, separated by [grain] boundaries, and generally has 

pores.”  Id. at ¶¶ 19, 25 (“[I]n the polycrystal each grain is single-crystalline, but grain 

boundaries that break the single-crystal order between grains exist.”).   

Complainant also argues incorrectly that the FID finds that “sapphire” has no equivalent.  

Instead, the FID finds that the term “sapphire plate” is narrow and that “Complainant is not . . . 

allowed to extend the scope of ‘sapphire’ to encompass a ceramic material, polycrystalline 

aluminum oxide, simply because it shares the same elemental composition.”  See FID at 182; 

see also id at 180 (citing Hr’g Tr. (Eden) at 1026:7-14 (testifying that the ceramic submounts are 

substantially different with respect to visual testing, transmission testing, SEM analysis, and 

integrating sphere testing from the claimed “sapphire” plates described in the patent)). 
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The Commission agrees with the FID that the “polycrystalline aluminum oxide plate in 

the Accused Rigid Products does not perform substantially the same function as the sapphire 

plate in the same way to achieve the same result because they do not effectively transmit light 

due in part to the presence of grains, pores, and grain boundaries, which absorb, reflect, and 

scatter light.”  Id. at 182 (citing Hr’g Tr. (Eden) at 992:16-995:6, 1000:13-25; RDX-1.49, 57).  

The Commission also finds clear and substantial structural differences between the ceramic 

submounts of the Accused Rigid Products and sapphire plates.  See id. at 54 (citing Hr’g Tr. 

(Eden) at 994:11-995:6, Hr’g Tr. (Shanfield) at 1192:25-1193:5; RX-178.29; CX-198.21); see 

also Freedman, 420 F.3d 1350, 1362 (Fed. Cir. 2005) (reversing the district court’s infringement 

where a “structural difference . . . is not a ‘subtle difference in degree,’ but rather, ‘a clear, 

substantial difference or difference in kind’”) (citation omitted). 

Thus, the Commission agrees with the FID that Complainant failed to establish that the 

Accused Rigid Products, which have ceramic submounts, satisfy the “sapphire plate” limitation 

under the doctrine of equivalents. 

(iii) Infringement Conclusion 

The Commission finds that the FID correctly determines that the Accused Products (rigid 

or flexible) do not infringe the asserted claims of the ’854 and ’557 patents, either literally or 

under the doctrine of equivalents.  Accordingly, the Commission has determined to affirm the 

FID’s infringement findings with the supplemental analysis as explained above. 

4. Domestic Industry - Technical Prong 

Complainant asserted that the Licensee DI Products (not the SSLEEC DI Products), i.e., 

the Licensee Rigid and Flexible DI Products, practice claim 1 of the ’854 patent.  Complainant 

also asserted that the Licensee Rigid DI Products practice claim 1 of the ’557 patent.  The FID 



PUBLIC VERSION 

50 

finds that none of the Licensee DI Products (rigid or flexible) practices the asserted claims of the 

’854 and ’557 patents, and therefore Complainant failed to satisfy the technical prong of the 

domestic industry requirement in connection with those patents.  See FID at 158-66, 185-89.   

Specifically, the FID finds that none of the Licensee DI Products satisfies the “molding” 

limitation (claim 1 of the ’854 and ’557 patents).  In addition, the FID finds that the Licensee DI 

Products (except the Acclaim DI Product) do not satisfy the “transparent surface” (claim 1 of the 

’854 patent) and “sapphire plate” (claim 1 of the ’557 patent) limitations. 

As explained below, the Commission has determined to review the FID’s technical prong 

findings with respect to the terms “transparent surface” and “sapphire plate,” and on review, to 

affirm and supplement those findings.40   

(i) Transparent Surface (Claim 1 of the ’854 Patent) 

The FID finds that the Licensee DI Products (except the Acclaim DI Product) do not 

include a transparent surface.  See FID at 159-60, 163-64.  As to the Licensee Rigid DI 

Products, the FID relies on the same reasons as discussed in connection with the “transparent 

plate” limitation of the ’529 and ’464 patents.  See id. at 160; see also supra at section 

III(A)(3)(i).  As to the Licensee Flexible DI Products, the FID notes that “[t]he sole quantitative 

transmission analysis Complainant presented for these products, a LUX plot for the Globe 

Electric Flexible Domestic Industry Product, shows that it does not have a transparent surface, 

transmitting only about 60% of the light incident on it through.”  FID at 164.   

In its petition, Complainant makes the same arguments with respect to the Licensee DI 

Products as it does with respect to the Accused Products and those arguments fail for the same 

 
40 The Commission does not review, and therefore affirms, the FID’s findings that the Licensee 
DI Products do not satisfy the term “molding” (claim 1 of the ’854 and ’557 patents).  See 19 
C.F.R. § 210.42(h). 
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reasons as discussed supra at section III(B)(3)(i).  See Complainant’s Pet. at 70-75.  

Specifically, Complainant argues that the claims merely require that some light pass through the 

submount.  See Complainant’s Pet. at 70.  The Commission agrees with the FID that 

Complainant’s interpretation of “transparent” and related showings are insufficient to satisfy its 

burden with respect to the technical prong of the domestic industry requirement.  See FID at 

159-60, 163-64; see also supra at section III(B)(3)(i). 

Thus, the Commission finds that the FID correctly determines that Complainant failed to 

meet its burden of showing that the Licensee DI Products (except the Acclaim DI Product) 

satisfy the “transparent surface” limitation.  Accordingly, the Commission has determined to 

affirm the FID’s technical prong findings as to that limitation with the supplemental analysis 

discussed above. 

(ii) Sapphire Plate (Claim 1 of the ’557 Patent) 

The FID finds that the Licensee Rigid DI Products (except for the Acclaim DI Product) 

do not practice this limitation either literally or under the doctrine of equivalents for the same 

reasons as discussed in connection with the Accused Rigid Products.  See FID at 186-87. 

Complainant, in its petition, makes the same arguments with respect to the Licensee 

Rigid DI Products as it does with respect to the Accused Rigid Products, and those arguments 

fail for the same reasons as discussed supra at section III(B)(3)(ii).  See Complainant’s Pet. at 

92-93.  Specifically, Complainant recognizes that the Licensee Rigid DI Products include 

polycrystalline aluminum oxide submounts but argue that they practice the “sapphire plate” 

limitation (construed as single crystal aluminum oxide) both literally and under the doctrine of 

equivalents.  See id.  The Commission agrees with the FID that Complainant’s interpretation of 

“sapphire plate” and related showings are insufficient to satisfy its burden with respect to the 
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technical prong of the domestic industry requirement.  See FID at 186-87; see also supra at 

section III(B)(3)(ii). 

Thus, the Commission finds that the FID correctly determines that Complainant failed to 

meet its burden of showing that the Licensee Rigid DI Products (except the Acclaim DI Product) 

satisfy the “sapphire plate” limitation.  Accordingly, the Commission has determined to affirm 

the FID’s technical prong findings as to that limitation with the supplemental analysis discussed 

above. 

(iii) Technical Prong Conclusion 

The Commission agrees with the FID that none of the Licensee DI Products practices the 

“molding” (claim 1 of the ’854 and ’557 patents) limitation, and that the Licensee DI Products 

(except the Acclaim DI Product) further fail to practice the “transparent surface” (claim 1 of the 

’854 patent) and the “sapphire plate” (claim 1 of the ’557 patent) limitations.  Accordingly, the 

Commission has determined to affirm with the supplemental analysis discussed above, the FID’s 

finding that Complainant failed to satisfy the technical prong of the domestic industry 

requirement with respect to the asserted claims of the ’854 and ’557 patents.  Furthermore, as 

discussed below, the Commission finds that the ’854 and ’557 patents are invalid and therefore 

finds no domestic industry relating to articles protected by a valid claim of those patents. 

5. Invalidity 

The FID finds that the asserted claims of the ’854 and ’557 patents are invalid as 

anticipated and/or obvious over each of the following references alone or in combination with 

other prior art (e.g., Uemura):  (1) Yamazaki (RX-828); (2) Minato (RX-723); (3) Uemura (RX-

779); and/or (4) Tamaoki (RX-724).  See FID at 167-76, 190-96.  As discussed below, the 

Commission has determined to review these invalidity findings, and on review to:  (1) affirm 
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with modification the FID’s obviousness findings over Yamazaki or Minato; (2) reverse the 

FID’s finding that Minato anticipates the asserted claims of the ’854 and ’557 patents; and 

(3) take no position as to the FID’s invalidity findings over Uemura or Tamaoki.41 

(i) Yamazaki 

The FID finds that the asserted claims of the ’854 and ’557 patents are obvious over 

Yamazaki alone or in combination with Uemura.  See FID at 170-72, 192-93.  As discussed 

below, the Commission has determined to review, and on review, to affirm with modification the 

FID’s findings as to the following limitations:  (1) “the cathode and anode provide structural 

support to the [transparent surface or sapphire plate]” (claim 1 of the ’854 and ’557 patents); 

(2) “molding comprising a phosphor” (claim 1 of the ’854 and ’557 patents); and (3) “sapphire 

growth substrate” (claim 1 of the ’854 patent). 

(a) The Cathode and Anode Provide Structural Support 
(Claim 1 of the ’854 and ’557 Patents) 

The FID finds that “Yamazaki’s Figure 1 shows a surface-mount LED package whose 

leads are wrapped around the ends of the glass/sapphire plate.”  FID at 171, 192.  In addition, 

the FID continues, “[a] person of ordinary skill would understand that these leads are a cathode 

and an anode, and that they provide structural support to the plate at each end.”  Id. at 171 

(citing Hr’g Tr. (Lebby) at 1221:20-1222:17; RDX-3.25).  The FID also finds that “these leads 

are used to mount the package onto a circuit board, providing both the physical and electrical 

connection between the package and the board” and that the leads “provide structural support 

 
41 While the Commission takes no position with respect to the FID’s reliance on Uemura as a 
primary reference, this determination does not apply to the FID’s reliance on Uemura as a 
secondary reference. 
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because they are how the LED package is physically attached to the circuit board.”  Id. (citing 

Hr’g Tr. (Lebby) at 1225:10-21). 

The FID also incorporates its obviousness findings over Yamazaki in view of Uemura as 

determined in the context of the ’529 and ’464 patents.  See id.; accord Respondents’ Resp. at 

25-26.42  Specifically, the FID finds that Uemura’s “through-pin leads provide structural support 

to the device.”  FID at 93-95.  The FID states that if the leads (cathode and anode) are required 

to provide structural support, “the claimed lead frame would have been obvious in view of 

Yamazaki, [Uemura], and the state of the art represented by U.S. Patent No. 5,998,925 

(‘Shimizu’) (RX-784).”  See id. at 92.   

The FID credits Dr. Lebby’s testimony about the state of the art at the time of the 

invention and finds that “by the mid-1990s people in the art knew of two interchangeable 

alternatives for LED packaging: through-pin packages and surface-mount J-lead packages, or 

SMJs.”  See id. at 93 (citing Hr’g Tr. (Lebby) at 1203:7-1204:3, 1226:6-15).  The FID also 

finds that “[t]he Shimizu reference confirms the state of the art at that time, namely that through-

pin packaging and SMJ packaging was interchangeable.”  Id. (citing RDX-3.28 (reproduced 

below)).   

 
42 The FID incorrectly refers to “part VI.B.1” to support its finding that “Yamazaki renders 
claim 1 of the ’854 patent obvious in combination with Uemura.”  See FID at 172 (citing part 
VI.B.1).  The relevant section, however, is part V.D.2. 
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Significantly, the FID finds that Uemura’s “through-pin leads provide structural support 

to the device.”  Id. at 93-95.  The FID concludes, “[b]ecause both were within the ‘technical 

grasp’ of an ordinary artisan at the time of the invention, such a person would have had, in the 

words of KSR, ‘good reason to pursue’ either.”  Id. at 93 (citing Hr’g Tr. (Lebby) at 1227:1-18; 

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)). 

In addition, the FID finds that “Uemura provides specific motivation to pursue through-

pin lead frame packaging with an LED mounted on a transparent plate.”  Id. at 94.  The FID 

explains that “a person of skill would understand Uemura’s approach, which requires less 

manufacturing precision, would ‘lower the manufacturing cost’ of packaging LEDs.”  Id. 

(quoting Hr’g Tr. (Lebby) at 1231:14-1232:13).  The FID also finds that “packaging Yamazaki 

in a lead frame with through-pins would be predictable, as Dr. Lebby described and illustrated.”  

Id. at 95 (citing Hr’g Tr. (Lebby) at 1227:19-1228:11; RDX-3.30 (reproduced below)). 
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In its petition, Complainant argues that Yamazaki does not disclose the limitation 

requiring that “the cathode and anode provide structural support to the [transparent surface or 

sapphire plate].”  Complainant explains that “[a]s the term ‘pattern’ strongly implies, a POSITA 

would understand that the conductive pattern 11a is a thin metallization that does not provide 

structural support.”  Complainant’s Pet. at 22 (citing Hr’g Tr. (Schubert) at 1331:16-1332:8); 

accord SIB at 169 (“Yamazaki’s metallizations/leads/anode and cathode are thin and do not 

provide structural support”).   

As to the combination of Yamazaki and Uemura, Complainant argues (without support) 

that “[t]here is no evidence that a POSITA would consider thin metallizations and through pin 

leads interchangeable alternatives.”  Complainant’s Pet. at 25.  Complainant reasons that “[a] 

POSITA would not combine Yamazaki and Uemura because Uemura is directed to a device that 

only emits light in one direction.”  Id.  The Commission finds that Complainant’s conclusory 

attorney arguments are insufficient to counter the substantial evidence and expert testimony 
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supporting the FID’s obviousness findings over Yamazaki in combination with Uemura.  

Accord Respondents’ Resp. at 25; Feit’s Resp. at 45; IA’s Resp. at 18-19. 

Thus, the Commission finds that Yamazaki alone or in combination with Uemura teaches 

or suggests the limitation requiring that “the cathode and anode provide structural support to the 

[transparent surface or sapphire plate].”  Accordingly, the Commission has determined to affirm 

and supplement the FID’s findings as to this limitation. 

(b) A Molding Comprising a Phosphor (Claim 1 of the ’854 
and ’557 Patents) 

Complainant in its petition levels the same criticism at the FID’s findings with respect to 

the “phosphor” limitation as it does in connection with the ’529 and ’464 patents.  Complainant 

further faults the FID for striking its arguments as to this limitation.  See Complainant’s Pet. at 

20-21; see also FID at 172 n.25.  Complainant, however, failed to identify this limitation as a 

disputed issue in its pre-hearing brief as required under the ALJ’s Ground Rules.  See Order No. 

42 (G.R. 11.2). 

As discussed supra at section III(A)(4)(ii)(a), the FID properly determines that Yamazaki 

discloses the “phosphor” limitation.  The FID states that “[f]or substantially the same reasons 

discussed supra part VI.B.1,43 . . . Yamazaki teaches most of the limitations of claim 1 of the 

’854 patent.”  FID at 171.  The Commission clarifies and confirms that the FID’s findings with 

respect to the “phosphor” limitation, made in the context of the ’529 patent, similarly apply to 

the ’854 and ’557 patents.  See FID at 90-92; supra at section III(A)(4)(ii)(a). 

 
43 As discussed supra note 42, the FID incorrectly refers to “part VI.B.1,” while the relevant 
section is part V.D.2. 



PUBLIC VERSION 

58 

(c) Sapphire Growth Substrate (Claim 1 of the ’854 and 
’557 Patents) 

The FID finds that Yamazaki alone does not disclose the “sapphire growth substrate” 

limitation but that Yamazaki in view of Uemura teaches the limitation.  See FID at 171-72.  

The FID notes that “[t]he parties agree . . . that the sapphire growth substrate is not expressly 

disclosed, but Respondents contend that limitation is obvious” in view of Yamazaki alone.  Id. 

at 171.  The FID disagrees and finds that “the record appears to be devoid of any evidence of 

such obviousness.”  Id.  The FID, however, finds obviousness based on Yamazaki in 

combination with Uemura.  The FID explains that “Uemura expressly teaches that its LEDs are 

blue GaN-based LEDs and [are] grown on a sapphire substrate.”  Id. at 172 (citing RX-779 

(Uemura) at 4:63-65, 7:6-9, 7:33-40, Table 1). 

Complainant argues in its petition that Respondents provided no expert testimony as to 

this limitation and did not even rely on an obviousness ground based on Yamazaki in view of 

Uemura.  See Complainant’s Pet. at 19.  Complainant also argues that the FID “does not 

address the lack of a sapphire growth substrate in Yamazaki at all in its discussion of the ’557 

patent.”  Id. at 26.  Complainant, however, does not acknowledge its own failure to dispute this 

limitation in its pre-hearing brief as required under the ALJ’s Ground Rules.  See FID at 170 

(’854 patent) (“Complainant only affirmatively disputes that Yamazaki discloses “wherein the 

cathode and anode provide structural support to the transparent surface.”) (citing CPB at 326; 

Complainant’s Reply Post-Hearing Br. (“CRB”) at 43); id. at 192 (’557 patent) (“Complainant 

only disputes that Yamazaki discloses ‘wherein the cathode and anode provide structural support 

to the transparent surface’ and a ‘plurality of LEDs.’”) (citing CRB at 58); see also id. at 172 

n.25 (granting Respondents’ motion to strike Complainant’s arguments as to the “sapphire 

growth substrate”); Order No. 42 (G.R. 11.2).   
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Nor does Complainant acknowledge that Respondents provided extensive discussion in 

their pre-hearing brief establishing that Yamazaki renders the limitation obvious (including 

evidence from Dr. Lebby’s expert report).  See Respondents’ Resp. at 19 (citing RPB, Ex. C at 

13, 15-16).  The relevant section is reproduced below: 

Yamazaki discloses using blue LED chips. (RX-0828 at [0014], 
[0027]; Lebby Rpt. at ¶¶ 516, 538.)  As of 2006, a person of 
ordinary skill would understand that conventional blue LEDs are III-
nitride LEDs, which are commonly grown on a sapphire (i.e., 
transparent) growth substrate.  (Lebby Rpt. at ¶ 516.)  That 
Yamazaki does not specifically use the words “sapphire growth 
substrate” is not surprising. (Lebby Rpt. at ¶ 516.)  Blue LEDs were 
well-known by this time, and a person of ordinary skill would not 
need a disclosure of all of its constituent layers to understand that it 
would typically be grown on sapphire.  (Lebby Rpt. at ¶ 516.) Thus, 
a POSITA would have understood and reasonably expected 
Yamazaki’s blue LED to feature a sapphire growth substrate. 
(Lebby Rpt. at ¶¶ 516, 539-540.)  Moreover, Complainant 
concedes that it was widely known to use sapphire growth substrate 
with blue LEDs.  (Lebby Rpt. at ¶¶ 517, 539-540 (“[s]apphire also 
is widely used as a growth substrate for III-nitride LEDs.” (quoting 
Exhibit E-1 to Complainant’s First Supplemental Infringement and 
Technical Domestic Industry Claim Charts (Dec. 7, 2020) at 16.).) 
 

Id. 

While the Commission agrees with Complainant that Respondents did not rely on the 

combination of Yamazaki and Uemura, the Commission finds that Respondents satisfied their 

burden as to the “sapphire growth limitation” based on Yamazaki alone with respect to both the 

’854 and ’557 patents.  The Commission also finds that Complainant waived any argument that 

the “sapphire growth substrate” limitation is not obvious over Yamazaki based on Complainant’s 

failure to raise the issue in its pre-hearing brief.  Accord Respondents’ Resp. at 18.   

Accordingly, the Commission has determined to review the FID’s findings as to the 

“sapphire growth substrate” limitation, and on review, to reverse the FID’s finding that the 
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asserted claims of the ’854 and ’557 are not invalid as obvious based on Yamazaki alone and to 

vacate the FID’s finding based on Yamazaki in combination with Uemura as to this limitation.44 

(d) Yamazaki Conclusion 

The Commission finds that the FID correctly concludes that the asserted claims of the 

’854 and ’557 patents are obvious over Yamazaki alone or in combination with Uemura.  As 

discussed infra section III(C), the Commission also finds that the secondary considerations of 

non-obviousness do not outweigh the findings of obviousness over Yamazaki.  Accordingly, the 

Commission has determined to affirm with modification the FID’s invalidity findings over 

Yamazaki with the modified analysis discussed above. 

(ii) Minato 

The FID finds that the asserted claims of the ’854 and ’557 patents are anticipated and/or 

obvious over Minato alone or in combination with Uemura.  See FID at 172, 194.  The FID 

notes that “Complainant only affirmatively disputes that Minato discloses ‘wherein the cathode 

and anode provide structural support to the transparent surface,’” and strikes Complainant’s 

arguments concerning “a sapphire growth substrate” and “a molding comprising a phosphor” 

limitations for failure to raise them in its pre-hearing brief.  Id. at 172 (citing CRB at 46-47; 

CPB at 324-26); id. at 172 n.25.   

The Commission has determined to review the FID’s findings as to the following 

limitations:  (1) “the cathode and anode provide structural support to the [transparent surface or 

sapphire plate]” (claim 1 of the ’854 and ’557 patents); (2) “molding comprising a phosphor” 

(claim 1 of the ’854 and ’557 patents); and (3) “sapphire growth substrate” (claim 1 of the ’854 

 
44 While both the IA and Respondents raised Yamazaki in view of Uemura as a ground for 
obviousness, they did not rely on Uemura’s disclosure for the “sapphire growth substrate” 
limitation. 
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and ’557 patents).  On review, the Commission has determined to vacate the FID’s anticipation 

finding over Minato, and to affirm with modification the FID’s obviousness findings over 

Minato in combination with Uemura. 

(a) The Cathode and Anode Provide Structural Support 
(Claim 1 of the ’854 and ’557 Patents) 

The FID finds that “[f]or substantially the same reasons” discussed in connection with the 

’529 patent, “Minato either anticipates, or alternatively renders obvious in combination with 

Uemura, claim 1 of the ’854 patent.”  FID at 172, 194 (’557 patent).  In its petition, 

Complainant argues that “Minato’s pull-out leads 32 and 33 are ‘very thin wires’ and ‘would not 

be able to provide structural support.’”  Complainant’s Pet. at 35-36 (citing Hr’g Tr. (Schubert) 

at 1332:11-20).  The IA agrees and argues that in the context of the ’529 patent, the FID does 

not find that Minato’s pull-out leads provide structural support.  See IA’s Resp. at 27.  As the 

IA notes, “[u]nlike ‘lead frame,’ the cathode/anode limitation requires that ‘both the cathode and 

the anode provide structural support.’”  Id.   

Respondents argue that “Dr. Lebby explained that ‘leads 32 and 33’ are the mechanism 

for physically supporting the LED package shown in Minato’s Figure 2, so a person of ordinary 

skill would understand that they must be providing ‘structural support.’”  Respondents’ Resp. at 

31 (citing Hr’g Tr. (Lebby) at 1247:23-1248:2).  The FID, however, does not rely on that 

testimony but instead on its findings in the context of the ’529 patent (reciting a “lead frame”) 

which do not appear to provide support for the FID’s anticipation determination over Minato as 

to the ’854 or ’557 patents (reciting a cathode/anode providing structural support).  Thus, the 

Commission agrees with Complainant and the IA that the present record does not support the 

FID’s finding that Minato anticipates claims 1 of the ’854 or ’557 patents. 
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As to the FID’s obviousness determination over Minato in view of Uemura, the 

Commission agrees with the FID that the combination of those references teaches the 

cathode/anode limitation for the same reasons as discussed in the context of the ’529 patent, 

where the FID makes an alternative obviousness finding over Yamazaki or Minato in view of 

Uemura based on an interpretation of “lead frame” where the leads (cathode and anode) provide 

structural support.   

In particular, the FID finds that “Respondents . . . elicited testimony from the perspective 

of a person of ordinary skill in the art about the scope and content of the[] [Minato, Uemura, and 

Shimizu] references, how an artisan would be motivated to combine them, and what the expected 

result would be.”  FID at 105 (citing Hr’g Tr. (Lebby) at 1247:10-1252:1).  That testimony, the 

FID continues, is “unrebutted.”  Id.  The FID further notes that “[a]t the time of the invention 

. . . , there were two well-known, interchangeable options for packaging LEDs:  using through-

pins or using SMJs.”  Id. at 106.  “Because both were within the ‘technical grasp’ of an 

ordinary artisan at the time of the invention,” the FID finds that “such a person would have had, 

in the words of KSR, ‘good reason to pursue’ either.”  Id. (citing KSR, 550 U.S. at 421; Hr’g Tr. 

(Lebby) at 1248:21-1249:18). 

Complainant argues that “Respondents did not establish that SMJs and through-pin leads 

are ‘interchangeable’ (or that through-pins provide structural support).”  Complainant’s Pet. at 

37.  As discussed supra at section III(B)(5)(i)(a), Complainant’s unsupported arguments are 

insufficient to rebut the Respondents’ expert testimony and the FID’s findings based thereon.  

Accord Respondents’ Resp. at 32; IA’s Resp. at 27. 

Thus, the Commission has determined to review the FID’s invalidity findings over 

Minato alone or in combination with Uemura and, on review, to:  (1) reverse the FID’s finding 



PUBLIC VERSION 

63 

that Minato anticipates the asserted claims of the ’854 and ’577 patents, and (2) affirm the FID’s 

finding that those claims are invalid as obvious over Minato in combination with Uemura. 

(b) A Molding Comprising a Phosphor (Claim 1 of the ’854 
and ’557 Patents) 

The FID finds that Minato discloses the “phosphor” limitation.  The FID strikes 

Complainant’s arguments as to this limitation and refers back to its findings in connection with 

the ’529 patent.  See FID at 172, 172 n.25, 194.   

In its petition, Complainant levels the same criticism with respect to the “phosphor” 

limitation as it does in connection with the ’529 and ’464 patents.  See Complainant’s Pet. at 35.  

Complainant, however, failed to identify this limitation as a disputed issue in its pre-hearing 

brief.  Respondents, on the other hand, provided claim charts and explained that Complainant’s 

own expert (Dr. Schubert) admitted in deposition that “Minato discloses using a phosphor as part 

of the molded resin body that encapsulates the LED chips and the sapphire plate.”  See RPB at 

203-04 (citations omitted).   

Thus, as discussed supra at section III(A)(4)(iii)(b), the FID properly determines that 

Minato discloses the “phosphor” limitation.  Accordingly, the Commission has determined to 

affirm the FID’s findings as to this limitation. 

(c) Sapphire Growth Substrate (Claim 1 of the ’854 Patent) 

The FID makes no specific finding as to whether Minato discloses the “sapphire growth 

substrate” limitation but strikes Complainant’s arguments that Minato does not disclose that 

limitation for failure to raise them in the pre-hearing brief.  See FID at 172 n.25; see also Order 

No. 42 at G.R. 11.2.   

Complainant contends that “Dr. Lebby’s demonstrative admitted that Minato does not 

disclose a sapphire growth substrate, and Respondents reproduced that slide in their post-hearing 
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brief.”  Complainant’s Pet. at 34 (citing RDX-3.51).  The slide at issue (RDX-3.51), however, 

indicates that the “sapphire growth substrate” limitation is undisputedly obvious over Minato.  

Complainant was on notice of Respondents’ obviousness contentions and evidence but failed to 

challenge that limitation.  Instead, Complainant chose to dispute only certain limitations 

(cathode/anode) but not others (phosphor and sapphire growth substrate) in its pre-hearing brief.   

The Commission finds that Respondents’ pre-hearing contentions that Minato discloses 

the “sapphire growth substrate” limitation are sufficient and undisputed.  See RPB at 208 

(stating that “it was obvious to use LED chips that included a sapphire growth substrate as the 

‘known’ blue LEDs”); see also RPB, Ex. D at 12-13, 15-16; accord Respondents’ Resp. at 28; 

IA’s Resp. at 26.  On the other hand, Complainant waived any argument that the “sapphire 

growth substrate” limitation is not obvious over Minato based on Complainant’s failure to raise 

the issue in its pre-hearing brief.  See Order No. 42 (G.R. 11.2). 

Thus, the Commission finds that Respondents satisfied their burden as to whether the 

“sapphire growth substrate” limitation is obvious over Minato.  Accordingly, the Commission 

has determined to affirm and supplement the FID’s obviousness findings over Minato as 

discussed above. 

(d) Minato Conclusion 

The Commission has determined to affirm with the supplemental analysis discussed 

above the FID’s finding that the asserted claims of the ’854 and ’557 patents are obvious over 

Minato in combination with Uemura.  As discussed infra section III(C), the Commission also 

finds that the secondary considerations of non-obviousness do not outweigh the findings of 

obviousness over Minato.  The Commission, however, reverses the FID’s finding that the 

asserted claims of the ’854 and ’557 patents are anticipated by Minato. 
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(iii) Uemura or Tamaoki 

The FID determines that Uemura does not anticipate claim 1 of the ’854 patent but that 

“Uemura renders claim 1 of the ’557 patent obvious, either alone or in combination with 

Minato.”  FID at 173, 195.  The FID also finds that Tamaoki anticipates claim 1 of the ’854 

patent.  See id. at 174.  The Commission has determined to take no position with respect to the 

FID’s invalidity findings over Uemura (as to the ’557 patent) or Tamaoki (as to the ’854 patent).  

See Beloit, 742 F.2d at 1423. 

(iv) Invalidity Conclusion 

As explained above, the Commission has determined to affirm with modification the 

FID’s finding that asserted claims of the ’854 and ’557 patents are obvious over Yamazaki or 

Minato, but to reverse the FID’s finding that those claims are anticipated by Minato, and to take 

no position on the FID’s finding on invalidity over Uemura and Tamaoki. 

C. Secondary Considerations 

Secondary considerations of non-obviousness include “commercial success, long felt but 

unresolved needs, failure of others, etc.”  See KSR, 550 U.S. at 406 (citing Graham v. John 

Deere Co., 383 U.S. 1, 17-18 (1966)); Transocean Offshore Deepwater Drilling, Inc. v. Maersk 

Drilling USA, Inc., 699 F.3d 1340, 1349 (Fed. Cir. 2012) (“[E]vidence rising out of the so-called 

‘secondary considerations' must always when present be considered en route to a determination 

of obviousness.”).45  As explained below, the Commission has determined to affirm and 

 
45 See also Transocean, 699 F.3d at 1348-49 (“The establishment of a prima facie case . . . is not 
a conclusion on the ultimate issue of obviousness. . . . A party is also free to introduce evidence 
relevant to the fourth Graham factor, objective evidence of non-obviousness, which may be 
sufficient to disprove or rebut a prima facie case of obviousness.”) (citations omitted) (emphasis 
in original). 
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supplement the FID’s findings as to secondary considerations.  See FID at 30-34, 95, 98-99, 

106, 108.  

1. Commercial Success 

The FID finds that “Complainant presented some evidence of the success of the Licensee 

Domestic Industry Products, and [the FID] give[s] th[e] [commercial success] factor weight 

commensurate with that evidence.”  FID at 30-31.  Complainant does not dispute the FID’s 

findings as to this factor but argues that they are wrongly premised on the FID’s finding that the 

Accused Products and the Licensee DI Products are not covered by the asserted claims.  See 

Complainant’s Pet. at 56.  Because the Commission agrees with and affirms with modification 

the FID’s findings with respect to infringement and the technical prong of the domestic industry 

requirement, the Commission finds that this factor carries limited weight in favor of non-

obviousness. 

2. Skepticism 

As to the skepticism of experts, the FID notes that the testimony of Dr. DenBaars shows 

that “at least some individuals in the field expressed skepticism,” but the FID finds that his 

“testimony is uncorroborated, self-serving” and “give[s] it little weight.”  See FID at 31-32.  

Complainant argues that the FID errs in assigning little weight to the inventor’s testimony, 

contending that the FID’s finding is based on an erroneous interpretation of the case law.  See 

Complainant’s Pet. at 54-55.     

The Commission disagrees with Complainant.  The FID recognizes that “testimony from 

named inventors regarding skepticism from industry experts [has] supported a conclusion of 

nonobviousness.”  See FID at 31-32 (citing Transocean, 699 F.3d at 1352-53).  In addition, 

while the FID notes that uncorroborated, self-serving testimony of an inventor must be treated 
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with skepticism, the FID does not find that uncorroborated testimony is per se insufficient.  See 

id. (citing Allergan, Inc. v. Apotex Inc., 754 F.3d 952, 968 (Fed. Cir. 2014)).  Rather, the FID 

makes a credibility determination, and the Commission discerns no error in such determination.  

Thus, the Commission agrees that this factor carries limited weight in favor of non-obviousness. 

3. Licensing 

As to licensing, the FID finds that “Complainant’s licensing evidence is of limited use in 

demonstrating non-obviousness,” and “will be given moderate weight.”  FID at 32-33.  The 

FID explains that “the bulk of the licenses appear to either directly or indirectly be a result of 

Complainant’s enforcement campaign, instead of uncoerced interest in the Asserted Patents and 

their technology.”  Id.  In addition, the FID notes that “the domestic industry licensees were 

making the Licensee Domestic Industry Products before they executed a license with 

Complainant.”  Id. at 32. 

Complainant argues that the FID ignores the fact most of “the licensees have not been 

parties in any investigation nor otherwise been sued by Complainant for infringement.”  

Complainant’s Pet. at 54.  As the FID finds, however, “most of the licenses were entered into 

after the enforcement campaign commenced.”  See FID at 32.  Complainant also admits that its 

main licensee, “[ 

].”  Id. at 54; accord  

Respondents’ Resp. at 45-46; IA’s Resp. at 38. 

The Commission finds that substantial evidence supports the FID’s finding as to licensing 

revenues, and the Commission therefore agrees with the FID that this factor carries “moderate 

weight” in favor of non-obviousness. 
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4. Simultaneous Invention 

As to simultaneous invention, the FID gives this factor some weight against non-

obviousness.  See FID at 33-34.  Specifically, Respondents argued that the application leading 

to the Tanda46 patent, which discloses all the features of the asserted claims of the ’854 and ’557 

patents, was filed nearly a year before the earliest filing date of those patents.  Id. at 33.  

Accordingly, Respondents argued, “this constitutes evidence that the steps needed to make the 

purported invention were within the ability of a [POSITA], and weighs in favor of a finding of 

obviousness with respect to those two patents.”  Id.  The FID notes that “Complainant did not 

contest th[e] evidence of simultaneous invention ahead of or during the hearing.”  Id.  

Complainant does not deny its failure to contest the evidence as to Tanda but argues that the FID 

errs in giving this factor any weight.  See Complainant’s Pet. at 55.   

The Commission finds that the record evidence supports the FID’s finding that this factor 

should be given some weight against non-obviousness. 

5. Conclusion 

The Commission finds that the secondary consideration factors relating to commercial 

success, skepticism, and licensing weigh somewhat in favor of non-obviousness, but that 

simultaneous invention weighs somewhat against non-obviousness.  On balance, the 

Commission finds that the secondary consideration factors do not outweigh the obviousness 

findings over Yamazaki or Minato alone or in combination with other prior art.  See Sundance, 

Inc. v. DeMonte Fabricating Ltd., 550 F.3d 1356, 1368 (Fed. Cir. 2008) (“Secondary 

considerations of nonobviousness . . . simply cannot overcome this strong prima facie case of 

obviousness.”); Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 

 
46 U.S. Patent Application Publication 2007/0139949 (“Tanda”) (RX-850). 
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2007) (finding substantial evidence of commercial success, industry praise, and long-felt need 

insufficient to overcome strong evidence of prima facie obviousness).   

D. Domestic Industry - Economic Prong 

As stated supra note 29, the FID correctly notes that because the patent claims that 

Complainant relies upon for the technical prong are invalid, the domestic industry products are 

not protected by their respective patents, and therefore, Complainant cannot satisfy the domestic 

industry requirement.  See FID at 201.  However, the ID provides findings on the economic 

prong of the domestic industry requirement in case the Commission finds relevant patent claims 

valid and the technical prong satisfied.  See id.  The Commission has determined to review the 

FID’s findings that Complainant has satisfied the economic prong of the domestic industry 

requirement, and on review, to take no position on those findings.  See Beloit, 742 F.2d at 1423. 

IV. CONCLUSION 

 For the reasons set forth herein, the Commission has determined that Complainant has 

not established a violation of section 337 by the Respondents with respect to any asserted claim 

of the Asserted Patents.  Accordingly, the investigation is terminated with a finding of no 

violation of section 337.   

By order of the Commission. 

 
Lisa R. Barton 
Secretary to the Commission 

Issued:  March 8, 2022 
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