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Complainant has not provided any evidence that shows any channel-specific 

information is supplied to a hierarchically higher Internet protocol based channel for an 

overall link between the at least two communicating devices (in this hypothetical 

arrangement) because each Mesh AP in the network exchanges information on layer 2, as 

discussed above.  Further, as to complainant’s argument that the claimed “radio link” is 

between communicating device A and Root AP, complainant has not shown that any CSI 

about that radio link is supplied to a “hierarchically higher Internet protocol based 

channel for an overall link between the at least two communicating devices,” nor has it 

identified what would be the “overall link” between APs in that arrangement.   

Specifically, as illustrated in its own demonstrative (CDX-0001C-677.0134), 

complainant has not explained whether the overall link is between device A and device 

B, or between device A and device C, or between device B and device C.  Even if the 

overall link was between device A and B, the CommScope products could not infringe 

this limitation because there is no evidence that channel-specific information (e.g., from 

the radio link between communicating device A and the Root AP), is supplied to a 

hierarchically higher Internet protocol based channel for an overall link between, for 

example, devices A and B. 

Third, none of the alleged channel-specific information identified in 

complainant’s infringement contentions are supplied to a “hierarchically higher Internet 

protocol based channel for an overall link between the two communicating devices.”  

Complainant argues that the “  

” and claims that the “ .”  

See CX-3846C (Madisetti WS) at Q/A 415.  Complainant further argues that these are 
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  Id.  However, this is not an accurate depiction of the cited 

code, because  does not supply any network information to layer 4, 

nor is it relevant to the issues related to the ‘677 patent.  See RX-0935C (Overby WS) at 

Q/A 83-86.   

 and Dr. Madisetti has not cited any evidence that would show 

otherwise.  Id.  Complainant refers to a Linux Drivers Textbook that explains that “[a]ny 

ioctl command that is not recognized by the protocol layer is passed to the device layer.”  

See CDX-0001C.677.136; CX-3846C (Madisetti WS) at Q/A 415.  That is what happens 

in the cited CommScope code.  Yet, this shows  

 

.  This would explain  

  See RX-1196C (Lin RWS) at Q/A 144-

46.  Here, , so that the 

application can talk to the device driver, but it does not go through the IP layer (or layer 

3/4).   

Claim 1[c]: “initiating at least one of a changeover in respect of at least 
one multiple access medium and a handover based on the channel-
specific information supplied from the channel for the radio link to the 
hierarchically higher Internet protocol based channel for the overall 
link.”   

The accused CommScope products do not infringe this claim element for several 

reasons.  First, complainant argues that the accused access points initiate a handover 

“based on the channel-specific information” discussed in limitation 1[b].  See Compl. Br. 

at 73 (citing CX-3846C (Madisetti WS) at Q/A 416-17); RX-1196C (Lin RWS) at Q/A 
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174-78.  However, complainant never identifies which “CSI” from limitation 1[b] it 

contends is the basis for initiating a handover.   

Second, complainant argues that “information can be used for communicating 

device B to connect to communicating device C instead, which involves switching from 

communicating with one base station, e.g., base station E, to communicating with a 

different base station, e.g., base station D.”  See CX-3846C (Madisetti WS) at Q/A 416-

17; RX-1196C (Lin RWS) at Q/A 176.  However, complainant has not provided an 

evidence that shows that any handover was “based on the channel-specific information 

supplied from the channel for the radio link to the hierarchically higher Internet protocol 

based channel for the overall link.”   

Finally, the accused Smart Mesh APs do not initiate a handover or changeover 

“based on the channel-specific information…to the hierarchically higher Internet protocol 

based channel for the overall link.”  See RX-1196C (Lin RWS) at Q/A 177-78.  As 

explained above, Mesh APs , and thus, no channel-specific 

information is supplied to a hierarchically higher Internet protocol based channel for the 

overall link between two communicating devices.   

* * * 

Asserted dependent method claims 2-6 of the ‘677 patent read as follows:  

2. A method according to claim 1, wherein said supplying 
sends the channel-specific information to the 
hierarchically higher Internet protocol based channel 
via a bit transmission channel to provide specific 
information about a physical radio link between the one 
of the communicating devices and the at least one base 
station. 
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3. A method according to claim 2, wherein said supplying 
supplies the channel-specific information to the 
hierarchically higher Internet protocol based channel 
via a data link layer channel to ensure the radio link 
between the at least one of the communicating devices 
and the at least one base station. 

4. A method according to claim 2, wherein the channel-
specific information relates to parameter information 
about the radio link between the at least one of the 
communicating devices and the at least one base 
station. 

5. A method according to claim 2, wherein the channel-
specific information relates to calculations on data 
relating to the radio link between the at least one of the 
communicating devices and the at least one base 
station. 

6. A method according to claim 3, wherein the channel-
specific information is control information related to 
the radio link between the at least one of the 
communicating devices and the at least one base 
station. 

JX-0001 (‘677 Patent) at 6:3-26.   

d. Dependent Claim 2 : “A method according to 
claim 1, wherein said supplying sends the 
channel-specific information to the 
hierarchically higher Internet protocol based 
channel via a bit transmission channel to provide 
specific information about a physical radio link 
between the one of the communicating devices 
and the at least one base station.” 

Complainant has not provided evidence that the accused products send channel-

specific information to the hierarchically higher Internet protocol based channel “via a bit 

transmission channel” as required by the claim.  Rather, complainant concludes that this 

element is met without demonstrating that a “bit transmission channel” is present in the 
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accused devices, or that any alleged “channel-specific information” is supplied via the 

“bit transmission channel.”  See RX-1196C Lin WS) at Q/A 179-82. 

Further, complainant argues that the accused products meet claim 2 because in 

“claim 1,  can be supplied via the bit transmission channel, e.g., layer 1.”  See 

Compl. Br. at 59, 74, 97 (citing CX-3846C (Madisetti WS) at Q/A 374, 418, 488).  This 

is wrong for the same reasons discussed above because any RSSI information is provided 

based on Layer 2 protocols, and there is no evidence that RSSI is supplied to “a 

hierarchically higher Internet protocol based channel for an overall link between the at 

least two communicating devices.”  See RX-1196C (Lin RWS) at Q/A 179-82.   

e. Dependent Claim 3: “A method according to 
claim 2, wherein said supplying supplies the 
channel-specific information to the 
hierarchically higher Internet protocol based 
channel via a data link layer channel to ensure 
the radio link between the at least one of the 
communicating devices and the at least one base 
station.” 

The accused products do not infringe claim 3.  See RX-1196C (Lin RWS) at Q/A 

183-86.  Complainant has not provided any evidence that the accused products infringe.  

Instead, complainant concludes that this element is met without providing any evidence 

that a “data link layer channel” is present in the products, or that any alleged “channel-

specific information” is supplied via the “data link layer channel.”   

Complainant argues that the HPE accused products meets the limitations 

contained in claim 2.  For the reasons discussed above, this is wrong.  Further, 

complainant argues that the accused products meet claim 3 because in “claim 1, the 

channel specific information can be supplied via the data link layer, e.g., layer 2.”  See 
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Compl. Br. at 60; CX-3846C (Madisetti WS) at Q/A 376.  This opinion is inconsistent 

with complainant’s positions related to how the channel-specific information is 

transmitted .  Specifically, complainant, through its prior analysis of claim 1, 

argued that channel-specific information is supplied to , but here 

contends it is supplied to a “data link layer, e.g., layer 2” ( ).  

Complainant’s analysis stating that channel-specific information is being supplied in two 

apparently disparate manners is wrong.  See RX-1196C (Lin RWS) at Q/A 184.  

Complainant has not provided any evidence to support its positions.   

Complainant argues that the accused NETGEAR and CommScope products meet 

the limitations contained in claim 2.  For the reasons discussed above, this is wrong.  See 

RX-1196C (Lin RWS) at Q/A 185-186.  Complainant argues that the accused products 

meet claim 3 because “  can be supplied via the data link layer, e.g., layer 2, to the 

 discussed above to ensure that the radio link between the at least one of the 

communicating devices and the at least one base station, e.g.,  

”  See Compl. Br. at 75, 98; CX-3846C (Madisetti WS) at Q/A 419, 489.  However, 

complainant has not provided any evidence in support.   

f. Dependent Claim 4: “A method according to 
claim 2, wherein the channel-specific 
information relates to parameter information 
about the radio link between the at least one of 
the communicating devices and the at least one 
base station.” 

Complainant has not provided any evidence that the accused products practice 

claim 4.  See CX-3846C (Madisetti WS) at Q/A 377-78, 420, 490.  Instead, complainant 

summarily concludes that this element is met without providing any evidence that 
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“channel-specific information” is supplied and whether it includes any alleged 

“parameter information.”  See Compl. Br. at 60, 75, 98; RX-1196C (Lin RWS) at Q/A 

187-90.  Complainant further argues that the accused products meet the limitations of 

claim 2.  For the reasons discussed above, this is wrong.  Complainant does not provide 

any evidence that the  qualifies as “parameter information” as disclosed in the 

patent.  In the ‘677 patent, the example surrounds QoS information, but  is not 

congruent to this type of information.  Id. at Q/A 188-90.   

g. Dependent Claim 5: “A method according to 
claim 2, wherein the channel-specific 
information relates to calculations on data 
relating to the radio link between the at least one 
of the communicating devices and the at least 
one base station.” 

The accused products do not infringe claim 5.  See RX-1196C (Lin RWS) at Q/A 

191-194.  Complainant has not provided any evidence that the accused products infringe.  

Instead, complainant’s expert concludes that this element is met without providing any 

evidence that “channel-specific information” is supplied and whether it allegedly relates 

to “calculations on data relating to the radio link.”  See Compl. Br. at 60, 76, 98; CX-

3846C (Madisetti WS) at Q/A 379-380, 421, 491.   

Complainant argues that the HPE accused products meet the limitations contained 

in claim 2.  For the reasons discussed above, this is incorrect.  See RX-1196C (Lin RWS) 

at Q/A 192.  Further, complainant does not demonstrate that the  was 

performed based on “data relating to the radio link,” but is instead based on .   

Complainant argues that the NETGEAR and CommScope products infringe claim 

2.  For the reasons discussed above, this is wrong.  Further, complainant argues that the 
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accused products meet claim 5 because in “claim 1, the channel-specific information 

includes calculations on  of the proposed channel between the at least one of the 

communicating devices and the at least one base station.”  See Compl. Br. at 76, 98; CX-

3846C (Madisetti WS) at Q/A 421, 491.  Complainant has not provided sufficient 

evidence to support his position.  See RX-1196C (Lin RWS) at Q/A 193-94.   

h. Dependent Claim 6: “A method according to 
claim 3, wherein the channel-specific 
information is control information related to the 
radio link between the at least one of the 
communicating devices and the at least one base 
station.” 

The accused products do not infringe claim 6.  See RX-1196C (Lin RWS) at Q/A 

195-98.  Complainant has not provided any evidence that the accused products infringe.  

Id.   

Complainant argues for all respondents that the accused products meet the 

limitations contained in claim 3.  See Compl. Br. at 61, 76, 99 (citing CX-3846C 

(Madisetti WS) at Q/A 382-83, 422-23, 492-93).  For the reasons discussed above, this is 

wrong.  Complainant further claims that control information in HPE accused products is 

“ ,” “ ,” or 

“ .”  Id. at Q/A 382.  However, complainant has not explained why any of the 

purported “channel-specific information” is “control information” in the ‘677 patent, or 

why it would satisfy the limitations found in claim 1, where complainant points to a 

different alleged channel-specific information.  See RX-1196C (Lin RWS) at Q/A 195-

98.  Further, complainant has not established how NETGEAR and CommScope provide 

any of the purported “channel-specific information” as “control information” in the ‘677 
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The evidence has shown that HPE induces infringement of the 
asserted claims by end users in the United States.  CX-3846C (Madisetti 
WS) at Q/A 387.  Evidence of that inducement can be found in, among 
other things, HPE’s user manuals and instructions as to how to use the 
products.  Id.  HPE also provides a vast array of support to its United 
States customers via its support websites, e.g., 
https://support.hpe.com/hpesc/public/home/  and 
https://asp.arubanetworks.com/.  Id. 

HPE induces infringement of its customers by providing the 
ArubaOS user guide that instructs HPE’s customers as to how to set up 
and use the products in an infringing manner.  CX-3846C (Madisetti WS) 
at Q/A 388 (citing CX-0104.0016).  The ArubaOS guide provides detailed 
instructions describing ClientMatch and showing how to configure 
ClientMatch.  Id. (citing CX-0104.0569-70). 

HPE’s interrogatory responses further show that HPE induces 
infringement.  CX-3846C (Madisetti WS) at Q/A 389 (citing CX-
0477C.0004-05, Response to Interrogatory No.  175).  HPE’s responses to 
RFAs also indicate that HPE induces infringement.  Id. (citing CX-
0476C.0383-86). 

Compl. Br. at 62-63.   

Complainant argues that CommScope directly infringes asserted method claims 1-

6 of the ‘677 patent:  

CommScope directly infringes the asserted claims by testing and 
operating the  Access Points in the United States.  CX-3846C 
(Madisetti WS) at Q/A 424.  As discussed above, the CommScope  
Access Points practice the asserted claims when operated, including when 
operated with the .  Id.  CommScope tests the  
Access Points in the United States and abroad, thereby performing all the 
steps in the asserted claims.  Id.  CommScope’s deposition testimony 
shows that CommScope directly infringes the claims of this patent by 
conducting tests of the accused products in the United States.  Id.  This 
includes , which would encompass the 
accused functionality.  Id. (citing JX-0175C.26 (Jou Tr.) at 97:8-12; 
139:22-140:12. 

Compl. Br. at 76-77.   

Complainant argues that CommScope induces infringement of the asserted 

method claims 1-6 of the ‘677 patent:  
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infringes the claims of this patent by conducting tests of the NETGEAR 
Products in the United States.  CX-3846C at Q/A 495.   

NETGEAR’s interrogatory responses show that NETGEAR 
directly infringes the claims of this patent.  CX-3846C, Madisetti WS at 
Q/A 496.  As shown in those responses, NETGEAR specifically tests 

.  Id. (citing CX-0481C.0004 
(Response to Interrogatory No.  174 (4/21/2021)).  NETGEAR’s 
documents also show that NETGEAR tests the NETGEAR Products in the 
United States, thereby performing all the steps in the asserted claims.  CX-
3846C, Madisetti WS at Q/A 497 (citing  CX-3921C.0002).). 

Compl. Br. at 99-100.   

Complainant argues that NETGEAR induces infringement of the asserted method 

claims 1-6 of the ‘677 patent:  

NETGEAR induces infringement of the asserted claims by end 
users in the United States.  CX-3846C, Madisetti WS at Q/A 498.  
Evidence of that inducement can be found in among other things, user 
manuals and instructions as to how to use the products.  Id.  NETGEAR’s 
user guides include instructions to its end users as to how to set up and use 
the NETGEAR products in an infringing manner.  CX-3846C, Madisetti 
WS at Q/A 499.  The example user guide at CX-1361C.0003, .07, .08, and 
.11 is illustrative, showing for example “When to Use Your Extender” and 
“Use as an Access Point.” Id.  NETGEAR’s interrogatory responses 
further indicate that NETGEAR induces infringement of its end users.  
CX-3846C, Madisetti WS at Q/A 500 (citing CX-0481C.0004-06 
(Response to Interrogatory No.  175)).  NETGEAR’s responses to RFAs 
also indicate that NETGEAR induces infringement of its end users.  CX-
3846C, Madisetti WS at Q/A 500 (citing CX-0480C.0004-06 (Response to 
RFA 159)). 

Compl. Br. at 100.   

a. Direct Infringement of the ‘677 Patent 

As discussed below, complainant has not shown direct infringement.  See RX-

1196C (Lin RWS) at Q/A 199-200.  The ‘677 patent claims a method for transmitting 

information in a communications network, which requires at least two communicating 

devices.  Without the communicating devices, one could not perform the method.  Dr. 
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Madisetti’s allegations require that a third-party provide at least a mobile phone and 

laptop, for example, to even meet the limitation required by all asserted claims.  There 

cannot be any direct infringement if the respondents do not provide the “at least two 

communicating devices.”  Moreover, even for the “supplying” limitation, respondents 

cannot directly infringe because a third-party device, such a mobile phone that can 

communicate via radio, is required in order to have a radio link between that device and a 

base station.   

Testing 

While Dr. Madisetti opines that respondents infringe by testing the accused 

products in the United States, to the extent any such testing could be considered an 

infringing act, Dr. Madisetti has not provided any evidence to support that the testing 

could perform each and every claim limitation of the asserted patent.   

Nothing Dr. Madisetti cites shows that HPE actually tests any of the accused 

products in the United States.  Certain HPE documents contain testing details, but no 

such information regarding the testing being done in the United States.  See CX-

3591C.0016, .0018, 0020-21 ( ).  Dr. Madisetti’s conclusory 

opinion has not shown direct infringement through testing (in the U.S.) of any device.  As 

confirmed by respondents’ interrogatory and other discovery responses, and the 

testimony of HPE’s corporate witness, the accused Client Match functionality is  

.  See, e.g., CX-0477 (HPE’s Response to 

Interrogatory No. 174 ( ); RX-1198C 

(Balay WS) at Q/A 85; CX-0481C (NETGEAR’s Response to Interrogatory No. 174); 

CX-0472C (CommScope’s Response to Interrogatory No. 174 (CommScope’s 
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understanding is that  

)); RX-1201C (Jou WS) at Q/A 22.  Thus, complainant has 

not shown direct infringement through testing (in the U.S.) of any device.   

b. Indirect Infringement of the ‘677 patent 

As discussed below, complainant has not shown indirect infringement.  See RX-

1196C (Lin RWS) at Q/A 201.  Complainant does not argue that respondents’ customers 

directly infringe claims 1-6 of the ‘677 patent or that the accused products necessarily 

infringe claims 1-6.  As discussed above, infringement of the ‘677 patent requires 

multiple entities such that neither respondents’ customers nor a third-party manufacturer 

could directly infringe claims 1-6 of the ‘677 patent.  The accused products also do not 

necessarily use the 802.11, 802.11k, 802.11v, 802.11r, or 802.1Q standards, as the 

accused products are capable of supporting hundreds of different standards and protocols.  

Id. at Q/A 199-201.  Complainant has not pointed to any specific instances of direct 

infringement or provided any evidence that the accused products necessarily infringe the 

‘677 patent.  Id.   

Respondents do not encourage, and do not possess a specific intent to encourage, 

another’s infringement of the ‘677 patent.  Id.  Thus, there is no basis on which a finding 

of indirect infringement can be found as to any of the respondents.   

Complainant argues that respondents’ advertisements, distribution channels, 

circulation of instruction manuals, and customer support, among other things, induces 

respondents’ customers to infringe the ‘677 patent.  However, respondents do not 

encourage, and do not possess a specific intent to encourage, another’s infringement of 

the ‘677 patent through use of their manuals, advertisements, distribution, or otherwise.  
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Compl. Br. at 100-101, 104; see id. at 101-108.   

Respondents disagree.  See Resps. Br. 277-78; Resps. Reply Br. 91-93.   

As discussed below, the evidence shows that complainant has not satisfied the 

technical prong of the domestic industry requirement.   

As discussed below, complainant has not satisfied the technical prong of the 

domestic industry requirement for the same reasons the NETGEAR and HPE accused 

products do not infringe the asserted claims.   

Category 1: SCALANCE W700 

Complainant’s arguments as to why the “SCALANCE W700” series products 

allegedly practice the ‘677 patent  

  See Compl. Br. at 101-02.  Complainant summarily argues that the Siemens APs 

use “ .”  See Compl. Br. at 101.  However, complainant cites no 

evidence that the Scalance W7xx products actually use , or that, even 

if they do, that the identified  is the same code present and 

enabled on the identified Scalance W7xx products.  Id. at 101.  In any event, the Siemens 

APs would not be within the scope of the ‘677 patent claims for  

.  See RX-1196C (Lin RWS) at Q/A 

7, 202-03, 204-15.  Further, the evidence cited to show Siemens’ direct practice of the 

claims does not show any of the claimed limitations.  See id. at 102-03 (citing “wireless 

site survey and configuration,” wireless support, and configuration support in documents, 

but no claim limitations).   

PUBLIC VERSION



 
 

 

  265 
 

Category 2: The Scalance W1750D 

As to “SCALANCE W1750D,”  

 

 

  See Compl. Br. at 104; CX-3846C (Madisetti WS) at Q/A 525-40.   

 

 the identified Scalance W1750D is not within the scope of the ‘677 patent claims 

and does not satisfy the technical prong.  See RX-1196C (Lin RWS) at Q/A 7, 202-03, 

216-20.   

In summary, complainant’s arguments regarding the Scalance W1750D are 

wrong, and the Scalance W1750D is not within the scope of the asserted ‘677 patent 

claims.  Siemens W1750D is based on the  

.  See RX-1198C (Balay WS) at Q/A 15-18; CX-

3634C (  

; RX-1205; RX-1204; RX-1203; RX-1207; RX-1206.  However, complainant’s 

analysis for the  are based primarily on the product’s use of  

functionality.  See CX-3846C (Madisetti WS) at Q/A 530.  As discussed above, the 

 does not use the  message system, but rather uses a different 

system named .  Moreover, it appears 

that complainant never analyzed the code for the Instant APs (including the ).  

See RX-1196C (Lin RWS) at Q/A 218.  Thus, it has not been established that the 

 is within the scope of the ‘677 patent claims and likewise no viable domestic 

industry evidence for the Scalance W1750D.   
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Complainant’s arguments regarding Dr. Balay’s “self-serving” testimony are not 

persuasive.  See Compl. Br. at 105.  Dr. Balay testified that  

.  Balay Tr. 404 (“  

 

).  Indeed,  

.  See Resps. Br. at 37, 188; Balay Tr. 398.   

Indeed, complainant has presented no evidence that Siemens has ever purchased 

or used an  controller or that a Scalance W1750D ever has been used with an  

controller, let alone in the United States.  Complainant has not presented any evidence of 

a Scalance W1750D operating  

, let alone in the United States.  The only specific evidence in the record 

regarding the use of the Scalance W1750D is  

.  See JX-0185C (Maker Dep. Tr.) at 94-95.   

Complainant’s argument that equates the W1750D to a Campus AP as sold is not 

persuasive.  Dr. Balay stated that  

  See Balay Tr. 412, 403.  The record evidence shows that the W1750D is sold as an 

 and while , there is 

no evidence that it has ever been done nor has complainant stated that it tested this 

functionality.   

D. Validity of the ‘677 Patent  

Respondents argue, inter alia:  

At the time of the ‘677 Patent’s purported invention, the patent’s 
underlying technology was well-known.  For example, at the time of the 
‘677 Patent, radio communications systems, including cellular and Wi-Fi 
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networks, were well-known.  JX-0188C (Martin Tr.) at 122:21-25.  JX-
0001 (‘677 Patent) at 1:29-38, 2:47-54, 2:55-58; 4:53-61, 4:31-47.  Base 
station networks, layered communication protocols (such as the ISO/OSI 
model), Internet protocol communications, and Quality of Service (QoS) 
were also all well-known at the time.  RX-0778 (Lin WS) at Q/A 19; 
RDX-0002C.0004.  Importantly, handoff methods within radio 
communication systems were also well-known, including handoffs being 
initiated based on radio channel quality information.  JX-0188C (Martin 
Tr.) at 123:1-5; JX-0001 at 4:67-5:3; RX-0925 (Pitcher) at 10:63-11:9, 
11:28-37; RX-1190 (Takagi) at [0088]; RX-0266 (Ahmed) at 19:13-26; 
RX-0241 (Matta) at 3:54-64, 3:44-53, 3:65-4:4. 

The asserted claims (1-6) of the ‘677 Patent are invalid in view of 
numerous independent references which are identified below.   

• Claims 1-6 are anticipated by Pitcher (RX-0778 at Q/A 
31-100) 

• Claims 1-6 are anticipated by Matta (RX-0778 at Q/A 
101-156) 

• Claims 1-6 are anticipated by Takagi (RX-0778 at Q/A 
157-208) 

• Claims 1-6 are anticipated by Ahmed (RX-0778 at Q/A 
209-253) 

• Claims 1-6 are rendered obvious by Takagi in view of 
Pitcher (RX-0778 at Q/A 157-208) 

• Claims 1-6 are rendered obvious by Matta in view of 
Matta ‘915 (RX-0778 at Q/A 101-156); RX-0226 
(Matta ‘915) 

• Claims 1-6 are rendered obvious by Pitcher in view of 
Park (RX-0778 at Q/A 31-100); RX-0178 (Park). 
 

As discussed below, each of these references discloses or renders 
obvious every limitation of claims 1-6 of the ‘677 Patent.   

Q3 does not challenge that many of the claim limitations are 
disclosed in the prior art.  In fact, for Takagi, there is only a single dispute 
regarding limitation (1[c]), i.e., whether Takagi discloses “initiating…a 
handover based on supplying channel-specific information from the 
channel for the radio link to the hierarchically higher Internet protocol 
based channel for the overall link.”  Q3 does not challenge that the 
channel-specific information is supplied according to the claim (limitation 
1[b]), but only whether that supplying results in initiating a handover.  As 
shown below, Takagi’s preferred embodiment expressly discloses this 
limitation and Q3’s challenge should be rejected.  Q3’s challenges to the 
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remaining references should also be rejected because Pitcher, Matta, and 
Ahmed anticipate or render obvious the asserted claims. 

Resps. Br. at 231-32; see id. at 232-77; Resps. Reply Br. 83-91.   

Complainant disagrees.  See Compl. Br. at 108-27; Compl. Reply Br. 32-38.   

For the reasons set forth below, respondents have not shown by clear and 

convincing evidence that the asserted claims of the ‘677 patent are invalid.   

1. Pitcher alone and Pitcher combined with Park 

As discussed below, respondents have not shown by clear and convincing 

evidence that U.S. Patent No. 6,947,405 (“Pitcher”), RX-0925, anticipates claims 1-6, or 

that Pitcher in combination with U.S. Patent No. 5,912,878 (“Park”), RX-0178, render 

claims 1-6 obvious.   

Pitcher does not disclose “supplying channel specific information … to a 

hierarchically higher Internet protocol based channel,” as required by element 1[b].  See 

CX-3930C (Martin WS) at Q/A 35.  Citing the examples in Figures 8 and 9, respondents’ 

expert, Dr. Lin opines that the “channel specific information” in Pitcher is measurements 

of a radio signal, such as signal strength and Bit Error Rate, and that the mobile terminal 

(element 22) supplies that information between the mobile terminal (element 22) and the 

wireless home network (element 100) to the mobile switching center (element 40).  Id.  

However, in Figures 8 and 9 the measurements of the radio signal are not supplied to a 

hierarchically higher layer.  Id.  Instead, they are supplied from the mobile station 

(element 22) to radio base station (element 28) to the mobile switching center (element 

40), without being supplied to a hierarchically higher layer.  Id.   
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Along the path for relaying measurement information from the mobile station to 

the radio base station to the mobile switching center, Pitcher never discloses supplying 

that measurement information to a hierarchically higher layer.  See CX-3930C (Martin 

WS) at Q/A 36.  Instead that information stays at the same layer.  Respondents’ expert, 

Dr. Lin opines that Figure 8 shows radio measurements sent from the mobile terminal to 

the cyber base station via the voice client.  Id.  However, as shown above, Figure 8 shows 

sending measurements from the mobile station to the radio base station to the mobile 

switching station.  Id.  Thus, the voice client and cyber base station are bypassed in favor 

of the radio base station.  Id.   

Complainant has annotated Figure 3 to further show this bypassing, which shows 

that any radio measurements sent in the example of Figure 8 can skip the voice client and 

cyber base station altogether as shown by the yellow lines.  Id.; CDX-0006C.022.  

Inasmuch as the measurement data in Figure 8 is never sent to the voice client, it is never 

“encapsulated in ‘internet protocol packets’” to be sent to the cyber base station.  See CX-

3930C (Martin WS) at Q/A 36.  Thus, Dr. Lin’s opinion that these messages are 

encapsulated in “internet protocol packets” is incorrect.  Id.  The “voice client 102 

encapsulates messages between the mobile terminal 22 and cyber base station 128 in 

internet protocol packets.”  Id.; Pitcher at 5:7-10.  Therefore, in the example of Figure 8 

(as well as the example in Figure 9), there is no encapsulation in IP packets.  See CX-

3930C (Martin WS) at Q/A 36.  Accordingly, it would be incorrect to conclude that the 

measurement data in the embodiments of Figure 8 or Figure 9 is encapsulated into an IP 

packet, and therefore supplied to a hierarchically higher internet protocol layer.  Id.   
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Respondents’ expert, Dr. Lin opines that Pitcher’s “Cellular Messages” disclose 

supplying channel specific information to a hierarchically higher layer.  See CX-3930C 

(Martin WS) at Q/A 37.  Yet, the Cellular Messages are already “higher layer protocol” 

messages and thus are not supplied to a hierarchically higher layer.  Id.; Pitcher at 4:50-

51, 4:58-59.  To the extent layer 3 information is sent using a Cellular Message over 

internet protocol, which is also layer 3, that information remains at layer 3, and thus is 

not supplied to a hierarchically higher layer.  See CX-3930C (Martin WS) at Q/A 37.  

The only layer 2 information that Pitcher discloses as potentially part of a Cellular 

Message is “addressing, error control, and Slow Associated Control Channel (SACCH) 

information.”  Id.; Pitcher at 4:59-61.  However, none of that information is identified by 

Dr. Lin as the claimed channel specific information.  See CX-3930C (Martin WS) at Q/A 

37.  This is because none of that information is disclosed by Pitcher as being a basis for 

the initiation of a handover or changeover.  Id.  Further, Pitcher does not refer to Cellular 

Messages as containing the measurement data that Dr. Lin opines is the “channel specific 

information,” (e.g., signal strength and Bit Error Rate).  Id.  Instead, Pitcher discloses that 

“[t]hese Cellular Messages include control channel messages, call setup and tear-down 

messages, voice information and data.”  Id.; Pitcher at 4:50-51;  4:47-49.    

Pitcher’s disclosure that “the cyber base station 128 may report measurements of 

the mobile terminal transmissions” does not disclose element 1[b].  See CX-3930C 

(Martin WS) at Q/A 38; Pitcher at 11:28-38.  There is no indication in Pitcher of the 

specific layer used to transmit those measurements.  Id.  Rather, Pitcher states that “the 

cyber base station 128 may either report the same values the mobile terminal 22 reports” 

or that “the broadband modem may provide wireless home network measurement data to 
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the cyber base station 128 via the voice client 102.”  Id.  Those passages do not describe 

how those values are reported or how the modem may provide the measurement data.  Id.  

In neither of those instances are the measurements discussed as being supplied to a 

hierarchically higher channel.  Id.  Moreover, the layers of those measurements are never 

discussed.  Id.  Indeed, Dr. Lin testified at the hearing that “Pitcher . . . doesn’t explicitly 

state one way or the other” whether the cyber base station communicates with the mobile 

switching center using internet protocol.  Lin Tr. 624.   

With respect to respondents’ obviousness arguments, Pitcher in combination with 

Park does not disclose claim element 1[b] obvious.  See CX-3930C (Martin WS) at Q/A 

39.  Respondents’ expert, Dr. Lin’s opinion that combining Pitcher with Park would 

improve the overall performance of a communication system is incorrect.  Id.  For 

example, adding additional information for Pitcher’s system to process would not 

necessarily improve user response time.  Id.  Moreover, Pitcher already allows a “mobile 

end station to move or roam around from place to place and still be able to communicate 

with other end stations on the Internet,” as disclosed by Park.  Id.; Park at 2:65-3:4.  Any 

alleged “improved performance” that could be provided by importing Park’s alleged 

disclosure of supplying lower layer channel information to higher layers is outweighed by 

other detriments that Dr. Lin did not consider.  See CX-3930C (Martin WS) at Q/A 39.  

Respondents’ expert, Dr. Lin suggests that his substitution would involve modifications 

to the mobile switching center, but Pitcher expressly seeks to minimize changes to the 

mobile switching center because “such infrastructure is complicated and expensive” and 

the mobile switching centers “are very complex and require a long development cycle to 

create and test new features.” Id.; Pitcher at 6:54-59; 14:15-22.  Thus, a person of 
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ordinary skill would not have been motivated to add the feature suggested by Dr. Lin.  

See CX-3930C (Martin WS) at Q/A 39.  

Pitcher does not disclose element 1[c] for at least the reason that Pitcher does not 

disclose initiating of the handover or changeover based on the claimed channel-specific 

information, where that channel specific information is “for a radio link between one of 

the communicating devices and at least one base station.”  See CX-3930C (Martin WS) at 

Q/A 40.  The main problem with Dr. Lin’s opinion is that he identifies three examples of 

base stations in Pitcher: (1) base station 28, (2) cyber base station 128; and (3) wireless 

home network 100.  See Resps. Br. at 242-43; CX-3930C (Martin WS) at Q/A 41.   

The claims provide two requirements of the base station.  See CX-3930C (Martin 

WS) at Q/A 42.  First, in limitation 1[b] the channel specific information is from a 

channel for a radio link between the communicating device and the base station.  Id.  

Second, a handover from limitation 1[c] requires a “switch from communicating with one 

base station to communicating with a different base station.”  Id.  The only switching 

from communicating with one base station to another base station that is described in 

Pitcher is switching between base stations 28 and cyber base stations 128.  Id.  The 

mobile switching station initiates handovers in Pitcher.  Id.; Pitcher at 3:21-26; 11:6-10; 

11:54-60; 13:24-29; Figs. 8-9.  Thus, it follows that handoffs (switching from 

communicating with one base station to another base station) can occur only between 

base stations 28 and/or cyber base stations 128.  See CX-3930C (Martin WS) at Q/A 42.  

Consequently, when a handoff occurs, it is a handover between radio base stations and/or 

cyber base stations as set forth for example in Figures 8 and 9.  Pitcher at 10:57-14:7.  

“[The] cyber base station 128 may mimic the operation of the radio base stations 28 so 
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that the mobile switching center 40 does not know the difference between them.”  See 

Pitcher at 5:17-19; 6:60-61; CX-3930C (Martin WS) at Q/A 42.  Thus, the mobile 

switching center is merely controlling connections to an array of base stations 28.  See 

CX-3930C (Martin WS) at Q/A 42; Pitcher at 3:14-26. 

Further, Pitcher does not contemplate roaming between wireless home networks 

100 in the same cell coverage area.  See CX-3930C (Martin WS) at Q/A 42.  This is 

apparent from Figure 4, in which all of the wireless home networks in a standard cell 

coverage area are connected to the same radio base station 28 and cyber base station 128.  

Id.; Pitcher at 5:64-6:4; RX-0925.0005; CDX-0006C.023.  However, when the mobile 

switching station initiates a handover to or from a cyber base station, it does not do so 

based on channel specific information for a radio link between the mobile station 22 and 

the cyber base station 128.  See CX-3930C (Martin WS) at Q/A 42.  Rather, any alleged 

channel specific information is between the mobile station 22 and the wireless home 

network 100.  Id.  Respondents’ expert, Dr. Lin admitted this during the hearing.  See Lin 

Tr. 629, 631.  Inasmuch as a handover requires a “switch from communicating with one 

base station to communicating with a different base station,” and Pitcher’s mobile 

switching station only initiates handovers between radio base stations 28 and the cyber 

base station 128, Pitcher’s alleged base stations are limited to radio base stations 28 and 

cyber base stations 128.  Id.  Thus, Pitcher cannot meet the limitation of “initiating at … a 

handover based on the channel-specific information supplied from the channel for the 

radio link …”  Id. 

Moreover, Pitcher never initiates “a changeover in respect of … [a] multiple 

access medium.”  Id.  Regardless of whether the mobile station device is ultimately 
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communicating with a mobile station 22 or cyber base station 128, it still does so using a 

cellular standard.  Id.  Indeed, nothing in Pitcher describes a mobile station that is able to 

handle calls without using the cellular standard.  Id.  For example, when the mobile 

terminal communicates with voice client 102, it still does so using the cellular standard.  

Id.; Pitcher at 4:47-59; 7:51-52.  Pitcher does not suggest that the mobile switching center 

initiates any change among the mobile stations as to the multiple access medium for the 

cellular standard they are using.  See CX-3930C (Martin WS) at Q/A 42.  For example, 

Pitcher does not disclose the mobile switching center initiating a mobile station’s change 

from communicating in using CDMA based cellular standard to a TDMA based cellular 

standard.  Id.  Additionally, Dr. Lin’s discussion of the embodiments shown in Figures 8-

9 and their related written description passages has not shown that this limitation is met 

because, as discussed above, the measurement data in Figures 8 and 9 are never sent to 

the voice client, and thus never “encapsulated in ‘internet protocol packets’” to be sent to 

the cyber base station.  Id.  Accordingly, they are never supplied to hierarchically higher 

internet protocol based channel, and thus cannot from the basis of the “channel specific 

information.”  Id.   

Dependent claims 2-6 are valid over Pitcher and over Pitcher in view of Park.  See 

CX-3930C (Martin WS) at Q/A 43.  Respondents’ expert, Dr. Lin does not rely upon 

Park for any of the additional limitations for claims 2-6, but opines that Pitcher itself 

discloses those limitations, and thus the combination fails for the same reasons discussed 

above.  Id.  Further, Dr. Lin has not identified within Pitcher several additional 

limitations required by these claims.  Id.  For example, he does not identify any specific 

“bit transmission channel” within Pitcher for claim 2.  Id.  He does not identify any 
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specific “data link layer channel” within Pitcher for claim 3.  Id.  While he identifies 

“BER (bit error rate)” as “control information” for claim 6, he is incorrect that BER 

controls the quality of the signal and thus qualifies as control information.  Id. Instead, 

BER provides the information of the number of bit errors over time.  Id.   

2. Matta alone and Matta combined with Matta ‘915 

As discussed below, respondents have not shown by clear and convincing 

evidence that U.S. Patent No. 7,099,283 (“Matta”), RX-0241, anticipates claims 1-6 or 

that Matta in combination with U.S. Patent No. 7,245,915 (“Matta ‘915”), RX-0226, 

render claims 1-6 obvious.   

Matta does not disclose element 1[b] for at least the reason that Matta does not 

disclose “supplying channel specific information … to a hierarchically higher Internet 

protocol based channel.”  See CX-3930C (Martin WS) at Q/A 45.  Respondents’ expert, 

Dr. Lin opines that the claimed channel specific information is met by “layer 2 

measurements” discussed in Matta.  Id.; Matta at 11:53-58.  However, Dr. Lin does not 

show that those layer 2 measurements are supplied to a hierarchically higher Internet 

protocol based channel.  See CX-3930C (Martin WS) at Q/A 45-46.  Indeed, Dr. Lin 

makes assumptions about what a person of ordinary skill would have understood about 

Matta, as opposed to what Matta actually discloses.  Id.   

Dr. Lin opines that a person of ordinary skill “would understand that the layer 2 

measurement information is likewise transmitted in IP packets.”  Id.; RX-0778C, Lin WS 

at Q/A at 42.  Dr. Lin opines that layer 2 measurement data is actually transmitted to the 

routers via layer 3 based on Matta’s disclosure that “access router 22 collects QoS data.”  

Id.; Matta at 15:4-6.  Dr. Lin opines that routers must only operate at layer 3 so that he 
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can further assume that a “POSITA would therefore have understood Matta’s access 

router to use layer 3 communications in obtaining the QoS measurements from other 

hops.”  See CX-3930C (Martin WS) at Q/A 46; RX-0778C, Lin WS at Q/A at 42.  Dr. 

Lin’s assumptions and opinion about a person of ordinary skill’s supposed understanding 

are not persuasive.  See CX-3930C (Martin WS) at Q/A 46.  Indeed, at the hearing Dr. 

Lin acknowledged that Matta’s “wireless hops” are not the same as the “hops” he referred 

to in his opinion.  Lin Tr. 640-641.  Respondents’ expert, Dr. Lin opines that inasmuch as 

an access router 22 collects layer 2 measurements about the wireless hop between remote 

terminal 12 and base station 16, that that collection must occur via the internet protocol 

(layer 3).  See CX-3930C (Martin WS) at Q/A 47.  However, the access router 22 is part 

of an access point that also contains the radio tower 18 and server 20.  Id.; Matta at 4:63-

66.  Moreover, the Access Point can be a single device, containing a radio tower, server, 

and access router, working together collectively.  See CX-3930C (Martin WS) at Q/A 47; 

RX-0241.0003.  

In view of the foregoing, it is not necessary for an IP packet to be sent to or within 

that device containing layer 2 measurements.  See CX-3930C (Martin WS) at Q/A 47.  A 

person of ordinary skill would have understood that information sent between server 20 

and access router 22 does not have to be sent via internet protocol, and instead could 

simply be layer 2 data that is passed around the device.  Id.  In other words, a person of 

ordinary skill would not have understood that every data transmission intra-device in a 

network such as that described by the Matta references must be accomplished via layer 3.  

Id.  This is apparent given that Matta and Matta ‘915 describe components of the network 

that are operating in layer 2.  Id.; Matta ‘915 at 5:51-53.  Even router to router 

PUBLIC VERSION



 
 

 

  277 
 

transmission need not necessarily occur at layer 3 and can occur at layer 2.  See CX-

3930C (Martin WS) at Q/A 47.   

Moreover, Matta states that a “frame refers to the groups of bits at layer 2, the 

same as a packet at layer 3.”  Id.; Matta at 14:61-62.  Matta ‘915 indicates that the routers 

transmit data in frames, i.e., at layer 2: “[u]sing routing tables and routing protocols, 

access routers read the network address in each transmitted frame and make a decision on 

how to send it based on the most expedient route.”  See CX-3930C (Martin WS) at Q/A 

47; Matta ‘915 at 5:47-50 (emphasis added).  This shows that routers in Matta and Matta 

‘915 also transmit and manipulate information via layer 2.  See CX-3930C (Martin WS) 

at Q/A 47.   

Further, Dr. Lin’s opinion that access routers 22 are collecting wireless layer 2 

information across the core network 26 is not persuasive.  Id.; RX-0778C, Lin WS at Q/A 

42.  Matta does not indicate that a single access router 22 collects and analyzes layer 2 

measurement data from wireless hops 34 across the core network.  See CX-3930C 

(Martin WS) at Q/A 47.  Respondents’ expert, Dr. Lin admitted at the hearing that he is 

not opining that the access routers 22 are part of the core network 26.  Lin Tr. 635-636.  

Matta discloses collecting layer 3 QoS information via probing packets sent through the 

fixed core network, but does not disclose collecting layer 2 QoS information via those 

probing packets.  Id.; Matta at 7:33-39; 7:53-56; 3:7-64; Lin Tr. 637.  Matta indicates that 

the processing of layer two QoS parameters occurs locally at access points 22.  See CX-

3930C (Martin WS) at Q/A 47. 

Dr. Lin is incorrect in his opinion that Matta explains that layer 2 measurements 

are combined with layer 3 measurements.  See CX-3930C (Martin WS) at Q/A 48.  
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Combining layer 2 and layer 3 measurements does not mean that layer 2 measurements 

are supplied to layer 3.  Id.  As shown in Figure 10, the layer 2 and layer 3 information is 

merely combined.  Id.; Matta at 2:50-52.  Dr. Lin cites to the following excerpt from 

Matta as support for his opinion: “[a]nother approach can be to map layer 2 QoS 

parameters of the wireless hop 34 into layer 3 QoS parameters.”  See CX-3930C (Martin 

WS) at Q/A 48.  However, as Dr. Lin concedes, mapping is just an example of 

combining, which does not qualify as supplying layer 2 information to layer 3.  Id.  In 

other words, mapping layer 2 QoS parameters into layer 3 QoS parameters does not mean 

that layer 2 information is supplied to layer 3.  Id.  For example, the mapping of layer 2 

QoS parameters into layer 3 QoS parameters could involve a transformation of the layer 2 

QoS parameters instead of a supplying to parameters to layer 3.  Id.  A map is a function 

that transforms or converts the layer 2 parameters into layer 3 parameters.  Id.  

Matta ‘915 does not disclose “supplying channel specific information … to a 

hierarchically higher Internet protocol based channel.”  See CX-3930C (Martin WS) at 

Q/A 49.  Respondents’ expert, Dr. Lin cites to many passages from Matta ‘915, none of 

which show supplying channel specific information from layer 2 to layer 3.  Id.  For 

example, Dr. Lin cites to Matta ‘915 at 1:6-11, which only shows that Matta ‘915 

discloses “layer three quality of service (QoS) aware trigger.”  Id.  Dr. Lin cites to Matta 

‘915 at 4:34-43, which only discloses an “all-IP wireless communication system that is 

suitable for real-time applications such as VoIP.”  Id.  Neither of those things show 

supplying channel specific information from layer 2 to layer 3 or higher.  Id.  Similarly, 

just because a handoff trigger “can be used by a handoff mechanism at any layer such as 

layer 2, layer 3, or both,” does not mean that channel specific information is supplied 
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from layer 2 to layer 3 or higher.  Id.  Likewise, the statement in Matta ‘915 that “the 

handoff triggering mechanism is moved to layer 3” does not mean that channel specific 

information is supplied from layer 2 to layer 3 or higher.  Id.; Lin Tr. 644-645.   

Matta does not disclose element 1[c] for at least the reason that Matta does not 

disclose that initiating of a handover or changeover is based on the claimed channel-

specific information supplied from the channel for the radio link to the hierarchically 

higher Internet protocol based channel for the overall link.  See CX-3930C (Martin WS) 

at Q/A 50.  Any QoS parameters relating to wireless hops that are used in Matta’s 

triggering decision are not also used to initiate (or cause, or facilitate, the beginning of) a 

switch from communicating with one base station to communicating with a different base 

station.  Id.  Instead, the layer 2 QoS parameters are used as a gatekeeper to eliminate 

base stations that do not meet the threshold signal-to-noise ratio.  Id.; Matta at 15:12-21.  

Matta further explains that in another approach path selection will be solely based on the 

QoS13 ranking parameters, thereby excluding QoS layer 2 parameters from the initiation 

of switching from communicating with one base station to communicating with a 

different base station.  See CX-3930C (Martin WS) at Q/A 50; Matta at 15:21-26. 

Matta ‘915 does not disclose element 1[c].  See CX-3930C (Martin WS) at Q/A 

51.  For this limitation, Dr. Lin relies on similar positions he has set forth for limitation 

1[b] as they relate to Matta ‘915, and are similarly incorrect.  Id.  Further, dependent 

claims 2-6 are valid over Matta alone and over Matta in view of Matta ‘915.  See CX-

3930C (Martin WS) at Q/A 52.  Dr. Lin does not rely upon Matta ‘915 for any of the 

additional limitations for claims 2-6, but opines that Matta itself discloses those 

limitations.  Id.  As these claims all depend from claim 1, Dr. Lin has not demonstrated 
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invalidity of these claims for at least all of the reasons already discussed for claim 1.  Id.  

Further, Dr. Lin has not identified within Matta several additional limitations required by 

these claims.  Id.  He does not identify any specific “bit transmission channel” within 

Matta for claim 2.  Id.  He does not identify any specific “data link layer channel” within 

Matta for claim 3.  Id.  While he identifies “BER (bit error rate)” as “control information” 

for claim 6, he is wrong that BER controls the quality of the signal and thus qualifies as 

control information.  Id.  Instead, BER provides the information of the number of bit 

errors over time.  Id.   

3. Takagi alone and Takagi combined with Pitcher 

As discussed below, respondents have not shown by clear and convincing 

evidence that EP Patent Application No. EP0903905A2 (“Takagi”), RX-1190, anticipates 

claims 1-6 or that Takagi in combination with Pitcher render claims 1-6 obvious.   

Takagi does not disclose element 1[c] for at least the reason that Takagi does not 

disclose initiating a handover or changeover based on the claimed channel-specific 

information, which is “for a radio link between one of the communicating devices and at 

least one base station” as recited in the claim.  See CX-3930C (Martin WS) at Q/A 54.  

Respondents’ expert, Dr. Lin’s opinion rests on stretching what an embodiment of Takagi 

does with “received signal strength or the BER.”  See CX-3930C (Martin WS) at Q/A 55.  

Dr. Lin relies on embodiments of Takagi that purportedly show a radio terminal (e.g., 

Fig. 8) supplying a notification of received signal strength or BER (bit error rate) to a 

gateway.  Id.  Complainant highlighted certain portions related to signal strength and 

BER in Figure 8, showing that when the gateway receives the signal strength and BER 

information, it does not initiate a handover between base stations.  Id.  Rather, it merely 
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allows a gateway to start preparation for the handoff to another gateway.  Id.  Thus, the 

gateway’s preparation for a handoff does not involve initiating a handover between base 

stations.  Id.  Instead, the gateway’s preparation allows the gateway to take steps to 

prepare for switching gateways, if necessary, in response to an imminent handover 

between base stations.  Id.; Takagi at [0088], [0106].  The procedure involving sending 

the received signal strength or the BER to the gateway only allows the gateway to 

“predict[] a handoff across base stations” and “detect[] the completion of a handoff”; not 

initiate a handoff.  See CX-3930C (Martin WS) at Q/A 55; Takagi at [0109]; Takagi at 

[0023], [0024], [0113].   

Takagi does not disclose a process for initiating a handover at the TCP layer of 

the gateway.  See CX-3930C (Martin WS) at Q/A 56.  As Dr. Lin admits, that procedure 

relates to a handoff of the gateways, which by nature cannot be initiating handovers 

between access points.  Id.  Moreover, Dr. Lin’s characterization of those steps as 

“initiating a handoff” is not persuasive.  Id.  Instead, Takagi itself describes those steps as 

“the preparation” for when a “handoff between gateway device is likely to occur.”  Id.; 

Takagi at [0106] (stating twice “a gateway device that is conjectured to be a moving 

target.”) (emphasis added).   

Both a person of ordinary skill and a lay person would have understood that 

preparing for something does not mean initiating that thing.  See CX-3930C (Martin WS) 

at Q/A 56.  Takagi’s description of the prior art explains that the transfer of gateways 

after a handoff between base stations requires the gateways to exchange information so 

that the TCP connection can be relayed to the new gateway.  Id.; Takagi at [0009].  Thus, 

Takagi tries to predict when a base station handover requiring a change of gateways will 
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occur, so as to start that transfer of information, presumably to improve throughput.  See 

CX-3930C (Martin WS) at Q/A 56; Takagi at [0024], [0025].  Figure 2 of Takagi 

provides an example for illustrating the statement above and the principals of Takagi 

related to these statements.  See CX-3930C (Martin WS) at Q/A 56.  In Takagi, the 

gateways (e.g., elements 901, 902, and 903) each cover a set of base stations.  Id.; Takagi 

at [0072].  For example, gateway 901 is indirectly connected to base stations 1401, 1402, 

and 1403, and gateway 902 is directly connected to base stations 1404, 1405, and 1406, 

and so on for gateway 903.  See CX-3930C (Martin WS) at Q/A 56.   

Takagi in view of Pitcher does not disclose element 1[c].  See CX-3930C (Martin 

WS) at Q/A 57.  As discussed above, Pitcher does not disclose this element.  Id.  Further, 

Dr. Lin has not demonstrated that the combination would “improve [the] performance” of 

Takagi, or that a person of ordinary skill in the art would have had a reasonable 

expectation of success in making that combination.  Id.  Respondents’ expert, Dr. Lin did 

not consider a number of issues that would have deterred a person of ordinary skill from 

combining Takagi with Pitcher.  Id.  A person of ordinary skill would not have been 

motivated to combine Takagi and Pitcher.  See CX-3930C (Martin WS) at Q/A 58.  

Indeed, Pitcher explicitly teaches away from any modifications of its infrastructure or 

mobile switching center due to the complexity and effort required to make such changes.  

Id.   

Combining Pitcher and Takagi would necessarily require the kind of 

modifications that Pitcher seeks to avoid.  Id.  A person ordinary skill would not have 

sought to implement Pitcher’s mobile switching center 40 or its related functions in 

Takagi given the considerable effort and expense associated with modifying the 
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switching center to operate in the environment of Takagi.  Id.  Dr. Lin’s combination 

involves modifying Pitcher’s mobile switching center for use in the system of Takagi.  Id.  

However, Pitcher seeks minimize changes to the mobile switching center because “such 

infrastructure is complicated and expensive” and the mobile switching centers “are very 

complex and require a long development cycle to create and test new features.”  Id.; 

Pitcher at 6:54-59; 14:15-22.   

Further, this combination involves the considerable costs and engineering effort 

required to redesign the radio terminals, base station, routers, and gateways of Takagi, all 

so that they can support the supplying of layer 1 or layer 2 channel information to a 

mobile switching center 40.  See CX-3930C (Martin WS) at Q/A 59.  Those changes are 

unnecessary given that the radio terminals of Takagi are sufficiently handing-off between 

base stations in the first place.  Id.; Takagi at [0107] and [108].  Respondents’ expert, Dr. 

Lin has not provided any reason why the mobile switching center of Pitcher needs to be 

reworked to be used in Takagi so that the mobile switching center can decide to handoff 

Takagi’s radio terminals, when those terminals are already sufficiently being handed-off 

between base stations.  See CX-3930C (Martin WS) at Q/A 59.  Moreover, Dr. Lin 

appears not to have considered the overall complexity of combining the two disparate 

references of Takagi and Pitcher, which teach vastly different technologies.  Id.   

Pitcher teaches a system that allows a wireless home network to function 

essentially as replacement for cellular radio base stations.  Id.; Pitcher at 1:66-2:43.  That 

functionality requires Pitcher’s invention of a cyber base station connected over the 

internet to a voice client that connects to the mobile home network.  See CX-3930C 

(Martin WS) at Q/A 59; Pitcher at Figs. 3 and 4.  On the other end, the cyber base station 
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connects to the cellular services mobile switching station.  See CX-3930C (Martin WS) at 

Q/A 59.  Takagi focuses on improvements to internet gateway devices at the transport 

layer.  Id.; Takagi at [0017].  A person of ordinary skill would not have looked to take 

features that purportedly involve supplying of layer 1 or layer 2 channel information to a 

cellular mobile switching center 40 (Pitcher) and apply those to a reference that is 

focused on improving transport layer internet gateway communications (Takagi).  See 

CX-3930C, (Martin WS) at Q/A 59.  Inasmuch as those technologies are so different 

from each other, the sheer complexities of combining them (e.g., the engineering effort, 

the experimentation, the costs) and the lack of motivation to do so would prevent a 

person of ordinary skill from attempting that combination.  Id.   

Dependent claims 2-6 are not invalid in view of Takagi alone and over Takagi in 

view of Pitcher.  See CX-3930C (Martin WS) at Q/A 60.  Dr. Lin does not rely upon 

Pitcher for any of the additional limitations for claims 2-6, but opines that Takagi itself 

discloses those limitations.  Id.  As these claims all depend from claim 1, these claims are 

valid for at least the reasons discussed for claim 1.  Id.  Further, Dr. Lin has not identified 

within Takagi several additional limitations required by these claims.  Id.  He does not 

identify any specific “bit transmission channel” within Takagi for claim 2.  Id.  He does 

not identify any specific “data link layer channel” within Takagi for claim 3.  Id.  While 

he identifies “BER (bit error rate)” as “control information” for claim 6, he is wrong that 

BER controls the quality of the signal and thus qualifies as control information.  Id.  

Instead, BER provides the information of the number of bit errors over time.  Id.   
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4. Ahmed 

As discussed below, respondents have not shown by clear and convincing 

evidence that U.S. Patent No. 7,502,361 (“Ahmed”), RX-0266, anticipates claims 1-6.   

Ahmed does not disclose element 1[b] at least for the reason that Ahmed does not 

disclose “supplying channel specific information … to a hierarchically higher Internet 

protocol based channel.”  See CX-3930C (Martin WS) at Q/A 62.  Respondents’ expert, 

Dr. Lin opines that the claimed “channel specific information” is Ahmed’s “signal 

strength information,” which he further opines is “sent to the network node’s ‘handoff 

manager,’ which operates at the Subnetwork layer.”  See CX-3930C (Martin WS) at Q/A 

63; RX-0778C, Lin WS at Q/A 71.  Indeed, Ahmed does not disclose providing signal 

strength information to a network node’s subnetwork layer.  See CX-3930C (Martin WS) 

at Q/A 64.  An embodiment of a mobile communication system of Ahmed is described in 

annotated Figure 1 of the cited demonstrative, where an example mobile station 102 is 

annotated in green color and an example network node 104 is annotated in blue color.  

Id.; CDX-006C.031 (citing Ahmed); Ahmed at 5:49-50, 6:37-41, and 6:41-45.   

Ahmed relies on a “a new protocol layer” that “is provided as part of a protocol 

stack.”  See CX-3930C (Martin WS) at Q/A 64; Ahmed at Abstract.  That new protocol 

layer is called the “Subnetwork protocol layer.”  See CX-3930C (Martin WS) at Q/A 64; 

Ahmed at 10:3-5.  The Subnetwork layer “is included specifically to handle mobility 

management and other functions.”  See CX-3930C (Martin WS) at Q/A 64; Ahmed at 

10:6-8.  The Subnetwork layer is shown, for example, in Fig. 3A.  See CX-3930C (Martin 

WS) at Q/A 64; CDX-0006C.032 (Ahmed, Fig. 3A).  The Subnetwork layer includes 

functional processing modules as shown in annotated Fig. 3B in the cited demonstrative, 
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where the Mobility Management Module (yellow) includes a handoff manger module 

(11:15-16), which is the focus of Dr. Lin’s opinions that are rebutted below.  See CX-

3930C (Martin WS) at Q/A 64; CDX-0006C.033 (citing Ahmed, Fig. 3B); Ahmed at 

10:48-50.   

With regard to Dr. Lin’s opinion that Ahmed meets the limitation of “supplying 

channel specific information … to a hierarchically higher Internet protocol based 

channel,” Dr. Lin opines that Ahmed at 19:13-19 shows that limitation.  See CX-3930C 

(Martin WS) at Q/A 65; Ahmed at 19:13-19.  However, that passage does not show that 

signal strength information is provided to a hierarchically higher Internet protocol based 

channel.  Id.  Ahmed does not disclose where the mobile devices provide signal strength 

information to, much less that they are supplied to a hierarchically higher Internet 

protocol based channel.  See CX-3930C (Martin WS) at Q/A 65.  Dr. Lin opines that the 

signal strength information is provided to the handoff manager module of subnetwork 

layer of the network node and, from that opinion, further opines that the signal strength 

information is supplied to a hierarchically higher Internet protocol based channel.  Id.   

Ahmed discloses “a handoff manager module that is responsible for collecting 

relevant information from neighboring nodes.”  Id.; Ahmed at 19:14-16 (emphasis 

added).  However, Ahmed does not state that the handoff manager is responsible for 

collecting information from mobile devices, and is silent about what information, if any, 

the handoff manager module collects from mobile devices.  See CX-3930C (Martin WS) 

at Q/A 65.  Ahmed is silent as to how the mobile devices “assist in handoff decisions by 

providing signal strength information from neighboring nodes” and where that 

information is provided.  Id.  Further, even if Ahmed disclosed a mobile device providing 

PUBLIC VERSION



 
 

 

  287 
 

signal strength information to a handoff manager module in the Subnetwork layer, that 

would not qualify “supplying channel specific information … to a hierarchically higher 

Internet protocol based channel.”  Id.  This is because the handoff manager is located at 

the subnetwork layer, which is below network layer (layer 3) and transport layer (layer 

4).  Id.; CDX-0006C.0323; Ahmed at 10:59-64.   

Ahmed’s written description further demonstrates that the subnetwork layer is 

below the network and transport layers in the following passage: “Subnetwork layer D 

also functions as a convergence layer, which supports higher network layers such as 

TCP/IP, UDP, and mobile TCP.  Interface to such higher layer is through a higher layer 

protocol interface module 22 (FIG. 3B), which provides interface functions, as known in 

the art, for the Subnetwork layer.”  See CX-3930C (Martin WS) at Q/A 66; Ahmed at 

10:59-64.  

Respondents’ approach overlooks the fact that the Subnetwork layer is below 

layer 3 by pointing to the following sentence from Ahmed: “However, it is to be 

appreciated that a network layer above the Subnetwork layer D is optional in that the 

Subnetwork layer may directly support a transport/network protocol, for example, mobile 

TCP.”  See CX-3930C (Martin WS) at Q/A 66; Ahmed at 10:64-67.  However, even if 

the Subnetwork layer can “directly support a transport/network protocol,” it does not 

mean that Ahmed discloses supplying signal strength information from the mobile device 

to transport/network layer.  See CX-3930C (Martin WS) at Q/A 66.  It further does not 

suggest that the functional processing modules as shown in Fig. 3B, such as the handoff 

manager module (part of the mobility manager module) can be adapted to support and 

receive transport/network layer information that would be used to initiate a handoff.  Id.  
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Indeed, Ahmed offers no proposed changes to the handoff manager module to support 

receiving transport/network layer information.  Id.  Respondents’ expert, Dr. Lin’s cited 

passage from Ahmed only suggests that the Subnetwork layer D can directly support the 

transport/network protocol – not that Subnetwork layer D can be significantly changed 

such that all of its functionality occurs at the transport/network layer.  Id. 

Further, Ahmed does not disclose element 1[c] for at least the reason that Ahmed 

does not disclose that the initiating of a handover or changeover is based on the claimed 

channel-specific information supplied from the channel for the radio link to the 

hierarchically higher Internet protocol based channel for the overall link.  See CX-3930C 

(Martin WS) at Q/A 67.  For example, Ahmed discloses that “mobiles communicating 

with the network node also assist in handoff decisions by providing signal strength 

information from neighboring nodes.”  See CX-3930C (Martin WS) at Q/A 68; Ahmed at 

19:16-18.  However, Dr. Lin does not explain how “assisting in handoff decisions” 

equates to initiating a handover.  See CX-3930C (Martin WS) at Q/A 68.  Presumably, 

this is because Ahmed does not provide any details regarding how the mobile devices 

“assist in handoff decisions by providing signal strength information from neighboring 

nodes.”  Id.  Assisting in handoff does not mean initiating a handoff.  Id.  For example, 

assisting in a handoff could occur as a final check after a handoff has been initiated and 

thus the signal strength information would only be used to block an already initiated 

handoff.  Id.  Regardless, without any further details from Ahmed, Dr. Lin cannot meet 

his burden show that “assist[ing] in handoff decisions by providing signal strength 

information from neighboring nodes” anticipates the “initiating” requirement of this 

limitation.  Id.  Moreover, Ahmed does not disclose, and Dr. Lin has not shown, any 
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signal strength information is supplied to the handoff manager to “make[] the decisions 

as to when and to which node a mobile should handoff.”  Id.  Accordingly, in that 

scenario, Dr. Lin has not shown that Ahmed anticipates the part of the limitation that 

requires “initiating … based on the channel specific information supplied from the 

channel for the radio link to the hierarchically higher Internet protocol based channel for 

the overall link.”  Id.   

Dependent claims 2-6 are valid and enforceable over Ahmed.  See CX-3930C 

(Martin WS) at Q/A 69.  First, these claims all depend from claim 1, and thus are valid 

for at least all of the reasons already discussed for claim 1.  Id.  Further, Dr. Lin has not 

identified within Ahmed several additional limitations required by these claims.  Id.  He 

does not identify any specific “bit transmission channel” within Ahmed for claim 2.  Id.  

He does not identify any specific “data link layer channel” within Takagi for claim 3.  Id.  

While he identifies “BER (bit error rate)” as “control information” for claim 6, he is 

incorrect that BER controls the quality of the signal and thus qualifies as control 

information.  Id.  Instead, BER provides the information of the number of bit errors over 

time.  Id.   

5.  Secondary Considerations 

As discussed above, objective evidence, also known as “secondary 

considerations,” includes commercial success, long felt need, and failure of others.  

Graham, 383 U.S. at 13-17 (1966); Dystar, 464 F.3d at 1361.  “[E]vidence arising out of 

the so-called ‘secondary considerations’ must always when present be considered en 

route to a determination of obviousness.”  Stratoflex, 713 F.2d at 1538.  Nevertheless, 

secondary considerations, such as commercial success, will not always dislodge a 
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determination of obviousness based on analysis of the prior art.  See KSR Int’l Co. v. 

Teleflex Inc., 550 U.S. at 426 (commercial success did not alter conclusion of 

obviousness).   

Yet, the parties, and especially complainant, presented no argument or evidence 

concerning secondary considerations.  The subject is absent from their posthearing briefs, 

and from the Joint Outline.  Consequestly, the administrative law judge concludes that 

secondary considerations would have no affect on an obviousness determination, 

especially if any asserted claim were found to be invalid.   

VII. Domestic Industry (Economic Prong) 

A violation of section 337(a)(1)(B), (C), (D), or (E) can be found “only if an 

industry in the United States, with respect to the articles protected by the patent, 

copyright, trademark, mask work, or design concerned, exists or is in the process of being 

established.”  19 U.S.C. § 1337(a)(2).  Section 337(a) further provides:  

(3) For purposes of paragraph (2), an industry in the United States 
shall be considered to exist if there is in the United States, with 
respect to the articles protected by the patent, copyright, trademark, 
mask work, or design concerned— 

(A) significant investment in plant and equipment; 

(B) significant employment of labor or capital; or 

(C) substantial investment in its exploitation, including 
engineering, research and development, or licensing. 

19 U.S.C. § 1337(a)(3).   

With respect to the economic prong, and whether or not section 337(a)(3)(A) or 

(B) is satisfied, the Commission has held that “whether a complainant has established that 

its investment and/or employment activities are significant with respect to the articles 
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protected by the intellectual property right concerned is not evaluated according to any 

rigid mathematical formula.”  Certain Printing and Imaging Devices and Components 

Thereof, Inv. No. 337-TA-690, Comm’n Op. at 27 (Feb. 17, 2011) (“Printing and 

Imaging Devices”) (citing Certain Male Prophylactic Devices, Inv. No. 337 TA-546, 

Comm’n Op. at 39 (Aug. 1, 2007)).  Rather, the Commission examines “the facts in each 

investigation, the article of commerce, and the realities of the marketplace.”  Id.  “The 

determination takes into account the nature of the investment and/or employment 

activities, ‘the industry in question, and the complainant’s relative size.’”  Id. (citing 

Stringed Musical Instruments at 26).   

With respect to the economic prong of the domestic industry requirement, for all 

three asserted patents, complainant relies exclusively on evidence relating to its licensee, 

Siemens Industry, Inc. (also referred to as SII).  Complainant argues, “The evidence 

demonstrates that SII’s employment of labor directed to SII’s Domestic Industry 

Products, in context, comprises significant, qualifying domestic industry activities under 

19 U.S.C § 1337(a)(2) and (a)(3)(B).”  Compl. Br. at 280-81; see id. at 271-93.  

Respondents argue, “Q3 has failed to present sufficient evidence to satisfy the economic 

prong of the ITC’s domestic industry requirement.”  Resps. Br. at 278; see id. at 278-95.   

For the reasons discussed below, complainant has not satisfied the economic 

prong of the domestic industry requirement of 19 U.S.C. § 1337(a)(3)(B).   

A. Whether SII’s Investments in the United States Are 
Significant 

Complainant argues:  

The evidence demonstrates that SII’s employment of labor directed 
to SII’s Domestic Industry Products, in context, comprises significant, 
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accounted for 3.94% of the DI Product sales.  Id.; CDX-0003C.0036-37; Brown Tr. 290-

292.  Later, Mr. Brown submitted a revised witness statement.  Brown Tr. 289.  After 

reducing the amount of investments in the ʼ305 patent further, by 14% (reflecting 

$  not the current $  by 78% in the ʼ853 patent, and 86% in the ʼ677 

patent, Mr. Brown concluded that the investments in each patent by SII was still   

See CX-3931C (Brown WS) at Q/A 114-15; CDX-0007C.0037 (Demonstratives for the 

Witness Statement of Justin Brown); RX-1208C (Bazelon SRWS) at Q/A 49; Brown Tr. 

291-292.   

Complainant compares these investments to sales of only the products practicing 

each asserted patent.  However, this approach does not take into account whether these 

investments are significant in the context of SII or the marketplace.  See RX-1208C 

(Bazelon SRWS) at Q/A 49.  Even if the alleged expenditures Mr. Brown considers 

constitute 3.94% of the DI Product sales, complainant has failed to provide adequate 

context for why 3.94% is significant.  See id. at Q/A 45, 48.  Moreover, although 

complainant argues that these activities add value, it remains unclear how much value is 

added by the activities performed by SII with respect to the imported DI products.  Id.  

Given that a large portion of SII’s investments are related to purely sales and marketing 

activities, it is unclear whether any value is being added to the alleged DI products in the 

United States through SII’s “technical support.”  Id. at Q/A 48, 59.   

The 3.94% is the most generous significance value possible because it is the 

alleged labor expenditures associated with certain of the alleged DI products compared to 

the sales of only those same products.  Id. at Q/A 50.  However, the evidence shows that 

the alleged DI products are often used in combination with other Siemens  
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 products and there is an overlap between the alleged DI products used in 

.  See JX-0163C (Siemens presentation); 

JX-0180C (Richards Dep. Tr.) at 30-31; RDX-0038C.003 (Supplemental Coleman 

Bazelon Demonstratives).  Thus, the alleged labor expenditures associated with the DI 

products should have been compared to the sales of the  segment in the 

United States.  See RX-1208C (Bazelon SRWS) at Q/A 50.  This would result in the 

investments representing 0.01% of the share of revenues from the  

segment for the ʼ305 patent and 0.003% for the ʼ677 and ʼ853 patents.  Id.; RDX-

0038C.013 (Supplemental Coleman Bazelon Demonstratives); JX-0163C (Siemens 

presentation).   

As argued by respondents, the results would have differed markedly had 

complainant performed a comparison of the alleged technical support labor expenses 

relating to the alleged DI products to the total domestic labor expenses in the  

business group, the  business unit, and the  segment.  See RX-1208C 

(Bazelon SRWS) at Q/A 52.  For the ‘305 patent in FY2019 and FY2020, respectively, 

this amounts to 2.01% and 2.36% of the domestic  personnel expenses, 0.29% and 

0.32% of the domestic  personnel expenses, and 0.09% and 0.10% of domestic  

 personnel expenses.  Id.; RDX-0038C.014-.015 (Supplemental Coleman 

Bazelon Demonstratives); JX-0164C (SII personnel costs).  For the ʼ677 and ʼ853 patents 

in FY2019 and FY2020, respectively, this amounts to 0.77% and 0.80% of the domestic 

 personnel expenses, 0.11% of the domestic  personnel expenses, and  of 

the domestic  personnel expenses.  Id.   
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An appropriate comparison to show the significance of what is being done in the 

U.S. with respect to the alleged DI products as compared to other products in the U.S. 

would be to consider the  personnel expenses or the  personnel 

expenses.  There is an overlap between the alleged DI products used in  

.  See JX-0163C (Siemens presentation); JX-0180C 

(Richards Dep. Tr.) at 30-31.  Indeed, Mr. Richards, SII’s Director of Engineering and 

Services for  testified that the alleged DI products are  

.  See CX-3931C (Brown WS) at Q/A 49; JX-0180C (Richards 

Dep. Tr.) at 23; Brown Tr. 280.  These are not significant investments in the context of 

SII’s business and Siemens as a whole.   

Additionally, inasmuch as these products are , 

manufactured,  outside of the United States, a proper comparison would have 

been that of the U.S. labor expenditures associated with the alleged DI products with the 

expenditures in activities associated with the alleged DI products outside of the United 

States.  See RX-1208C (Bazelon SRWS) at Q/A 53.  For example, a comparison could 

have been done between SII’s alleged investments in the United States and Siemens 

Canada’s alleged investments outside of the United States relating to the alleged DI 

products.  Siemens Canada employed  and  manufacturing employees and  and 

 R&D employees in FY2019 and FY2020, respectively.  Id.; JX-0105C (Siemens CA 

headcount).  Siemens Canada’s labor expenses in just these two categories of employees 

related to the alleged RuggedCom DI products were  higher than SII’s labor 

expenses related to the alleged DI products in FY2019 and  higher in FY2020.  

See RX-1208C (Bazelon SRWS) at Q/A 52; RDX-0038C.016 (Supplemental Coleman 
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Bazelon Demonstratives);49 JX-0106C (Siemens CA salaries).  This comparison does not 

include other relevant activities within Siemens Canada, including engineering testing, 

service and repair, new product integration, and customer support.  See JX-0105C 

(Siemens CA headcount).  It is expected the Siemens AG numbers relating to the 

SCALANCE products would be similar, if not greater, than those of Siemens Canada.  

See RX-1208C (Bazelon SRWS) at Q/A 53.   

B. Whether Certain Expenditures Are Overstated 

Respondents argue that complainant’s “investments include activities that are 

purely sales and marketing and improperly include profits and work performed outside of 

the United States.”  Resps. Br. at 279.  As discussed below, the investments on which 

complainant relies to establish a domestic industry include sales and marketing activities 

for which complainant did not allocate or remove from its domestic industry analysis.  

See RX-1208C (Bazelon SRWS) at Q/A 23; Brown Tr. 281-284.  Yet, it is well-

established that sales and marketing, alone, are insufficient to establish a domestic 

industry.  Certain Collapsible Sockets for Mobile Electronic Devices and Components 

Thereof, Inv. No. 337-TA-1056, Comm’n Op. at 19-20 (July 9, 2018) (“[I]t is well-settled 

that evidence of sales and marketing investments alone are not sufficient to demonstrate 

the existence of a domestic industry.”); Schaper Mfg. Co. v. U.S. Int’l Trade Comm’n, 

717 F.2d 1368, 1373 (Fed. Cir. 1983) (“Schaper’s very large expenditures for advertising 

and promotion cannot be considered part of the production process.  Were we to hold 

 
49 The numbers shown in RDX-0038C.017 (Supplemental Coleman Bazelon 
Demonstratives) have been revised to remove the non-practicing RSG9xx products from 
the calculations.   
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otherwise, few importers would fail the test of constituting a domestic industry.”).  

Indeed, the Commission typically does not consider sales and marketing expenses in the 

satisfaction of the domestic industry requirement.  See Certain Kinesiotherapy Devices 

and Components Thereof, Inv. No. 337-TA-823, Comm’n Op. at 29 n.8 (July 12, 2013) 

(noting that “sales and marketing and are not the sort of expenditures” that the 

Commission has credited under the economic prong).   

As discussed above, complainant relies on alleged technical labor support 

expenses for activities performed by the Siemens  

Engineering Support Team, also referred to as   See CX-3931C (Brown WS) at Q/A 

83, 84; CDX-0004C.024.  Mr. Richards testified that the work of his team (the  

Engineering Support Team) is  

.  See JX-0180C (Richards Dep. Tr.) at 

33, 35.  Additionally, Mr. Richards testified that  

.  Id. at 36.  

Complainant did not account for these sales activities, and instead, includes the entirety 

of the  Engineering Support Team’s labor in its domestic industry analysis.  Brown 

Tr. 281.  Yet, not all the activities upon which complainant relies constitute typical 

customer service activities.  See RX-1208C (Bazelon SRWS) at Q/A 23, 24.  Rather, 

these activities include  

, which could be viewed as part of sales and marketing activities.  Id.; JX-0126C, 

JX-0127C, JX-0131C, JX-0132; RDX-0007C.009.   

Additionally, the expenditures included in complainant’s domestic industry 

analysis include profits paid to  
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  For example, complainant relies on the labor expenses for  

 

  See CX-3931C (Brown WS) at Q/A 85.  While these employees are considered 

part of SII on a , they are in fact .  

Id. at Q/A 64; CX-0265C.   

Moreover, when it contracts the  Team, SII  

.  

See RX-1208C (Bazelon SRWS) at Q/A 34; RDX-0038C.010 (Supplemental Coleman 

Bazelon Demonstratives); JX-0180C (Richards Dep. Tr.) at 79-80.  The evidence on 

which complainant relies states that these “expenses” are revenue.  See JX-0154C 

(Brown Exhibit 2 - Excel Spreadsheet ‘US Performance FY20  Service,’ ‘US 

Performance FY19  Service,’ and ‘US  Services Part Numbers’).  Additionally, 

Mr. Richards testified that the  

.  

See JX-0180C (Richards Dep. Tr.) at 111; RX-1208C (Bazelon SRWS) at Q/A 34.  

Complainant does not account for the profit margin and instead argues that it is 

appropriate to consider profits as part of the domestic industry analysis because it is an 

expense to SII.  See CX-3931C (Brown WS) at Q/A 70.  However, profits are not 

considered in the analysis of a domestic industry.  See, e.g., Lelo, Inc. v. ITC, 786 F.3d 

879, 884-85 (Fed. Cir. 2015). 

Thus, the expenditures on which complainant relies are overstated when 

considered within the proper legal framework.   
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VIII. Conclusions of Law 

1. The Commission has subject matter, personal, and in rem jurisdiction in 

this investigation.   

2. The accused products have been imported or sold for importation into the 

United States.   

3. The accused products do not infringe the asserted claims of U.S. Patent 

Nos. 8,797,853; 7,895,305; and 7,609,677.   

4. The domestic industry requirement has not been satisfied with respect to 

U.S. Patent Nos. 8,797,853; 7,895,305; and 7,609,677.   

5. It has not been shown by clear and convincing evidence that the asserted 

claims of U.S. Patent Nos. 8,797,853; 7,895,305; and 7,609,677 are invalid.   

IX. Initial Determination on Violation 

Accordingly, it is the INITIAL DETERMINATION of the undersigned that a 

violation of section 337 (19 U.S.C. § 1337) has not occurred in the importation into the 

United States, the sale for importation, or the sale within the United States after 

importation, of certain routers, access points, controllers, network management devices, 

other networking products, and hardware and software components thereof that infringe 

the asserted claims of U.S. Patent No. 8,797,853; U.S. Patent No. 7,895,305; and U.S. 

Patent No. 7,609,677.   

Further, this Initial Determination, together with the record of the hearing in this 

investigation consisting of (1) the transcript of the hearing, with appropriate corrections 
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as may hereafter be ordered, and (2) the exhibits received into evidence in this 

investigation, is CERTIFIED to the Commission.   

In accordance with 19 C.F.R. § 210.39(c), all material found to be confidential by 

the undersigned under 19 C.F.R. § 210.5 is to be given in camera treatment.   

The Secretary shall serve a public version of this ID upon all parties of record and 

the confidential version upon counsel who are signatories to the Protective Order, as 

amended, issued in this investigation.   

X. Recommended Determination on Remedy and Bonding 

This is the recommended determination of the administrative law judge on 

remedy and bonding.   

The administrative law judge must issue a recommended determination 

concerning the appropriate remedy in the event that the Commission finds a violation.  

See 19 C.F.R. § 210.42(a)(1)(ii).  That recommendation is contained herein below.  

Nevertheless, the Commission did not authorize the administrative law judge to take 

public interest evidence or to provide findings and recommendations concerning the 

public interest.  Thus, in accordance with the usual Commission practice and the 

applicable Commission Rule, only the Commission can determine the role that public 

interest factors may play in this investigation.  See 19 C.F.R. § 210.50(b)(1).   

Complainant argues, inter alia:  

In this Investigation, the evidence shows that Q3 faces unfair competition 
by the Respondents in the U.S. market for routers, access points, 
controllers, network management devices, other networking products, 
and hardware and software components.  The facts in this Investigation 
warrant the Commission exercising its full remedial authority to prevent 
future importation, sales, offers for sale, and promotion of infringing 
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products in the United States.  As set forth below, the evidence at the 
hearing demonstrated the appropriate and necessary remedies are limited 
exclusion orders (“LEO”), cease-and desist-orders (“CDO”), and a 100% 
bond during the Presidential review period. 

Compl. Br. at 293-94.   

Respondents argue, inter alia:  

The evidence in this Investigation establishes that there has been 
no violation of Section 337 and therefore no remedial orders or bond 
should issue.  However, should the Commission determine that there has 
been a violation of Section 337, the scope of any remedial order should be 
narrowly tailored to address only those specific unfair acts found by the 
Commission, without interrupting legitimate commerce. 

Resps. Br. at 296.   

A. Limited Exclusion Order 

The Commission has broad discretion in selecting the form, scope, and extent of 

the remedy in a section 337 proceeding.  Viscofan, S.A. v. United States Int’l Trade 

Comm’n, 787 F.2d 544, 548 (Fed. Cir. 1986).  A limited exclusion order directed to 

respondents’ infringing products is among the remedies that the Commission may 

impose.  See 19 U.S.C. § 1337(d).   

Complainant argues:  

Section 337 requires that a LEO be issued against those 
Respondents found in violation unless such relief is determined to be 
contrary to the public interest.  See 19 U.S.C. § 1337(d)(1) (the 
Commission “shall direct that the [infringing] articles concerned, imported 
by any person violating the provision of this section, be excluded from 
entry into the United States”).  If a violation is found, the ALJ should 
recommend that the Commission issue an LEO containing the standard, 
customary language used by the Commission covering each Respondents’ 
infringing articles “manufactured by or on behalf of” or “imported by or 
on behalf of” any Respondent found to violate Section 337, as well as any 
parents, subsidiaries, affiliates, and other related entities typically included 
in an LEO.  See Personal Transporters, Components Thereof, & Manuals 
Therefor (“Personal Transporters”), Inv. No. 337-TA-935, Comm’n Op. 
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(Pub. Version) at 5 (Apr. 20, 2016).  The LEOs should exclude from entry 
into the U.S. the Respondents’ Accused Products that infringe the asserted 
claims of the Asserted Patents. 

Compl. Br. at 294.   

Respondents argue:  

To the extent a limited exclusion order is issued, the Commission 
should include a provision whereby Respondents can certify that their 
imported products are not subject to exclusion.  Certification provisions 
are frequently included in exclusion orders and would help mitigate the 
possibility that an exclusion order improperly prohibits the legitimate 
importation of non-covered products.  Certain Access Control Sys. & 
Components Thereof, Inv. No. 337-TA-1016, Comm’n Op. at 34 (Apr. 21, 
2018) (“[C]ertification provisions are included in exclusion orders to aid 
CBP in enforcement of Commission orders.”). 

Resps. Br. at 296.   

The administrative law judge recommends that in the event the Commission 

determines that a violation of section 337 has occurred, and if consideration of the 

statutory public interest factors does not require that remedies be set aside or modified, 

the Commission should issue a limited exclusion order covering all of the infringing 

articles imported, sold for importation, or sold after importation by respondents and 

should apply to respondents’ affiliated companies, parents, subsidiaries or other related 

business entities, or their successors or assigns.   

Further, in the event the Commission does issue a limited exclusion order in this 

investigation, the exclusion order should include a provision that allows the respondents 

to certify, pursuant to procedures to be specified by U.S. Customs and Border Protection, 

that they are familiar with the terms of the order, that they have made appropriate inquiry, 

and that, to the best of their knowledge and belief, the products being imported are not 

excluded from entry under the order.   
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B. Cease and Desist Order 

Section 337 provides that in addition to, or in lieu of, the issuance of an exclusion 

order, the Commission may issue a cease and desist order as a remedy for a violation of 

section 337.  19 U.S.C. § 1337(f)(1).  Under Commission precedent, “[c]ease and desist 

orders are generally issued when, with respect to the imported infringing products, 

respondents maintain commercially significant inventories in the United States or have 

significant domestic operations that could undercut the remedy provided by an exclusion 

order.”  Certain Air Mattress Systems, Components Thereof, and Methods of Using the 

Same, Inv. No. 337-TA-971, Comm’n Op. at 49 (May 17, 2017) (citations and footnote 

omitted); Ground Fault Circuit Interrupters and Products Containing Same, Inv. No. 

337-TA-615, Comm’n Op. at 24 (Mar. 26, 2009).   

Complainant argues:  

The evidence established that CDOs are warranted against each of 
the Respondents because they maintain commercially significant 
inventories of infringing products in the U.S. and have significant 
domestic operations: 

• CommScope maintains U.S. operations and U.S. inventory of 
various Accused Products in excess of  units.  See JX-
0026C; CX-0197; CX-0202; JX-0174C (Hejnicki). 

• HPE maintains U.S. operations and U.S. inventory of various 
Accused Products in excess of  units.  See CX-0312; JX-
0182C (Tewari); CX-0313; CX-0314. 

• NETGEAR maintains U.S. operations and U.S. inventory of 
various Accused Products in excess of  units.  See CX-
0110; CX-0113; CX-0482; JX-0168C (Apperley). 

Compl. Br. at 295.   
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Moreover, Q3 has not shown that a limited exclusion order would 
not result in the requested relief.  Q3 does not manufacture or sell 
products.  JX-0170C (Bodepudi) at 57:7-64:20.  Nor does Q3 receive a 
reasonable royalty for products under any license for the Asserted Patents.  
Consequently, Q3 has not shown that the sales of any inventory would 
cause any incremental harm to Q3 or cause any economic losses or 
otherwise “undercut the relief provided by the exclusion order.”  Thus, Q3 
has shown no need for a cease and desist order in this Investigation.  
Additionally, Q3’s corporate representative admitted that he could not 
identify any harm from Respondents’ continued sales of the accused 
products.  JX-0170C (Bodepudi) at 146:12-158:17.  This is expected as 
Q3 only has at most three employees (which Q3 disputes, claiming it has 
no employees) and does not manufacture or sell products.  JX-0170C 
(Bodepudi) at 15:21-22, 57:7-64:20.  Accordingly, a cease and desist order 
should not be issued in this Investigation.  

To the extent the Commission finds that a cease and desist order is 
appropriate, such a remedy should only be directed to the products found 
to be in violation of Section 337.  Additionally, the Commission should 
allow a carve-out for imports that are for repairs, replacement, and 
fulfillment of warranties; for design-around and testing; and for 
certification of compliance with any applicable standards.  RX-1208C 
(Bazelon WS) at Q/A 71.  Each of the Respondents perform these actions 
in the United States.  JX-0182C (Tewari Dep. Tr.) at 209:18-210:19; RX-
1198C (Balay WS) at Q/A 52; RX-1199C (Gielty WS) at Q/A 31; RX-
1201C (Jou WS) at Q/A 23.  These carve outs have been previously 
granted by the Commission and Respondents provide current customers in 
the U.S., with support, maintenance, and/or replacement of products under 
various circumstances.  See e.g., Certain Magnetic Data Storage Tapes & 
Cartridges Containing the Same, Inv. No. 337-TA-1012, Comm’n Op. at 
127-128, (Apr. 2, 2018).  Accordingly, they are proper in this 
Investigation. 

Resps. Br. at 296-99.   

As noted above, complainant argues that CommScope maintains inventory in 

excess of ; HPE maintains inventory in excess of ; and 

NETGEAR maintains inventory in excess of .  Those gross numbers do 

not appear to be disputed.   
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While there is no lower limit on the number of articles a domestic respondent 

must have in inventory before the inventory can be found to be commercially significant, 

a complainant must nevertheless demonstrate, based on the record, that a cease and desist 

order is necessary to address the violation found in the investigation so as not to undercut 

the relief provided by the exclusion order.  See Certain Magnetic Data Storage Tapes 

and Cartridges Containing Same (II), Inv. No. 337-TA-1076, Comm’n Op. at 62-63 

(June 20, 2019); Certain Magnetic Tape Cartridges & Components Thereof, Inv. No. 

337-TA-1058, Comm’n Op. at 65 (quoting Certain Agricultural Vehicles and 

Components Thereof, Inv. No. 337-TA-487, Comm’n Op. at 14 (Sept. 24, 2004)).  Under 

the proper legal standard, one of respondents’ arguments directly weakens complainant’s 

ability to make such a showing in this instance.  Respondents argue that the inventory 

numbers upon which complainant bases its arguments reflect their entire inventories at a 

given time, including an unspecified number of products that are not accused in this 

investigation.  See Resps. Br. at 297.   

As seen in the quotation above from complainant’s main brief, complainant refers 

to the inventories in question as pertaining to “infringing products,” but does not address 

the question of whether any of the inventories contain non-accused products and if so to 

what extent.  When filing its reply brief, complainant had seen respondents’ main brief, 

and argued in its reply that respondents admitted that they maintain commercially 

significant inventories of accused products in the United States.  Yet, in its reply, 

complainant did not address the particular issue raised by respondents concerning the 

extent to which their inventories include non-accused (and potentially non-infringing) 

products.  See Compl. Reply Br. at 88.   
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In its scant reply on the question of the issuance of cease and desist orders, with 

respect to a somewhat different issue raise by respondents (i.e., the “transient nature” of 

inventories), complainant argued, “Respondents admit that their U.S. inventory of 

Accused Products ‘could be build-up of higher than normal levels of certain products to 

meet requested demand. . . .’”  Id. (citing RX-1208C (Bazelon WS) at Q/A 75-77).  The 

administrative law judge has considered that evidence, and whether or not it resolves the 

issue of inventories containing accused and non-accused products.  It has been 

determined that the evidence is not strong enough to determine the mix of potentially 

infringing and non-infringing products in respondents’ inventories, and whether 

respondents have, or could obtain, inventories of infringing products sufficient to 

undercut other relief imposed by the Commission.  In fact, some of the testimony relied 

upon further weakens complainant’s arguments for the issuance of cease and desist 

orders.  See, e.g., id. at Q/A 77 (“Consequently, Respondents’ inventory is not indicative 

of sales that would substitute for future importation.  Rather, for the most part, it is a 

reflection of past sales.”).   

Accordingly, the administrative law judge does not recommend the issuance of 

cease and desist orders, in the event that violations of section 337 are found in this 

investigation.   

C. Bond 

Pursuant to section 337(j)(3), the administrative law judge and the Commission 

must determine the amount of bond to be required of a respondent, during the 60-day 

Presidential review period following the issuance of permanent relief, in the event that 
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JX-0182C (Tewari Dep. 195:17-196:3 (confirming HPE maintains 
inventory of the accused products in the United States)).  

Compl. Br. at 297-98.   

Respondents argue:  

 Q3 requests the imposition of 100% bond.  CPHB at 285-286.  
However, Q3 has not shown that a 100% bond is necessary or appropriate 
in this Investigation.  Q3 argues that a price differential is not practical in 
this Investigation.  Id.  Respondents agree, especially given that Q3 does 
not manufacture or sell products.  RX-1208C (Bazelon WS) at Q/As 80-
81; Tr. (Brown) at 279:10-14.  Further, Siemens’ products are not 
comparable to Respondents’ products.  RX-1208C (Bazelon WS) at Q/A 
81.  Indeed, Siemens’ products are designed for industrial applications 
such as oil and gas refineries or machines to manufacture airplanes.  JX-
0180C (Richards Dep. Tr.) at 28:3-31:3; Tr. (Brown) at 280:9-17. 

Moreover, because Q3 does not manufacture or sell products in the 
United States (or at all), Q3 is not suffering any injury.  JX-0170C 
(Bodepudi Dep. Tr.) at 57:7-64:20; RX-1208C (Bazelon WS) at Q/A 80.  
Indeed, Q3’s corporate representative testified that he could not identify 
any harm from Respondents’ continued sales of the accused products.  JX-
0170C (Bodepudi Dep. Tr.) at 46:12-158:17.  Additionally, Q3 has not 
shown that it competes for any sales of the accused products, and does not 
show that Respondents obtain any advantage from the alleged infringing 
activity.  RX-1208C (Bazelon WS) at Q/A 80.   

Q3 also alleges it may be injured by the failure to collect 
reasonable royalties or revenue from Respondents.  CPHB at 286-287.  
However, Respondents have not taken a license to the Asserted Patents 
and Q3 is not receiving any reasonable royalties for the Asserted Patents.  
RX-1208C (Bazelon WS) at Q/A 80.  Therefore, Q3 cannot be injured by 
the failure to receive royalties.  Q3 also argues that Respondents have 
imported large quantities of the “involved” articles, warranting a 100% 
bond and citing to Respondents’ responses to the complaint.  CPHB at 
287.  However, these numbers are misleading, and identify imports of 
non-accused products.  Compare Compl. Ex. 23 (Doc ID. 720175) with 
CX-3846C (Madisetti WS) at Q/As 52, 109, 171, 291, 391, 429, 542, 595, 
618.  The fact that Respondents import products does not result in injury 
to Q3.  RX-1208C (Bazelon WS) at Q/A 80.   

Q3 also argues for a 100% bond because (i) there are a wide 
variety of accused products and (ii) there is insufficient evidence to 
determine what royalty rate would be reasonable for all patents and all 
products.  CPHB at 287.  Neither of these arguments justify a 100% bond.  

PUBLIC VERSION



 
 

 

  317 
 

It is Q3’s burden to establish the necessity for a reasonable bond.  
Conclusory arguments that it would be difficult to determine a price 
differential or a royalty rate does not justify the request for 100% bond.  
Moreover, Q3’s is in the business of monetizing patents, and thus, it is 
impractical that Q3 would not be able to identify a royalty rate for the 
Asserted Patents.  RX-1208C (Bazelon WS) at Q/A 82; Tr. (Brown) at 
278:25-279:8.  Because Q3 has failed to meet its burden, no bond should 
issue in this Investigation.  RX-1208C (Bazelon WS) at Q/As 79-83.  
Alternatively, a nominal bond should issue.  Id. at Q/A 83. 

Resps. Br. at 299-300.   

When reliable price information is available, the Commission has often set bond 

by eliminating the differential between the domestic product and the imported, infringing 

product.  Certain Microsphere Adhesives, Processes for Making Same, and Products 

Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, 

Comm’n Op. at 24 (1995).  In other cases, the Commission has turned to alternative 

approaches, especially when the level of a reasonable royalty rate could be ascertained.  

Certain Integrated Circuit Telecommunication Chips and Products Containing Same, 

Including Dialing Apparatus, Inv. No. 337-TA-337, Comm’n Op. at 41 (1995).  A 100 

percent bond has been required when no effective alternative existed.  Certain Flash 

Memory Circuits and Products Containing Same, Inv. No. 337-TA-382, USITC Pub. No. 

3046, Comm’n Op. at 26-27 (July 1997) (a 100% bond imposed when price comparison 

was not practical because the parties sold products at different levels of commerce, and 

the proposed royalty rate appeared to be de minimis and without adequate support in the 

record).   

In this investigation, there is no dispute that complainant is in the business of 

determining the value of patents.  Furthermore, its domestic industry case relies on the 

investments of SII.  Thus, complainant could have offered evidence concerning the 
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appropriate royalty rate or other bond for the accused products.  Under these 

circumstances, the administrative law judge agrees with respondents that no bond 

requirement should issue in this investigation.  See Certain Magnetic Tape Cartridges 

and Components Thereof, Inv. No. 337-TA-1058, Comm’n Op. at 73-74 (imposing no 

bond upon failure to show bond is warranted).   

XI. Order 

To expedite service of the public version of this document, the parties shall file a 

joint proposed public version, on the date and in the manner required by Order No. 29.   

 

 
 
 

   
David P. Shaw 
Administrative Law Judge 
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