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in the vertical is such that it dominates, tan the screen moves only in the vertical, which is
vertical scrolling. (Id.)

Samsung contests Apple’s argument that Westerman only applies to how hand motions
are recognized and are not relevant to executing commands. (RIB at 131.) According to
Samsung, Apple has _misread Westerman because, according to Dr. van Dam, Westerman

‘discloses that various gestures are mapped to various commands. (Id.) Samsung argues that
Westerman teaches hand movement can be constrained to vertical direction, which would
constrain scrolling to be vertical. (Id.) One way of considering this, according to Samsung is
output for “motion filters” for the various kinds of translations — vertical, horizontal, etc., which
in turn have heuristics applied to them for output, which Dr. van Dam explains is part of
Westerman when read in context (RRB at 53.)

The Staff argues that in contrast to the ‘949 patent, which distinguishes between one-
dimensional vertical screen scrolling and two-dimensional screen translation, the Westerman
thesis simply distinguishes between three degrees of freedom- rotation, scaling, and translation.
(SIB at 61.) The Staff argues that although Samsung contends that the Westerman thesis
discloses vertical screen translation and two-dimensional screen translation, that contention is
based on its expert’s opinion that Westerman discloses two degrees of translation when in fact
instead of the sole degree of translation disclosed in Westerman. (/d. at 62.) The Staff asserts
that Samsung’s expert acknowledged that the translation language in Westerman is ambiguous
and thus the Staff argues that Samsung has failed to prove by clear and convincing evidence that

Westerman infringes. (/d.)
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Analysis

Samsung argues that all of the asserted claims of the ‘949 patent are anticipated by a
doctoral dissertation authored by Dr. Wayne Westerman, PhD., titled “Hand Tracking, Finger
Identification, and Chordic Manipulation on a Multi-Touch Surface’f (“Westerman reference”).

In support, Samsung relies primarily on the testimony of its expert, Dr. van Dam, who testified
the Westerman reference anticipates the asserted claims of the ‘949 patent. (See, e.g., RX-3448C
(van Dam DWS) at Q&As 32, 114-165.) 1 disagree with Samsung’s arguments for the reasons
discussed below.

The Westerman Dissertation (the reference) was published in 1999, more than a year
before the September 6, 2006, effective filing date of the ‘949 patent. (RX-1266C.) This makes
the Westerman reference prior art under 35 U.S.C. § 102(b).

The PTO reexamined the ‘949 patent twice with the Westerman reference being disclosed
both times. In both cases the examiner found Westerman did not disclose elements of the ‘949
patent’s claims. (CX-2591C (Balakrishnan RWS) at 36-39 Q67-76; CX-284 at 8-9; CX-285 at 8,
12.) As Apple notes, the examiner stated: “[tJhe Westerman [Dissertation] reference, either
alone or in combination with the other references cited in the request, fails to raise a SNQ
[Substantial New Question of patentability].” (CX-284 at 7.) In fact the examiner also found a
rotation transformation is not a “two-dimensional screen translation” and noted this is
distinguished in the ‘949 patent from rotation. (CX-284 at 8.) The examiner found Westerman
does not appear to clearly discuss one-dimensional vertical screen scrolling or distinguish such
scrolling from any two-dimensional screen translation and specifically found that Westerman

failed to teach the claimed vertical screen scrolling heuristic and two-dimensional screen
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translation heuristic. (CX-284 at 7-8 and see CX-2591 (Balakrishnan, Q&As 36-39.) Given
these facts, I find that Samsung’s burden to prove anticipation by clear and convincing evidence
is enhanced.

The purpose of the Westerman reference has relevance to how it should be construed and
what it may anticipate. As Apple correctly argues, the goal of the Westerman reference is
different than translating signals by one finger on a touch screen. Specifically, the Westerman
goal, as admitted by Dr. van Dam is to “build a touch pad that could replace both the keyboard
and the mouse on a computer.” (Tr. at 1550:8-12 and see also through 1553.) Thus, tracking
multiple finger movements is Westerman’s focus. (Tr. 1553:6 -1554:12.)

Samsung is wrong to argue Westerman discloses use of a touch screen by a mere mention
of the word “touchscreen”* (in the relevant paragraphs on page 225 and 231- 232 of Exhibit
RX-1266C). There is no suggestion of touch screen use in these references within Westerman.
Rather, with regard to page 225, Dr. Westerman merely comments that no one has derived a
certain degree of control (2-DOF) from hand or finger motion on proximity sensing surfaces
such as a “touchpad” or a “touch screen.” With regard to the meﬁtion of “Touch Pads and
Screens” starting on page 231 through page 232 of RX-1266C, there is only an explanation of
how these surfaces work as the result of tapping, etc., no explanation of how a “touch screen” is
to be used in the Westerman reference. Regardless, as Dr. Balakrishnan correctly points out:

... As Dr. Van Dam acknowledges in response to Question 124, the Westerman

thesis does not disclose using the gestures it discusses on a touch screen, which is
a combination of a display and an input device, and which is a required element

14 Westerman spells touchscreen as with no break between the two words.
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of every claim of the ‘949 patent. Instead, it discloses a system using a touch pad,
which is a peripheral input device not integrated into the display it is controlling.
A touch screen is fundamentally different than a touch pad; a touch pad is a
peripheral controller for an electronic device which has a separate display, while a
touch screen integrates that controller into the display itself.
(CX-2591 at Q&A 52.) Accordingly, since use of a touch screen is a requirement of every claim
of the ‘949 patent, Westerman cannot anticipate.

] am persuaded the Staff’s argument that Westerman only teaches three degrees of
freedom, i.e., rotation, scaling, and translation, is correct and supported by the language of
Westerman and credible testimony. Further, as the Staff argued, the evidence firmly establishes
Dr. van Dam’s interpretation regarding Westerman’s disclosure of two degrees of “translation”
freedom is untenable because Dr. van Dam acknowledged the Westerman language is ambiguous
and may not support his interpretation. (Tr. 1566:25-1567:3.) Therefore, I find the Westerman
reference simply distinguishes between three degrees of freedom- rotation, scaling, and
translation and does not address vertical scrolling or differentiating between one-dimensional
screen scrolling and two-dimensional screen translation based on the angle of initial movement
as required by the patent. (JX-0003, claim 1.) This means Samsung falls far short of
establishing, by clear and convincing evidence that Westerman anticipates the 949 claims.

In making its vertical scrolling argument, Samsung attempts to extrude too much
meaning from the following Westerman language:

Like the recent dual-pointing-stick bulldozer-interface of Zhai et al., the hand

motion extractor presented in this chapter will try to strike a compromise between

integrity and separability. The motion filters will pass simultaneous motions in

multiple components or degrees of freedom which are truly in diagonal directions,

thus allowing fast manipulation across shortest path diagonals. But when one of
the rotation, scaling, or translation degrees of freedom dominates, indicating the
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direction of motion is nearly along an axis, the non-dominant components will be
suppressed so that control occurs exactly along the axis.

(RX-1266C at 264.) (Emphasis added) Dr. Balakrishnan addressed Dr. van Dam’s interpretation
of the language emphasized in the preceding paragraph as follows:

43. Q: Do you agree with Dr. Van Dam about the meaning of “nearly along an
axis” in the Westerman Thesis?

A: No. The “axis” described in this passage from the Westerman Thesis cannot
mean the “horizontal or vertical axis” as Dr. Van Dam asserts. The paragraph
clearly refers to three different types of motion: rotation, scaling and translation.
As I explained, for translation, all of the fingers move in the same direction. For
scaling, all of the fingers either converge on a single point or diverge from a
single point. For rotation, all of the fingers rotate around a point. In the paragraph
cited by Dr. Van Dam, the Westerman Thesis states that when one of these three
types of motion dominates, “the direction of motion is nearly along an axis.” We
know the “axis” being referred to cannot mean the horizontal and vertical axes,
because for rotation and scaling, the movement of the fingers is never “along” the
vertical or horizontal axis. Rather, in the case of rotation, the fingers move around
a central point or along a rotational axis, not along any X or Y axis. In the case of
scaling, the fingers either converge or diverge from a central point, not along any
X or Y axis. So the Westerman Thesis does not disclose movement “nearly along”
an X or Y axis, as Dr. Van Dam contends.

(CX-2591C at Q&A-42-45). 1 find Dr. Balakrishnan’s testimony on the meaning of
“pearly along an axis” to be more credible, logical, and convincing than Dr. van Dam’s
testimony on the same point (See RX-3448C (Q&A 152). Moreover, the language “nearly along
an axis” even when taken in the light most favorable to Samsung, is, at best, ambiguous.

Regardless, Samsung based its anticipation argument upon its erroneous interpretation of
“nearly along an axis” to support its vertical scrolling contention, which it intertwined with its
contention concerning the thfee degrees of freedom being equivalegt to vertical scrolling I

rejected above. Hence, it is really only one argument. Based upon the foregoing, as well as the
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prior actions by the®¥0, which are consistent with these findings, I must find Samsung has not '
met its burden to prove anticipation by clear and convincing evidence.

It is certain that every asserted claim of the ‘949 patent >requires heuristics that determine
whether to perform a vertical screen scroll command or two-dimensional screen translation
command based on the initial angle of movement of a finger contact. (See e.g., JX-003 at
122:37-123:2; 123:3-7; 123:12-17; 124:1-7; and 124:7-33.) Since Westerman does not teach
vertical scrolling or differéntiating between one-dimensional screen scrolling and two-
dimensional screen translation based on the angle of initial movement as required by the patent, I
can find no credible evidence the Westerman teaches that heuristics determine whether to
perform these requirements, only credible evidence that it does not. (CX-2591C at Q&A 34.)
Accordingly, Westerman cannot anticipate the claims of the ‘949 patent.

2. Obviousness
a. Wakai in view of Hashimoto

The Parties’ Positions

Samsung argues that even if the screen content rotation command of Wakai were found
not to be “two-dimensional screen translation” claims 1, 4-6, 11, 14-17, and 20 of the ‘949 patent
would still be invalid as obvious in light of Wakai in view of Hashimoto. (RIB at 132.)

Samsung argues that Hashimoto discloses two-dimensional screen translation and that the
combination of the two-dimensional screen translation disclosed in Hashimoto with the vertical
scrolling disclosed in Wakai would have been a predictable extension of the teachings of Wakai.

(Id. at 134.)
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Apple attacks Samsung’s combinatien of Wakai with other references by contending
Wakai is not a proper primary reference because it does not disclose a two-dimensional screen
translation based on the angle of initial movement. (CIB at 128.) Apple contends Samsung’s
obviousness arguments “suffers from classic hindsight bias.” (Id.) Apple notes that
Dr. Balakrishnan testified an inherency of the ‘949 patent is the use of a heuristic to determine
whether the user’s finger movement indicates the user wants to perform a one-dimensional
vertical scroll or a two-dimensional screen translation based on the angle of the movement of
that finger. (Id.) Despite that inherency and finding a reference suggesting such an inherency
(the heuristic), Samsung relies upon Wakai as a references disclosing gestures to cause vertical
scrolling and still other references that disclose gestures to cause two-dimensional scrolling
(Cheston and Chiu), and then “says “combine them” by using the angle of initial movement to
select one or the other.” (/d.)

Apple claims Samsung’s combinations ignores that:

. .. combining these two particular gestures so that a user can select one- or two-

dimensional scrolling based on the angle of initial movement is at the heart of the

‘949 patent invention. See Ortho-McNeil, 520. F.3d at 1364 (rejecting the

reasoning of an expert who “simply retraced the path of the inventor with

hindsight, discounted the number and complexity of the alternatives, and

concluded that [the invention] was obvious™.)
(1d.)

Apple argues Wakai takes a different approach to user interface design than the ‘949
patent. (RIB at 129.) Wakai discloses substantially different functions that can be attributed to
any single gesture. (Id.) Apple gives several examples of how vertical gestures in Wakai may

map commands that have nothing to do with one another, e.g., “A gesture that is 34 degrees from

the vertical axis may be mapped to a next item command, while a gesture that is 36 degrees from
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- vertical may be mapped to a lateral expansion. (/d., citing RX-606 at col. 14:22-15:11.) Apple
thus argues there would be no motivation to take this disclosure and add the core of the vertical
screen scrolling heuristic of the ‘949 where mapping two similar commands to two similar
gestures to create an intuitive, usable device. (Id.)

Apple notes that both Chiu and Cheston disclosed a one-dimensional vertical screen
scrolling command, and that Hashimoto and Cheston disclosed a two-dimensional screen
scrolling command. (CIB at 130.) Apple contends many of these references pre-dated the ‘949
patent invention by several years. (Id.) Wakai, for example, was first filed in 2000. (Id., citing
RX-606.) Hence, the commands identified in these references were pervasive in the art for a
period of time before the ‘949 patent, (Id.) Nevertheless, Apple asserts Samsung cannot identify
even one reference that “even hints at combining them using the claimed heuristics,” which it
contends is strong evidence that the ‘949 patent claims were not obvious to one of ordinary skill
at the time. (/d.)

The Staff contends Samsung’s explanation for a motivation to combine Wakai with the
Hashimoto, Cheston, and Chiu references is insufficient as a matter of law. The Staff explains
that Samsung only argues that “the two-dimensional screen translation commands of either
Cheston or Chiu can be implemented into Wakai.” (SIB at 65, citing RX-3448C (van Dam
DWS) at Q&A 282.) But, establishing references can be combined, cannot provide sufficient

reasons for a motivation to combine. (SIB at 65.)
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Analysis

Hashimoto is a patent application published on May 11, 2006, which is before the
September 6, 2006, effective filing date of the ‘949 patent. (RX-561.) Thus, Hashimoto is prior
art under 35 U.S.C. § 102 (e).

Although I agree with Samsung that Hashimoto discloses two-dimensional screen
translation (a point Apple concedes), I disagree that combining the two-dimensional screen
translation disclosed in Hashimoto with the vertical scrolling disclosed in Wakai would have
been a predictable extension of the teachings of Wakai. Moreover, even if the two references
were combined it would not result in the claimed invention of the ‘949 patent, because there is
no disclosure of a heuristic that distinguishes between vertical screen scrolling and a two-
dimensional screen translation based on the angle of initial movement of a finger contact.

Specifically, the evidence shows that Wakai discloses one single gesture can be mapped
to several commands, e.g., an upward travel gesture could be interpreted by an algorithm to be a
“next-item operation” or a “a next-screen operation, a last-line operation, an upward shifting
operation, an expansion operation in a vertical direction only, [or] a contraction operation in a
vertical direction only.” (RX-606 at col. 14:22-52.) Therefore, I find it would not have been
obvious to take the Verticél screen scrolling command of Wakai, and the two-dimensional screen
translation heuristic of any other reference (like Hashimoto, Cheston, or Chiu), and create a
heuristic which distinguished between them based on an angle of initial movement as ‘949
requires as its central innovation. Hence, I agree with Dr. Balakrishnan’s credible testimony
when he opined there would be no motivation to take Hashimoto, Chui, or Cheston and add to

these to the core of the vertical screen scrolling heuristic of ‘949 patent; where mapping two
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very similar commands to two very similar gestures to create an innovative, intuitive, usable
device. (CX-2591C (Balakrishnan RWS) at Q&A 88-91.)

The Staff’s argument is compelling. Saying two references “can be implemented” as
Dr. van Dam did (RX-3448C at Q&A 282), is insufficient proof as matter of law to establish
obviousness by clear and convincing evidence. Plainly, the mere probability of an event is well
short of sufficient rational for a motivation to combine.

b. Wakai in view of Cheston and Chiu

Cheston is a patent application published on July 27, 2006, which is before the September
6, 2006, effective filing date of the ‘949 patent. (RX-581.) Thus, Cheston is prior art under 35
U.S.C. § 102 (e).

Chiu is a patent application published on January 5, 2006, which is before the September
6, 2006, effective filing date of the ‘949 patent. (RX-522.) Thus, Chiu is prior art under 35
U.S.C. § 102 (e).

There is no need to discuss resolution of these two patents after discussing Hashimoto
immediately above. Samsung combined its argument of all of these referenceé, as did the Staff
and Apple. Moreover, the expert testimony of the experts also combined their discussion.
Accordingly I hold, consistent with my findings under Hashimoto, that Samsung’s explanation
for a motivation to combine Wakai with the Cheston and Chiu references is insufficient as a
matter of law. Hence, for that an all the other reasons discussed in Hashimoto, immediately
above, I find that Samsung has failed to establish by clear and convincing evidence that Chiu and
Cheston references, in combination with the Wakai reference, makes obvious the claims of the

‘949 patent.
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c. Wakai (or Wakai combinations) in view of Pallakoff

The Parties’ Positions

Samsung argues that asserted dependent claims 10, 12-13, and 18-19 are obvious in light
of Wakai in view of Pallakoff. (RIB at 136-137.) Samsung argues that Wakai teaches
recognizing commands from gestures on an information processing apparatus and that Pallakoff
teaches recognizing user input on a touch screen device that runs programs such as web browsers
and photo album viewers. (Id.) Samsung argues it would have been obvious to one of ordinary
skill in the art to combine the teachings of Wakai with the web browser and photo album
applications of Pallakoff because such a combination would have been predictable. (/d. at 137.)

Apple argues Samsung has failed to show that the dependent claims specifying a web
browser and a photo gallery (claims 9, 10, 12, 13, and 18) are rendered obvious by Wakai in light
of Pallakoff and cites Dr. Balakrishnan in support. (CIB at 130, citing CX-2591C at Q&A 91.)
Nor did Samsung identify any motive why one of ordinary skill in the art would have combined
Pallakoff with Wakai, other than say both used touch screens. (Id.) Apple also argues the
combination of Wakai and Pallakoff does not disclose either two-dimensional screen translation
or the heuristics claimed in the ‘949 patent. (/d.)

The Staff argues that because Samsung’s description of the “need” addressed by Wakai
and Pallakoff “to distinguish between imprecise gestures based on finger contacts for various
applications,” is overly broad, Samsung failed to provide adequate or convincing reasons to
establish that one of ordinary skill in the art would be motivated to combine Wakai with
Pallakoff. (SIB at 66.) Accordingly, Samsung has not met its burden of establishing that the

combination of references makes the ‘949 claims obvious. (/d.)

211



PUBLIC VERSION

Analysis

U.S. Patent Application Publication No. 2005/0012723 (“Pallakoff”) was filed on
January 20, 2005, which is more than a year before the September 6, 2006, effective filing date
éf the ‘949 patent. Thus, Pallakoff is prior art under 35 U.S.C. § 102(b).

I find the arguments of the Staff and Apple to be rather convincing. Inote that I find
Dr. Balikrishnan’s opinion that Samsung (Dr. van Dam) had not identified why one of ordinary
skill in the art would have been motivated to combine Wakai and Pallakoff disclosures, other
than they use touch screens (CX-2591 at Q&A 91) to be persuasive. Thus, I find Samsung has
not established sufficient motivation to combine the relevant references.

I have also found, supra, that Wakai fails to disclose a “two-dimensional screen
translation” as required by claims 1, 4-6, 11, 14-17, and 20. Samsung does not argue that
Pallakoff satisfies this limitation. Rather, Samsung asserts only that Pallakoff discloses the
additional limitations found in dependent claims 10, 12-13, and 18-19. Thus, for the same
reasons discussed with regard to Wakai, I find the combination of Wakai and Pallakoff does not
disclose the claimed “two-dimensional screen translation.” Accordingly, I find that Samsung
failed to prove by clear and convincing evidence that claims 10, 12-13, and 18-19 are obvious in
light of Wakai in view of Pallakoff.

d. Westerman Thesis in view of one of ordinary skill in the art

The Parties’ Arguments

Samsung argues the Westerman reference discloses its teachings are applicable to touch
screens. (RIB at 137.) It alleges one of the prosecuting attorneys believed that the Westerman

Thesis applied to touch screens. (/d.) In addition, Samsung alleges Apple presented figures

212



PUBLIC VERSION

from Westerman to the PTO in a presentation touting touch screen technology developed for the
iPhone. (Id.). Therefore. one of ordinary skill in the art would have found it obvious to apply
the teachings of the Westerman Thesis to touch screen devices. (/d.) |

There is not a great deal of difference between Apple’s anticipation arguments
concerning the Westerman reference and its obviousness arguments. (Compare CIB at 119-122
to 125-128.) Regardless, Apple emphasizes the failure of Westerman to disclose vertical
scrolling or differentiate between one-dimensional screen scrolling and two-dimensional screen
translation based on the angle of initial movement. (CIB at 126.) Apple argues this important
innovation was not taught by anything in the art, including Westerman and thus Samsung failed
to meet its burden of proving that anything in Westerman disclosed or suggested the vertical
screen scrolling heuristic claimed by the ‘949 patent. (Id.)

Apple argues that Westerman employs a very different approach to controlling devices
through gestures than the ‘949 patent. (/d.) Apple alleges that operating the system disclosed by
Westerman would require a user learn an extensive vocabulary of gestures, all mapped to
different command (the very opposite of the ‘949 patent’s intuitive approach. (Id, citing CX-
2591C (Balakrishnan) at Q&A 57-59.) Moreover, Apple argues this is an integral part of the
user interface philosophy of the iPhone, which is to emphasize simple functionality over the
number of features. (Id.)

| Apple argues Westerman reference device “is a good example of an entirely different
choice in user interface design; it sacrifices usability for powerful functionality.” (CIB at 127.)
The Westerman approach teaches away from the kind of solution proposed by the ‘949 patent;

instead Westerman teaches allowing the demands of increasing functionality to dictate the
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gestures the user must make, whether or not those gestures have any intuitive relationship to the
commands they are mapped to, while the ‘949 patent lets the user’s natural, intuitive gesture
drive the commands that are mapped to that gesture. (Id., citing CX-2591C (Balakrishnan) at 32-
33,Q59.)

Apple avers that As the Staff anticipated, Samsung does not demonstrate how or that one
of ordinary skill in the art would combine the touchpad gestures described in the Westerman
thesis with a touch screen as described in Wakai or Jin. (/d.) Gestures appropriate for a touch
pad may not be reasonable to use on a touch screen, for:

... as Dr. Van Dam testified, touchpad systems need not account for the fact that

the user’s hands may obscure the input surface, because the system is displaying

data on an entirely separate screen. (Tr. at 1550:2-1551:13.)” (Id.) When using a

touch screen, the user’s fingers partially obscure the display; therefore, the

designer must consider how to account for and minimize this problem. (CX-
2591C (Balakrishnan) at 33-35, Q60-62.) Therefore, many of the gestures the

Westerman thesis describes, including gestures using both hands or using up to

five fingers, may make sense on a touch pad, but may require a redesign to be

effective on a touch screen (RX-36 at 42, 44, & 255-305.)

(Id.) Therefore, Apple argues Samsung “failed to prove by clear and convincing evidence that
one of ordinary skill in the art would look to Westerman, when developing a system for
interpreting gestures on a touch screen and changing screen content accordingly.” (Id.)

The Staff argues that while Samsung does argue Westerman explicitly discloses its
teaching is applicable to a touch screen device and that it would have been obvious to one of
ordinary skill in the art to apply the disclosed teachings to a touch screen device, the evidence
has shown that the Westerman thesis discloses a touchpad, not a touch screen. (SIB at 63-64,

citing, e.g., RX-3448C (van Dam) at Q&A 124.) The Staff also notes the touchpad device of

Westerman operates in a different manner than that of the ‘949 touch screen. (SIB at 64, citing
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Tr. 1553:6-1554:3; RX1266C.) The Staff, consistent with its anticipation arguments concerning
Westerman, also argues that the evidence shows Westerman does not disclose or suggest vertical
screen scrolling or differentiating between such scrolling and two-dimensional screen translation
based on an angle of initial movement as discussed above.) (Id.) Thus, the Staff argues
Samsung has not met its burden of establishing by clear and convincing evidence that the
Westerman thesis renders the ‘949 patent obvious.

Analysis

I find the Staff’s and Apple’s, arguments to be supported by more credible evidence and
logic than the arguments made by Samsung. In short, as both Apple and the Staff contend,
Samsung has failed to carry its burden buy clear and convincing evidence.

I reject Samsung’s contention that Westerman discloses its teachings are applicable to
touch screens. As discussed above, I have already found Westerman’s teachings are not
applicable to touch screens. I reiterate this finding, even considering the Prosecuting Attorney’s
testimony advocated by Samsung, which I reject for the reasons Apple advocates, but also
because there is no proof he is a person of ordinary skill in the art or is an expert. Regardless,
even if the Westerman reference discussed use of touch screens, I would reach the same
conclusion about Westerman rendering the ‘949 patent obvious.

I also consider it critical the evidence shows Westerman does not disclose or suggest
vertical screen scrolling or differentiating between such scrolling and two-dimensional screen
translation based on an angle of initial movement as discussed above. (CX-2591C at Q&As 34-
35.) One thing that is clear is that the ‘949 patents claims do just that. (See e.g., JX-003 at

122:37-123:2; 123:3-7; 123:12-17; 124:1-7; and 124:7-33.) For this reason alone I would find
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Samsung has failed to sustain its burden of proof to show the ‘949 patent is obvious by clear and
-convincing evidence. Yet, there is more.

Next, I find Samsung is unable to eXplain any credible motivation for a person of
ordinary skill in the art to take Westerman and end up with the ‘949 patent. As Apple argues so
well, the fundamental idea behind the two is different, for Westerman is focused on perhaps
hundreds of gestures to achieve functionality on a touchpad, while the ‘949 patent is focused on
achieving maximum functionality’with a few very intuitive gestures on a touch screen the user
has to see. (CX-2519C (DWS Balakrishnan DWS) at Q&As 57-62.) In evaluating Samsung’s
arguments, I considered and rejected Dr. van Dam’s arguments (see RX-3448C at Q&A 128)
addressing touch screen size as being variable. While there is a variability of touch screen size,
it is more relevant that Westerman is about recognition of numerous fixed gestures by the human
hand and the ‘949 is about intuitively recogniiing a very limited group of gestures by a finger.
Westerman clearly teaches away from the intuitive nature of the ‘949 patent with scripted or rote
gestures.

e. - Westerman Reference in view of Wakai

The Parties’ Arguments

While still contending that Westerman discloses touch screen limitations and vertical
scroll screening, Samsung argues one of ordinary skill in the art would have been motivated to
combine the teachings of Wakai and thus the ‘949 patent would be obvious. (RIB at 138.) More
specifically, the motivation would have been to combine Westerman with other touch screen art
for touch screens and touchpads were within the same field and a predictable variation under

KSR. (Id.)
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Samsung reiterates all of its touch screen arguments with regard to Westerman, which
will not be repeated, other than to acknowledge it argues the size of the touch screen on the
‘9459 patent is not limited. (/d.)

Referring to its argument concerning anticipation and Wakai, Apple argues that Wakai
does not even disclose two-dimensional screen translation as a possibility, apart from not
distinguishing between one-dimensional scrolling and two-dimensional translations based upon
the angle of initial movement. (CIB at 128.) Thus, it is not a proper primary reference.

Apple argues that the Wakai arguments are improper hindsight, no matter with what
variation. (Id.) It asserts that finding obviousness with Wakai about combining two or more
gestures, not using the angle of initial movement combined with a heuristic, the core of the 949
patent. (Id.)

Apple argues that both Westerman and Wakai take different approaches to user interface
design than taken by the ‘949 patent. (CIB at 129.) Wakai maps one gesture to several potential
functions that may have nothing to do with one another. (/d.) As previously discussed herein,
there would be no motivation to take disclosures involving very similar movements with very
different commands associated with them and add those disclosures to the “heart of the vertical
screen scrolling heuristic ‘949 patent; mapping two very similar commands to two very similar
gestures to create an intuitive, usable device.” (Id.)

The Staff rejects Samsung’s arguments and argues instead that Samsung has not met its
burden of establishing by clear and convincing evidence such a combination of references

renders the ‘949 patent obvious. (SIB at 65.) .
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Analysis

I find Samsung’s argument that Westerman, in view of Wakai, makes the ‘949 patent
obvious, to be virtually indistinguishable from all of its other Westerman and Wakai arguments I
have already rejected for the reasons stated in my earlier discussion and there is no reason to
repeat my reasoning. In addition, Samsung’s argument vis-a-vis this topic is based upon attorney
argument rather than credible opinion, for the citation to Dr. van Dam’s direct witness statement
by Samsung (RIB at 138, citing to RX-3448C at Q/As 123-128) addresses whether the
Westerman reference deals with touch screens, not motivation to combine references.
Accordingly, I find Samsung has failed to offer sufficient proof of motivation to combine Wakai
and Westerman as a matter of law. Secondly, consistent with my findings concerning
Westerman and Wakai discussed above, I find the differences between these references, by
themselves or in combination, is such that they teach away from the ‘949 patent rather than
offering any kind of predictable variation that would lead to the ‘949 patent. Specifically, as
argued cogently by Apple, neither of these references distinguishes between one-dimensional
scrolling and two-dimensional translations based upon the angle of initial movement, the core of
the ‘949 patent. Accordingly, not only do I agree with Apple that Samsung’s arguments are
impermissible hindsight but I also find them unconvincing.

f. Secondary considerations of non-obviousness

The Parties’ Arguments

Apple alleges Samsung failed to rebut Apple’s evidence of objective indicia of non-
obviousness. Specifically, Samsung failed to rebut the evidence of commercial success and

copying of the ‘949 patent by Samsung. In addition, Apple alleges its products encountered
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success in face of initial expressions of skepticism by industry observers, later high praise
(including internal Samsung papers), and all of this was followed by Samsung’s close analysis,
benchmarking and even copying of Apple’s GUI and other features — all of which is unrebutted.
(CIB at 243.) Apple argues, given the facts, applicable precedent supports a finding of non-
obviousness.

Without getting into specifics, Apple asserts it has realized truly significant revenues and
profit arising from its Domestic Industry Products. (CIB at 244.) In addition, Apple argues it
was the world’s top smart phone vendor in 2011. (CIB at 245.) Hence, Apple’s expert,

Dr. Prowse, opines there is only one reasonable conclusion, which is that the iPhone, iPad, and
iPod touch products have demonstrated substantial commercial success. (Id.)

| Apple argues it has a strong success because of its GUI (ease of use) and its products.
(Id.) Apple claims this has been verified by surveys, marketing research and Samsung’s own
documents. (/d.) In addition, Apple’s expert verified the nexus between the success of Apple’s
products and Samsung’s infringing products and their use of the Apple type GUL. (CIB at 246-
247.) Apple’s expert also testified the ‘949 patent was important to the success of its products.
(CIB at 247.)

Apple next argues industry skepticism provides objective evidence of non-obviousness,
but seemingly does not argue specific application to the ‘949 patent. (CIB at 248-249.)
However, Apple does argue industry praise for its iPhone that does apply to its GUI and thus the
‘949 patent. (CIB at 250.) Apple also argues Samsung’s internal documents praised its touch-

based user interface. (CIB at 251.)
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Apple also alleges Samsung copied its products embodying the ‘949 patent and that the |
copying was no accident, including copying of the GUI, for consumers would expect this. (CIB
at 252.)

The Staff reports that Apple alleges that commercial success and copying by Samsung
confirm the non-obviousness of various patents, including the ‘949 patent. (SIB at 120.) The
Staff also notes Apple alleges its asserted Graphical User Interface (GUI) patents [including the
‘949 patent] are respoﬁsible for the tremendous commercial success enjoyed by the Apple
products that embody those patents. (Id.) The staff argues Apple provides several facts in
support of its allegations.

In evaluating Samsung’s response, the Staff explains that even though Samsung contends
Apple has not proven a nexus between commercial success and the inventions at issue in this
investigation,

the Federal Circuit has held that . . . if the marketed product embodies the

claimed features, and is coextensive with them, then a nexus is presumed and the

burden shifts to the party asserting obviousness to present evidence to rebut the
presumed nexus.” See Brown & Williamson Tobacco Corp. v. Philip Morris, Inc.,

229 F.3d 1120, 1130 (Fed. Cir. 2000); see also J.T. Eaton & Co. v. Atlantic Paste

& Glue Co.,106 F.3d 1563,1571 (Fed. Cir. 1997).

(Id.) The Staff argues the evidence shows the claimed features of the GUI patents contribute to
the success of the Apple products at issue. (SIB at 121.) Regarding the nexus between
commercial success and the graphical user interface patents the Staff offers that a 2008 survey
(CX-1809) found that the “best feature of the iPhone” was the “fingertip navigation (zooming,
scrolling, etc.)” and an “innovative feature” was the “multi-touch screen.” (CX-1809.)

Samsung argues that Apple’s evidence of commercial success and copying of the ‘949

patent lacks nexus. (RIB at 139.) Samsung argues that Dr. Prowse’s testimony on the success of
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the Apple GUI is not specific enough to the touch screen heuristic of the ‘949 patent and argues
the same should apply to Dr. Balakrishnan for his failure to identify unique characteristics of the
‘949 patent. (RIB at 140.) Samsung makes the same arguments with regard to copying evidence
offered by Dr. Balakrishnan and reiterates that everyone benchmarks. (RIB at 141.)

Analysis

I have already found that Apple’s iPad, iPad2, original iPhone, iPhone 3G, iPhone 3GS,
iPhone 4, iPhone 48, iPod Touch 3G, and iPod Touch 4G (collectively “Domestic Industry
Products”) running both Apple iOS 3 and iOS 5 practice claim 1 of the ‘949 practice the ‘949
patent under the technical prong. What is more, it is unassailable that these products have been
commercially successful (not even challenged by Samsung), even if they are no longer
commercially successful individually because they are no longer sold. As noted by the Staff
(SIB at 120), .. . . if the marketed product embodies the claimed features, and is coextensive
with them, then a nexus is presumed and the burden shifts to the party asserting obviousness to
present evidence to rebut the presumed nexus.” See Brown & Williamson Tobacco Corp. v.
Philip Morris, Inc., 229 F.3d 1120, 1130 (Fed. Cir. 2000); see also J.T. Eaton & Co. v. Atlantic
Paste & Glue Co.,106 F.3d 1563,1571 (Fed. Cir. 1997). I find Samsung has not provided any
probative evidence sufficient to rebut the presumed nexus.

Apple notes it was the world’s “top smartphone vendor” in 2011. (CX 34 at 1; CX-
2597C (Prowse) at Q&As 53-54.) Regardless, even if Apple were not the market leader, I take
notice of the fact that Apple (like Samsung) has been a strikingly successful participant in the
smartphone market and that Apple is arguably the number one capitalized company in the world

as of the writing of this determination. Moreover, there is no contest that the products employing
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the GUI claimed by the ‘949 patent contributed to Apple’s success (although Samsung does
challenge whether the Domestic Industry Products practice the claims of the ‘949 GUI patent, I
have found the Dome.stic Industry Products practice the ‘949 GUI patent.) In support of Apple’s
claim success and the cause of its success (nexus), I find the testimony and explanation of
Dr. Stephen Prowse to be credible, consistent, and sﬁpported by other credible evidence of
record. (E.g, CX-2597C (RWS) at Q&As 31, 32, 46, 81, 82, 94; and 128 see also CX-67C; CX-
2596C (Joswiak) at Q&As 22, 27, 46, and 59-66; CX-2130 at 1 and CX-2131 at 1; CX-2132 at
1; CX-2582C; CX-2583C; and CX-2584C.)

Beyond Samsung’s inability or choice not to challenge the success of the Apple products,
I note there is evidence that Apple’s GUI has contributed to the success of its products. (CX-
1809.) As thoroughly discussed above, the one-dimensional scrolling and two-dimensional
translations based upon the angle of initial movement, are the core of the ‘949 patent. Similarly,
intuitive commands stemming from the ‘949 patent are at the very heart of the GUI of the
Domestic Industry Products. Accordingly, find the evidence establishes the commercial success
of the Domestic Industry Products is due, at least in part, to the ‘949 patent. I find that Apple
strongly believes its innovative and new GUI contributed to the success of its products and that it
has empirical and substantive and credible proof of its belief. (CX-2596C (Joswiak) at Q&As
31, 32, 81, 82; and 88; see also Tr. 1965:24-1967:13; CX-35.) To Apple, GUI translated to ease
of use and was a reason for the success of its products. (CX-2596C and CX-2596C (Joswiak) at
Q&A 32))

As discussed above, while Apple argues industry skepticism provides objective evidence

of non-obviousness, it seemingly does not argue specific application to the ‘949 patent. (CIB at
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248-249.) However, Apple does argue industry praise for its iPhone that does apply to its GUI
and thus the ‘949 patent. (CIB at 250.) Specifically, Apple argued and established that:

the iPhone was called “the most inspired handset on the market,” and recognized
it as “best” in many user interface categories, including web browser, noting its
“touch-interaction which makes navigation, zooming and selection easy and
intuitive.” (CX-319C, passim; CX-1671C at 10.) A Samsung document entitled
“3G iPhone Counter Plan” compared the iPhone to one of Samsung’s
smartphones and concluded that the Samsung phone was inferior in a number of
respects, including because it has a “less sophisticated user interface,” with “no
multi-touch UL”

Internal Samsung documents praised the iPhone’s touch-based user
interface. A document entitled “Competitor Analysis: GUI Benchmarking”
described the iPhone as “the most inspired handset on the market,” and
recognized it as “best” in many user interface categories, including web browser,
noting its “touch-interaction which makes navigation, zooming and selection easy
and intuitive.” (CX-319C, passim; CX-1671C at 10.) A Samsung document
entitled “3G iPhone Counter Plan” compared the iPhone to one of Samsung’s
smartphones and concluded that the Samsung phone was inferior in a number of
respects, including because it has a “less sophisticated user interface,” with “no
multi-touch UL” (CX-74C; see also, e.g., CX-69C (describing iPhone’s user
interface as “fun” and “whimsical”); CX-73C (discussing iPhone’s user interface
and observing that “Controlling Pan, Zoom and Scroll are simpl[e] and intuitive
using finger gestures™); CX-1776C at 2 (“3G iPhone is redefining the US market
dynamics”); CX-308C at 2 (“the iPhone has been successful at achieving a light
and airy aesthetic while retaining good battery life and we believe Samsung can
do the same™).)

(CIB at 251; CX-832 at 31.) Thus, I find, for the reasons argued by Apple that the industry
praise it received is objective evidence of non-obviousness.

[ also find there is evidence Samsung copied Apple’s 949 user interface, for I have found
Samsung infringes the ‘949 patent as discussed above. But more, Apple introduced evidence
tending to

(CX-1571C and see CX-2591C

(Balakrishnan RWS) at Q&A 96.)
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Based upon the foregoing, I find there are strong indicia of non-obviousness with regard
to the ‘949 patent that further strengthen Apple’s already successful arguments that the patent is
not obvious.

3. Written Description

Parties’ Positions

Apple argues that the Samsung has failed to prove that the ‘949 patent does not satisfy
the written description requirement. (CIB at 131.) Apple argues that there are many different
heuristics disclosed inscribed in the specification and that the extensive written description fully
supports the claims of the 949 patent. (/d.) Apple argues that Samsung’s assertion that the
specific rules used by each of the heuristics have to be described down to the finest possible
detail is not legally supportable. (Id) Apple argues it is unnecessary to spell out every detail of
the invention in the specification. (Id.) Apple argues the one of ordinary skill in the art reading
the 949 patent would know what the applicants have invented without having to be shown
specific source code that would implement the invention. (/d. at 131-132.) Apple argues that
Samsung’s written description challenge is based on the same faulty claim construction of the
term “heuristics” that it asserted in support of its non-infringement position. (Id. at 132.)

Samsung argues that the asserted claims the ‘949 patent are invalid for failing to meet the
written description requirement because specification the ‘949 patent lacks any details regafding
the claimed heuristics that would allow person of ordinary skill in the art to recognize that the
applicants had actually invented such a heuristics. (RIB at 142.) Samsung argues that the

specification does not disclose any level of detail about the heuristics themselves. (Id.)
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Samsung argues that the specification effectively presents a heuristic is a black box, with
a gesture is the input in the command is the output. (Jd.) Samsung argues that the specification
fails to ever disclose how the black box determines which command a process for a given
gesture. (Id.) Samsung argues that a sufficiently detailed written description must disclose the
rule used to determine which command to be processed in response to a particular gesture. (/d.
at 143.) Samsung argues that no such rules disclosed. (/d.) Samsung also argues that the patent
is silent on how to determine, in the first instance, whether a detect a gesture is a swipe gesture.
(Id) Samsung further argues that the patent fails to adequately describe selecting vertical
scrolling or two-dimensional translation based on an angle of initial movement. (/d. at 143-144.)
Samsung argues that the single embodiment of describing this your estate merely compares the
measured angle against predetermined constant reference angle. (Id.) Samsung argues that at
best it is inflexible algorithm and not a rule that assist in drawing inferences from data as
required by the claims of the 949 paitent. 1d)

The Staff argues that one of ordinary skill in the art would appreciate that the ‘949
inventors were in possession of the cle;imed invention in light of the claim specification of
fingers as the ‘949 patent specification discloses detailed examples of applying heuristics
including descriptions of how the heuristics function. (SIB at 66.) Thus, the Staff argues the
patent is not invalid for failure to satisfy the written description requirement. (Id. at 67.)
Analysis

The hallmark of the written description requirement is the disclosure of the invention.
Ariad Pharm., Inc. v. Eli Lilly and Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc). To

satisfy the written description requirement, the specification “must describe the invention
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sufficiently to convey to a person of ordinary skill in the art that the patentee had possession of
the claimed invention at the time of the application, i.e., the patentee invented what is claimed.
LizardTech, Inc. v. Earth resource Mapping, Inc., 424 F.3d 1336, 1344 (Fed. Cir. 2005.) “[I]tis
unnecessary to spell out every detail of the invention in the specification; only enough must be
included to convince a person of skill in the art that the inventor possessed the invention and to
enable such a person to make and use the invention without undue experimentation.” Falkner v.
Inglis, 448 F.3d 1357, 1366 (Fed. Cir. 2006.) Compliance with the written description
requirement is a question of fact and “the level of detail required to satisfy the written description
requirement varies depending on the nature and scope of the claims and on the complexity and
predictability of the relevant technology.” Adriad Pharm, Inc., 598 F.3d at 1351.

The ‘949 patent is directed to a “[t]ouch screen device, method, and graphical user
interface for determining commands by applying heuristics.” (JX-003, cover page) The
invention is born out of “a need for touch-screen-display electronic devices with more
transparent and intuitive user interfaces for translating imprecise user gestures into precise,
intended commands.” (/d. at 2:26-30.)- Each of the asserted claims of the ‘949 patent requires a
vertical screen scrolling heuristic, a two-dimensional screen translation heuristic, and a next item
heuristic and as discussed below, each are described in detail in the specification of the ‘949
patent.

For example, the vertical screen scrolling heuristic and two-dimensional screen
translation heuristics are described in the ‘949 patent at column 111, lines 29-49 and column
112:32-65, and in Figures 39C and 64A-B. (JX-003 at 111:29-49, 112:32-65, Figs. 39C, 64A-

B.) These same sections also provide a written description of the horizontal screen scrolling
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heuristic required by asserted dependent claims 6 and 10. (/d.) The specification also includes a
detailed written description of the next item heuristic. (Id. at 33:65-34:6, 34:12-21, Fig. 12A,
16A.)

Contrary to SamSung’s argument, the evidence shows that one of ordinary skill in the art
who has read the ‘949 patent would know what the applicants invented without the need for the
specific source code that would implement the claimed heuristics. (See CX-2591C
(Balakrishnan RWS) at Q&A 102-106.) The evidence shows that one of ordinary skill would be
able to look at Fig. 16A and the accompanying text, and know what specific source code could
be used to recognize and interpret the “swipe” indicated by number 1616, and execute the
corresponding claimed next item command. (Id. at Q&A 104-105.) Similarly, the evidence
shows that one of ordinary skill in the art would be able to look at Fig. 39C and the
accompanying text and know what specific code would be used to recognize and interpret the
two gestures indicated by numbers 3937 and 3939 and execute the corresponding vertical screen
scrolling command and two-dimensional screen translation command. (Id. at Q&A 103.)

Accordingly, I find for the reasons discussed above that Samsung has failed to prove by
clear and convincing evidence that the asserted claims of the ‘949 patent are invalid for failure to
satisfy the written description requirement of 35 U.S.C. § 112.

4. Enablement

The Parties’ Positions

Apple argues that the Samsung has failed to prove that the ‘949 patent does not satisfy
the enablement requirement. (CIB at 131.) Apple argues that Samsung’s enablement argument

fails for the same reason as its written description argument fails, that is both are based on the
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unsupported assumption that the ‘949 patent specification must teach more than that certain
types of rules can be used to map certain kinds of gestures to specific commands. (Id.) Apple
argues that Samsung’s expert relies on the same set of facts to support its written description
argument as it does to support its lack of enablement argument. (Id.) Apple argues the one of
ordinary skill in the art would not need to be given specific source code in or to implement the
invention of the 949 patent because the claims and specification clearly describe that which was
invented. (Id. at 133.) Apple argues that the details of any specific implementation, such as how
to detect a finger contact with a touch screen or how to determine an angle of initial movement,
would be well known to one of ordinary skill in the art. (Id.) Apple notes that I already stated in
Order No. 16 Consfruing Claims that the evidence shows that one of ordinary skill in the art at
the time of the invention would know an algorithm or rule to use to accomplish the claimed
subject matter. (/d.)

Samsung argues that the asserted claims are invalid for failure to meet the enablement
requirement because the disclosure of the ‘949 patent is insufficient for a person of ordinary skill
in the art to determine which rules to apply for the claimed heuristics without having to perform
undue experimentation. (RIB at 145.)

The Staff argues that contrary to Samsung’s argument a person of ordinary skill in the art
would not have to unduly experiment with different rules in order to practice the claimed
invention. (SIB at 67.) The Staff argues that, even assuming arguendo that experimentation
would have to occur, the evidence has shown that such experimentation would not be undue
considering the complexity of the technology and the various levels of accuracies of such

computerized touch screen systems. (/d.)
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Analysis

To satisfy the enablement requirement of 35 U.S.C. § 112, the specification “must teach
those of ordinary skill in the art how to make and use the invention without undue
experimentation.” Liquid Dynamics Corp. v. Vaughan Co., 449 F.3d 1209, 1224 (Fed. Cir.
2006) (internal quotations omitted). Samsung’s enablement argument fails for the same reason
as its written description argument in that both are based on the unsupported assumption that the
‘949 patent specification must teach more than that certain types of rules can be used to map
certain kinds of gestures to specific commands.

The evidence shows that one of ordinary skill in the art would not need to be given
specific source code in order to implement the claimed invention of ‘949 patent because the
claims and specification clearly describe that invention. (CX-2591C (Balakrishnan RWS) at
Q&A 110-113.) The evidence shows that the details of any specific implementation, such as
how to detect a finger contact with a touch screen or how to determine an angle of initial
movement, would be well known to one of ordinary skill in the art. (/d at Q&A 111.)

Samsung argues that one of skill in the art seeking to practice the claims “would have to
experiment with different rules in order to find a rule or combination of rules that infer the
intended command from the gesture.” However, the evidence shows that even assuming
arguendo that experimentation would have to occur, such experimentation would not be undue
considering the complexity of the technology and the levels of accuracies of computerized touch
screen systems. (See JX-003 at 111:4-65, 112:19-43; CX-2591C (Balakrishnan RWS) at Q&A
110-113.) See also Liquid Dynamics Corp. v. Vaughan Co., 449 F.3d 1209, 1224 (Fed. Cir.

2006) (“Some experimentation is permissible, although it cannot be unduly excessive.”).
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Accordingly, I find for the reasons discussed above that Samsung has failed to prove by
clear and convincing evidence that the asserted claims of the ‘949 patent are invalid for failing to
satisfy the enablement requirement of 35 U.S.C. § 112.

VIII. U.S. Patent No. RE41,922
A. Introduction

U.S. Patent No. RE41,922 (“the ‘922 patent™) is titled “Method and apparatus for
providing translucent images on a computer display.” The patent issued on November 9, 2010,
to Gough, et al. and was assigned to Apple, Inc. (JX-004, cover page.) The ‘922 patent is a
broadening reissue of U.S. Patent No. 6,072,489, which issued on June 6, 2000, from an
application filed on September 30, 1993. (/d.) U.S. Patent No. 6,072,489 is a continuation-in-
part of patent application Ser. No. 08/060,572, filed May 10, 1993 under the title “Method and
Apparatus for Displaying an Overlay Image,” now U.S. Patent No. 5,638,501. (Id. at 1:12-19.)

The ‘922 patent is directed to a method for displaying images on a display screen of an
electronic device. (JX-004 at 3:22-32.) According to the patent, a base image is displayed on a
display screen of the device and a translucent image is also displayed on the screen such that
portions of the base image covered by the translucent image are at least partially visible through
the translucent image. (Id.) The images are selectably active to receive user input, and the base
image remains at least partially covered by the translucent image when selected. (/d.)

B. Asserted Claims

Apple argues that Samsung infringes claims 29-35 of the ‘922 patent. Claims 29, 31, and
33 are independent claims. Claims 30, 32, and 34-35 are dependent claims. The asserted claims

read as follows:
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29. A method for displaying images on a display screen of an electronic device,
comprising the steps of:

displaying a base image on a display screen of the electronic device; and

displaying a translucent image on said screen such that portions of said
base image which are covered by said translucent image are at least
partially visible through said translucent image, wherein said translucent
image and said base image are selectably active to receive user input and
the base image remains at least partially covered by said translucent image
even when selected.

30. A method as recited in claim 29, wherein the electronic device is a handheld
device.

31. A method of performing image operations in an electronic device, including
the steps of:

presenting a first selected image with respect to which image operations
are desired,

producing a translucent image effective for overlapping at least a portion
of said first selected image, wherein said translucent image contains at
least one feature of interest, and

conducting an image operation on said first selected image using said
feature of interest while the translucent image overlaps at least a portion of
the first selected image.

32. A method as recited in claim 31, wherein the electronic device is a handheld
device.

33. A method for displaying images on a display screen of an electronic device,
comprising the steps of:

displaying a base image on a display screen of said electronic device;
displaying a translucent image on said screen such that portions of said
base image which are covered by said translucent image are at least
partially visible through said translucent image; and

receiving input in said displayed base image while said base image
remains at least partially covered by said translucent image.
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34. A method as recited in claim 33, wherein said base image is active to receive
user inputs. '

35. A method as recited in claim 33, wherein the electronic device is a handheld
device.

C. Level of Ordinary Skill in the Art

Pursuant to Order No. 16, one of ordinary skill in the art relevant to the ‘922 patent has at
least a Bachelor’s degree in Computer Science or a related field, and either (1) an advanced
degree with an emphasis on human-computer interaction or a related field; or (2) three to five
years of experience, including programming in a windowing graphical user interface, with a
basic understanding of how graphics are rendered and displayed. (CX-2352C at 17-18.)

D. Claim Construction
1. “image operation”
Pursuant to Order No. 16, the term “image operation” is properly construed to mean “any

kind of operation conducted on an image or window.”

2. Other claim terms

In addition to the disputed claim term identified above, pursuant to Order No. 16, the
following undisputed claim constructions shall also apply: (1) “translucent image” is construed
to mean “an image that can be seen but can also be seen through”; (2) “receiving input in said
displayed base image” is construed in accordance with its plain and ordinary meaning; (3)
“selectably active” is construed to have its plain and ordinary meaning; (4) “feature of interest”
is construed to have its plain and ordinary meaning; (5) “partially visible” is construed to have its
plain and ordinary meaning; and (6) “said base image is active to receive user inputs” is

construed to mean “the base image is active to accept user input.” (CX-2352C.)
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E. Infringement
1. Direct Infringement

Apple alleges that each of the ‘922 Accused Products infringe claims 29-35 of the ‘922
patent. (CIB at 140.) Specifically, Apple argues that the ‘922 Accused Products running
versions 2.2 and 2.3 of the Android operating system infringe all of the asserted claims through
the use of translucent zoom buttons. (Id) Apple also argues that the ‘922 Accused Products
running versions 3.x or 4.0 infringe claims 31-33, and 35 of the ‘922 patent through the use of a
translucent crop window. (Id) Apple further argues that all of the ‘922 Accused Products
infringe the asserted claims through use of translucent text selection. (Id.) Iaddress each
infringement allegation separately below.

As discussed below, I find that Samsung directly infringes claims 29, 30, and 33-35.
However, claims 29, 30, and 33-35 are method claims and as such Samsung’s direct
infringement cannot form the basis of a violation of Section 337 because the infringement (i.e.,
the practicing of the method claims) did not occur at the time of importation. See Certain
Electronic Devices with Image Processing System.‘s, Component Thereof, and Associated
Software, 337-TA-724, Comm’n Op. at 13-14 (“We also interpret the phrase ‘articles that —
infringe’ to reference the status of the articles at the time of importation. Thus, infringement,
direct or indirect, must be based on the articles as imported to satisfy the requirements of section
337.”) For the same reason I discussed, supra, with regard to the ‘949 patent, I find Apple’s
argument to the contrary not persuasive.

Neither Apple nor its expert, Dr. Balakrishnan, addressed the ‘922 Design Around

Products. (See generally, CIB; see also CX-2428C (Balakrishnan DWS) at Q&A 181 (*1
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understand that certain Samsung products have been modified. My analysis of translucent zoom
buttons in the Gallery application of Android versions 2.2-2.3 does not apply to these products.”)
Thus, I find that Apple has failed to prove by a preponderance of the evidence that the ‘922
Design Around Products infringe the asserted claims of the ‘922 patent. In any event,
Samsung’s expert, Dr. van Dam, and Samsung employee, Kihyung Nam, convincingly testified

that the ‘922 Design Around Products do not satisfy the “translucent image” limitation because

(See RX-3636C (van Dam RWS) at Q&A
602-607; RX-3633C (Nam RWS) at Q&A 15-18.)

a. Zoom buttons in Gallery application in ‘922 Accused Products |
running Android 2.2 and 2.3

(1)  Claim 29

The Parties’ Positions

Apple argues that certain of the ‘922 accused products infringe all the claims of the ‘922
patent through the use of translucent zoom buttons in the gallery application running on said
products. (CIB at 140.) Apple argues that the gallery application provides translucent zoom
buttons that partially overlap the image being displayed. (Id.) Apple argues that the translucent
image required by the asserted claims is the zoom button itself. (Id. at 141.) Apple argues that
the base image at least partially overlapped by the translucent image is the primary image being
displayed by the application in the accused products. (/d.) Apple asserts that the evidence has
demonstrated that the base image is selectably active while the translucent image overlaps it by

showing that a swipe at across the base image causes a next item command to be executed. (Id)
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Apple also asserts that the e<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>