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I. INTRODUCTION

A. Procedural History

Complainant Sonos, Inc. (“Sonos”) filed a complaint on January 7, 2020. 85 Fed. Reg. 

7783 (Feb. 11, 2020). The complaint alleged violations of section 337 based on the importation 

and sale of certain audio players and controllers, components thereof, and products containing the 

same that purportedly infringe U.S. Patent Nos. 9,195,258 (“the ’258 patent”); 10,209,953 (“the 

’953 patent”); 9,219,959 (“the ’959 patent”); 8,588,949 (“the ’949 patent”); and 10,439,896 (“the 

’896 patent”). Id. The Investigation was instituted on February 11, 2020. Id. Google LLC 

(“Google”) is the named Respondent.1 The Office of Unfair Import Investigations is also a party 

to the Investigation.  

On February 23, 2021, claims 22 and 23 of the ’258 patent; claims 12 and 13 of the ’953 

patent; claims 5, 9, 29, and 35 of the ’959 patent; and claim 3 of the ’896 patent were terminated 

from the Investigation. See Order No. 58, not reviewed by Comm’n Notice (Mar. 12, 2021). 

The evidentiary hearing was held February 22–26, 2021. 

B. The Private Parties

1. Complainant Sonos, Inc.

Sonos, Inc. is a Delaware corporation headquartered at 614 Chapala Street, Santa 

Barbara, CA 93101. CIB at 3; Compl. at ¶ 7. 

1 Alphabet Inc. was also named as a Respondent. 85 Fed. Reg. 7783 (Feb. 11, 2020). On September 1, 2020, Alphabet, 
Inc. was terminated from the Investigation. See Order No. 18, not reviewed by Comm’n Notice (Sept. 21, 2020). 
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CIB at 7-8; SIB at 10. 

II. IMPORTATION

The undersigned previously found that “Sonos [] satisfied the importation requirement of

section 337 with respect to Respondent Google and its Accused Products, and that each of these 

Accused Products are subject to the Commission’s jurisdiction.” Order No. 27 (Oct. 27, 2020), 

unreviewed by Comm’n Notice (Nov. 24, 2020) 

III. JURISDICTION

Google does not contest that the Commission has jurisdiction – subject matter, personal,

and in rem – over this Investigation. RIB at 16; see also Section II. 

IV. ORDINARY SKILL IN THE ART

The undersigned previously determined that: “a person of ordinary skill in the art with

respect to the asserted patents would have at least (a) a Bachelor’s degree in computer science, 

computer engineering, electrical engineering, or an equivalent thereof, and (b) 2-4 years of 

professional experience in the fields of networking and network-based systems or applications, 

such as consumer audio systems, or an equivalent level of skill, knowledge, and experience.” Order 

No. 20 at 6 (Sept. 25, 2020). The undersigned also found that additional graduate education could 

substitute for professional experience and significant work experience could substitute for formal 

education. Id.  

V. RELEVANT LAW

A. Infringement

In a section 337 investigation, the complainant bears the burden of proving infringement 

of the asserted patent claims by a preponderance of the evidence. Spansion, Inc. v. Int’l Trade 

Comm’n, 629 F.3d 1331, 1349 (Fed. Cir. 2010). This standard “requires proving that infringement 
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the same result” as the patented invention. Am. Calcar, 651 F.3d at 1338; see also Voda v. Cordis 

Corp., 536 F.3d 1311, 1326 (Fed. Cir. 2008). A patentee alleging infringement under the doctrine 

of equivalents must submit particularized evidence as to equivalence and must explain specifically 

why the difference between the claimed invention and what the accused product actually does is 

“insubstantial.” Am. Calcar, 651 F.3d at 1338. 

Prosecution history estoppel can prevent a patentee from relying on the doctrine of 

equivalents when the patentee relinquished subject matter during prosecution of the patent, either 

by amendment or argument. AquaTex, 419 F.3d at 1382. In particular, “[t]he doctrine of 

prosecution history estoppel limits the doctrine of equivalents when an applicant makes a 

narrowing amendment for purposes of patentability, or clearly and unmistakably surrenders 

subject matter by arguments made to an examiner.” Id.   

3. Indirect Infringement

Indirect infringement may be either induced or contributory. Direct infringement must first 

be established in order for a claim of indirect infringement to prevail. BMC Res. v. Paymentech, 

498 F.3d 1373, 1379 (Fed. Cir. 2007). 

a) Induced Infringement

Section 271(b) of the Patent Act provides: “Whoever actively induces infringement of a 

patent shall be liable as an infringer.” 35 U.S.C. §271(b) (2008). To establish liability, the patent 

holder must prove that “once the defendants knew of the patent, they ‘actively and knowingly 

aid[ed] and abett[ed] another’s direct infringement.’” DSU Med. Corp. v. JMS Co., Ltd. 471 F.3d 

1293, 1305 (Fed. Cir. 2006) (en banc) (citations omitted). A finding of induced infringement 

requires “evidence of culpable conduct, directed to encouraging another’s infringement, not 

merely that the inducer had knowledge of the direct infringer’s activities.” Id. at 1306. Although 



- 7 -

PUBLIC VERSION 

§271(b) requires knowledge that the induced acts constitute patent infringement, the Supreme 

Court has held that liability will also attach when the defendant is willfully blind. Global-Tech 

Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2068-2069 (2011). The burden is on the complainant 

to prove that the respondent had the specific intent and took action to induce infringement. DSU, 

471 F.3d at 1305-06. Intent may be proven by circumstantial evidence. Lucent Techs., Inc. v. 

Gateway, Inc., 580 F.3d 1301, 1322 (Fed. Cir. 2009). 

B. Validity

A patent is presumed valid. See 35 U.S.C. § 282; Microsoft Corp. v. i4i Ltd. P’ship, 564 

U.S. 91, 95 (2011). A respondent who has raised patent invalidity as an affirmative defense has 

the burden of overcoming this presumption by clear and convincing evidence. See Microsoft, 564 

U.S. at 95. 

1. 35 U.S.C. § 101 (Subject Matter Eligibility)

Section 101 states: 

Whoever invents or discovers any new and useful process, machine, manufacture, 
or composition of matter, or any new and useful improvement thereof, may obtain 
a patent therefor, subject to the conditions and requirements of this title. 

35 U.S.C. § 101. To determine patent eligibility under § 101, courts apply the two-step Alice test 

and first, “determine whether the claims at issue are directed to a patent-ineligible concept” and 

then if so, “examine the elements of the claim to determine whether it contains an ‘inventive 

concept’ sufficient to ‘transform’ the claimed abstract idea into a patent-eligible application.” Alice 

Corp. Pty. v. CLS Bank Intern., 573 U.S. 208, 217-18, 221 (2014). “The ‘directed to’ inquiry 

applies a stage-one filter to claims, considered in light of the specification, based on whether ‘their 

character as a whole is directed to excluded subject matter.’” Enfish, LLC v. Microsoft Corp., 822 

F.3d 1327, 1335 (Fed. Cir. 2016) (citing Internet Patents Corp. v. Active Network, Inc., 790 F.3d
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1343, 1346 (Fed. Cir. 2015); Genetic Techs. Ltd. v. Merial L.L.C., 818 F.3d 1369, 1375 (Fed. Cir. 

2016)). To save a patent at the second step, an inventive concept must be evident in the claims. 

Synopsys, Inc. v. Mentor Graphics Corp., 839 F.3d 1138, 1151-52 (Fed. Cir. 2016). 

2. 35 U.S.C. § 102 (Anticipation)

Under 35 U.S.C. § 102, a claim is anticipated and therefore invalid when “the four corners 

of a single, prior art document describe every element of the claimed invention, either expressly 

or inherently, such that a person of ordinary skill in the art could practice the invention without 

undue experimentation.” Advanced Display Sys., Inc. v. Kent State Univ., 212 F.3d 1272, 1282 

(Fed. Cir. 2000), cert. denied, 532 U.S. 904 (2001). To be considered anticipatory, the prior art 

reference must be enabling and describe the applicant’s claimed invention sufficiently to have 

placed it in possession of a person of ordinary skill in the field of the invention. Helifix Ltd. v. 

Blok-Lok, Ltd., 208 F.3d 1339, 1346 (Fed. Cir. 2000). 

3. 35 U.S.C. § 103 (Obviousness)

Under 35 U.S.C. §103, a patent may be found invalid for obviousness if “the differences 

between the claimed invention and the prior art are such that the claimed invention as a whole 

would have been obvious before the effective filing date of the claimed invention to a person 

having ordinary skill in the art to which the claimed invention pertains.” 35 U.S.C. §103. Because 

obviousness is determined at the time of invention, rather than the date of application or litigation, 

“[t]he great challenge of the obviousness judgment is proceeding without any hint of hindsight.” 

Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 655 F.3d 1364, 1375 (Fed. Cir. 2011) (“Star 

II”).   

When a patent is challenged as obvious, the critical inquiry in determining the differences 

between the claimed invention and the prior art is whether there is an apparent reason to combine 
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the known elements in the fashion claimed by the patent at issue. KSR Int’l Co. v. Teleflex, Inc., 

550 U.S. 398, 417-418 (2007). The Federal Circuit has since held that when a patent is challenged 

as obvious, based on a combination of several prior art references, “the burden falls on the patent 

challenger to show by clear and convincing evidence that a person of ordinary skill in the art would 

have had reason to attempt to make the composition or device, or carry out the claimed process, 

and would have had a reasonable expectation of success in doing so.” PharmaStem Therapeutics, 

Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007) (citations omitted).  

Obviousness is a determination of law based on underlying determinations of fact. Star II, 

655 F.3d at 1374. The factual determinations behind a finding of obviousness include: (1) the 

scope and content of the prior art, (2) the level of ordinary skill in the art, (3) the differences 

between the claimed invention and the prior art, and (4) secondary considerations of non-

obviousness. KSR, 550 U.S. at 399 (citing Graham v. John Deere Co., 383 U.S. 1, 17 (1966)). 

These factual determinations are referred to collectively as the “Graham factors.” Secondary 

considerations of non-obviousness include commercial success, long felt but unresolved need, and 

the failure of others. Id. When present, secondary considerations “give light to the circumstances 

surrounding the origin of the subject matter sought to be patented,” but they are not dispositive on 

the issue of obviousness. Geo. M. Martin Co. v. Alliance Mach. Sys. Int’l., 618 F.3d 1294, 1304-

06 (Fed. Cir. 2010). A court must consider all of the evidence from the Graham factors before 

reaching a decision on obviousness. For evidence of secondary considerations to be given 

substantial weight in the obviousness determination, its proponent must establish a nexus between 

the evidence and the merits of the claimed invention. W. Union Co. v. MoneyGram Payment Sys. 

Inc., 626 F.3d 1361, 1372-73 (Fed. Cir. 2010) (citing In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. 

Cir. 1995)). 
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4. 35 U.S.C. § 112 (Written Description)

The hallmark of the written description requirement is the disclosure of the invention. 

Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc). The test for 

determining the sufficiency of the written description in a patent requires “an objective inquiry 

into the four corners of the specification from the perspective of a person of ordinary skill in the 

art. Based on that inquiry, the specification must describe an invention understandable to that 

skilled artisan and show that the inventor actually invented the invention claimed.” Id. Compliance 

with the written description requirement is a question of fact and “the level of detail required to 

satisfy the written description requirement varies depending on the nature and scope of the claims 

and on the complexity and predictability of the relevant technology.” Id. 

5. 35 U.S.C. § 102(f) (Inventorship)

A patent is invalid under pre-AIA 35 U.S.C. § 102(f) if it fails to name the proper inventors. 

See Pannu v. Iolab Corp., 155 F. 3d 1344, 1348-49 (Fed. Cir. 1998). An inventor is one “who 

conceived the subject matter at issue.” Sewall v. Walters, 21 F.3d 411, 415 (Fed. Cir. 1994); see 

also Univ. of Pittsburgh v. Hedrick, 573 F.3d 1290, 1297 (Fed. Cir. 2009) (“Conception is the 

touchstone of inventorship . . ..”). In contrast, “one who merely suggests an idea of a result to be 

accomplished, rather than means of accomplishing it, is not a joint inventor.” Nartron Corp. v. 

Schukra U.S.A. Inc., 558 F.3d 1352, 1359 (Fed. Cir. 2009) (citations omitted); see also StoneEagle 

Servs., Inc. v. Gillman, 746 F.3d 1059, 1063 (Fed. Cir. 2014) (“assistance in reducing an invention 

to practice generally does not contribute to inventorship.”). A party must prove incorrect 

inventorship by clear and convincing evidence and “provide evidence to corroborate the alleged 

joint inventor’s conception.” Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 1358 (Fed. Cir. 

- 10 -
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2004); see also Ethicon, Inc. v. U. S. Surgical Corp., 135 F.3d 1456, 1461 (Fed. Cir. 1998) (holding 

that “an alleged co-inventor must supply evidence to corroborate his testimony” of conception). 

C. Domestic Industry

For a patent-based complaint, a violation of section 337 can be found “only if an industry 

in the United States, relating to the articles protected by the patent . . . concerned, exists or is in 

the process of being established.” 19 U.S.C. § 1337(a)(2). This domestic industry requirement of 

section 337 is often described as having an economic prong and a technical prong. InterDigital 

Commc’ns, LLC v. Int'l Trade Comm’n, 707 F.3d 1295, 1298 (Fed. Cir. 2013); Certain Stringed 

Musical Instruments & Components Thereof, Inv. No. 337-TA-586, USITC Pub. 4120, 2009 WL 

5134139 (Dec. 2009), Comm’n Op. at 12-14. The complainant bears the burden of establishing 

that the domestic industry requirement is satisfied. See Certain Set-Top Boxes & Components 

Thereof, Inv. No. 337-TA-454, ID at 294, 2002 WL 31556392 (June 21, 2002) (unreviewed by 

Commission in relevant part). 

1. Economic Prong

Section 337(a)(3) sets forth the following economic criteria for determining the existence 

of a domestic industry in such investigations: 

(3) For purposes of paragraph (2), an industry in the United States shall be
considered to exist if there is in the United States, with respect to the articles 
protected by the patent, copyright, trademark, mask work, or design 
concerned – 

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or
(C) substantial investment in its exploitation, including engineering,

research and development, or licensing.

19 U.S.C. § 1337(a)(3). Thus, section 337(a)(3) requires that investments be either “significant” 

or “substantial.” The Federal Circuit has clarified that a quantitative analysis must be performed 

in order to make this determination. Lelo Inc. v. Int’l Trade Comm’n, 786 F.3d 879, 883 (Fed. Cir. 
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2015) (“The plain text of § 337 requires a quantitative analysis in determining whether a 

[complainant] has demonstrated a ‘significant investment in plant and equipment’ or ‘significant 

employment of labor or capital.’”). There is no threshold amount that a complainant must meet. 

See Certain Stringed Musical Instruments & Components Thereof, Inv. No. 337-TA-586, Comm’n 

Op. at 25-26 (May 16, 2008) (“We emphasize that there is no minimum monetary expenditure that 

a complainant must demonstrate to qualify as a domestic industry under the ‘substantial 

investment’ requirement of this section.”); Certain Male Prophylactic Devices, Inv. No. 337-TA-

546, Comm’n Op. at 39 (Aug. 1, 2007) (“Male Prophylactic Devices”) (“[T]here is no 

mathematical threshold test.”). Rather, the inquiry depends on “the facts in each investigation, the 

article of commerce, and the realities of the marketplace.” Certain Printing & Imaging Devices & 

Components Thereof, Inv. No. 337-TA-690, Comm’n Op. at 27 (Feb. 17, 2011). As such, “[t]he 

determination takes into account the nature of the investment and/or employment activities, the 

industry in question, and the complainant’s relative size.” Id. 

2. Technical Prong

The technical prong of the domestic industry requirement is satisfied when the complainant 

in a patent-based section 337 investigation establishes that it is practicing or exploiting the patents 

at issue. See 19 U.S.C. § 1337(a)(2) and (3); Certain Microsphere Adhesives, Process for Making 

Same & Prods. Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-

366, Comm’n Op. at 8, 1996 WL 1056095 (Jan. 16, 1996). “The test for satisfying the ‘technical 

prong’ of the industry requirement is essentially [the] same as that for infringement, i.e., a 

comparison of domestic products to the asserted claims.” Alloc, Inc. v. Int’l Trade Comm’n, 342 

F.3d 1361, 1375 (Fed. Cir. 2003). To prevail, the patentee must establish by a preponderance of

the evidence that the domestic product practices one or more claims of the patent. It is sufficient 
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to show that the products practice any claim of that patent, not necessarily an asserted claim of that 

patent. See Certain Male Prophylactic Devices, Inv. No. 337-TA-546, Comm’n Op. at 38 

(Aug. 1, 2007). 

VI. U.S. PATENT 9,195,258

A. Overview

The ’258 patent, entitled “System and Method for Synchronizing Operations Among a 

Plurality of Independently Clocked Digital Data Processing Devices,” issued on November 24, 

2015 to Nicholas A. J. Millington. The ’258 patent is assigned to Sonos. See Compl. Ex. 9. The 

’258 patent generally relates to “the field of arrangements that synchronize output generated by a 

number of output generators, including audio output, video output, combinations of audio and 

video, as well as other types of output . . . provided by a common channel.” JX-0001 at 1:44-49. 

1. Asserted Claims

Sonos is asserting claims 17, 21, 24, and 26 of the ’258 patent against Google. CIB at 2. 

These claims read as follows4: 

17. [17.0] A first zone player comprising:

[17.1] a network interface configured to interface the first zone player with at least a local
area network (LAN);

[17.2] a device clock configured to generate clock time information for the first zone
player;

[17.3] one or more processors; and

[17.4] a tangible, non-transitory computer-readable memory having instructions stored
thereon that, when executed by the one or more processors, cause the first zone player to:

[17.5] receive control information from any one of a plurality of controllers over the LAN
via the network interface, wherein the received control information comprises a direction
for the first zone player to enter into a synchrony group with at least a second zone player;

4 The parties use different numbers/letters to refer to the same claim limitation. The undersigned has adopted Sonos’ 
numbering system for the Asserted Patents. See CIB at xviii-xix. 
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[17.6] in response to the direction, enter into the synchrony group with the second zone 
player,  

[17.7] wherein in the synchrony group, the first and second zone players are configured to 
playback audio in synchrony based at least in part on (i) audio content, (ii) playback timing 
information associated with the audio content, wherein the playback timing information is 
generated by one of the first or second zone players, and (iii) clock time information for 
the one of the first or second zone players, and wherein the generated playback timing 
information and the clock time information are transmitted from the one of the first or 
second zone players to the other of the first or second zone players, wherein the first and 
second zone players remain independently clocked while playing back audio in synchrony; 
and 

[17.8] transmit status information to at least one of the plurality of controllers over the 
LAN via the network interface, wherein the status information comprises an indication of 
a status of the synchrony group. 

21. The first zone player of claim 17, wherein the status information further comprises one or
both of (a) an identification of a zone player that is operating as a master device of the
synchrony group and (b) an identification of at least one zone player that is operating as a
slave device of the synchrony group.

24. [24.0] The first zone player of claim 23, wherein the tangible computer-readable memory
further has instructions stored thereon that, when executed by the one or more processors,
cause the first zone player to:

[24.1] receive audio content via the network interface; and

[24.2] while the first zone player is operating as the master device of the synchrony group,
transmit the received audio content, via the network interface, to at least one zone player
that is operating as a slave device of the synchrony group.

26. [26.0] The first zone player of claim 17,

[26.1] wherein the first zone player is a master zone player of the synchrony group,

[26.2] wherein the audio content comprises a plurality of frames,

[26.3] wherein the playback timing information associated with the audio content
comprises a playback time for each frame of the audio content, and

[26.4] wherein the first zone player is configured to play back audio in synchrony with the
second zone player based at least in part on (i) the audio content, (ii) playback timing
information associated with the audio content, wherein the playback timing information is
generated by the first zone player, and (iii) clock time information for the first zone player,
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explains that the claims in the ’258 and ’953 patents are apparatus claims that recite computer-

readable memory having instructions stored thereon that when executed, cause the apparatus to 

engage in the recited operations. Id. at 1-2. Sonos therefore asserts that, like the products at issue 

in Finjan, “the Accused Products include the software necessary to carry out the functions recited 

by the claims.” Id. at 3 (citing Finjan, Inc. v. Secure Computing Corp., 626 F.3d 1197, 1204-05 

(Fed. Cir. 2010)). 

Google asserts that the ’258 Accused Products are imported into the United States as 

“standalone devices.” RIB at 24. Google therefore argues that because claim 17 of the ’258 patent 

requires a “first zone player” that enters into a synchrony group with a “second zone player” as 

well as a “plurality of controllers,” the ’258 Accused Products are not capable of infringing at the 

time of importation. Id. Google also argues that the ’258 Accused Products are not capable of 

infringement if used without another accused product present and configured for allegedly 

infringing use. Id. 

Staff submits that “[t]he Commission has previously recognized that the [Federal Circuit] 

already twice rejected a time-of-importation requirement.” SRB at 1 n.1. Staff therefore maintains 

that Google’s “time-of-importation” argument should also be rejected here. Id. 

The Federal Circuit has rejected the argument that there is no violation because products 

are not articles that infringe at the time of importation. See Suprema, Inc. v. Int’l Trade Comm’n, 

796 F.3d 1338, 1348-1352 (Fed. Cir. 2015) (en banc); Comcast Corp. v. Int’l Trade Comm’n, 951 

F.3d 1301, 1308-09 (Fed. Cir. 2020) (“The Commission correctly held that Section 337 applies to 

articles that infringe after importation.”); see also Certain Blood Cholesterol Testing Strips, Inv. 

No. 337-TA-1116, Comm’n Op. at 25-26 (May 1, 2020). The undersigned therefore rejects 

- 16 -
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Google’s argument that there is no violation because the ’258 Accused Products are not capable 

of infringing at the time of importation.  

2. The ’258 Accused Products

Sonos asserts that claims 17, 21, 24, and 26 of the ’258 patent are infringed by the ’258 

Accused Products. CIB at 7. 

a) Claim 17

Sonos asserts that the ’258 Accused Products meet every limitation of claim 17 of the ’258 

patent. CIB at 10. Google contends that the ’258 Accused Products do not meet limitations 17.5, 

17.6, or 17.7. RLUL at 1-2. Google does not dispute that the ’258 Accused Products meet the 

remaining limitations of claim 17. Id. Staff agrees with Sonos that the ’258 Accused Products meet 

every limitation of claim 17. SIB at 1, 13, 17. 

i) Limitations 17.5 and 17.6

Claim 17 includes the limitations “receive control information from any one of a plurality 

of controllers over the LAN via the network interface, wherein the received control information 

comprises a direction for the first zone player to enter into a synchrony group with at least a second 

zone player” and “in response to the direction, enter into the synchrony group with the second zone 

player.” JX-0001, cl. 17. 

Sonos argues that each ’258 Accused Product is capable of receiving control messages 

from any Chromecast-enabled controller connected to a Google audio system that directs and 

causes the ’258 Accused Product to enter into a “multizone group”5 configured to playback audio 

in synchrony. CIB at 10. Sonos asserts that the accused control messages each constitute a 

5 With respect to the claimed “synchrony group,” Sonos’ expert, Dr. Almeroth, submits that “
.” CX-0011C at Q/A 81 (citing JX-0019C; 

CX-0868C; JX-0466C at 18:22-21:14, 34:20-35:8; JX-0473C at 63:4-12).
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meaning of the term.7 See CIB at 11; RIB at 27; SIB at 15. The undersigned therefore finds that 

the ’258 Accused Products meet limitations 17.5 and 17.6.8  

ii) Limitation 17.7

Claim 17 includes the limitation “wherein in the synchrony group, the first and second zone 

players are configured to playback audio in synchrony based at least in part on (i) audio content, 

(ii) playback timing information associated with the audio content, wherein the playback timing 

information is generated by one of the first or second zone players, and (iii) clock time information 

for the one of the first or second zone players, and wherein the generated playback timing 

information and the clock time information are transmitted from the one of the first or second zone 

players to the other of the first or second zone players, wherein the first and second zone players 

remain independently clocked while playing back audio in synchrony.” JX-0001, cl. 17. 

Sonos submits that this limitation is undisputed except for “playback timing information.” 

CIB at 11-12. Sonos contends that in the ’258 Accused Products, the future timestamps for the 

audio frames constitute the claimed “playback timing information.”9 Id. at 12. According to Sonos, 

Google’s own documents and witnesses state that the timestamps generated by the leader provide 

an indication of when the audio frames are to be played back or when they should be played. Id. 

at 12-13. In fact, Sonos argues that Google’s timestamps are the preferred embodiment of the ’258 

patent’s “playback timing information” – i.e., frame-by-frame time stamps that each indicate a 

future time, relative to the sender’s local clock, at which time the frame is to be played. Id. at 13. 

7 None of the parties sought to construe the term “direction” during the claim construction phase of the Investigation. 
See generally Order No. 20. 
8 As to whether the  messages can also meet the “request” limitation in claim 7 
of the ’953 patent, that is discussed infra in Section VII.B.1.a.i. 
9 Sonos notes that Google does not dispute that the timestamps sent from the leader to the follower are the “playback 
timing information” for the ’953 patent. CRB at 4. Sonos contends that this is likewise dispositive for the ’258 patent 
because “the ‘playback timing information’ of the ’258 and ’953 Patents have the exact same construction and the 
exact same timestamps are accused of being the ‘playback timing information’ of both the ’258 and ’953 Patents.” Id. 
(emphasis in original).  
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information need not be the only thing that that allows the leader and follower to playback audio 

in synchrony; rather, the leader and follower must be configured to playback audio in synchrony 

based at least in part on the playback timing information. See id. at cl. 17, 24:19-25:43. Because 

the claim language uses the phrase “based at least in part on,” it does not foreclose a scenario 

where the follower adjusts the timestamp after receiving it from the leader. This is further 

supported by the fact that the claim recites that the “first and second zone players are configured 

to playback audio in synchrony based at least in part on . . . clock time information for the one of 

the first or second zone players.” See id. at cl. 17.  

In the ’258 Accused Products, 

. See JX-0019C at 5-6, 

9-10 (“

”); RX-1470C at Q/A 33 (“

.”); 

JX-0466C at 210:14-211:2; JX-0025C at 1; CX-0258C at 2; CX-0842C at 3; CX-0011C at Q/As 

263-271. Thus, that timestamp is the claimed “playback timing information.” Then,

. See JX-0019C at 5-8; CX-0258C at 2; JX-0025C at 1; CX-0842C at 3; RX-

1517C at Q/A 12; RX-1470C at Q/As 32-33; JX-0473C at 198:5-200:10; CX-0011C at Q/As 263-

271; RX-1522C at Q/A 38. Although 

 is still “at least based on” 

sufficient support for such a proposed construction and thus, it is rejected. Therefore, the terms “playback audio in 
synchrony” in the ’258 patent and “initiating synchronous playback” in the ’953 patent will be construed according to 
their plain and ordinary meaning. 
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the timestamp from the leader. See CX-0011C at Q/As 263-271; Schonfeld, Tr. at 1032:11-1033:6. 

It therefore follows that the zone players (i.e., leader and follower) play back audio in synchrony 

“based at least in part on” the playback timing information. See CX-0011C at Q/As 263-271; JX-

0466C at 97:17-98:5. Thus, the undersigned finds that the ’258 Accused Products meet this 

limitation.12 

iii) Conclusion

Accordingly, for the reasons set forth above, the undersigned finds that the ’258 Accused 

Products infringe claim 17 of the ’258 patent. 

b) Claims 21, 24, and 26

Sonos asserts that the additional limitations of claims 21, 24, and 26 are met. CIB at 17-

19. Staff agrees. SIB at 17-20. Google does not dispute that the additional limitations of the

dependent claims are met. RLUL at 2-3. Additionally, the evidence shows that the additional 

limitations of claims 21, 24, and 26 are met. See CX-0011C at Q/As 290-91, 300-301, 307-308, 

312-333; JX-181C at 1-10; JX-0019C at 2, 5-6; JX-0176C at 4; JX-0179C at 1. Accordingly, the

undersigned finds that the ’258 Accused Products infringe claims 17, 21, and 26. 

3. Google’s Redesigns13, 14

As an initial matter, Sonos argues that Google has failed to prove that its NIAs are ripe for 

adjudication. CIB at 19. Sonos contends that the evidence confirms that the redesigns will not be 

imported and sold. Id. Sonos also claims that the redesigns are not sufficiently fixed in design as 

they are not ready to be released, and Google has no plans to test, further develop, or import the 

12 As Sonos notes, Google does not dispute that the accused timestamps are the “playback timing information” for the 
’953 patent, which has the same construction as the ’258 patent. See RLUL at 8.  
13 Google developed three allegedly “non-infringing alternative designs” for the ’258 patent (“NIAs” or “redesigns”). 
See RIB at 30. The NIAs will be referred to as “258 NIA No. 1,” “258 NIA No. 2,” and “258 NIA No. 3.” See id. 
14 Staff states that, “[i]n light of Order No. 19, the Staff addresses only whether the redesigns avoid infringement of 
the Asserted Claims of the Asserted Patents.” SIB at 23 n.6 (citing Order No. 19 at 3-4 (Sept. 4, 2020)).  
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a) 258 NIA No. 1

Sonos asserts that the 258 NIA No. 1 meets every limitation of claim 17 of the ’258 patent. 

CIB at 20. Google contends that the 258 NIA No. 1 does not meet limitations 17.2, 17.5, 17.6, or 

17.7. RLUL at 1-2. Google does not dispute that the 258 NIA No. 1 meets the remaining limitations 

of claim 17. Id. Staff contends that the 258 NIA No. 1 does not meet limitations 17.2 and 17.7. 

SIB at 25. 

i) Limitations 17.2 and 17.7

Claim 17 includes the limitations “a device clock configured to generate clock time 

information for the first zone player” and “wherein in the synchrony group, the first and second 

zone players are configured to playback audio in synchrony based at least in part on (i) audio 

content, (ii) playback timing information associated with the audio content, wherein the playback 

timing information is generated by one of the first or second zone players, and (iii) clock time 

information for the one of the first or second zone players, and wherein the generated playback 

timing information and the clock time information are transmitted from the one of the first or 

second zone players to the other of the first or second zone players, wherein the first and second 

zone players remain independently clocked while playing back audio in synchrony.” JX-0001, cl. 

17. 

Sonos argues that the 258 NIA No. 1 meets these limitations both literally and under the doctrine 

of equivalents. CIB at 23. Google contends that the 258 NIA No. 1 does not meet these limitations 

under either theory of infringement. RIB at 32-38. Staff agrees with Google. SIB at 23-25. 

- 26 -
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(A) Literal Infringement

Sonos asserts that in the 258 NIA No. 1, 

. CIB at 21-22. 

Sonos submits that the construction of the term “clock time information” does not require a 

particular form of the information and does not require the information itself to be generated by 

the device’s clock. Id. at 23. Sonos argues that 

. 

Id. According to Sonos, 

. Id. Sonos also argues that Google’s view of “clock time information” is too narrow 

because something representing a time value need not take the form of a time value. Id. at 23-24. 

In addition, Sonos disagrees with Google’s contention that the “clock time information” has to be 

generated by the device clock. Id. at 24-27.  

Google contends that in the 258 NIA No. 1, 

. RIB at 30-31. Google explains that 

. Id. at 31. Google therefore argues that 

 Id. at 32. Google 

asserts that 

 Id. (quoting 

Schonfeld, Tr. at 1040:17-1041:3); RRB at 19-20. Thus, Google claims that 
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implementation does not.” Id. Contrary to Sonos’ assertion, Google contends that the redesign 

. Id. at 36-37. Google also argues that 

 Id. at 37-38. 

Staff asserts that Sonos fails to show that the 258 NIA No. 1 meets limitations 17.2 and 

17.7 under the doctrine of equivalents. SIB at 25. 

As an initial matter, the undersigned finds that Sonos is not precluded from asserting 

infringement under the doctrine of equivalents for this limitation. The “clock time information” of 

limitation 17.7 was added during prosecution of the ’258 patent. See JX-0006 at 4303. During 

prosecution, the applicant stated that “[t]he addition of Mosig would not overcome the deficiencies 

of Goldberg, Spurgat, and Meade for at least the reason that Mosig also fails to teach or suggest 

‘clock time information for the one of the first or second zone players transmitted from the one of 

the first or second zone players to the other of the first or second zone players.’” Id. at 4311. In 

distinguishing the claims from Mosig, the applicant argued that Mosig did not disclose “clock time 

information” because (i) the “play-out time offset” is an offset added to a timestamp, and (ii) the 

“common play-out time” is the time at which a particular media data packet plays out. Id. at 4312. 

Thus, while there was a narrowing amendment during prosecution, the rationale underlying the 

amendment “bear[s] no more than a tangential relation to the equivalent in question,” i.e., the 

incrementing counter. See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535 U.S. 

722, 740-41 (2002). The undersigned therefore finds that Sonos has overcome the presumption 

that prosecution history estoppel bars a finding of equivalence for this limitation. See id. at 741.  

As to infringement under the doctrine of equivalents, the undersigned finds that the alleged 

equivalent, i.e., , 
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iii) Conclusion

Accordingly, for the reasons set forth above, the undersigned finds that the 258 NIA No. 1 

does not infringe claim 17 of the ’258 patent. 

iv) Claims 21, 24, and 26

Because the undersigned has found that independent claim 17 is not infringed by the 258 

NIA No. 1, it is not necessary to determine whether dependent claims 21, 24, and 26 are infringed. 

See Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 1546, 1552 n.9 (Fed. Cir. 1989) (“One who 

does not infringe an independent claim cannot infringe a claim dependent on (and thus containing 

all the limitations of) that claim.”). 

b) 258 NIA No. 2

Sonos asserts that the 258 NIA No. 2 meets every limitation of claim 17 of the ’258 patent. 

CIB at 20. Google contends that the 258 NIA No. 2 does not meet limitations 17.5, 17.6, or 17.7. 

RLUL at 1-2. Google does not dispute that the 258 NIA No. 2 meets the remaining limitations of 

claim 17. Id. Staff agrees with Sonos that the 258 NIA No. 2 meets the limitations of claim 17. 

SIB at 25. 

i) Limitations 17.5 and 17.6

Although Google contests that the 258 NIA No. 2 meets limitations 17.5 and 17.6, Google 

does not separately brief this issue apart from the ’258 Accused Products. See RLUL at 1; RIB at 

38-41; RRB at 22. Nor is there any indication that the 258 NIA No. 2 operates differently from the 

’258 Accused Products as it relates to limitations 17.5 and 17.6. Thus, for the same reasons as the 

’258 Accused Products, the undersigned finds that the 258 NIA No. 2 meets limitations 17.5 and 

17.6. See supra at Section VI.B.2.a.i. 
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ii) Limitation 17.7

Sonos asserts that in the 258 NIA No. 2, 

 constitutes the “playback timing information,” which is confirmed by 

 CIB at 31. Contrary to Google’s position, Sonos argues that 

. Id. Sonos contends that “

.” Id. In addition, Sonos contends that a person of 

ordinary skill in the art would consider the combination of 

 to collectively amount to “playback 

timing information.” Id. at 31 n.11. Similar to the ’258 Accused Products, Sonos argues that the 

 indicates when audio content is to be played back at both the leader and follower. 

Id. at 31-32. 

Google argues that the 258 NIA No. 2 does not meet this limitation because “

.” RIB at 38-39. Google contends that “

.” Id. at 39. Google argues that because 

. Id. In addition, Google argues that the 

. Id. Because 

, Google asserts that it does not 
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constitute “playback timing information.” Id. at 39-40. Google disagrees with Sonos’ attempt to 

combine  as the “playback timing information.” 

Id. at 40. Google argues that “[n]othing in the claim language, specification, or the adopted 

construction that allows ‘playback timing information’ to span entirely different messages that are 

sent at entirely different times.” Id. 

Staff submits that in the 258 NIA No. 2, 

 SIB at 26. Staff 

asserts that 

. Id. Staff argues that similar to its 

non-infringement arguments for the ’258 Accused Products, Google’s non-infringement 

arguments are based on an improper interpretation of the claims, and under a proper interpretation, 

the evidence shows that  in the 258 NIA No. 2 meets limitation 17.7. Id. at 

26-27.

The parties agree that in the 258 NIA No. 2, 

. See CIB at 30; RIB at 38; SIB at 

26. 

. See RX-1470C at Q/A 65. Then, 

. See id. at Q/A 67. 

 See id. Then, 

. See id. While the  that 
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Sonos alleges is the claimed “playback timing information” indicates 

, it alone does not indicate 

 See RX-1470C at Q/As 65-67; 

JX-0001, cl. 17. Thus, the  alone cannot be the claimed “playback timing 

information.”  

Sonos also alleges that the combination of 

 can amount to the “playback timing information.” In that 

regard, Google asserts that “[n]othing in the claim language, specification, or the adopted 

construction . . . allows ‘playback timing information’ to span entirely different messages that are 

sent at entirely different times.” See RIB at 40. This, however, is the wrong inquiry. Instead, the 

question is whether the claims limit “playback timing information” to information sent in one 

message. They do not. According to claim 17, the “playback timing information” must be 

“associated with the audio content,” “generated by one of the first or second zone players,” and 

“transmitted from the one of the first or second zone players to the other of the first or second zone 

players.” See JX-0001, cl. 17. In addition, “playback timing information” was construed as 

“information indicating when the audio information [content] is to be played back.”24 Order No. 

20 at 15. In the 258 NIA No. 2, 

. See RX-1470C at Q/As 65-67. Thus, 

those amount to the “playback timing information.” See CX-0011C at Q/As 386-88. Once again, 

Google’s argument that there is no infringement because 

24 The parties agreed to the construction for “playback timing information,” which was adopted by the undersigned. 
See Order No. 20 at 15. Google did not propose a construction for that term requiring it to be contained in one message. 
Thus, any attempt by Google to introduce such a limitation now is rejected as untimely. 
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 is not persuasive. See supra at Section VI.B.2.a.ii. 

Accordingly, the undersigned finds that the 258 NIA No. 2 meets this limitation. 

iii) Conclusion

Accordingly, for the reasons set forth above, the undersigned finds that the 258 NIA No. 2 

infringes claim 17 of the ’258 patent. 

iv) Claims 21, 24, and 26

Google does not dispute that the 258 NIA No. 2 meets the additional limitations of claims 

21, 24, and 26. RLUL at 2-3. Nor is there any indication that the 258 NIA No. 2 operates differently 

from the ’258 Accused Products as it relates to the additional limitations in claims 21, 24, and 26. 

Thus, for the same reasons as the ’258 Accused Products, the undersigned finds that the 258 NIA 

No. 2 infringes claims 21, 24, and 26 of the ’258 patent. See supra at Sections VI.B.2.b. 

c) 258 NIA No. 3

Sonos asserts that the 258 NIA No. 3 meets every limitation of claim 17 of the ’258 patent. 

CIB at 20. Google contends that the 258 NIA No. 3 does not meet limitations 17.5, 17.6, or 17.7. 

RLUL at 1-2. Google does not dispute that the 258 NIA No. 3 meets the remaining limitations of 

claim 17. Id. Staff agrees with Sonos that the 258 NIA No. 3 meets the limitations of claim 17. 

SIB at 27. 

i) Limitations 17.5 and 17.6

Although Google contests that the 258 NIA No. 3 meets limitations 17.5 and 17.6, Google 

does not separately brief this issue apart from the ’258 Accused Products. See RLUL at 1; RIB at 

41-42; RRB at 22. Nor is there any indication that the 258 NIA No. 3 operates differently from the

’258 Accused Products as it relates to limitations 17.5 and 17.6. Thus, for the same reasons as the 
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