
 

UNITED STATES INTERNATIONAL TRADE COMMISSION 

Washington, D.C. 

 

In the Matter of 

CERTAIN SMART THERMOSTAT 
SYSTEMS, SMART HVAC SYSTEMS, 
SMART HVAC CONTROL SYSTEMS, 
AND COMPONENTS THEREOF 

Inv. No.  337-TA-1258 

 
 

INITIAL DETERMINATION ON VIOLATION OF SECTION 337 AND 
RECOMMENDED DETERMINATION ON REMEDY AND BOND 

 
Administrative Law Judge Cameron Elliot 

 
(April 4, 2022) 

 
Pursuant to the Notice of Investigation and Rule 210.42(a) of the Rules of Practice and 

Procedure of the United States International Trade Commission, this is my Initial Determination 

in the matter of Certain Smart Thermostat Systems, Smart HVAC Systems, Smart HVAC Control 

Systems, & Components Thereof, Investigation No. 337-TA-1258.  

 

 



 
 

 i  

TABLE OF CONTENTS            Page 
 
I. INTRODUCTION............................................................................................................. 1 

A. Procedural Background ............................................................................................1 

B. The Parties ...............................................................................................................3 

C. The Asserted Patents and Claims .............................................................................4 

D. Products at Issue ......................................................................................................6 

1. Domestic Industry Product ..........................................................................6 

2. Accused Products .........................................................................................6 

II. STANDARDS OF LAW ................................................................................................... 6 

A. Infringement .............................................................................................................6 

1. Literal Infringement .....................................................................................7 

2. Doctrine of Equivalents ...............................................................................7 

3. Indirect Infringement ...................................................................................8 

a. Induced Infringement .......................................................................8 

b. Contributory Infringement ...............................................................9 

B. Domestic Industry ....................................................................................................9 

1. Technical Prong ...........................................................................................9 

2. Economic Prong .........................................................................................10 

C. Invalidity ................................................................................................................11 

1. 35 U.S.C. § 101 ..........................................................................................11 

2. 35 U.S.C. § 102 ..........................................................................................12 

3. 35 U.S.C. § 103 ..........................................................................................13 

4. 35 U.S.C. § 112 ..........................................................................................15 

III. IMPORTATION AND JURISDICTION ..................................................................... 15 

A. Personal Jurisdiction ..............................................................................................15 

B. Importation .............................................................................................................16 

C. Subject Matter Jurisdiction ....................................................................................16 

D. In Rem Jurisdiction ................................................................................................16 

IV. U.S. PATENT NO. 8,596,550 ......................................................................................... 16 

A. Level of Ordinary Skill in the Art ..........................................................................16 

B. Claims-at-Issue ......................................................................................................17 

C. Claim Construction ................................................................................................18 



 
 

 ii  

D. Infringement ...........................................................................................................19 

1. Google Accused Products ..........................................................................19 

a. Claim 17 .........................................................................................19 

(i) 17[Pre]............................................................................................19 

(ii) 17[a] ...............................................................................................20 

(iii) 17[b] and 17[c] ...............................................................................20 

(iv) 17[d] ...............................................................................................21 

(1) Internal Temperature Measurements .............................................21 

(2) Outside Temperature Measurements .............................................24 

(3) Database .........................................................................................25 

(v) 17[e] ...............................................................................................26 

(vi) 17[f]................................................................................................28 

(vii) 17[g]/17[h] .....................................................................................29 

(viii) 17[i] ................................................................................................31 

(1) NT ..................................................................................................32 

(2) NLT ................................................................................................33 

(ix) Conclusion .....................................................................................34 

b. Claim 9 ...........................................................................................34 

c. Indirect Infringement .....................................................................36 

2. Ecobee ........................................................................................................36 

a. Claim 17 .........................................................................................36 

(i) 17[c] ...............................................................................................36 

(ii) 17[d] ...............................................................................................37 

(iii) 17[e] ...............................................................................................39 

(iv) 17[f]................................................................................................41 

(v) 17[i] ................................................................................................43 



 
 

 iii  

(vi) Conclusion .....................................................................................45 

b. Indirect Infringement .....................................................................45 

E. Domestic Industry – Technical Prong ....................................................................45 

1. “Article” .....................................................................................................45 

2. Claim 17 .....................................................................................................46 

a. 17[pre] ............................................................................................47 

b. 17[a] ...............................................................................................47 

c. 17[e] ...............................................................................................49 

d. 17[f]................................................................................................51 

e. 17[i] ................................................................................................52 

f. Conclusion .....................................................................................55 

3. Claim 9 .......................................................................................................55 

F. Validity ..................................................................................................................55 

1. Written Description ....................................................................................55 

a. Limitations 9[c] and 17[f] ..............................................................56 

b. Limitations 9[d], 9[e], and 17[i] ....................................................58 

c. Limitation 9[f] ................................................................................61 

2. Obviousness ...............................................................................................62 

a. “stored data to predict a rate of change” ........................................62 

b. Other elements of Claim 9 .............................................................65 

c. Analysis..........................................................................................67 

3. 35 U.S.C. § 101 ..........................................................................................67 

V. U.S. PATENT NO. 8,886,488 ......................................................................................... 77 

A. Level of Ordinary Skill in the Art ..........................................................................77 

B. Claims-at-Issue ......................................................................................................77 

C. Claim Construction ................................................................................................78 

1. “operational efficiency” .............................................................................78 

2. “based on the status of the HVAC system” ...............................................80 

D. Infringement ...........................................................................................................80 



 
 

 iv  

1. Google Accused Products ..........................................................................80 

a. Claim 1 ...........................................................................................80 

(i) 1[pre] ..............................................................................................80 

(ii) 1[a] .................................................................................................84 

(iii) 1[b] .................................................................................................84 

(iv) 1[c] .................................................................................................84 

(v) 1[d] .................................................................................................85 

(vi) 1[e] .................................................................................................87 

(vii) Conclusion .....................................................................................88 

b. Claim 2 ...........................................................................................88 

c. Indirect Infringement .....................................................................88 

2. ecobee Accused Products ...........................................................................89 

a. Claim 1 ...........................................................................................89 

(i) 1[pre] ..............................................................................................89 

(ii) 1[c] .................................................................................................91 

(iii) 1[d] .................................................................................................92 

(iv) 1[e] .................................................................................................92 

(v) Conclusion .....................................................................................92 

b. Claim 2 ...........................................................................................92 

c. Indirect Infringement .....................................................................93 

E. Domestic Industry – Technical Prong ....................................................................93 

1. Claim 1 .......................................................................................................93 

a. 1[pre] ..............................................................................................93 

b. 1[d] .................................................................................................96 

c. 1[e] .................................................................................................98 

2. Claim 2 .......................................................................................................99 



 
 

 v  

F. Validity ..................................................................................................................99 

1. Written Description ....................................................................................99 

a. 1[pre] ..............................................................................................99 

b. “predicted rates of change” related to outdoor temperatures .......102 

c. “predicted temperature” compared to actual temperature ...........103 

2. Anticipation and Obviousness .................................................................104 

a. Shah 233.......................................................................................104 

(i) Incorporation By Reference .........................................................105 

(ii) 1[b] ...............................................................................................106 

(iii) 1[c] ...............................................................................................107 

(iv) Conclusions ..................................................................................108 

(v) Claim 2 .........................................................................................108 

b. Hildebrand....................................................................................109 

(i) 1[c] ...............................................................................................110 

(ii) Predicted Rate of Change .............................................................111 

c. Analysis........................................................................................112 

3. 35 U.S.C. § 101 ........................................................................................113 

VI. DOMESTIC INDUSTRY - ECONOMIC PRONG ................................................... 118 

A. Effect of 1185 Decision .......................................................................................119 

B. Subsection (A) – Plant and Equipment ................................................................120 

C. Subsection (B) – Labor and Capital .....................................................................124 

1. Shayan Habib ...........................................................................................125 

2. Glen Okita ................................................................................................127 

3. Three Engineers .......................................................................................128 

4. “Significant” or “Substantial” ..................................................................130 

VII. CONCLUSIONS OF LAW .......................................................................................... 132 

VIII. RECOMMENDED DETERMINATION ON REMEDY AND BOND ................... 133 

A. Limited Exclusion Order......................................................................................134 



 
 

 vi  

B. Cease and Desist Order ........................................................................................137 

C. Bond .....................................................................................................................137 

IX. INITIAL DETERMINATION AND ORDER ........................................................... 140 



 
 

 vii  

TABLE OF ABBREVIATIONS 
 
 

CDX Complainant’s Demonstrative Exhibit 

CIB Complainant’s Initial Post-Hearing Brief  

CPB Complainant’s Pre-Hearing Brief  

CPX Complainant’s Physical Exhibit 

CRB Complainant’s Reply Post-Hearing Brief  

CX Complainant’s Exhibit 

Tr. Hearing Transcript  

JX Joint Exhibit 

RDX Respondents’ Demonstrative Exhibit 

RIB Respondents’ Initial Post-Hearing Brief  

RPB Respondents’ Pre-Hearing Brief  

RPX Respondents’ Physical Exhibit 

RRB Respondents’ Reply Post-Hearing Brief  

RX Respondents’ Exhibit 



 
 

 1  

I. INTRODUCTION 

A. Procedural Background 

Complainant EcoFactor, Inc. (“EcoFactor” or “Complainant”) filed the complaint 

underlying this investigation on February 26, 2021.  EcoFactor filed a supplement to the complaint 

on March 18, 2021. The complaint alleged respondents ecobee Ltd., ecobee, Inc. (collectively, 

“ecobee”), Google LLC (“Google”), Carrier Global Corporation, Emerson Electric Co., 

Honeywell International Inc., Resideo Technologies, Inc., Johnson Controls International, PLC, 

Siemens Industry, Inc., and Siemens AG import or sell in connection with an importation certain 

smart thermostat systems, smart HVAC systems, smart HVAC control systems, and components 

thereof that infringe one or more claims of U.S. Patent Nos. 8,423,322 (“the 322 patent”), 

8,019,567 (“the 567 patent”), 10,612,983 (“the 983 patent”), 8,596,550 (“the 550 patent”), and 

8,886,488 (“the 488 patent”). 

By publication of a notice in the Federal Register on April 2, 2021, the U.S. International 

Trade Commission ordered that: 

Pursuant to subsection (b) of section 337 of the Tariff Act of 1930, as amended, an 
investigation be instituted to determine whether there is a violation of subsection 
(a)(1)(B) of section 337 in the importation into the United States, the sale for 
importation, or the sale within the United States after importation of certain 
products identified in paragraph (2) by reason of infringement of one or more of 
claims 1, 2, 5, and 7 of the ’322 patent; claims 1, 2, 5, 7, 15, 16, 19, and 20 of the 
’567 patent; claims 1-3, and 16-18 of the ’983 patent; claims 1, 5-7, 9, 13-15, and 
17 of the ’550 patent and claims 1, 2, 5, 7-10, and 13-15 of the ’488 patent; and 
whether an industry in the United States exists as required by subsection (a)(2) of 
section 337[.] 

86 Fed. Reg. 17402 (Apr. 2, 2021).  On April 21, 2021, I set a target date of August 2, 2022 for 

completion of this investigation via initial determination.  Order No. 6.  I also set an evidentiary 

hearing for December 13-17, 2021 and stated that there would not be a Markman Hearing, but I 
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would require briefs.  Id.  On September 1, 2021, I issued Order No. 18, construing certain claim 

terms of the patents at issue.   

On April 19, 2021, EcoFactor moved for leave to amend the complaint and notice of 

investigation (Motion No. 1258-002) to add proposed Respondent Johnson Controls Inc. and to 

terminate Respondent Johnson Controls International, PLC. The motion was granted via initial 

determination on April 20, 2021 with Order No. 4. The Commission determined not to review 

Order No. 4 on May 11, 2021.  86 Fed. Reg. 26542 (May 14, 2021). 

With a number of motions, EcoFactor moved to terminate the investigation as to various 

patents and respondents. All of the motions were granted by non-final initial determinations, and 

the Commission did not review these non-final IDs. See Order Nos. 3, 7, 13, 16, 17, 26 and 

Commission decisions not to review, EDIS Doc Nos. 741234, 743226, 748330, 749920, 749924, 

758147. Thus, the only remaining respondents are ecobee and Google (collectively, 

“Respondents”); and the remaining asserted patents are the 550 patent and the 488 patent.   

 On October 13, 2021, ecobee and Google moved for summary determination on a number 

of issues (Motion Docket No. 1258-016) including economic prong, lack of written description for 

the 488 patent, invalidity as to the 983 patent, ineligibility as to the 550 patent, and lack of technical 

prong as to the 488 patent.  The motion was denied on November 12, 2021 and November 17, 

2021, with Order Nos. 28 and 29. The motion was specifically denied as moot with respect to the 

983 patent.  See Order No. 28 at 1. On October 20, 2021, EcoFactor moved for summary 

determination (Motion Docket No. 1258-018) that the Commission lacks jurisdiction to adjudicate 

the infringement of an alleged redesign product identified by Google, which was denied on 

November 1, 2021 with Order No. 25. 
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One aspect of Respondents’ motion for summary determination merits particular attention. 

Certain Smart Thermostats, Smart HVAC Systems, and Components Thereof, Inv. No. 337-TA-

1185 (“1185”), involved the same parties as here and patents related to the patents in suit here. 

After an evidentiary hearing, the final Initial Determination in 1185 issued on April 20, 2021, 

finding no violation. 1185 Initial Determination (public) (“1185 ID”) at 575-77. On July 20, 2021, 

the Commission determined to review the 1185 ID’s findings on various issues, affirmed the 

findings without (as relevant here) substantial modification, declined to review the remainder of 

the 1185 ID, and terminated the investigation with a finding of no violation. See Notice, 86 Fed. 

Reg. 40077 (July 20, 2021) (“1185 Notice”). Respondents’ summary determination motion in the 

present case included several arguments that issue preclusion should apply, predicated on the 

findings in 1185. See generally Order No. 28. Those arguments were rejected then, and they are 

rejected now, for the same reasons.  

Both sides raise issue preclusion, or a related argument, throughout the post-hearing 

briefing. E.g., RIB at 77-78; CIB at 54. Except for domestic industry economic prong, the parties 

offer no reason to revisit the issue, and any post-hearing arguments related to 1185 have generally 

not been considered. As it relates to economic prong, however, 1185 is addressed below.  

The evidentiary hearing took place as scheduled on December 13-17, 2021.  Pursuant to 

the procedural schedule, the parties submitted initial and reply post-hearing briefs on January 14, 

2022 and January 28, 2022, respectively. As of the date of this initial determination, no motions 

remain pending. 

B. The Parties 

Complainant EcoFactor, Inc. is a United States corporation having its principal place of 

business in Palo Alto, California.  CIB at 2.  EcoFactor “delivers smart home energy management 
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550 patent at Abstract. The Specification explains that when “temperatures programmed into a 

thermostat do not accurately reflect the preferences of the occupants, those occupants are likely to 

resort to manual overrides of the programmed settings.” Id. at 1:64–67. Thus, it would be 

“advantageous to . . . adapt[] to signaling from occupants in the form of manual temperature 

changes and incorporat[e] the information contained in such gestures into long-term 

programming.” Id. at 2:9–12. Therefore, the 550 patent teaches a system that “compares the actual 

setpoint at a given time for the thermostatic controller to an expected setpoint for the thermostatic 

controller in light of the scheduled programming. A determination is then made as to whether the 

actual setpoint and the expected setpoint are the same or different. Furthermore, a manual change 

to the actual setpoint for the thermostatic controller is compared to previously recorded setpoint 

data for the thermostatic controller. At least one rule is then applied for the interpretation of the 

manual change in light of the previously recorded setpoint data.” Id. at Abstract. 

The 488 patent is entitled, “System and Method for Calculating the Thermal Mass of a 

Building.”  JX-0006 (cited herein as “488 patent”).  The application leading to the 488 patent was 

filed on March 1, 2012 and claims priority to Application No. 12/959,225, filed December 2, 2010, 

which is a continuation of Application No. 12/211,733, filed September 16, 2008, and also claims 

priority to U.S. Provisional Application No. 60/994,011, filed on September 17, 2007.  Id.  The 

488 patent issued on November 11, 2014.  Id. 

The 488 patent relates to the operation and operational efficiency of HVAC systems. The 

patent is directed to a system that evaluates the changes in the operational efficiency of existing HVAC 

technology using processor(s) that receives outside temperature measurements from a source other 

than the HVAC system, stores those measurements over time in a database, compares the inside 

temperature measurements and outside temperature measurements over time, and then compares an 
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inside temperature of the structure with an inside temperature of that same structure recorded at a 

different time. 488 patent, cl. 1. 

D. Products at Issue 

The products at issue are “smart thermostat systems, smart HVAC systems, smart HVAC 

control systems, and components thereof.” 86 Fed. Reg. 17402 (April 2, 2021). 

1. Domestic Industry Product 

The domestic industry product in this investigation is the EcoFactor Platform, both on its 

own and when used as a cloud platform that provides features for a compatible thermostat, 

including EcoFactor’s Simple Wi-Fi Thermostat (S100) or the CT-218 thermostat (hereinafter, 

“EcoFactor Platform”). CIB at 4.  

2. Accused Products 

The accused products in this investigation include products from both Google and ecobee. 

EcoFactor accuses the Nest Learning Thermostat Third Generation (“NLT”) and Nest Thermostat 

(“NT”) (collectively, “the Google Accused Products”) of infringement. CIB at 5; RIB at 3. 

EcoFactor also accuses the ecobee3 lite and the ecobee SmartThermostat with Voice Control 

(collectively, “the ecobee Accused Products”) of infringement. CIB at 5; RIB at 3.  

II. STANDARDS OF LAW 

A. Infringement 

In a section 337 investigation, the complainant bears the burden of proving infringement 

of the asserted patent claims by a preponderance of the evidence. Spansion, Inc. v. Int’l Trade 

Comm’n, 629 F.3d 1331, 1349 (Fed. Cir. 2010). This standard “requires proving that infringement 

was more likely than not to have occurred.” Warner-Lambert Co. v. Teva Pharm. USA, Inc., 418 

F.3d 1326, 1341 n.15 (Fed. Cir. 2005). 
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1. Literal Infringement 
 

Literal infringement is a question of fact. Finisar Corp. v. DirecTV Grp., Inc., 523 F.3d 

1323, 1332 (Fed. Cir. 2008). Literal infringement requires the patentee to prove that the accused 

device contains each limitation of the asserted claim(s). If any claim limitation is absent, there is 

no literal infringement of that claim as a matter of law. Bayer AG v. Elan Pharm. Research Corp., 

212 F.3d 1241, 1247 (Fed. Cir. 2000).  

2. Doctrine of Equivalents 
 

“[A] product or process that does not literally infringe upon the express terms of a patent 

claim may nonetheless be found to infringe if there is ‘equivalence’ between the elements of the 

accused product or process and the claimed elements of the patented invention.” Warner-Jenkinson 

Co. v. Hilton Davis Chemical Co., 520 U.S. 17, 21 (1997). “[T]he proper time for evaluating 

equivalency . . . is at the time of infringement, not at the time the patent issued.” Id. at 37. 

“The ‘essential inquiry’ in determining whether there has been infringement under this 

doctrine is whether ‘the accused product or process contains elements identical or equivalent to 

each claimed element of the patented invention.’” Am. Calcar, Inc. v. Am. Honda Motor Co., 651 

F.3d 1318, 1338 (Fed. Cir. 2011) (quoting Warner–Jenkinson, 520 U.S. at 40). An element in the 

accused device is equivalent to a claim limitation if the only differences between the two are 

insubstantial to one of ordinary skill in the art. Wavetronix LLC v. EIS Elec. Integrated Sys., 573 

F.3d 1343, 1360 (Fed. Cir. 2009); AquaTex Indus. v. Techniche Solutions, 419 F.3d 1374, 1382 

(Fed. Cir. 2005). In order to assess insubstantiality, a court considers whether an element of the 

accused product “performs substantially the same function in substantially the same way to obtain 

the same result” as the patented invention. Am. Calcar, 651 F.3d at 1338; see also Voda v. Cordis 

Corp., 536 F.3d 1311, 1326 (Fed. Cir. 2008). A patentee alleging infringement under the doctrine 
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of equivalents must submit particularized evidence as to equivalence and must explain specifically 

why the difference between the claimed invention and what the accused product actually does is 

“insubstantial.” Am. Calcar, 651 F.3d at 1338. 

Prosecution history estoppel can prevent a patentee from relying on the doctrine of 

equivalents when the patentee relinquished subject matter during prosecution of the patent, either 

by amendment or argument. AquaTex, 419 F.3d at 1382. In particular, “[t]he doctrine of 

prosecution history estoppel limits the doctrine of equivalents when an applicant makes a 

narrowing amendment for purposes of patentability, or clearly and unmistakably surrenders 

subject matter by arguments made to an examiner.” Id.   

3. Indirect Infringement 
 

Indirect infringement may be either induced or contributory. Direct infringement must first 

be established in order for a claim of indirect infringement to prevail. BMC Res. v. Paymentech, 

498 F.3d 1373, 1379 (Fed. Cir. 2007). 

a. Induced Infringement 

Section 271(b) of the Patent Act provides: “Whoever actively induces infringement of a 

patent shall be liable as an infringer.” 35 U.S.C. §271(b) (2008). To establish liability, the patent 

holder must prove that “once the defendants knew of the patent, they ‘actively and knowingly 

aid[ed] and abett[ed] another’s direct infringement.’” DSU Med. Corp. v. JMS Co., Ltd. 471 F.3d 

1293, 1305 (Fed. Cir. 2006) (en banc) (citations omitted). A finding of induced infringement 

requires “evidence of culpable conduct, directed to encouraging another’s infringement, not 

merely that the inducer had knowledge of the direct infringer’s activities.” Id. at 1306. Although 

§271(b) requires knowledge that the induced acts constitute patent infringement, the Supreme 

Court has held that liability will also attach when the defendant is willfully blind. Global-Tech 

Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2068-2069 (2011). The burden is on the complainant 
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to prove that the respondent had the specific intent and took action to induce infringement. DSU, 

471 F.3d at 1305-06. Intent may be proven by circumstantial evidence. Lucent Techs., Inc. v. 

Gateway, Inc., 580 F.3d 1301, 1322 (Fed. Cir. 2009). 

b. Contributory Infringement 

A finding of contributory infringement under 35 U.S.C. § 271(c) requires (1) direct 

infringement; (2) that the contributory infringer had knowledge of the patent; and (3) that the 

component part had no substantial non-infringing use. Fujitsu Ltd. v. Netgear Inc., 620 F.3d 1321, 

1326 (Fed Cir. 2010). In a section 337 case, a complainant alleging contributory infringement must 

also show “the accused infringer imported, sold for importation, or sold after importation within 

the United States, the accused components that contributed to another’s direct infringement.” 

Spansion, Inc. v. Int’l Trade Comm’n, 629 F.3d 1331, 1353 (Fed. Cir. 2010).  

B. Domestic Industry  

In an investigation based on a claim of patent infringement, Section 337 requires that an 

industry in the United States, relating to the articles protected by the patent, exist or be in the 

process of being established.  19 U.S.C. § 1337(a)(2).  Under Commission precedent, the domestic 

industry requirement has been divided into (i) a “technical prong” (which requires articles covered 

by the asserted patent) and (ii) an “economic prong” (which requires certain levels of activity with 

respect to the protected articles or patent itself).  See Certain Video Game Systems and Controllers, 

Inv. No. 337-TA-743, Comm’n Op. at 6-7 (April 14, 2011). 

1. Technical Prong 

The technical prong of the domestic industry requirement is satisfied when the complainant 

in a patent-based section 337 investigation establishes that it is practicing or exploiting the patents 

at issue.  See 19 U.S.C. §§ 1337 (a)(2), (3); Certain Microsphere Adhesives, Process for Making 

Same and Prods. Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-
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366, Comm’n Op. at 8 (U.S.I.T.C. Jan. 16, 1996).  “In order to satisfy the technical prong of the 

domestic industry requirement, it is sufficient to show that the domestic industry practices any 

claim of that patent, not necessarily an asserted claim of that patent.”  Certain Ammonium 

Octamolybdate Isomers, Inv. No. 337-TA-477, Comm’n Op. at 55 (U.S.I.T.C. Aug. 28, 2003).  

Historically, the Commission permits the complainant’s products, and those of its licensees, to be 

considered for technical prong purposes.  See Certain Magnetic Tape Cartridges and Components 

Thereof, Inv. No. 337-TA-1058, Comm’n Op. at 28-29 (April 9, 2019). 

The test for claim coverage for purposes of the technical prong of the domestic industry 

requirement is the same as that for infringement.  See Certain Doxorubicin and Preparations 

Containing Same, Inv. No. 337-TA-300, Initial Determination at 109 (U.S.I.T.C. May 21, 1990), 

aff’d, Views of the Commission at 22 (U.S.I.T.C. Oct. 31, 1990); Alloc, Inc. v. Int’l Trade Comm’n, 

342 F.3d 1361, 1375 (Fed. Cir. 2003).  “First, the claims of the patent are construed.  Second, the 

complainant’s article or process is examined to determine whether it falls within the scope of the 

claims.”  Certain Doxorubicin and Preparations Containing Same, Inv. No. 337-TA-300, Initial 

Determination at 109.  As with infringement, the technical prong of domestic industry can be 

satisfied either literally or under the doctrine of equivalents.  Certain Dynamic Sequential Gradient 

Devices and Component Parts Thereof, Inv. No. 337-TA-335, ID at 44, Pub. No. 2575 (U.S.I.T.C. 

May 15, 1992).  In short, the patentee must establish by a preponderance of the evidence that the 

domestic product practices one or more claims of the patent.   

2. Economic Prong 

The “economic prong” of the domestic industry requirement is satisfied when there exists 

in the United States, in connection with products practicing at least one claim of the patent at issue:  

(A) significant investment in plant and equipment; (B) significant employment of labor or capital; 

or (C) substantial investment in its exploitation, including engineering, research and development, 
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and licensing.  19 U.S.C. § 1337(a)(3).  Establishment of the “economic prong” is not dependent 

on any “minimum monetary expenditure” and there is no need for complainant “to define the 

industry itself in absolute mathematical terms.”  Certain Stringed Musical Instruments and 

Components Thereof, Inv. No. 337-TA-586, Comm’n Op. at 25-26 (May 16, 2008) (“Stringed 

Instruments”).  However, a complainant must substantiate the significance of its activities with 

respect to the articles protected by the patent.  Certain Printing and Imaging Devices and 

Components Thereof, Inv. No. 337-TA-690, Comm’n Op. at 30 (Feb. 17, 2011) (“Imaging 

Devices”).  Further, a complainant can show that its activities are significant by showing how those 

activities are important to the articles protected by the patent in the context of the company’s 

operations, the marketplace, or the industry in question.  Id. at 27-28.  That significance, however, 

must be shown in a quantitative context.  Lelo Inc. v. Int’l Trade Comm’n, 786 F.3d 879, 886 (Fed. 

Cir. 2015).  The Federal Circuit noted that when the ITC first addressed this requirement, it found 

the word “‘significant’ denoted ‘an assessment of the relative importance of the domestic 

activities.’”  Id. at 883-4 (internal citation omitted) (emphasis added).  In general, “[t]he purpose 

of the domestic industry requirement is to prevent the ITC from becoming a forum for resolving 

disputes brought by foreign complainants whose only connection with the United States is 

ownership of a U.S. patent.”  Certain Battery-Powered Ride-On Toy Vehicles, Inv. No. 337-TA-

314, USITC Pub. No. 2420, Initial Determination at 21 (Aug. 1991). 

C. Invalidity  

1. 35 U.S.C. § 101 

Section 101 states: 
 
Whoever invents or discovers any new and useful process, machine, manufacture, 
or composition of matter, or any new and useful improvement thereof, may obtain 
a patent therefor, subject to the conditions and requirements of this title. 
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35 U.S.C. § 101. To determine patent eligibility under § 101, courts apply the two-step Alice test 

and first, “determine whether the claims at issue are directed to a patent-ineligible concept” and 

then if so, “examine the elements of the claim to determine whether it contains an ‘inventive 

concept’ sufficient to ‘transform’ the claimed abstract idea into a patent-eligible application.” Alice 

Corp. Pty. v. CLS Bank Intern., 573 U.S. 208, 217-18, 221 (2014). “The ‘directed to’ inquiry 

applies a stage-one filter to claims, considered in light of the specification, based on whether ‘their 

character as a whole is directed to excluded subject matter.’” Enfish, LLC v. Microsoft Corp., 822 

F.3d 1327, 1335 (Fed. Cir. 2016) (citing Internet Patents Corp. v. Active Network, Inc., 790 F.3d 

1343, 1346 (Fed. Cir. 2015); Genetic Techs. Ltd. v. Merial L.L.C., 818 F.3d 1369, 1375 (Fed. Cir. 

2016)). To save a patent at the second step, an inventive concept must be evident in the claims. 

Synopsys, Inc. v. Mentor Graphics Corp., 839 F.3d 1138, 1151-52 (Fed. Cir. 2016). 

2. 35 U.S.C. § 102 

Pursuant to 35 U.S.C. § 102, and as relevant here, a patent claim is invalid as anticipated 

if: 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior 
to the date of the application for patent in the United States.  

35 U.S.C. § 102 (pre-AIA).  “A patent is invalid for anticipation if a single prior art reference 

discloses each and every limitation of the claimed invention.  Moreover, a prior art reference may 

anticipate without disclosing a feature of the claimed invention if that missing characteristic is 

necessarily present, or inherent, in the single anticipating reference.”  Schering Corp. v. Geneva 

Pharm., Inc., 339 F.3d 1373, 1377 (Fed. Cir. 2003) (citations omitted); see Santarus, Inc. v. Par 

Pharm., Inc., 694 F.3d 1344, 1354 (Fed. Cir. 2012).  “A century-old axiom of patent law holds 

that a product ‘which would literally infringe if later in time anticipates if earlier.’”  Upsher-Smith 

Labs., Inc. v. Pamlab, L.L.C., 412 F.3d 1319, 1322 (Fed. Cir. 2005) (citing Schering Corp., 339 
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F.3d at 1322).  Anticipation, and all other grounds of patent invalidity, must be proved by clear 

and convincing evidence.  Microsoft Corp. v. I4I Ltd. P'ship, 564 U.S. 91, 95, (2011). 

3. 35 U.S.C. § 103 

Section 103 of the Patent Act states: 

A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negated by the manner in which the invention was made. 

35 U.S.C. § 103(a) (pre-AIA).  “Obviousness is a question of law based on underlying questions 

of fact.”  Scanner Techs. Corp. v. ICOS Vision Sys. Corp. N.V., 528 F.3d 1365, 1379 (Fed. Cir. 

2008).  The underlying factual determinations include:  “(1) the scope and content of the prior art, 

(2) the level of ordinary skill in the art, (3) the differences between the claimed invention and the 

prior art, and (4) objective indicia of non-obviousness.”  Id. (citing Graham v. John Deere Co. of 

Kansas City, 383 U.S. 1, 17-18 (1966)).  These factual determinations are often referred to as the 

“Graham factors.” 

The critical inquiry in determining the differences between the claimed invention and the 

prior art is whether there is a reason to combine the prior art references.  KSR Int’l Co. v. Teleflex 

Inc., 550 U.S. 398, 418-21 (2007).  In KSR, the Supreme Court rejected the Federal Circuit’s rigid 

application of the teaching-suggestion-motivation test.  While the Court stated that “it can be 

important to identify a reason that would have prompted a person of ordinary skill in the relevant 

field to combine the elements in the way the claimed new invention does,” it described a more 

flexible analysis: 

Often, it will be necessary for a court to look to interrelated teachings of multiple 
patents; the effects of demands known to the design community or present in the 
marketplace; and the background knowledge possessed by a person having ordinary 
skill in the art, all in order to determine whether there was an apparent reason to 
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combine the known elements in the fashion claimed by the patent at issue . . . .  As 
our precedents make clear, however, the analysis need not seek out precise 
teachings directed to the specific subject matter of the challenged claim, for a court 
can take account of the inferences and creative steps that a person of ordinary skill 
in the art would employ. 

Id. at 418.   

Since KSR, the Federal Circuit has announced that, where a patent challenger contends that 

a patent is invalid for obviousness based on a combination of prior art references, “the burden falls 

on the patent challenger to show by clear and convincing evidence that a person of ordinary skill 

in the art would have had reason to attempt to make the composition or device . . . and would have 

had a reasonable expectation of success in doing so.”  PharmaStem Therapeutics, Inc. v. ViaCell, 

Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007); see KSR, 550 U.S. at 399 (“The proper question was 

whether a pedal designer of ordinary skill in the art, facing the wide range of needs created by 

developments in the field, would have seen an obvious benefit to upgrading Asano with a sensor.”).  

In addition to demonstrating that a reason exists to combine prior art references, the challenger 

must demonstrate that the combination of prior art references discloses all of the limitations of the 

claims.  Hearing Components, Inc. v. Shure Inc., 600 F.3d 1357, 1373-4 (Fed. Cir. 2010) 

(abrogated on other grounds by Nautilus, Inc. v. Biosig Instruments, Inc., 134 S.Ct. 2120 (2014)) 

(upholding finding of non-obviousness based on the fact that there was substantial evidence that 

the asserted combination of references failed to disclose a claim limitation); Velander v. Garner, 

348 F.3d 1359, 1363 (Fed. Cir. 2003) (explaining that a requirement for a finding of obviousness 

is that “all the elements of an invention are found in a combination of prior art references”).  

An obviousness determination should also include a consideration of “secondary 

considerations,” that is, “commercial success, long felt but unsolved needs, failure of others, etc., 

might be utilized to give light to the circumstances surrounding the origin of the subject matter 

sought to be patented.”  Graham, 338 U.S. at 17-18.  “For [such] objective evidence to be accorded 
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substantial weight, its proponent must establish a nexus between the evidence and the merits of 

the claimed invention.”  In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir. 1995); see Merck & Cie 

v. Gnosis S.P.A., 808 F.3d 829, 837 (Fed. Cir. 2015).  “Where the offered secondary consideration 

actually results from something other than what is both claimed and novel in the claim, there is no 

nexus to the merits of the claimed invention.”  In re Huai-Hung Kao, 639 F.3d 1057, 1068 (Fed. 

Cir. 2011); see Apple Inc. v. Samsung Elecs. Co., Ltd., 839 F.3d 1034, 1054-1056 (Fed. Cir. 2016). 

4. 35 U.S.C. § 112 

Pursuant to 35 U.S.C. § 112, a patent claim is invalid for lack of written description if the 

patent’s specification fails to “reasonably convey[] to those skilled in the art that the inventor had 

possession of the claimed subject matter as of the filing date.”  Ariad Pharm., Inc. v. Eli Lilly & 

Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc).  “[T]he test requires an objective inquiry into 

the four corners of the specification from the perspective of a person of ordinary skill in the art”  

(id.), and “the level of detail required to satisfy the written description requirement varies 

depending on the nature and scope of the claims and on the complexity and predictability of the 

relevant technology” (id. (citing Capon v. Eshar, 418 F.3d 1349, 1357-58 (Fed. Cir. 2005))). 

III. IMPORTATION AND JURISDICTION 

A. Personal Jurisdiction 
 

Respondents have appeared and participated in this investigation. The Commission 

therefore has personal jurisdiction over Respondents. See, e.g., Certain Optical Disk Controller 

Chips & Chipsets & Prods. Containing Same, Including DVD Players & PC Optical Storage 

Devices, Inv. No. 337-TA-506, Initial Determination at 4-5 (May 16, 2005) (unreviewed in 

relevant part). 
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B. Importation 

The parties stipulated that Respondents import the Accused Products. JX-1103C; JX-

1104C; see also RIB at 3. Accordingly, the importation requirement under 19 U.S.C. § 

1337(a)(1)(B) is satisfied. 

C. Subject Matter Jurisdiction 

The Commission possesses subject matter and in rem jurisdiction because it initiated an 

investigation based on a Complaint, and the Accused Products are physical articles that have been 

imported.  Respondents imply that jurisdiction is lacking because the EcoFactor Platform is not a 

physical article, and because the Accused Products can only infringe, if at all, when they are used 

in a certain way.  See RIB at 3-4.  These arguments are addressed below on the merits, but have 

no bearing on jurisdiction.  

D. In Rem Jurisdiction 
 

Each Respondent stipulated that the importation requirement of Section 337 is satisfied 

with respect to its Accused Products. EDIS Doc. ID 752737; EDIS Doc. ID 755380. Accordingly, 

the Commission has in rem jurisdiction over the Accused Products. 

IV. U.S. PATENT NO. 8,596,550 

A. Level of Ordinary Skill in the Art 

A person having ordinary skill in the art of the 550 patent at the time of invention “would 

have had a bachelor’s degree in engineering, computer science, or a comparable field, with 2-3 

years’ experience in temperature controls, embedded control systems, electronic thermostats, or 

HVAC controls, or similarly relevant industry experience, with relevant experience substituting 

for education and vice versa.” Order No. 18 at 8.  
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B. Claims-at-Issue 

Claims 9 and 17 of the 550 patent are at issue in this investigation.  See CIB at 6; RIB at 

1-2.  They are reproduced below:  

9.  [pre] A method for incorporating manual changes to the setpoint for a thermostatic 
controller into long-term programming of said thermostatic controller comprising:  

[a] accessing stored data comprising a plurality of internal temperature 
measurements taken within a structure and a plurality of outside temperature 
measurements relating to temperatures outside the structure;  

[b] using the stored data to predict a rate of change of temperatures inside the 
structure in response to at least changes in outside temperatures;  

[c] calculating scheduled programming of setpoints in the thermostatic controller 
based on the predicted rate of change, the scheduled programming comprising at 
least a first automated setpoint at a first time and a second automated setpoint at a 
second time; 

[d] comparing the actual setpoint at the first time for said thermostatic controller to 
the first automated setpoint for said thermostatic controller;  

[e] detecting a manual change to the first automated setpoint by determining 
whether said actual setpoint and said first automated setpoint are the same or 
different; 

[f] changing the second automated setpoint at the second time based on at least one rule for 
the interpretation of said manual change. 
 

17. [pre] An apparatus for detecting manual changes to the setpoint for a thermostatic 
controller comprising:  

[a] at least a programmable communicating thermostat;  

[b] at least a remote processor;  

[c] at least a network connecting said remote processor and said communicating 
[thermostat]; 

[d] at least a database comprising a plurality of internal temperature measurements 
taken within a structure and a plurality of outside temperature measurements 
relating to temperatures outside the structure;  

[e] computer hardware comprising one or more computer processors configured to 
use the stored data to predict a rate of change of temperatures inside the structure 
in response to changes in outside temperatures;  
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D. Infringement 

1. Google Accused Products 

EcoFactor argues that the Google Accused Products infringe claims 9 and 17 of the 550 

patent. CIB at 6. Google addresses claim 17 first in its brief. Accordingly, this Initial Determination 

will do the same. 

a. Claim 17 

Google disagrees that any limitation of claim 17 is met. See RIB at 6-19. 

(i) 17[Pre]  

Claim 17 includes the preamble “[a]n apparatus for detecting manual changes to the 

setpoint for a thermostatic controller comprising.” 550 patent at cl. 17. Google asserts that 

“EcoFactor cannot establish that the Accused Products ‘detect[] manual changes’ by comparing 

two setpoints, as required in 17[i].” RIB at 7. 

As an initial matter, the preamble of claim 17 is construed as limiting. But see CRB at 4 

(observing that Respondents’ expert opined that it was not limiting). The preamble is the only 

place in claim 17 that specifies that the apparatus must detect a manual change to the setpoint. 

Without the preamble term “detecting manual changes,” one of ordinary skill in the art would not 

understand the point of the apparatus of claim 17. See Order No. 18 at 34 (reaching a similar 

conclusion for the preamble of claim 1 of the 488 patent). Thus, the preamble provides “life, 

meaning, and vitality to the claim.” Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 

1305 (Fed. Cir. 1999). 

While the preamble states that the apparatus detects manual changes to the setpoint, it does 

not state how the apparatus must detect the manual changes. Instead, the “how” is dictated by 

limitation 17[i], which is addressed below. The evidence shows that the Google Accused Products 



 
 

 20  

detect manual changes to the setpoint. Tr. (de la Iglesia) at 453:14-455:24. As such, the Google 

Accused Products meet the preamble. 

(ii) 17[a]  

Claim 17 includes the limitation “at least a programmable communicating thermostat.” 550 

patent at cl. 17. Google argues that this limitation is not met because “EcoFactor maps the same 

Accused Products to two different claims elements (the ‘thermostatic controller’ in 17[Pre] and 

the ‘programmable communicating thermostat’ in 17[a]).” RIB at 7. 

The evidence shows that the Google Accused Products are programmable communicating 

thermostats that also provide “thermostatic controllers” which allow the user to control the 

temperature. Tr. (de la Iglesia) at 455:25-457:8. As EcoFactor notes: “There is nothing inconsistent 

about mapping the ‘thermostatic controller’ of [17pre] to the controller on the thermostat or in the 

app, and mapping the ‘thermostat’ of [17a] to the thermostat as a whole.” CRB at 5. As such, the 

Google Accused Products meet this limitation. 

(iii) 17[b] and 17[c] 

Claim 17 includes the limitations “at least a remote processor” and “at least a network 

connecting said remote processor and said communicating [thermostat].” 550 patent at cl. 17. 

Google asserts that EcoFactor does not provide evidence that any remote processor is imported, 

resides in, or operates in the United States. RIB at 7. EcoFactor asserts that this limitation should 

include the word “thermostat” at the end. See CIB at 10 (explaining that “17[c] . . . refers back to 

the programmable communicati[ng] thermostat in 17[a]”); Tr. (de la Iglesia) at 457:2-459:19. 

Although Google acknowledges that element 17[c] appears to contain a typographical error, it 

makes no issue of this, so the element will be read as requiring a “communicating thermostat.” See 

RIB at 7.  
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EcoFactor asserts that the remote processors are the processors within the Google servers. 

Tr. (de la Iglesia) at 457:9-20. Although some Google servers may not be located in the United 

States, a preponderance of the evidence shows that Google servers are located in Google data 

centers, and that there are Google data centers located in the United States. Id. at 457:21-458:3; 

see RIB at 8 (citing CX-1174C (Bonvini) at 91:6-13). This is sufficient to show that the Google 

Accused Products meet this limitation. 

(iv) 17[d]  

Claim 17 includes the limitation “at least a database comprising a plurality of internal 

temperature measurements taken within a structure and a plurality of outside temperature 

measurements relating to temperatures outside the structure.” 550 patent at cl. 17. Google asserts 

that the Google Accused Products do not meet either the “internal temperature measurements” or 

“outside temperature measurements” limitations. RIB at 8, 9. Google also argues that the Google 

Accused Products do not store measurements or have a database. Id. at 10. 

(1) Internal Temperature Measurements 

EcoFactor asserts that “[i]nternal temperature measurements are received with temperature 

sensors in the NLT or NT, or alternatively, with an external Nest Temperature Sensor.” CIB at 11. 

Google argues that “[t]he design of the NT and NLT devices prevents measuring the inside 

temperature of a structure.” RIB at 8.  

The evidence shows that the Google Accused Products do not literally record “inside 

temperature measurements,” because they lack vents in their shells that would enable an internal 

sensor to measure the ambient room air temperature. Eric Burger, a senior software engineer at 

Google, explained that “[t]he products are fully enclosed with the temperature sensors on the inside 

of the product. So instead, we measure the temperature inside the product to try and understand 

how heat is being generated by the electronics.” Tr. (Burger) at 1180:21-25. The Google Accused 
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Products use “  

” Id. at 1181:1-

4. The Google Accused Products do not directly measure the temperature of the room itself. Id. at 

1180:20-21. 

So although the temperature measurements are taken “within a structure,” the 

measurements are not of “inside temperature,” but of the presumably higher temperatures near the 

electronics of the thermostat. EcoFactor does not explain how the alleged external Nest 

Temperature Sensor operates, nor does it produce evidence that demonstrates Dr. Burger’s 

accounting of how the products work is incorrect. Instead, EcoFactor notes that “Google tells the 

public that its thermostats are, in fact, measuring the ambient air temperature inside the home.” 

CRB at 5. But Google never claims that its sensors directly measure the ambient temperature of a 

room. Instead, the Nest Developers Guide states: “Ambient temperature: the temperature measured 

near the thermostat. Display the value that corresponds with the user’s preferred temperature 

scale.” CX-1023 at 10. This statement is not inconsistent with Dr. Burger’s testimony. 

Additionally, it is not uncommon for companies to present a simplified understanding of how their 

products work to the public. The fact that this document omits the inner workings of how the 

Google Accused Products measure ambient temperature does not serve as evidence that Dr. 

Burger’s testimony is incorrect. 

EcoFactor next asserts that the ambient room temperature estimated by the Google 

Accused Products constitutes a measurement, “even if some processing is performed to convert 

the sensor data into a measurement in degrees.” CIB at 12; see also CRB at 6 (explaining that the 

adjusted sensor data “is a temperature measurement, because it is in degrees, is based on a sensor 

reading, and is 99% accurate”). EcoFactor does not, however, provide any testimony that a person 
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of ordinary skill in the art would consider this to fall within the plain and ordinary meaning of 

“measurement.” See id. While EcoFactor cites to the testimony of its expert, Mr. de la Iglesia never 

explains why he considers the use of the  to be the same as a 

“measurement.” See Tr. (de la Iglesia) at 459:20-462:17. Without such evidence, EcoFactor cannot 

meet its burden to show that this limitation is met. See AquaTex, 479 F.3d at 1329 n. 7 (“[E]xpert 

infringement testimony is generally required in cases involving complex technology.”) 

Nor has EcoFactor established that the Google Accused Products meet the “internal 

temperature measurements” limitation under the doctrine of equivalents. The Google Accused 

Products perform substantially the same function (storing internal measurements coming from a 

thermostat) with substantially the same result (measurement in degrees which represents the 

temperature readings inside the structure). See Tr. (de la Iglesia) at 462:4-17 (describing the 

function and result as it relates to limitation 17[d]).  According to EcoFactor, the way of achieving 

the function of storing measurements is by  

 CIB at 12. This not sufficient, however. Google’s expert, Dr. 

Callaway, testified that calculating temperatures using the  involves 

“ ” Tr. (Callaway) 

at 1290:22-24. Mr. de la Iglesia himself admitted that  

” Tr. (de la Iglesia) at 428:22-429:10. That is, it is a 

sufficiently different way of obtaining ambient air temperature that it is not equivalent to an actual, 

direct measurement. 

For these reasons, the Google Accused Products do not meet the “internal temperature 

measurements” limitation, either literally or under the doctrine of equivalents. 
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(2) Outside Temperature Measurements 

The parties agree that the outside temperature data originates from  

 See CIB at 13; RIB at 9. The parties disagree on two points: (1) whether the data from 

 such that it cannot be considered a “measurement”; and (2) whether the 

fact that the data is  means that it cannot be 

considered a “measurement.” 

As to the first point, Google argues that  

 RIB at 9. In support of its 

position, Google cites to the testimony of Dr. Burger and Dr. Callaway. Dr. Burger did not actually 

testify that the data received from  See CX-0294C at 40:21-24, 188:21-25, 

225:22-226:9. While Dr. Callaway did testify that  he did not cite 

to reliable evidence for his opinion. Instead, he relied on an objection  made to a 

subpoena, in which it refused to provide information to Google. See Tr. (Callaway) at 1256:8-18. 

As such, this evidence carries little weight. Moreover, documents produced  contradict 

Dr. Callaway’s testimony. These documents confirm that  

 

 

” CX-1052C at 1. Additionally, Google’s own document indicates that the Google 

Accused Products  CX-0925C. Thus, Google’s 

first argument as to why the  data is not a “measurement” is unconvincing.  

As to the second argument, however, EcoFactor has not established that the data used by 

the Google Accused Products can be considered a measurement, because the  

 

 CX-0294C at 225:22-226:9. EcoFactor asserts that, despite this 
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 CX-0294C at 198:7-9. Accordingly, the Google Accused Products meet the “database” 

limitation. 

(v) 17[e]  

Claim 17 includes the limitation “computer hardware comprising one or more computer 

processors configured to use the stored data to predict a rate of change of temperatures inside the 

structure in response to changes in outside temperature.” 550 patent at cl. 17. Google asserts that 

the “Heat Pump Balance  on the NL or NLT device” and does not use any data 

from the accused database. RIB at 11. 

EcoFactor has not shown that this limitation is met. As noted above, EcoFactor asserts that 

the relevant data is stored in  EcoFactor does not even allege that either of 

the Google Accused Products access data stored in  in order to predict a rate 

of change of temperatures. Instead, it alleges that the Heat Pump Balance system  

. See CIB at 15-16.  

Likewise, Mr. de la Iglesia does not testify that the data stored in the  

 Instead, he testifies that  

 

 

 Tr. (de la Iglesia) at 474:14-18. Accordingly, EcoFactor has not established that the 

computer processers are configured to use the stored data to predict a rate of change. 

In making its doctrine of equivalents argument, EcoFactor does not specifically address 

these missing limitations. It does not, for example, explain how using  rather 

than accessing data from the claimed database results in performing substantially the same 

function, in substantially the same way, to achieve substantially the same result. See CIB at 19. As 
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Google also argues that the Heat Pump Balance does not meet “rate of change” as 

construed. It asserts that “rather than simply taking the difference between two measurements 

divided by the span of time between the measurements, the  

 

 RIB at 12 (quoting Tr. (Burger) at 1209:14-25). The evidence shows, however, that 

the  

 Tr. (Burger) at 1209:2-25; see also CX-0294C at 160:2-

169:6. Thus, the Google Accused Products calculate a predicted rate of change. 

(vi) 17[f] 

Claim 17 includes the limitation “the one or more computer processors configured to 

calculate scheduled setpoint programming of the programmable communicating thermostat for one 

or more times based on the predicted rate of change, the scheduled programming comprising one 

or more automated setpoints.” 550 patent at cl. 17. Google asserts that EcoFactor’s infringement 

theory requires “three separate conditions for three disparate services, Heat Pump Balance, Early-

On, and either Savings Finder (NT) or Seasonal Savings (NLT).” RIB at 13. 

First, Google asserts that “[c]ondition 1 is not met because Seasonal Savings and Savings 

Finder do not calculate ‘one or more automated setpoints’ based on ‘the predicted rate of change.’” 

RIB at 14. EcoFactor’s infringement theory is not based on the Seasonal Savings or Savings Finder 

calculating automated setpoints, however. Rather, EcoFactor contends that the Early-On with Heat 

Pump Balance calculates automated setpoints based on the predicted rate of change, which it does. 

See Tr. (de la Iglesia) at 476:22-492:22 (explaining that  
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thermostat” and “at least a database that stores actual setpoint programming of said programmable 

communicating thermostat.” 550 patent at cl. 17.  

Google asserts that these limitations are not met because claim 17 requires three distinct 

databases and EcoFactor points only to two. RIB at 17; RRB at 10. According to Google, this is a 

question of claim construction:  “[l]imitations 17[g] and 17[h] . . . require maintaining databases 

separately in order to compare the automated and actual setpoints for 17[i].” RIB at 17. Google 

does not cite to the claims, the specification, or the prosecution history in support of its argument, 

however, so there is no basis to import into the claim a requirement that there must be more than 

one database. See Seachange Int’l., Inc. v. C-COR, Inc., 413 F.3d 1361, 1376 (Fed. Cir. 2005) 

(“[I]t is improper to import a limitation into a claim where the limitation has no basis in the intrinsic 

record.”). 

Google instead cites to two Federal Circuit cases. RIB at 17. These cases do not support its 

view. In the first case, Baldwin Graphic Sys., Inc. v. Siebert, Inc., 512 F.3d 1338 (Fed. Cir. 2008), 

the Court stated: “[T]his court has repeatedly emphasized that an indefinite article ‘a’ or ‘an’ in 

patent parlance carries the meaning of ‘one or more’ in open-ended claims containing the 

transitional phrase ‘comprising.’” Id. at 1342. Thus, the Court did not hold that “a” or “an” means 

that there must be more than one – only that it should not be understood that the claim is limited 

to one and only one. In the second case, Becton, Dickinson & Co. v. Tyco Healthcare Group, LP, 

616 F.3d 1249 (Fed. Cir. 2010), the Court held that “[w]here a claim lists elements separately, the 

clear implication of the claim language’ is that those elements are ‘distinct component[s] of the 

patented invention.” Id. at 1254. In Becton, the Federal Circuit was evaluating elements with 

different names (i.e., a needle, a guard, a hinged arm, and a spring). Id. at 1254. Here, the structures 

do not have separate names. 
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Google also asserts that Mr. de la Iglesia “ignores the word ‘database’ altogether” and 

“fails to point to any storage of either automated setpoints or actual setpoint programming.” RIB 

at 17. But Mr. de la Iglesia testified:  

  
Tr. (de la Iglesia) at 493:5-494:1. He further testified that 

Id. at 494:13-15. This is 

sufficient to satisfy the claim language. 

Accordingly, the Google Accused Products meet these limitations. 

(viii) 17[i] 

Claim 17 includes the limitation “the one or more computer processors configured to 

compare the one or more automated setpoints associated with said scheduled setpoint 

programming with said actual setpoint programming.” 550 patent at cl. 17.  According to Google, 

the NT does not infringe because

RIB at 17. It further asserts that the NLT does not infringe because 

Id. at 18.  
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Although EcoFactor asserts that this limitation is met under the doctrine of equivalents, Mr. de la 

Iglesia’s opinion on that issue is entirely conclusory, and EcoFactor otherwise points to no 

evidence of equivalency.  See CIB at 27; Tr. (de la Iglesia) at 499:9-11. 

Limitation 17[i] does not expressly require the detection of a manual change. As noted, 

however, the preamble of claim 17 is limiting, and it states: “[a]n apparatus for detecting manual 

changes to the setpoint for a thermostatic controller.” 550 patent at cl. 17. 

(1) NT 

EcoFactor asserts that Respondents misunderstand its infringement position. EcoFactor 

explains that  

 

 CRB at 14. EcoFactor does not accuse this  

however, and instead accuses  as meeting this 

limitation. CIB at 30; see also CRB 14. EcoFactor explains:  

 

 

 CRB at 14. 

The evidence supports EcoFactor’s position. It shows that the  

 

 Tr. (de la Iglesia) 497:6-499:11; CDX-0005C.166-167; see also 

CPX-0009C  While 

 

 Id. In 

order to  
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 as well. CIB at 31. Accordingly, the Google Accused Products do not infringe 

claim 9. 

c. Indirect Infringement 

The Google Accused Products do not directly infringe claims 9 or 17. EcoFactor therefore 

cannot, as a matter of law, prove indirect infringement. See Novartis Pharm. Corp. v. Eon Labs 

Mfg. Inc., 363 F.3d 1306, 1308 (Fed. Cir. 2004) (“When indirect infringement is at issue, it is well 

settled that there can be no inducement or contributory infringement absent an underlying direct 

infringement.”). 

2. Ecobee 

EcoFactor argues that the ecobee Accused Products infringe claim 17 of the 550 patent. 

CIB at 32. 

a. Claim 17 

ecobee disputes that limitations 17[c], 17[d], 17[e], 17[f], and 17[i] are met. See RIB at 26-

37. As explained in EcoFactor’s brief, the preamble and elements [a], [b], [g], and [h] have been 

shown to exist in the ecobee Accused Products. See CIB 32-33, 49-50. 

(i) 17[c] 

Claim 17 includes the limitation “at least a network connecting said remote processor and 

said communicating [thermostat].” 550 patent at cl. 17. ecobee asserts that EcoFactor has not 

shown that the ecobee Accused Products include or provide a “network.” RIB at 26. 

ecobee’s expert, Dr. Souri, opines that “the WiFi or wireless router and the Internet 

connectivity or Internet provider . . . are provided by third parties,” not the ecobee Accused 

Products. Tr. (Souri) at 1129:8-11. There is nothing in the claims, however, that requires that the 

apparatus include the wireless router that enables a customer to connect to the Internet via WiFi. 

See 550 patent at cl. 17. The evidence shows that each accused thermostat includes networking 
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See CIB at 36. Thus, a person of ordinary skill in the art would not consider forecasted outside 

temperature data to meet the “outside temperature measurement” requirement. 

EcoFactor has also not established that this limitation is met under the doctrine of 

equivalents. EcoFactor’s argument is largely premised on the assumption that  

 provide actual measurements and not forecasts. EcoFactor also asserts that the ecobee 

Accused Products perform the function in substantially the same way, by “obtaining  

 

” CIB at 39. But  forecasts are apparently  

 it is not clear how “sufficiently current”  forecasts are, and Mr. Zeidman’s 

relevant testimony was simply that these companies provided outside temperature measurements.  

See Tr. (Zeidman) at 135:17-136:6. So EcoFactor has not met its burden to show that the ecobee 

Accused Products perform substantially the same function, in substantially the same way, to 

achieve substantially the same result. 

(iii) 17[e] 

Claim 17 includes the limitation “computer hardware comprising one or more computer 

processors configured to use the stored data to predict a rate of change of temperatures inside the 

structure in response to changes in outside temperature.” 550 patent at cl. 17. ecobee argues that 

the ecobee Accused Products do not calculate a predicted rate of change of temperatures inside the 

structure. RIB at 31-32. 

“Rate of change of temperatures inside the structure” was construed as “the difference 

between inside temperature measurements divided by the span of time between the 

measurements.” Order No. 18 at 17. EcoFactor argues that the ecobee Accused Products 

“ ” and that this 

amounts to calculating a rate of change. CRB at 23.  
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It is undisputed that the ecobee Accused Products use  which 

 but not a predicted rate of change. Tr. (Souri) at 1113:5-

11; see also RDX-0003C.17; CX-0273C; Tr. (Noble Marks) at 1034:5-17 (explaining that the 

 but “in no 

way does [the]  calculate a rate”). As Dr. Souri notes, the use of  results 

in  as shown below: 

RDX-0003C.18; see also Tr. (Souri) at 1113:13-1114:2.  

EcoFactor asserts that “there is no need to mathematically divide by the time step to 

calculate the rate of change.” CRB at 23. Certainly even a lay person could use this information to 

calculate “the difference between inside temperature measurements divided by the span of time 

between the measurements.” But the relevant inquiry is whether the ecobee Accused Products 

actually meet this limitation. See Engel Indus., Inc. v. Lockformer Co., 96 F.3d 1398, 1405 (Fed. 

Cir. 1996) (explaining that “the claim [must] read[] on the accused device exactly”). Because the 

ecobee Accused Products do not perform this calculation, this limitation is not met via literal 

infringement.  

Nor can EcoFactor prevail under the doctrine of equivalents. The evidence shows that the 

result of using a rate differs substantially from the result of using  Mr. Noble-
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Marks explained that ecobee  

 

 Tr. (Noble Marks) at 1040:4-6. Additionally, Dr. Souri 

explained that “[a] rate of change in temperature serves a different function, different purpose, 

different result,” because a  is not equivalent to how fast or slowly a temperature 

is changing.” Tr. (Souri) at 1121:23-1122:3. As such, the ecobee Accused Products do not meet 

this limitation under the doctrine of equivalents. 

(iv) 17[f] 

Claim 17 includes the limitation “the one or more computer processors configured to 

calculate scheduled setpoint programming of the programmable communicating thermostat for one 

or more times based on the predicted rate of change, the scheduled programming comprising one 

or more automated setpoints.” 550 patent at cl. 17. ecobee asserts that this limitation is not met 

because the ecobee Accused Products do not use setpoint programming calculated on a predicted 

rate of change. RIB at 34. It further argues that the ecobee Accused Products do not calculate one 

or more automated setpoints. Id. 

For the reasons set forth above, the ecobee Accused Products do not calculate a “predicted 

rate of change.” As such, they do not calculate scheduled setpoint programming based on the 

predicted rate of change. 

If, however, the Commission determines that the ecobee Accused Products meet the 

“predicted rate of change” limitation, the evidence shows that the ecobee Accused Products 

calculate one or more automated setpoints. “Automated setpoint” was construed as “a computer-

calculated temperature setting for a thermostat to achieve or maintain.” Order No. 18 at 17.  

 

 Tr. (Zeidman) at 151:2-6. A customer 
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may use the Time of Use or Demand Response feature such that  

 

. See 

id. at 151:25-153:6; CDX-0004C.76. In an example shown by EcoFactor’s expert, Mr. Zeidman, 

 

 

 

CDX-0004C.76; see also Tr. (Zeidman) at 151:25-153:6. In making this calculation, the ecobee 

Accused Products consider the customer’s “eco+ savings preference,” which tells the thermostat 

the maximum temperature offset that the customer prefers; for example, if the eco+ savings 

preference is at Level 5, the ecobee Accused Product should pre-cool to no more than 4 degrees 

below their preferred temperature. See CX-0415.0005, .0008. The ecobee Accused Products 

achieve this by . Tr. 

(Zeidman) at 153:14-154:11.  
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 Id. at 154:17-20; see also CDX-0004C.79-81 (citing CX-

0265C.0001 and CX-0266C). 

ecobee argues that, during this precool process, the ecobee Accused Products determine  

 but not a temperature. RRB at 21. According to ecobee, the only 

temperature values the ecobee Accused Products consider are the manually selected offsets, which 

are, by definition, not computer calculated temperatures. Id.  

But the ecobee Accused Products do not rely on the manually selected offsets alone. 

Instead, the offset represents the maximum amount that a temperature can deviate from a 

customer’s preferred temperature.  Dr. Shahandeh, ecobee’s VP of Data Science, confirmed that 

 

 CX-0343C at 213:19-

214:21. Instead,  Id. at 214:24-25. While 

 

 Id. at 215:2-7; see also Tr. (Zeidman) at 155:14-156:17. 

Thus,  does not just calculate  but it also 

calculates a temperature setting for a thermostat to achieve or maintain. Mr. Noble-Marks squarely 

testified to this:  ecobee’s “  

” CX-0326C at 56:8-12.  

Accordingly, the ecobee Accused Products calculated scheduled setpoint programming, 

comprising automated setpoints, but do not do so based on predicted rates of change, and so do 

not meet this claim limitation.   

(v) 17[i] 

Claim 17 includes the limitation “the one or more computer processors configured to 

compare the one or more automated setpoints associated with said scheduled setpoint 
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programming with said actual setpoint programming.” 550 patent at cl. 17.  ecobee asserts that the 

ecobee Accused Products do not compare the automated setpoint with the actual setpoint. RIB at 

35-36. 

EcoFactor asserts that this comparison is made when ecobee analyzes whether a customer 

has opted out of the pre-cooling period implemented before a Demand Response event or Time of 

Use electricity rate increase. CIB at 53. EcoFactor explains that such an analysis “necessarily 

involves comparing the pre-cooling automated setpoint that would have remained in effect with 

the newly entered manual change (i.e., the actual setpoint) in order to determine whether the 

customer opted out by overriding the automated setpoint.” Id.; see Tr. (Zeidman) at 161:20-24 

(explaining that when a user overrides an automatic setpoint, such an action “requires a comparison 

of the actual setpoint to the automated setpoint”). 

ecobee responds that EcoFactor’s assertions are not supported by the evidence. First, it 

asserts that “Mr. Zeidman has identified no code or functionality implemented by the ecobee 

Accused Products” that compares the automated setpoint with the actual setpoint. RIB at 36; see 

also RRB at 23 (stating that “source code is of central importance”). There is no requirement that 

a patentee specifically point to source code in order to prove infringement. See, e.g., Liquid 

Dynamics Corp. v. Vaughan Co., 449 F.3d 1209, 1219 (Fed. Cir. 2006) (“A patentee may prove 

direct infringement or inducement of infringement by either direct or circumstantial evidence. . . 

There is no requirement that direct evidence be introduced.”). Thus, the lack of source code 

evidence is not dispositive. 

Next, ecobee argues that Mr. Zeidman’s conclusion that an analysis of whether a customer 

has opted out necessarily involves a comparison of the automated setpoints to the actual setpoint 

is “pure speculation.” RIB at 36. Mr. Zeidman testified, however, that when a user opts out of an 
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automated setpoint, a comparison of the actual setpoint to the automated setpoint is required.  See 

Tr. (Zeidman)  at 161:10-161:23. He further explained that “ecobee has  

 So, in other words,  

compare the automated setpoints of a demand response to an actual setpoint of the user opting out 

of that setpoint.” Id. at 162:9-16. ecobee offers no argument or evidence to counter this 

understanding. See RIB at 35-37; RRB at 22-23. 

Accordingly, the ecobee Accused Products meet this limitation. 

(vi) Conclusion 

The ecobee Accused Products do not meet limitations 17[d], 17[e], or 17[f]. Accordingly, 

the ecobee Accused Products do not infringe claim 17. 

b. Indirect Infringement 

The ecobee Accused Products do not directly infringe claim 17. EcoFactor therefore 

cannot, as a matter of law, prove indirect infringement. See Novartis Pharm. Corp. v. Eon Labs 

Mfg. Inc., 363 F.3d 1306, 1308 (Fed. Cir. 2004) (“When indirect infringement is at issue, it is well 

settled that there can be no inducement or contributory infringement absent an underlying direct 

infringement.”). 

E. Domestic Industry – Technical Prong 

EcoFactor asserts that the EcoFactor Platform practices claims 9 and 17 of the 550 patent. 

See CIB at 53. 

1. “Article” 

Respondents argue that the EcoFactor Platform is not an “article” within the meaning of 

19 U.S.C. § 1337(a). According to Respondents, the EcoFactor Platform is cloud-based service 

software that is “thermostat agnostic.” Id. at 39. As such, Respondents contend that it is not an 

“article” under the Federal Circuit’s guidance in ClearCorrect Operating, LLC v. ITC, 810 F.3d 
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1283, 1299 (Fed. Cir. 2015) (holding that the term “articles” in 19 U.S.C. § 1337(a) refers to 

“material things and does not extend to electronically transmitted digital data”). 

Respondents have not established that the EcoFactor Platform is not an article. As 

EcoFactor notes, the EcoFactor Platform requires “hardware and servers.” CRB at 30; see also id. 

at 29 (explaining that the EcoFactor Platform “is a sophisticated architecture residing on servers 

EcoFactor leases in the U.S. that is maintained by EcoFactor engineers”). Thus, the EcoFactor 

Platform is not identical to the electronically transmitted digital data at issue in ClearCorrect. 

Instead, the EcoFactor Platform is more akin to the “digital data on a physical medium such as a 

compact disk or thumb drive” that the ClearCorrect court distinguished. 810 F.3d at 1299. 

The latest case addressing this issue, Broadcom Corporation v. ITC, No. 202-2008, 2022 

WL 678164 (Fed. Cir. Mar. 8, 2022) (“Broadcom”) does not change this finding.  In the Broadcom 

case, the Federal Circuit found no domestic industry because “Broadcom failed to identify any 

specific integration of the domestic industry SoC and the ‘clock tree driver’ firmware, or a specific 

location where the firmware was stored.” Id. at 16. In the present case, however, the EcoFactor 

Platform resides on servers that EcoFactor leases in the United States and EcoFactor engineers 

maintain it. Given these factors, the servers and other computers described below are “articles” 

within the meaning of Section 337. 

Accordingly, the EcoFactor Platform qualifies as an article under Section 337. 

2. Claim 17 

Respondents dispute that the EcoFactor Platform practices limitations 17[pre], 17[a], 17[e], 

17[f], and 17[i]. See RIB at 40-48. As explained in EcoFactor’s brief, the EcoFactor Platform has 

been shown to practice limitations [b], [c], [d], [g], and [h]. See CIB 57-60, 67-68. 
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a. 17[pre] 

Claim 17 includes the preamble “[a]n apparatus for detecting manual changes to the 

setpoint for a thermostatic controller comprising.” 550 patent at cl. 17. Respondents admit that 

manual changes are detected, and are known in the documentation as manual overrides, or “MOs.”  

See RIB at 40 (citing Tr. (Taylor) at 1326:17-1327:12). According to Mr. Taylor, “smart 

thermostats, like those that are used with this product, have the ability to know that [an MO] has 

occurred.” Tr. (Taylor) at 1326:17-1327:14.    

Accordingly, EcoFactor has shown that the EcoFactor Platform practices the limitation of 

the preamble. 

b. 17[a] 

Claim 17 includes the limitation “at least a programmable communicating thermostat.” 550 

patent at cl. 17. Respondents assert: “The EcoFactor Platform neither is nor includes a 

programmable communicating thermostat, and therefore, the [EcoFactor] Platform alone cannot 

satisfy this claim limitation.” RIB at 41. This is technically true; as EcoFactor explains, “[t]he 

EcoFactor Platform is a cloud-based software-as-a-service platform.” CIB at 57.  

But EcoFactor asserts that the DI Product includes the EcoFactor Platform “when used as 

a cloud or backend platform that provides features for any supported thermostat.”  CPB at 4.  And 

Mr. de la Iglesia opined that the DI Product includes the “EcoFactor Simple WiFi thermostat, 

which is the one that they make,” so that the DI Product as a whole meets this limitation. Tr. (de 

la Iglesia) at 510:6-12.  

There are two problems with EcoFactor’s assertion. First, EcoFactor seems to have taken 

a position in its Post-Hearing Brief inconsistent with the position it took in its Prehearing Brief. In 

its Prehearing Brief, EcoFactor flatly stated that the “DI Products form an apparatus that includes 

at least a programmable thermostat.” CPB at 60. But in its Post-Hearing Brief, EcoFactor argues 
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that the EcoFactor Platform “connects to and controls a thermostat installed in a user’s home,” and 

“even the Platform alone practices claim 17[a] indirectly.” CIB at 57 (emphasis omitted). As 

Respondents correctly point out, inasmuch as EcoFactor argues that the DI Product practices claim 

17 indirectly, that argument is not in EcoFactor’s Prehearing Brief and has been waived. RRB at 

27. 

Second, EcoFactor asserts for purposes of the economic prong of domestic industry that 

the “EcoFactor Platform on its own, and the EcoFactor Platform in combination with any 

thermostat . . . satisfy the technical prong of domestic industry.” CIB at 135. EcoFactor’s economic 

prong expert, Mr. Drew Mooney, assumed this in rendering his opinion. See CDX-0003C.9. 

However, in analyzing economic prong, Mr. Mooney did not account for the thermostats at all:  “I 

am not claiming any investments associated with . . . the thermostats because those are foreign 

manufactured investments.” Tr. (Mooney) at 733:25-734:21.  

This makes no sense. Either the DI Product includes thermostats or it does not. If it includes 

thermostats it satisfies element 17[a], but the thermostats must be considered as part of the 

domestic industry economic prong. If it does not include thermostats, then their contribution to the 

economic prong need not be considered, but element 17[a] is not satisfied.  

EcoFactor cannot have it both ways. Economic prong analysis typically entails a 

comparison of foreign and domestic investments in whatever is defined to be the domestic 

industry, that is, the “relative importance of the domestic activities.” See Lelo, 786 F.3d at 883-84. 

(Fed. Cir. 2015).  EcoFactor can avoid considering that relative importance by simply defining the 

domestic industry such that it has no foreign component, but if it defines the domestic industry to 

possess a foreign component to satisfy the technical prong, it must consider that foreign component 

in making its case for economic prong.   
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Because economic prong is satisfied by the EcoFactor Platform alone, as explained below, 

but completely fails to account for foreign manufacturing of thermostats, it would seem that 

defining the DI Product as not including thermostats prejudices EcoFactor less than defining it 

more broadly and completely rejecting EcoFactor’s economic prong case from the outset. So 

defined, the DI Product does not practice this limitation. 

c. 17[e] 

Claim 17 includes the limitation “computer hardware comprising one or more computer 

processors configured to use the stored data to predict a rate of change of temperatures inside the 

structure in response to changes in outside temperature.” 550 patent at cl. 17. “Rate of change of 

temperatures inside the structure” has been construed as “the difference between the inside 

temperature measurements divided by the span of time between measurements.” Order No. 18 at 

17.  Respondents contend that the EcoFactor Platform does not predict a rate of change. RIB at 41. 

EcoFactor identifies the following as the equation that predicts the rate of change of 

temperature inside the structure: 

 

CDX-0005C.220. EcoFactor explains that  

 

 CIB at 

61-62. It further explains that  Id. at 62. 

The evidence shows that the EcoFactor code does not divide “the difference between the 

inside temperature measurements” by the “span of time between measurements.” As Mr. Taylor 

explained, the rate of change required by the claim construction “would have the expression of 

” Tr. (Taylor) at 1329:21-23. As seen in the equation, this does not occur. 

See id. at 1239:20-21 (“ ”). 
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of time/temperature (instead of temperature/time) is insubstantially different from the requirement 

for a ‘rate of change.’” Id. In support, EcoFactor cites to the testimony of Mr. de la Iglesia: 

It's substantially the same way we’re using the stored inside and outside 
temperature data, and we’re calculating slopes, which is sort of the – the way that 
you understand this from looking at, you know, the – patent diagrams. 
 

Tr. (de la Iglesia) at 533:3-7. But Mr. de la Iglesia does not explain how the equation of the 

EcoFactor Platform performs the function in the same way, he merely states that it does. Such 

conclusory testimony is insufficient to establish that the EcoFactor Platform meets the limitation 

under the doctrine of equivalents. 

Accordingly, the EcoFactor Platform does not practice limitation 17[e].  

d. 17[f] 

Claim 17 includes the limitation “the one or more computer processors configured to 

calculate scheduled setpoint programming of the programmable communicating thermostat for one 

or more times based on the predicted rate of change, the scheduled programming comprising one 

or more automated setpoints.” 550 patent at cl. 17. Respondents assert that the EcoFactor Platform 

does not practice this limitation for three reasons: (1) the EcoFactor Platform does not calculate 

predicted rates of change and thus there cannot calculate scheduled setpoint programming based 

on the predicted rate of change; (2) EcoFactor has not established that  is 

enabled; and (3) “even if  is used, it would not calculate an 

automated setpoint.” RIB at 44. 

As noted above, the EcoFactor Platform does not predict a rate of change. As such, it cannot 

meet the requirements of limitation 17[f]. 

Respondents second argument is unpersuasive, however. Respondents assert that “  

 

” but that “  
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” RIB at 44. In fact, however,  functionality 

remains enabled and fully supported in the EcoFactor Platform. Tr. (Okita) at 284:13-290:7. While 

 functionality is not enabled in the default settings, it can be enabled for individual 

thermostats. See Tr. (Taylor) at 1341:1-1345:13 (acknowledging that it appears the switch can be 

enabled for individual customers).  

With respect to Respondents’ third argument, the evidence shows that the EcoFactor 

Platform has automated setpoints. Respondents assert that  

’” but that this value 

“represents an amount of time, not a temperature setpoint.” RIB at 44. To be sure,  

represents a run time, but  is a temperature offset value, and it is used to calculate a 

temperature. Specifically, the EcoFactor Platform  

 

 See 

Tr. (Taylor) at 1351:16-1352:5.  

Overall, however, the EcoFactor Platform does not predict rates of change. It therefore 

does not literally meet the requirements of limitation 17[f]. EcoFactor further argues that the 

limitation is met under the doctrine of equivalents because “the pre-cooling setpoint . . . is obtained 

in substantially the same way by using  predicted rate of change.” CIB at 67. Again, 

though, the EcoFactor Platform does not predict rates of change, so this limitation is not met under 

the doctrine of equivalents, either.   

e. 17[i] 

Claim 17 includes the limitation “the one or more computer processors configured to 

compare the one or more automated setpoints associated with said scheduled setpoint 

programming with said actual setpoint programming.” 550 patent at cl. 17.   
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Respondents first assert that this limitation cannot be met because “EcoFactor has failed to 

establish that the EcoFactor Platform creates computer-calculated temperature settings based on a 

predicted rate of change, as required by 17[f].” RIB at 46. Predicted rate of change is not a part of 

this claim limitation, however, so this argument is beside the point.   

Respondents also argue that “EcoFactor has not identified any comparison between one or 

more ‘automated setpoints’ with one or more actual setpoints.’” RIB at 46. EcoFactor sets forth 

two separate alternative theories for how the EcoFactor Platform practices this limitation. CIB at 

68. Under the first theory, Mr. de la Iglesia identified the comparison in the file 

 Id. Specifically, he explained that the actual setpoint 

 is compared to the automated setpoint 

 Tr. (de la Iglesia) at 543:6-19: 
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CDX-0005C.236. Respondents disagree that “ t” is an 

automated setpoint. 

“Automated setpoint” has been construed as “a computer-calculated temperature setting 

for a thermostat to achieve or maintain.” Order No. 18 at 17. Respondents’ expert, Mr. Taylor, 

testified that the value of “ ” “  

” Tr. 

(Taylor) at 1333:13-25. That is, “  

”  Id.  

Mr. Taylor does not persuasively explain why a setpoint determined by “  

” – a process presumably involving computer 

calculations – does not qualify as a computer-calculated temperature setting. Mr. de la Iglesia, by 

contrast, testified plainly that “the automated setpoint itself,” meaning the  value, 

“can be computer calculated.” Tr. (de la Iglesia) at 638:21-25. This is a reasonable view of what 

the source code does; even if the original scheduled setpoint were to be set manually, a computer-

calculated adjustment to that value that is then completely reversed by more computer calculations, 

resulting in a return to the original scheduled setpoint, requires computer calculation. Accordingly, 

EcoFactor has shown that the EcoFactor Platform meets limitation 17[i] under its first theory. 

EcoFactor’s second theory for how this limitation is met involves the comparisons in file 

 CIB at 69. Mr. de la Iglesia asserts that the actual setpoints are compared to the 

automated setpoints  

 Tr. (de la Iglesia) at 544:11-549:3. Mr. de la Iglesia 

explains that  Id.  
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 which Mr. de la Iglesia asserts is the automated 

setpoint. Id.  

Respondents dispute that  can be considered a “setpoint.” Mr. Taylor explains 

that  Tr. (Taylor). at 1332:4-9. As is evident from  

 these are temperature offsets, not temperature settings. Tr. (de la Iglesia) at 646:3-

8, 651:7-13. Although it is possible to calculate a temperature setting by  Mr. 

de la Iglesia does not explain how, if at all, the EcoFactor Platform ever does that. Consequently, 

EcoFactor’s second theory fails.   

In sum, however, the EcoFactor Platform meets limitation 17[i].  

f. Conclusion 

The EcoFactor Platform does not meet limitations 17[a], 17[e], and 17[f].  Accordingly, 

the DI Product does not practice claim 17. 

3. Claim 9 

Respondents assert that claim 9 is not practiced based on the arguments they made with 

respect to claim 17. See RIB at 48-49 (“EcoFactor cannot establish that the [EcoFactor Platform] 

satisf [ies] [all the elements of claim 9] for at least the reasons described above for [claim 17].”). 

The EcoFactor Platform does not meet claim 9 for the same reasons as explained above. 

Specifically, the EcoFactor Platform does not meet the “predict a rate of change” requirement of 

limitations 9[b] and 9[c].  

F. Validity  

1. Written Description 

A patent’s written description “must clearly allow persons of ordinary skill in the art to 

recognize that the inventor invented what is claimed.” Ariad Pharm. v. Eli Lilly & Co., 598 F.3d 

1336, 1351 (Fed. Cir. 2010). “In other words, the test for sufficiency is whether the disclosure of 
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the application relied upon reasonably conveys to those skilled in the art that the inventor had 

possession of the claimed subject matter as of the filing date.” Id.  

Respondents argue that the asserted claims of the 550 patent lack written description. RIB 

at 49. Respondents present three different written description arguments. 

a. Limitations 9[c] and 17[f] 

Respondents assert that “[t]he 550 patent does not provide § 112 support for the steps that 

require ‘calculating scheduled programming . . . based on the predicted rate of change,’” as recited 

in claims 9 and 17.” RIB at 50. Respondents’ expert, Dr. Auslander, testified that he found only 

one portion of the specification that was tangentially related to this limitation. Tr. (Auslander) at 

928:24-929:1 (“Going through the whole entirety of the patent looking for material that [is] 

relevant, this is the closest I get . . .”); see also RDX-0001C.42. This portion states: 

The ability to predict the rate of change in inside temperature in a given house under 
varying conditions may be applied by in effect holding the desired future inside 
temperature as a constraint and using the ability to predict the rate of change to 
determine when the HVAC system must be turned on in order to reach the desired 
temperature at the desired time. 
 

550 patent at 5:35-40. Dr. Auslander explained that “this description doesn’t change the setpoint 

at all. It is a computation of time. So it computes the time to get from one temperature to another 

temperature, [it] does not compute a setpoint.” Tr. (Auslander) at 929:6-9. Dr. Auslander further 

testified that the rest of the specification provides “misdirection” because the figures and text 

“simply do[] not represent the behavior of a real HVAC system installed in a home.” Id. at 935:2-

14. 

EcoFactor does not introduce evidence to contradict this opinion. Its own expert, Dr. 

Palmer, provides only conclusory testimony that the patent discloses this limitation. He opined 

that “Dr. Auslander fails to interpret . . . the information provided in the patent, mainly the 

specification, as well as the figures, that as interpreted by a POSITA discloses that the - - that the 
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inventors had possession of the invention.” Tr. (Palmer) at 1362:2-20. He did not, however, point 

to any specific portions of the specification that he believed disclosed the invention. Id. at 1379:4-

1380:4 (explaining that he did “not have time to provide specific examples” of where the patent 

teaches the limitation). 

 EcoFactor argues that “rate of change” is disclosed. See, e, g., CIB at 72 (stating that “the 

highlighting on Dr. Auslander’s demonstrative overlooks two references to ‘predict[ing] the rate 

of change” and noting that portions of the specification describing Figures 6a and 6b depict a rate 

of change); id. at 73 (arguing that the specification “provide[s] a POSITA with the necessary 

information to understand the slope of the indoor temperature in relation to the slope of the outdoor 

temperature and the HVAC system cycling times”). But Respondents do not contest that the patent 

discloses predicting the rate of change. See, e.g., RIB at 50 (“[T]he ’550 patent provides minimal 

disclosure on predicting a ‘rate of change.’”). Rather, Respondents dispute that the patent discloses 

using the rate of change to calculate scheduled setpoint programing. Id. Similarly, the patent 

discloses “scheduled programming comprising automated setpoints.” CRB at 40. Again, though, 

Respondents dispute that it discloses using the rate of change to calculate the setpoints, and in the 

passage excerpted above the setpoints are already known and the predicted rate of change is used 

to determine “when the HVAC system must be turned on.” 550 patent at 5:35-40. 

EcoFactor also asserts that the specification indicates that “much more” than a computation 

of time “is at work.” CIB at 73. EcoFactor notes that “the slopes taught by the patent express the 

results of the HVAC system’s energy use to change the speed of indoor temperatures in relation 

to the temperature differential between indoor and outdoor temperatures.” Id. In support of this 

argument, it cites to the following portion of the specification: 



 
 

 58  

That performance data will allow server 106 to calculate an effective thermal mass 
for each structure – that is, the speed with [which] the temperature inside a given 
building will change in response to changes in outside temperature. 
 

550 patent at 5:27-29. This passage indeed describes calculating a predicted rate of change, 

namely, “the speed [with] which the temperature . . . will change,” but it does not establish that 

calculating the scheduled programming is based on that predicted rate of change. Id. (emphasis 

added). Nonetheless, according to EcoFactor, “because the database contains a history of 

‘performance data,’ including the data necessary to calculate the rate of change, a system claimed 

by the ’550 patent can calculate when to turn on or off to achieve that temperature setting on-the-

fly.” CIB at 73. This may be so, but again, the question is whether the patent discloses using the 

rate of change for calculating scheduled programming, and EcoFactor cites no evidence that it 

does.   

 Accordingly, there is clear and convincing evidence that the 550 patent lacks written 

description for the limitation “calculating scheduled programming . . . based on the predicted rate 

of change,” as recited in claims 9 and 17. 

b. Limitations 9[d], 9[e], and 17[i] 

Respondents assert that “[t]he ’550 patent lacks § 112 support for the limitations that 

require comparing an actual setpoint to the first automated setpoint, and presents an entirely 

different way to detect a manual change.” RIB at 51. Respondents explain: “As construed, each 

independent claim requires ‘analyzing to determine one or more similarities or differences between 

[an automated setpoint and an actual setpoint].” Id. According to Respondents, “the process for 

detecting a manual change disclosed in the patent requires using different and additional data for 

a different comparison than the one claimed.” Id. 

EcoFactor asserts that “Dr. Auslander ignores . . . disclosures in the specification for 

implementing” a comparison of automated and actual setpoints. CIB at 75. EcoFactor specifically 
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points to Figures 7 and 8, as well as the portion of the specification describing those figures. Id. 

(citing 550 patent at 5:54-7:43; Figs. 7 and 8). According to EcoFactor, the specification 

“describe[s] how the comparison process claimed by the ’550 patent may be implemented.” Id. 

Specifically, EcoFactor asserts that the patent describes retrieving actual and scheduled setpoint 

data [step 1002], retrieving automated setpoint changes [step 1004], and calculating the difference 

between actual setpoints less the difference between the scheduled setpoints [step 1012]. Id.  

Dr. Auslander agreed that this is the process disclosed. As he explained: 

[T]he claim calls for comparing automated and actual setpoint[s], whereas here you 
calculate – you use present and past values of the actual setpoint, that’s the top box, 
and then the difference between current and – and immediately prior values for the 
scheduled setpoint, so in each case you’re asking for both present and prior values. 
 
And then the next box – box requires a sum of scheduled algorithmic changes. And 
nothing like that is mentioned in the claim at all. And then you produce a result by 
the equation shown in box 1012. 
 
So this calculation is completely different than what’s called for in the claim. And 
not only is it different, but the patent is quite adamant that the procedure shown here 
is necessary, as pointed out. So it says “this is necessary because, for example,” and 
it gives reasons for the necessity. 
 
And thus, it’s – it’s not a matter of just a potential difference. This is a – this is a 
difference that the patent says is - - is different from what’s in the claim and it is 
necessary that it be different. 

 
Tr. (Auslander) at 931:3-23. Dr. Palmer does not provide evidence to contradict this opinion. Nor 

is there other evidence in the record to rebut the testimony of Dr. Auslander. See Tr. (Palmer) at 

1362:2-20; id. at 1379:4-1380:4. 

 The parties agreed that the terms “compare” and “comparing” should be construed as 

“analyze” or “analyzing” to “determine one or more similarities or differences between.” Order 

No. 18 at 17. Element 9[e] does not require “comparing” as such, but it does require “determining 

whether said actual setpoint and said first automated setpoint are the same or different,” which is 
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essentially the same thing (as construed). Element 9[d] expressly requires “comparing” the actual 

and automated setpoints.  

There is no disclosure of such comparisons in the specification, nor is there a disclosure of 

using that “determin[ation]” to “detect[] a manual change to the first automated setpoint.” The 

specification instead discloses detecting a manual change by comparing three quantities at the 

same time:  (1) the difference between actual setpoints, (2) the difference between scheduled 

setpoints, and (3) the effect on (2) caused by any “algorithmic change[s].” 550 patent at 5:54-6:30. 

A manual change is found if and only if (2) and (3) together differ from (1). See id. at 6:20-27. 

This is not what elements 9[d] and 9[e] require, nor is there any evidence that the claimed 

comparisons are disclosed anywhere else in the specification. 

 Element 17[i] has slightly different language. That element requires “compar[ing] the one 

or more automated setpoints associated with said scheduled setpoint programming with said actual 

setpoint programming.” This language is general, and has no claimed purpose or function; it 

merely requires, in pertinent part, comparison between the “automated setpoints” and the “actual 

setpoint programming.” Given the generality of “setpoint programming,” the specification can be 

fairly read as disclosing comparison of the difference between the automated setpoints with the 

actual setpoint programming, in the form of the difference between actual setpoints. But it cannot 

fairly be read as disclosing comparison of the automated setpoints by themselves with the actual 

setpoint programming, or comparison involving the automated setpoints unadjusted by any 

algorithmic changes. So Dr. Auslander’s opinion is well supported and accepted.  

Accordingly, there is clear and convincing evidence that the 550 patent lacks written 

description for limitations 9[d], 9[e], and 17[i]. 
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c. Limitation 9[f] 

Claim 9 includes the limitation “changing the second automated setpoint at the second time 

based on at least one rule for the interpretation of said manual change.” 550 patent at cl. 9. 

Respondents assert that the patent’s “limited disclosure regarding a ‘rule’ for interpreting a manual 

change does not involve changing a second automated setpoint at a second time.” RIB at 53-54. 

Dr. Auslander testified that the patent provides two examples of rules that could be implemented 

by the claimed invention. Tr. (Auslander) at 932:21-25. He explained that, in both of the examples 

“what’s being changed . . . is not a second automated setpoint.” Id. at 933:3-6; see also id. at 

933:10-11. Instead, “both rules” disclosed in the patent “are in response to a ‘manual override,’ 

such that the changed setpoint is a manual setpoint, not an automated setpoint as required in 9[f].” 

RIB at 54.  

In fact, the changed setpoint is an automated one, at least in the second example:  “if heating 

setpoint change is scheduled from ‘away’ to ‘home’ within following 2 hours after detected 

override, and override increases setpoint by at least 2 degrees, then change to ‘home’ setting.” 550 

patent at 6:57-60. A fair reading of this rule is that there are two automated setpoints (“away” at 

one time and “home” at a second time), and if a manual override above a threshold is detected 

within two hours before the second setpoint takes effect, then the second setpoint takes effect 

immediately.  That is, the “second automated setpoint at the second time” is changed, in that the 

time it takes effect is changed, and the setting change is based on a rule for interpreting the manual 

override, that is, the manual change to the setpoint. This is a sufficient disclosure to meet the 

written description requirement.  

Accordingly, Respondents have not shown by clear and convincing evidence that the 550 

patent lacks written description for the limitation “changing the second automated setpoint at the 
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second time based on at least one rule for the interpretation of said manual change,” as recited in 

claim 9. 

2. Obviousness 

Respondents assert that “[c]laims 9 and 17 are obvious because U.S. Patent No. 6,216,956 

to Ehlers (‘Ehlers’) discloses or renders obvious each element of those claims.” RIB at 54 (citing 

RX-0047). Ehlers discloses a “system that controls internal environmental conditions to optimize 

comfort and minimize energy consumption . . . based on user-defined parameters.” RX-0047 at 

1:11-14. Ehlers issued in 2001, and the priority date of the 550 patent is 2009, so Ehlers constitutes 

prior art, a point EcoFactor does not dispute. See CIB at 77-78; RX-0047. Nor does EcoFactor 

dispute that Ehlers discloses limitations 17[pre], 17[a] – 17[c], 17[f] – 17[i] and 9[a] and 9[c]-[e]. 

See CIB at 77-78. EcoFactor instead disagrees that Ehlers discloses (1) stored data used to predict 

a rate of change of temperatures inside the structure (limitations 9[b], 17[d], and 17[e]), and (2) 

various elements of claim 9, including the interoperability of its features to “incorporat[e] manual 

changes to the setpoint for a thermostatic controller into long-term programming” (limitation 9[f]). 

CIB at 77-78. 

a. “stored data to predict a rate of change” 

Limitations 9[b], 17[d], and 17[e] require using “stored data to predict a rate of change.” 

550 patent at cls. 9, 17. EcoFactor asserts that Ehlers does not disclose this limitation, in three 

respects:  it does not disclose storing the relevant data, it does not disclose a predicted rate of 

change, and it does not disclose using the stored data to make the prediction. CIB at 77-78. 

Respondents contend that “the stored data” is “Ehler’s internal temperature measurements 

(from sensor 8) and outside temperature measurements (from weather data inputs 13).” RRB at 

39. Ehlers discloses storing this information, as Dr. Auslander showed in a demonstrative: 
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RDC-0001C.56. He explained: 

[W]e get inside and outside temperatures stored. So the outside temperatures are 
shown in red. The item 13, weather inputs, which are obtained through the 
communication link. Temperature sensors shown in blue, inside temperature 
sensor, item 8, both of which go to the data collection. 
 
If we look on the lower right-hand corner, it says storage function 21 collects all 
data, provides short-term and permanent storage. All – all implemented input 
functions collect data from the input devices, format the data, and pass the data to 
function 21 for storage. 
 

Tr. (Auslander) at 942:3-13. Thus, Ehlers discloses a database that stores internal temperature 

measurements (from sensor 8) and outside temperature measurements (from weather data inputs 

13).  

Ehlers does not, however, disclose a predicted rate of change. EcoFactor explains that 

“Respondents point only to Ehlers ‘premise heat gain or loss’ as the purported disclosure of a 

prediction of a rate of change.” CIB at 78. EcoFactor notes that “a currently observed rate of 
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change” is not a “predicted rate of change.” Id. Instead, “[p]redicting a rate of change requires 

more than simply observing or measuring an actual rate of change.” Id. 

 Dr. Auslander testified: 

Q.  And what is your opinion regarding how Ehlers discloses 17e of the ’550 
patent? 

 
A. The patent requires the use of stored data to predict a rate of change of 

temperatures in the structure in response to changes in outside temperature. 
The computer hardware to do that, process function 36, is the – is a 
processor, a computer hardware. 

 
The premise heat gain or loss is a rate of change and notes that the – based 
on the premise heat or gain loss, using historic – based on – excuse me, the 
premise heat gain or loss historical data modified to reflect current 
conditions, current conditions being in response to changes in outside 
temperature. 

 
Id. at 942:15-943:2. It may be that the premises heat gain or loss is a rate of change, but Dr. 

Auslander did not explain how, nor did he testify that it is a predicted rate of change. 

Respondents contend that “Ehlers uses ‘temperature information’ to ‘make more accurate 

predictions and relate those predictions to [] parameters.’” RIB at 56 (citing RX-0047 at 38:27, 

35:59-65; 19:35-40). Respondents explain: “Specifically, the weather-modified premise heat gain 

or loss is used for the ‘optimal ramping algorithm,’ which is implemented when there is an 

‘upcoming’ increase in energy price.” Id. (citing RX-0047 at 19:14-40); see also RRB at 40 

(“Ehlers’ weather modified comfort ramping begins with a calculation of the premise heat gain or 

loss . . . before modifying that rate to reflect current weather conditions, to obtain a predicted 

rate.”). To be sure, Ehlers discloses both making predictions and measuring the “natural thermal 

rate of change” of inside temperature, but it does not disclose a predicted rate of change of inside 

temperature. See RX-0047 at 29:4-7 (“[l]earning mode 1 first determines the natural thermal rate 

of change for the premise[s] by allowing the temperature to rise by one full degree and measures 
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the time it took”); id. at 35:61-63 (the stored data “can include years of detailed information to 

make more accurate predictions and relate those predictions to more parameters than previous 

systems”); id. at 19:27-50 (“[T]he system has the ability to perform temperature ramping based on 

a user activated option. . . The optimal ramping algorithm would be computed and executed if 

user-specific rates are not present, based on the premise heat gain or loss historical data modified 

to reflect current conditions”). 

 And even assuming that Ehlers discloses predicted rates of change of inside temperatures, 

nowhere did Dr. Auslander explain how Ehlers uses the stored internal temperature measurements 

(from sensor 8) or outside temperature measurements (from weather data inputs 13) to calculate 

the “premise heat gain or loss” (that is, the heat gain or loss of the premises that he identified as 

the relevant rate of change). Instead, Dr. Auslander referred to the “premise heat gain or loss 

historical data,” which Respondents assert is not the claimed stored data. RRB at 39. 

In a footnote in their rebuttal brief, Respondents assert that Ehlers makes such a disclosure. 

See RRB at 39 n.43 (“Ehlers’ weather modified comfort ramping ‘use[s] that ‘stored data’ to 

calculate the premise heat gain or loss data, before ‘modif[ying] [it] to reflect current conditions.”). 

Respondents cite to certain passages in Ehlers that do not describe a predicted rate of change, or 

using stored data to calculate it. See id. Such conclusory assertions are insufficient to satisfy 

Respondents’ burden. See Enzo Biochem, Inc. v. Gen-Probe, Inc., 424 F.3d 1276, 1284 (Fed. Cir. 

2005) (“Attorney argument is no substitute for evidence.”) 

Accordingly, Respondents have not established that Ehlers discloses limitations 9[b], 

17[d], or 17[e]. 

b. Other elements of Claim 9 

The preamble of claim 9 requires “incorporating manual changes to the setpoint for a 

thermostatic controller into long-term programming,” and limitations 9[c] and 9[f] require 
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calculating at least first and second automated setpoints, as well as “changing the second 

automated setpoint at the second time based on at least one rule for the interpretation of [a detected] 

manual change.” 550 patent at cl. 9. Respondents identify Ehlers’ disclosed “ramping” as a series 

of multiple automated temperature setpoints satisfying the “first” and “second” setpoint 

requirement. RIB at 59; Tr. (Auslander) at 947:20-948:5 (the “optimal ramping algorithm would 

be used in which multiple setpoints would be calculated in order to . . . make the change in setpoint 

gradual over time”). Respondents identify Ehlers’ description of a machine learning system it calls 

“follow my lead” as disclosing incorporating manual changes to the setpoint into long-term 

programming:  in “follow my lead” the system tracks manual “changes in set points and, over a 

period of time, would be capable of automatically performing such set point changes.” RIB at 59-

60; RX-0047 at 22:14-17. And Respondents note that Ehlers discloses an example rule for 

interpretation of a manual change:  “if it is cold and damp outside for more than two days, and the 

user changes the set point upward by two degrees, in the future the system will adjust the calculated 

set point upward by two degrees at the end of the second day of the same weather conditions.” 

RIB at 59-60; RX-0047 at 37:45-50.   

According to EcoFactor, “Dr. Auslander does not establish how Ehlers’ ‘ramping’ 

functionality operates with the ‘follow-my-lead’ functionality.” Id. It is true that Dr. Auslander did 

not provide testimony that specifically connects the ramping functionality to the follow my lead 

functionality. Tr. (Auslander) at 992:18-22 (“Q. And you didn’t show any express disclosure in 

Ehlers . . . that the setpoint learning feature is an input to the comfort ramping feature or vice versa, 

we can agree on that, right? A. That’s correct.”). But ramping is simply a method of incrementally 

establishing multiple setpoints, and is expressly disclosed as a feature of the embodiment shown 

in Figure 2. RX-0047 at 19:27-37. Follow my lead is similarly expressly disclosed as a feature of 
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the embodiment shown in Figure 2. RX-0047 at 22:14-22. This is sufficient to show the 

interoperability of these two features.   

c. Analysis 

In sum, the elements of claims 9 and 17 are not all found in the one asserted prior art 

reference, which is fatal to Respondents’ obviousness argument. In terms of the Graham factors, 

there are significant differences between the claimed invention and the prior art, and because not 

all the essential elements are disclosed, the level of ordinary skill in the art, the scope and content 

of the prior art, and secondary considerations of non-obviousness are beside the point. In fact, 

Respondents do not even address the Graham factors. See RIB at 54-60. EcoFactor cites to several 

secondary considerations, but makes no showing of a nexus to the claimed invention, and in view 

of the lack of evidence of domestic industry technical prong, such a nexus is unproven. See CIB 

at 78-79. 

On balance, therefore, Respondents have not carried their burden of proving that claims 9 

and 17 would have been obvious in view of Ehlers.  

3. 35 U.S.C. § 101 

Respondents contend claims 9 and 17 of the 550 patent are invalid under 35 U.S.C. § 101. 

RIB at 60. With respect to Alice step one, they highlight the claims’ descriptions of the inventions 

as “an ‘apparatus for detecting manual changes to the setpoint for a thermostatic controller’. . . and 

a ‘method for incorporating manual changes’ into the ‘long-term programming’ of a ‘thermostatic 

controller.’” Id. at 61 (citing 550 patent at cls. 9, 17). Respondents argue that such accessing, using, 

and calculating are abstract ideas, and even limiting these acts to particular content (e.g., 

temperature data) does not “save a claim from abstraction.” Id. at 62 (citing Elec. Power Grp., 

LLC v. Alstom S.A., 830 F.3d 1350, 1353 (Fed. Cir. 2016)); RRB at 41-42. Nor, according to 

Respondents, does claim 17’s recitation of “networked ‘computer functionality.’” RIB at 62. And 
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as to the manipulation of temperature data, Respondents note the claims otherwise “lack specific 

rules to ‘transform a claim from one claiming only a result to one claiming a way of achieving it.’” 

Id. (citing SAP Am., Inc. v. InvestPic, LLC, 898 F.3d 1161, 1167 (Fed. Cir. 2018)); RRB at 42 

(citing Koninklijke KPN N.V. v. Gemalto M2M GmbH, 942 F.3d 1143, 1150 (Fed. Cir. 2019)). 

“This is precisely what § 101 is meant to prevent,” argue Respondents. RIB at 63 (citing Interval 

Licensing LLC v. AOL, Inc., 896 F.3d 1335, 1344 (Fed. Cir. 2018)). 

With respect to Alice step two, Respondents argue, “[t]he asserted claims lack an inventive 

concept sufficient to transform their claimed abstract idea into a patent-eligible application.” RIB 

at 63. Respondents view claim 9 as simply reciting method steps of “accessing, using, calculating, 

and comparing data” while claim 17 calls for the same being performed by “generic, known 

components in a conventional, networked configuration.” See id. Respondents contend there can 

be no dispute over this conventionality given the 550 patent’s disclosures that it uses only 

conventional hardware (id. at 63-64 (citing 550 patent at 2:61-62, 3:20-21, 3:51-52; RRB at 42-

43) and similar testimony from EcoFactor witness Mr. Hublou (RIB at 64 (citing RX-0003; RX-

0005[C]); RRB at 43). Even if thermostat data had not been collected and manipulated in this way 

before, Respondents posit “‘a claim for a new abstract idea is still an abstract idea,”” thereby failing 

Alice step two. RIB at 64 (citing Synopsys, 839 F.3d at 1151); RRB at 42. 

In its opening brief, EcoFactor contends Respondents oversimplify and ignore: “the 

claimed database’s stored data is not just any type of data, but instead must include inside and 

outside temperature data,” the claims’ use of the data to predict inside temperatures, the claims’ 

calculation of set point programming, and the claims’ comparison of automated and actual 

setpoints. See CIB at 79 (citing 550 patent at cls. 9, 17). EcoFactor further contends the recited 

steps, as an ordered combination, are not “conventional, generic, or routine,” and consist of 



 
 

 69  

“technical solutions to technical problems specific to the field of electronic HVAC control.” Id. 

(emphasis in original). EcoFactor highlights examples from the specification. See id. at 79-80; 

CRB at 50. This, according to EcoFactor, makes the claims patent eligible. CIB at 79-80 (citing 

Alice, 573 U.S. at 223). 

In its reply brief, EcoFactor begins: 

Conventional thermostats pre-dating the ’550 patent were unable to customize 
automated schedules for users reflecting the thermal characteristics of the user’s 
structure and to determine whether the user was dissatisfied with the automated 
schedule (e.g., detecting overrides to an automated schedule calculated based on a 
predicted rate of change). 

CRB at 49. Because the 550 patent solves the changes with a “specific solution,” EcoFactor claims 

it is not abstract under Alice step one. Id. (citing Data Engine Techs., LLC v. Google, LLC, 906 

F.3d 999, 1009 (Fed. Cir. 2018)). EcoFactor emphasizes that, contrary to Respondents’ 

characterization, the claims recite not only receiving data but also using that data to make 

predictions, and then using those predictions to create setpoints. See id. EcoFactor observes that 

an Alice step one determination must not oversimplify the claims (id. at 49-50 (citing McRO, Inc. 

v. Bandai Namco Games Am. Inc., 837 F.3d 1299, 1313 (Fed. Cir. 2016)), and must “examine the 

invention’s ‘claimed advance’ over the prior art” (id. at 50 (citing Ancora Techs., Inc. v. HTC Am., 

Inc., 908 F.3d 1343, 1347-49 (Fed. Cir. 2018); Kononklijke KPN N.V. v. Gemalto M2M GmbH, 

942 F.3d 1143, 1150 (Fed. Cir. 2019)). EcoFactor argues Respondents have ignored this guidance, 

and sees the 550 patent claims as similar to those found eligible in Diamond v. Diehr and Thales 

Visionix. Id. at 50-51 (citing Thales Visionix, Inc. v. United States, 850 F.3d 1343, 1347 (Fed. Cir. 

2017); Diamond v. Diehr, 450 U.S. 175 (1981)). 

As for Alice step two, EcoFactor argues Respondents again ignore that otherwise 

conventional components may be combined in an unconventional manner to preserve eligibility. 

CRB at 52 (citing Amdocs (Israel) Ltd. v. Openet Telecom, Inc., 841 F.3d 1288, 1300 (Fed. Cir. 
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2016); BASCOM Global Internet Servs., Inc. v. AT&T Mobility LLC, 827 F.3d 1341, 1349-50 (Fed. 

Cir. 2016)). EcoFactor argues the 550 patent reflects a similar “unconventional” approach, citing 

inter alia an internal EcoFactor report. Id. at 53 (citing CX-0500C.0044, 48).  

Claim 9 of the 550 patent has been shown to be invalid for ineligible subject matter. As for 

Alice step one, the claim is directed to the abstract idea of applying an algorithm incorporating 

“rate of change” and “manual change” data values to generate and adjust digital setpoints. The 

claim’s preamble describes the invention as using a particular data point when programming a 

device. 550 patent at cl. 9 (“A method for incorporating manual changes to the setpoint for a 

thermostatic controller into long-term programming of said thermostatic controller 

comprising . . .”). The claim’s body is a collection of method steps fairly summarized by:  

accessing certain data, running the data through a prediction formula to create a “rate of change” 

value, using that value in a separate formula to calculate digital setpoints, comparing an inputted 

setpoint to a calculated one, interpreting the comparison as a “manual change” or not, and then 

altering an additional digital setpoint based on the comparison in an unspecified way. Id.   

There is no more apt description for this sequence of rules than an algorithm—an ineligible 

concept. See Alice, 573 U.S. at 222. In fact, the patent describes itself as a way of inferring when 

manual setpoint changes occur through software, since most devices lack the requisite hardware: 

In order to adapt programming to take into account the manual overrides entered 
into the thermostat, it is first necessary to determine when a manual override has in 
fact occurred. Most thermostats, including two-way communicating devices 
discussed herein, do not record such inputs locally, and neither recognize nor 
transmit the fact that a manual override has occurred. Furthermore, in a system as 
described herein, frequent changes in setpoints may be initiated by algorithms 
running on the server, thereby making it impossible to infer a manual override from 
the mere fact that the setpoint has changed. It is therefore necessary to deduce the 
occurrence of such events from the data that the subject invention does have access 
to. 




