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COMMISSION OPINION

This investigation is before the Commission for a final determination on the issues under

review, remedy, the public interest, and bonding. The Commission has determined to affirm the

presiding administrative law judge’s (“ALJ”) initial determination (“ID”) that Respondents,

Umicore N.V. of Bmssels, Belgium; Umicore USA Inc. of Raleigh, North Carolina (collectively,

“Umicore” or “Respondents”), violated section 337 of the Tariff Act of 1930, as amended, 19

U.S.C. § 1337, in connection with claims 1-4, 7, 13, and 14 ofU.S. Patent No. 6,677,082 e

(“the ’O82patent”) and claims 1-4, 8, 9, and 17 of U.S. Patent No. 6,680,143 (“the ’143 patent’_’).

The Commission has determined to affirm the ID’s finding that Umicore contributorily infringes

the asserted claims. The Commission has determined to reverse the ID’s finding that Umicore

does not induce infringement of the asserted claims because it had a good faith belief of non

infringement. The Commission has determined to affirm the ID‘s finding that Umicore’s laches

defense fails on the merits. The Commission has determined to vacate and take no position on

the legal question of whether lachcs is an available defense at the Commission. Finally, the
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Commission has determined to vacate and take no position on the ID’s'finding that Complainants

established the existence of a domestic industry under 19 U.S.C. § 1337(a)(3)(C) as to BASF."

The Commission adopts the ID to the extent it does not conflict with this opinion.

Having found a violation of section 337 in this investigation, the Commission has

detennined that the appropriate form of relief is a limited exclusion order (“LEO”) prohibiting

the unlicensed entry of lithium metal oxide cathode materials that infringe one or more of claims

1-4, 7, 13, and 14 ofthe ’082 patent, or claims l-4, 8, 9, and 17 ofthe ’143 patent that are

manufactured by, or on behalf of, or imported by or on behalf of Umicore N.V. and Umicore

USA Inc. or any of their affiliated companies, parents, subsidiaries, agents, or other related

business entities, or their successors or assigns. '

The Commission has also determined that the public interest factors enumerated in

section 337(d) (19 U.S.C. § l337(d)) do not preclude issuance of the LEO. Finally, the

Commission has determined that a bond in the amount of three percent of entered value is

required to permit temporary importation during the period of Presidential review (19 U.S.C.

§ 1337(j)) of lithium metal oxide cathode materials that are subject to the LEO.

I. BACKGROUND

A. Procedural History

The Commission instituted this investigation on March 30, 2015, based on a complaint

filed by BASF Corporation of Florham Park, New Jersey (“BASF”) and UChicago Argonne

LLC of Lemont,-IL.(?‘Ar.gonne”.or “ANL”) (collectively,_‘?Complainants”.). .80 Fed. Reg. 16696 .

(Mar. 30, 2015). Argonne owns the patents-in-suit, and the complaint states that “BASF

makes. . . lithium metal oxide cathode materials under an exclusive license, subject to preexisting
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license grants, to the Asserted Patents.“ Complain't'at1[2. The complaint alleges violations of

section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in the importation into the

United States,_thesale for importation, and the sale within the United States after importation of

certain lithium metal oxide cathode materials, lithium-ion batteries for power tool products

containing same, and power tool products with lithium-ion batteries containing same by reason

of infringement of one or more of claims l-4, 7, 13, and 14 of the ’082 patent and claims 1-4, 8,

9, and 17 of the ’143 patent. Id. The notice of investigation named the following respondents:

Makita Corporation of Anjo, Japan; Makita Corporation of America of Buford, Georgia; and

Makita U.S.A. Inc. of La Mirada, Califomia (collectively, “Makita”) and Umicore. Id. The

Office of Unfair Import Investigations is a party to the investigation.

On November 5, 2015, the ALJ issued an ID granting a joint motion by Complainants

and Makita to tenninate the investigation as to Makita based upon settlement. See Order No. 32

(Nov. 5, 2015). The Commission determined not to review the ID.2

The AL] held an evidentiary hearing the week of October 26, 2015, and thereafter

I It appears that BASF is Argonne’s primary licensee to‘commercialize the lithium metal oxide
cathode battery technology. See Complainants Statement Regarding the Public Interest dated
February 20, 2015, at 1-2. However, the General Counsel for the U.S. Department of Energy
(“DOE”) explained that since the patents at issue originated from Argonne, one of the country‘s
national laboratories, “the entire government retains rights to use [the patented technology] for
university research, defense research or any government research or goverrmient-funded research
whatsoever,” and “[t]hat would be true notwithstanding an exclusion order.” Commission
Hearing Tr. at 193; see also, Commission Hearing Tr. at 70 (“even in the license that Argonne
entered with BASF, there was a specific provision that carves out also the government as a
li.¢¢ns.@¢-’T).DOE further testified that .<>th¢rentities. including Toda, LG Chem. and. G¢11.°.Y%11. . .
Motors, have obtained licenses to the patented technology. Commission Hearing Tr. at 188.

2See Notice of Commission Determination Not to Review an ID Granting a Joint Motion to
Tenninate the Investigation as to Respondents Makita Corporation, Makita Corporation of
America, and Makita U.S.A. lnc. Based on a Settlement Agreement (Nov. 23, 2015).

3
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received post-hearing briefing from the parties. I ' ' " '

On December 1, 2015, the ALJ issued an [D granting an unopposed motion by

Complainants to terminate the investigation as to claim 8 of the ’082 patent. See Order No. 35

(Dec. 1, 2015). The Commission determined not to review the ID.3

On February.29, 2016, the ALJ issued his final ID, finding a violation of section 337 by

Umicore in connection with claims 1-4, 7, 13, and 14 of the ’082 patent and claims 1-4, 8, 9, and

17 of the ’143 patent. Specifically, the ID finds that the Commission has subject matter

jurisdiction, in rem jurisdiction over the accused products, and inpersonam jurisdiction over

Umicore. ID at 10-11. The ID finds that Complainants satisfied the importation requirement of

section 337 (19 U.S.C. § 1337(a)(1)(B)), noting that Umicore does not dispute that the accused

products have been imported into the United States. Ia’.at 9-10. The ID finds that the accused

products directly infringe asserted claims 1-4, 7, 13, and 14 of the ’082 patent; and asserted

claims 1-4, 8, 9, and 17 of the ’143 patent, and that Umicore contributorily infringes those

claims. See ID at 65-71, 83-85. The ID, however, finds that Complainants failed to show that

Umicore induces infringement of the asserted claims because it finds that Umicore had a good

faith belief of non-infringement.‘ Id. at 79-83. The ID further finds that Umicore failed to

establish that the asserted claims of the ’082 or "143 patents are invalid for lack of enablement or

incorrect inventorship. ID at 118-20. The ID also finds that Umicore’s laches defense fails as a

matter of law (ID at 122-124) and also fails on the merits (ID at 124-126). Finally, the ID finds

that Complainants established the existence of a domesticindustry that practices the asserted

3See Notice of Commission Determination Not to Review an Initial Determination Granting an
Unopposed Motion to Partially Terminate the Investigation with Respect to Claim 8 of U.S.
Patent No. 6.677,082 (Dec. 22, 2015).
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patentsunder 19‘U.S§C. §'1337(a)(2). See ID at 18, 24. I I I ' i

On March 3, 2016, the ALJ issued his recommended determination on remedy, the public

interest, and bonding. See Recommended Determination on Remedy, Bond, and Public Interest

(“RD”). The RD recommends that in the event the Commission finds a violation of section 337,

the Commission should issue an LEO prohibiting the importation ofUmicore’s MX and TX

products. RD at 2-3. The RD does not recommend issuance of cease and desist orders due to a

finding that “Complainants failed to adduce evidence of a commercially significant inventory of

Umicore’s NMC materials in the United States.” RD at 3-4. With respect to the amount of bond

that should be posted during the period of Presidential review, the RD recommends that the

Commission set a bond in the amount of three percent of entered value during the period of

Presidential review. Id. The RD notes that the Commission directed the ALJ to take evidence

and provide recommendations on the public interest. at 1. After taking evidence and hearing

arguments on the public interest, the RD finds that “none of the public interest factors weighs

against the issuance of a limited exclusion order with respect to Umicore’s accused NMC

materials.” Id. at 10 I

On March 14, 2016, Umicore filed a petition for review of the ID, challenging a number

of its findings.4 Specifically, Umicore questioned the ID’s infringement and domestic industry

findings, and rejection of its laches defense. Umicore also requested a Commission hearing

pursuant to Commission Rule 210.45 (19 C.F.R. § 210.45). That same day, the Commission

investigative attorney (“IA”) petitioned for review of the ID.’sfinding that a laches defense fails.

4See The Umicore Respondents’ Petition for Review of the Final Initial Detennination on
Violation of Section 337 (“Umicore Pet.”).
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as a matter of law in section 337 investigations.’ ' Complainants also filed a contingent petition '

for review on March 14, 2016.6 7 Complainants challenged construction of one claim term and

the ID’s finding that they failed to establish induced infringement. On March 22, 2016, the

parties filed responses to the petitions for review.’
- ~

On May l l, 2016, the Commission detennined to review the final ID in part and

requested the parties to brief certain issues. See 81 Fed. Reg. 30548-50 (May 17, 2016).

Specifically, the Commission determined to review (1) the ID’s contributory and induced

infringement findings; (2) the ID’s domestic industry finding under 19 U.S.C. § l337(a)(3)(C);

and (3) the ID’s findings on laches. In its notice of review, the Commission posed the following

questions: p

1. Please discuss whether laehes should be an available defense in
a Section 337 investigation. In your response, please address
how SCAHygiene Products v. First Quality Baby Pr0d., 807
F.3d 1311 (Fed. Cir. 2015) applies and any statutory support
for your position.

2. Please discuss whether a good faith belief of non-infringement
negates a contributory infringement finding, where the accused
products have no substantial non-infringing uses. In your
response, please address the impact of the following eases:

5See Petition of the Office of Unfair Import Investigations for Review of the Initial
Determination on Violation of Section 337.

6Under the Commission’s rules, contingent petitions for review are treated as petitions for
review. 19 C.F.R. §210.43(b)(3).

7See Complainants UChicago Argonne LLC and BASF Corporation’s Contingent Petition for
Review of the Initial Determination. i _ _

8See Complainants’ UChicago Argonne LLC and BASF Corporation’s Combined Response to
Umicore’s and Staff’s Petitions for Review of the Initial Determination; Response of the Office
of Unfair Import Investigations to the Private Parties’ Petitions for Review of the Initial
Determination on Violation of Section 337; Umicore Respondent’ Combined Response in
Opposition to Complainants’ Contingent Petition for Review of Initial Detennination.
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Commil USA, LLC*v. Cisco Sys., Ina, 135 S. Ct. 1920 (2015)';'
Global-Tech Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060,
2068 (2011); Spansion, Inc. v. 1nt’l Trade Comm ’n, 629 F.3d
1331, 1359 (Fed. Cir. 2010); Golden Blount, Inc. v. R0bertH.
Peterson C0., 438 F.3d 1354 (Fed. Cir. 2006). ~
Please point to evidence (or lack of evidence) showing that
Umicore had a good faith belief of non-infringement, including
evidence showing that Umicore relied upon that belief.
Please discuss in detail the extent to which an exclusion order
would affect research and development efforts with respect to
lithium ion batteries by universities and private companies.
See Statement of Umicore S.A. And Umicore USA Inc.
Regarding the Public Interest at 1. In your response, identify
each university and private company engaged in such research
and development efforts.
Please provide a detailed discussion of the record evidence as
to whether Umicore’s NMC material is uniquely suited for
specific applications in energy saving technology, cutting-edge
research and development, including identifying those specific
areas and volumes involved and whether any other material can
be used in such applications. See Statement of Umicore S.A.
and Umicore USA Inc. Regarding the Public Interest at 1-2
(Apr. 4, 2016).
Please discuss whether each of the research companies and
universities currently using Umicore NMC material (See
Statement of Umicore S.A. and Umicore USA Inc. Regarding
the Public Interest at 1-2) may also use materials from other
sources for each of their specific research projects. "
Please discuss whether NMC materials produced by other
suppliers have lower performance characteristics and
consistency. See Statement of Umicore S.A. and Umicore
USA Inc. Regarding the Public Interest at 2-3.
Please discuss how the Umicore NMC material relates to 3M’s
research and whether other suppliers provide comparable
material that 3M can use in its research. See 3M Company’s
Comments on the Effect on the Public Interest of the Proposed
Remedy in the Recommended Determination (Apr. 8, 2016).
Please identify the suppliers of NMC to the U.S. Market and
the percentage ofthe market heldby each.. . i . _- . . . . . . .
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‘ "" On’May 23, 2016, theparties filed submissions to the Co1nin'ission’s'questions.9 On June

3, 2016, the parties filed responses to the initial submissionslo

On November 17, 2016, the Commission held a public hearing on the issues of

contributory infringement, laches, and the public interest. On November 29, 2016, the parties

and witnesses appearing on the public interest filed responses to specific Commission questions

and corrections to the Commission hearing transcript.

B. Patents and Technology at Issue

The technology at issue in this investigation generally relates to the field of lithimn metal

oxide electrodes for lithium cells and batteries. Specifically, the asserted claims are drawn to

lithium metal oxide positive electrodes having a general formula XLiMO;'(l-x)Li2M’O3 wherein

Li is lithium, O is oxygen, and M and M’ are transition metals. See ’082 patent (IX-1)

Reexamination Certificate; ’143 patent (IX-2) 001.1011.18-26,Certificate of Correction.

As the ID explains, a lithium-ion battery includes several components, including: (l) a

positive electrode (generally referred to as the cathode), which is a conductive element having a

net positive charge, (2) a negative electrode (generally referred to as the anode), which is a

9See The Umicore Respondents’ Response to Request for Written Submissions Regarding Issues
Under Review (“Umicore Sub.”); Response of the Office of Unfair Import Investigations to the
Comrnission’s Request for Written Submissions on the Issues Under Review and on Remedy, the
Public Interest, and Bonding (“IA Sub.”); Complainants UChicago Argomre LLC and BASF
Co1p0ration’s Initial Written Submission in Response to the C0mmission’s Determination to
Review-in-Part a Final Initial Determination of a Violation of Section 337 (“Compl. Sub.”).

lo’See -C0niplainants_UC'hieago Argonne LLC and e01p'0la£ibn’§R@§p5n5¢ i I i
Submissions by Respondents, Staff, and 3M on the Issues Under Commission Review (“Compl.
Resp.”); Response of the Office of Unfair Import Investigations to the Written Submissions on
the Issues Under Review and on Remedy, the Public Interest, and Bonding (“IA Resp.”); The
Umicore Respondent’ Reply in Response to Written Submissions by Complainants and Staff
Regarding Issues Under Review (“Umicore Resp.”).

V 8
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conductive element having a net negative Charge, (3) an electrolyte (into which the positive and

negative electrodes are placed and which facilitates the flow of charge between the electrodes),

and (4) a physical separator positioned between the positive and negative electrodes to avoid

direct contact of the oppositely charged electrodes. See ID at 4-9; RX-753C (Delmas RWS) at

Q/A 55-57, 139-41. In operation, positively-charged lithium ions flow from the negative

electrode to the positive electrode. Id. This flow of charged ions from the battery (i.e., the

power source) creates an electrical current in the external circuit. Id. When the charged ions

have been depleted from the negative electrode, the battery can be recharged via an external

power source such that lithium ions flow back from the positive electrode to the negative

electrode. Id.

Of importance in this investigation is the active cathode material used to form the

positive electrode. In the past, lithium cobalt oxide was the main cathode material used to make

positive electrodes in lithium-ion batteries. Id. In recent times, other cathode materials such as a

combination of nickel, manganese, and cobalt (NMC) have replaced cobalt as the transition

metal, i.e., the metal element in the lithium metal oxide cathode material is a combination of ‘

nickel, cobalt, and manganese. Id. The NMC.compounds used for positive electrodes can be '

denoted by the chemical fomiula Li,,MO,,,where Li is lithium, O is oxygen, and M is one or

more transition metals such as manganese, nickel, and/or cobalt (i.e., Lix(Ni, Mn, Co) Ox). See

id. The subscript “x” refers to the number of atoms of each element in the chemical formula. Id.

For instance, _LiMO2containsone lithium atom. and two oxygen atoms. Id. . When atoms of . _

different elements interact with each other to form a chemical compound, they tend to gain or

lose electrons. Id. This in turn imparts a net positive or negative electrical charge on the atoms.

9
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The “oxidation state” of an atom refers to the number of electrons that an atom‘has lost or

gained. Id. Thus, if an atom loses one electron, it has an oxidation state of +1 (since electrons

carry a negative electrical charge). Id. Similarly, if an atom gains an electron, it becomes more

negatively charged and its oxidation state is -1. Id The net electrical charge on a chemical

compound can he determined by summing the oxidation states of each of the constituent atoms.

Id For instance, LiCoO2will have a net charge of zero because the oxidation states of lithium,

cobalt, and oxygen are +1, +3, and -2, respectively: Li (+1) + C0 (+3) + O; (-4) : O. Id. at 20

21. ,

NMC material generally exists in powder form, and the proportions of manganese,

nickel, and cobalt can vary between NMC product families. Id. For example a “111:1”NMC

compound will include equal proportions of manganese, nickel, and cobalt, while a “5:3:2”

compound will contain 5 parts nickel, 3 parts manganese, and 2 parts cobalt. Id. at 21. NMC

material in powder fonn is used to form a positive electrode by combining the material with

binder and perhaps other chemicals, and adhering the mixture to a conductive element.“ Id.

The ’O82patent entitled “Lithium Metal Oxide Electrodes for Lithium Cells and Batteries

issued on January 13, 2004. ’082 patent (JX-1). The patent describes a lithium metal oxide

positive electrode for a non-aqueous lithium cell. Id. at Abstract. “The cell is prepared in its

initial discharged state and has aigeneral formula xLiMO; (1~x)Li2M'O3in which 0<x<1, and

where M is one or more trivalent ion with at least one ion being Mn [Manganese] or Ni [Nickel],

H As Umicorc explains, “[1n]anufacturing a positive electrode generally involvcs creating a wet
slun'y mixture by adding active cathode material (like NMC cathode material powder), binder
(e.g., polyvinylidene fluoride), conductive carbon, and slurry stabilizing chemical additives into
a liquid solvent, with subsequent high-energy mixing.” Umicore Pet. at 18. “The sltury mixture
is coated onto an aluminum foil, which acts as the current collector, and is dried in an oven. Id.

10
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and where M’ is one or more tetravalent ion.” Id. ' Claims‘ 1-4, 7, 13, and '14 are at issue in this L'

investigation. Claim 1, which is representative of the asserted claims, recites:

1. A lithium metal oxide positive electrode for a non-aqueous lithium cell
prepared in its initial discharged state having a general formula
xLiMO2~(1-x)Li2M’O3in which 0<x<1, and where M is one or
more ions having an average oxidation state of three with at least
one ion being Ni, and where M’ is one or more ions with an
average oxidation state of four with at least one ion being Mn, with
both the LiMO2 and Li;M’O3 components being layered and the
ratio of Li to M and M’ being greater than one and less than two;
and wherein domains of the LiMO2 and Li2M’O3components exist
side by side.

The ’143 patent also entitled “Lithium Metal Oxide Electrodes for Lithium Cells and

Batteries” issued on January 20, 2004. ’143 patent (JX-2). The patent issued from a

continuation-in-part application to the patent application that issued as the ’O82patent. The ’143

and ’082 patents share substantially similar specifications. Claims 1-4, 8, 9, and 17 of the ’143

patent are at issue in this investigation. The parties stated that the asserted claims of the ’143 and F

’()82patents are substantially similar. The AL] agreed, finding that the “only relevant difference

between the asserted claims of the ’082 patent and the ’143 patent that requires further analysis,

is that the ’143 patent claims recite that M is one or more ions, with at least one ion being Mn.”

ID at l_1O(citing CIB at 137-38; RIB at 192; SIB at 61).

The asserted claims, as shown above, are directed to dual-phase NMC cathode materials:

a LiMO2 phase and a Li2M’O3phase. A primary dispute regarding infringement is whether the

accused products contain the Li2M’O3phase (i.e., second phase). See ID at 41.

C. Products at Issue

The accused products in this Investigation include Umicore’s Cel1core® MX (NMC 111)

and TX (NMC 532) products. See ID at 9. Complainants contend that Umicore indirectly

11
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infringes the asserted claims when Umicore’s customers use the accused products in a positive i

electrode, electrochemical cell, or battery in the United States. Id.

II. ISSUES UNDER REVIEW

A. Laches

' 1. Applicable Law

“To prove laches, a defendant must show that the plaintiff delayed filing suit an

unreasonable and inexcusable length of time after the plaintiff knew or reasonably should have

known of its claim against the defendant; and the delay resulted in material prejudice or injury to

the defendant.” Wanlass v. General Elec. Co., 148 F.3d 1334, 1337 (Fed. Cir. 1998). Laehes

exists under the principle that “Courts of equity . . . will not assist one who has slept upon his

rights, and shows no excuse for his laches in asserting them.” Lane & Bodley v. Locke, 150 U.S.

193, 201 (1893).

2. The 11)

The ID finds that Umicore’s laches defense against Complainants’ infringement claims

fails as a matter of law and fact. ID at 121. Umicore argued that the Federal Circuit, in SCA

Hygiene, permits prospective relief to be barred under laches. Id at 121-122 (citing See RIB at

[100-01] (citing SCAHygiene Products Aktiebolag v. F irsl Quality Baby Products, LLC, 807

F.3d 1311, 1331 (Fed. Cir. 2015) (en banc)).) Complainants argued that “laches is not a defense

at the ITC in a section 337 Investigation.” Id. at 122 (citations omitted). Complainants further

argued that Umicore cannot establish the el'einent's'oflaches because there is “no delay between

the time Complainants knew ‘Umicorewas infringing and the time Complainants filed their

complaint,” and that “Umicore has not been materially prejudiced or harmed by the delay.” Id.

12
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(citing CIB atil 34). ' The IA argued that “the Federal‘Circuit’s'SCA Hygiene decision may

provide a basis under some circumstances to assert laches bcfore the Commission” but that “the

evidence does not support [Umicore’s] laches defense.” Id (citing SIB at 59-60).

The ID agrees with “Complainants that, in the context of a Section 337 exclusion order, SCA

Hygiene does not alter the principle that ‘laches does not provide a respondent accused of patent

infringement with any meaningful defense in a Section 337 investigation?” ID at 122 (citations

omitted). 

Further, the ID explains that “injunctive relief before a district court is distinct from a

Section 337 exclusion order” and “eBay does not apply to Commission remedy detenninations

under Section 337.” Id at 123-24 (citing Spansion, Inc. v. International Trade Comm ’n,629

F.3d 1331, 1359 (Fed. Cir. 2010_). Thus, the ID concludes that “SCA Hygiene applies to laches in

the context of injunctive relief before a district court, but not to Section 337 exclusion orders.”

Id.

The ID also considers the merits of the laches defense and finds that “Umicore’s laches

defense, with respect to the ’082 patent and ’143 patent, fails as a matter of fact.” Id.

Specifically, the ID finds no evidence of delay, explaining that “[t]he period of delay begins at *

the time the patentee has actual or constructive knowledge of the defendant’s potentially

infringing activities.” Id. (citing Wanlass v. General Elec. C0., 148 F.3d 1334, 1337). The ID

recognizes that “constructive knowledge of the infringement may be imputed to the patentee

eveniwhere he has no actualknowledge of the sales, marketing, pub1ication,.pub1icuse, or.other_

conspicuous activities of potential infringement if these activities are sufficiently prevalent in the

inventor’s field of endeavor.” Id. (citing Wanlass at 1338). The ID finds, however, that

-13‘
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“between2005, when Umicore provided Argonne with 1 kg of its Cellcore® MXIO product for C

perfonnance testing, and the time Complainants filed their complaint against Umicore in this

investigation, there is no evidence that Complainants knew that Umicore had launched its NMC

products in the United States.” Id. at 125 (emphasis in original). The ID finds that “the evidence

suggests that Umicore’s NMC activities were not prevalent in the United States” and that “the

importation records Umicore provided in this Investigation go back only to 2014.” Id. (citing

CIB at 136 (citing CX-262C)). ' 

The ID finds that the evidence failed to “show that BASF knew Umicore was selling the

accused materials in the United States in 2009 when BASF discussed a potential collaboration

with Umicore.” Id. (citing RX-633C; RX-320 at 9 (“Li-ion battery market is an exclusively

Asian 0ne”)). The ID further finds that “the evidence suggests that, as of today, Umicore’_sNMC

materials have not been “incorporated in a commercial product” in the United States” and that

“small samples of accused cathode materials [] are used in the research and development

activities . . . of manufacturers of EV and ESS batteries, [[ ]].” Id.

The ID also finds that “there is no evidence that any alleged delay by Complainants

caused Umicore to alter its position or otherwise to act differently, to the prejudice of Umicore.”

Id. at 126 (citing See Hemstreet v. Computer Entry Systems Corp, 972 F.2d 1290, 1294 (Fed. Cir.

Aug. 12, 1992) (“But these expenditures have no explicitly proven nexus to the patentee’s delay

in filing suit, as Aukerman requires for a finding of prejudice. It is not enough that the alleged

infringer changed his position—i.e., invested in production of the allegedly infringing device.

The change must be because of and as a result of the delay, not simply a business decision to

capitalize on a market opportunity”) (citing /1.C. Aukerman C0. v. R.L. Chaides Construction

' 14
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C0.,96O F.2d 1020, 1033 (Fed. Cir. 1992), abrogated on other grounds by SCA Hygiene, 807 '

F.3d 1311). The ID notes that “Umicore asserted it made the products at issue pursuant to a

license with 3M” and that “Umicore’s license claim is inconsistent with any claim of prejudice

or changed circumstances by Umicore in the context of laches.” Id.

3. Commission Review

As noted above, the Commission determined to review the ID’s findings on laches. On

review, the Commission finds that, regardless of whether or not laches may be an available

defense in Section 337 investigations, Umicore failed to prove the merits of its laches defense

based on the facts established in the record. See ID at 124-26.

With respect to the legal question of whether laches is an available defense in section 337

investigations, the Commission has determined to vacate the ID’s discussion, and consistent with

recent Commission reasoning, has determined to take no position on the legal issue. See Cerlain

Network Devices, Related Software and Components Thereof (I), Inv. No. 337-TA-944, Comm’n

Op. at 26 (July 26, 2016). "

The Commission notes that it previously took the position that laches is not available as a

defense in section 337 investigations based upon Aukerman ’sholding that laches does not bar

prospective relief. Because the Commission’s remedy is prospective in nature, the Commission

reasoned that “1achesdoes not bar the type of prospective relief sought in Section 337 ‘

investigations.” Personal Watercraft, Inv. No. 337-TA-452, Order No. 54 at 2 (unreviewed);

EEPROM, Inv. 337-TA-395, Supplemental Views of Chairman Bragg at n.65, 1998 WL

35428257, at *28. The Commission notes that the holding in Aukerman has now been overruled

by SC/1 Hygiene. SCA Hygiene, 807 F.3d at 1332 (“We, accordingly, reject Aukerman ’sbright
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line nne regarding the interplay between laches and injunctive'relief’).12 13 SCA Hygiene, i

however, is currently pending before the Supreme Court, which heard oral argument on

November 1, 2016.14 Thus the Commission has determined to take no position on the legal issue

at this time.

B. Contributory Infringement

. 1. Applicable Law

Under 35 U.S.C. § 27l(c), “[W]hoever offers to sell or sells within the United States or

imports into the United States a component of a patented machine, manufacture, combination, or

composition, or a material or apparatus for use in practicing a patented process, constituting a

material part of the invention, knowing the same to be specifically made to or specially adapted

for use in the infringement of the patent, and not a staple article or commodity suitable for .

substantial non-infringing use, shall be liable as a contributory infringer.” 35 U.S.C. § 27l(c);

Global-Tech Appliances, Inc. v. SEB S.A., 563 U.S. 754, 763-64 (2011) (quoting Aro Mfg. Co. v.

Convertible Top Replacement C0., 377 U.S. 476, 488 (1964) (Ara II)); Spansion, 629 F.3d at

1355; Wordtech Sys., Inc. v. Integrated Networks Solutions, Inc., 609 F.3d 1308, 1316 (Fed. Cir.

12We note that the entire en bane Court in SCA Hygiene rejected Auckerman ’sholding that
laches cannot bar prospective relief. See SCA Hygiene, 807 F.3d at 1333 n.1 (The dissent
agreeing with the majority that laches is availableto bar equitable relief).

13Commissioner Kieff determines that the Federal Circuit's en banc decision in SCA Hygiene,
standing on its own, does not disturb the ITC practice regarding the availability of laches as a
defense at th¢.ITC.b¢¢@w$@.SCA Hygiene 011,its Own terms sp@a1<S<>n1yt0,Aukerme.n.’S imr>.a.¢I.011. .
district court injunctions in view of the eBay framework, wl_1ileITCexclusion orders follow our
different, statutory framework. SCA Hygiene, 807 F.3d at 1333." " "" ' ' '

14SCA Hygiene is currently pending before the Supreme Court, where the question presented is:
“Whether and to what extent the defense of laches may bar a claim for patent infringement
brought within the Patent Act’s six-year statutory limitations period, 35 U.S.C. § 286.”
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2010). “Contributory infringement imposesliability" on one who embodies in a non-staple device

the heart of a patented process and supplies the device to others to complete the process and

appropriate the benefit of the patented invention.” Vtta—MixCorp. v. Basic Holding, Ina, 581

F.3d 1317, 1327 (Fed. Cir. 2009).

To state a claim for contributory infringement, an infringer must sell, offer to sell or

import into the United States a component of an infringing product “knowing [the component] to

be especially made or especially adapted for use in an infringement of such patent, and not a

staple article or commodity of commerce suitable for substantial non infringing use.” 35 U.S.C.

§ 271(c); see Gl0bal—TechAppliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2067-68 (2011) (“[A]

violator of § 271(c) must know ‘that the combination for which his component was especially

designed was both patented and infringing.”’); Lucent Techs. v. Gateway, Ina, 580 F.3d 1301,

1320 (Fed. Cir. 2009). In addition, the patentee bears the burden of proving that the accused

products have no substantial non-infringing uses. See Golden Blount, Inc. v. Robert H Peterson

C0., 438 F.3d 1354, 1363 (Fed. Cir. 2006).

' A seller of a component of an infringing product can be held liable for contributory

infringement if: (1) there is an act of direct infringement by another person; (2) the accused

contributory infringer knows its component is included in a combination that is both patented

and infringing; and (3) there are no substantial non-infringing uses for the accused component,

i.e., the component is not a staple article of commerce. Carborundum C0. v. Molten Equip.

Innovations, In§.,.72 -F.3d 872, 876-(Fed. Cir.-1995).. . .
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. 2‘ThelD.. .. .. .. .. ..
The ID notes that “Umicore does not dispute that it has known about the Asserted Patents

since late 2004 or early 2005.” ID at 78 (citing RX-750C, Goffaux WS at Q/As 28, 42-43, 52-54;

Hearing Tr. at 702:9-703:14 (Oct. 28, 2015) (Goffaux); RIB at 33-34).

The ID states that “intent” for a contributory infringement finding can be presumed when

the accused products do not have any substantial noninfringing uses. ID at 83 (citing In re

Certain Semiconductor Chips WithMinimized Chip Package Size and Products Containing

Same, Inv. No. 337-TA-605, Comm’n Op. at 55 (U.S.I.T.C. May 20,2009), afl’d, Spansion, 629

F.3d at 1355 (citing Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd, 545 U.S. 913, 932

(2005) (“One who makes and sells articles which are only adapted to be used in a patented

combination will be presumed to intend the natural consequences of his acts; he will be

presumed to intend that they shall be used in the combination of the patent.”)).

The ID notes that to prevail on contributory infringement, Complainants must show that:

(1) Umicore made and sold the accused NMC materials; (2) that the accused NMC materials

have no substantial non-infringing uses; (3) and that Umicore engaged in conduct within the

United States that contributed to another’s direct infringement. Id. at 83 (citing DSU Med. Corp.

v. JMS C0., 471 F.3d 1293, 1303 (Fed. Cir. 2006) (en banc)). Once Complainants make aprima

facie case that the accused NMC materials have no substantial non-infringing uses, the burden

shifts to Umicore to rebut Complainants’ evidence. Id. at 83-84 (citing Golden Blount, Inc. v.

Robert H..Peters0n Ca, 438 F.3d 1354, 1363 (Fed. Cir. 2006).(_“[T.]hedistrict court had ample. .

basisto conclude that Golden Blount had made out aprimafacie showing that Peterson’s '

product was not ‘suitable for substantial non-infringing use,’ thus shifting the burden of
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production to Peterson.”)'; Semiconductor Chips, Inv. No. 337-TA-605, Cornm’n Op; at '55).

The ID states that here, “Umicore does not dispute that it makes and sells the accused

NMC materials for use in positive electrodes.” ID at 84. The ID finds that Complainants

persuasively established that Umicore’s accused NMC materials are designed for use in a

positive electrode and have no substantial non-infringing uses. 1d. The ID further finds that

Umicore failed to rebut Complainants’ evidence and that “Umicore’s own witnesses (its

employees) failed to identify any use for the accused NMC products other than for positive

electrodes in batteries.” Id. (citing CX-3329C, Levasseur Dep. Tr. at 280:23-281 :1).

Accordingly the ID finds that “Umicore’s accused NMC materials have no substantial non

infringing use” and finds that “Umicore had the requisite intent for contributory infringement.”

Id. (citing Grokster, 545 U.S. at 932 (“One who makes and sells articles which are only adapted

to be used in a patented combination will be presumed to intend the natural consequences of his

acts.”)). The ID also points to the ALJ’s previous findings that “there is also ample evidence that

Umicore engaged in conduct within the United States that contributed to direct infringement by

its customers.” Id. (citing ID at 79-81). i

3. Commission Review

As noted above, the Commission determined to review the ID’s findings on contributory

and induced infringement. On review, the Commission has determined to find that Umicore

contributorily infringes the asserted claims. The central legal question raised by Umicore is

whetheragood-faith belief of non-infringementcan rebuta primafacie showing of contributory

infringement. Namely, Umicore contends that Complainants failed to prove that Umicore had I
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the requisite “knowledge”15to establish Contributory infringement based upon Umicore’s alleged

good-faith belief of non-infringement. See Umicore Sub. at l7; see also Compl. Pet. at 3l-35.

With respect to the legal question of whether a good-faith belief of non-infringement

rebuts a prima facie showing of contributory infringement, the Commission has determined to

take no position.“ Regardless of whether, as a legal matter, a good faith belief in non

infringement rebuts a prima facie showing of contributory infringement, the Commission finds

that the record evidence does not support the ID’s findings that Umicore had established a

sufficient good-faith belief of non-infringement, as discussed further below with respect to

induced infringement.” See Section C.3 below.

15The record is clear that the accused products meet all the limitations of the asserted claims and
that there are no substantial non-infringing uses. ID at 31-72.

16Commissioner Kieff determines that, under existing present law, a good faith belief of non
infringement is not, in and of itself, a full defense to or a safe harbor from liability for
contributory infringement under 271 (c). The Supreme C0m't’s decision in Commil, which
involves what everyone seems to agree is a requirement for a higher mental state under the
inducement doctrine of 27l(b), specifically held that a good faith belief of non-infringement is
not a sufficient defense to liability for inducement. If such a good faith belief is not sufficient to
keep one from surpassing the higher bar of induccment’s mental state requirement, then it can’t
be sufficient to keep one from surpassing contributory infringement’s lower mental state
requirement. It makes sense for the specific intent requirement of inducement to be the easier of
the two mental state requirements to avoid because it gives clear notice to all. More particularly,
potential infringers can control their ownidestinies by sailing simply into inducement’s safe
harbor of no specific intent following any of the many established guidelines the Supreme Court
11.a$$¢tfQ1Th.f.°.1"1iYQi<1iflg$Pe.°ifi¢.inl¢nt-,3 3 .. "' .3. A>I ,.. .._ ... ,,. .....

17Commissioner Kieff is of the view that, as a result, because there appears to be agreement that
the height of the bar for inducement’s mental state is either higher or the same height as that for
contributory (Commission Hearing Tr. at 39-40) the Commission’s determination of inducement
liability discussed more fully below also compels a determination of liability for contributory
infringement. '
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C. Induced Infringement ' ' ' ' ' i I

1. Applicable Law

Section 271(b) of the Patent Act establishes liability for inducement of infringement:

“[w]hoever actively induces infringement of a patent shall be liable as an infringer.” 35 U.S.C.

§ 271(b); DSI/Med. Corp. v. JMS C0., 471 F.3d 1293, 1305 (Fed. Cir. 2006) (en bane) (“To

establish liability under section 271(b), a patent holder must prove that once the defendants knew

of the patent, they actively and knowingly aided and abetted another’s direct infringement”)

(citations omitted). “The mere knowledge of possible infringement by others does not amount to

inducement; specific intent and action to induce infringement must be proven.” Id. (citations

omitted). 

2. The ID

The ID finds insufficient evidence to support a finding that Umicore had the specific

intent to induce others to infringe the asserted patents. ID at 81-82. The ID points to a study

commissioned by Umicore for the Institute of Condensed Matter Chemistry of Bordeaux, France

to characterize the composition and crystal structure of the MXIO product (“Bordeaux Study”),

and which allegedly reported that there was no Li2MnO3. 1d. The ID finds that thus Umicore

reasonably believed that it did not infringe the asserted patents. Id. (citing RRB at 91-95; CX

161C at 29); DSU, 471 F.3d at 1307 (“[T]he record containsevidence that ITL did not believe its

Platypus infringed. Therefore, it had no intent to infringe. Accordingly, the record supports the

jury’s verdict based on thc cvidenceshowing a lack.of the necessary specific_intent.’.’)..The ID

further finds that a license agreement between Umicore and 3M “could also be construedas '
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further evidence thatUmicore'credibly believed it practiced the 3M patents rather than the I

Asserted Patents.” 1d. (citing Hearing Tr. 796:7-17 (Oct. 28, 2015) (Goffaux) [[ 1

]]). The ID also points to an XRD

analysis performed by Umicore in 2010 that allegedly showed non-infringement. See ID at 81.

3. Commission Review

The Commission has detennined that the ID’s finding that Umicore possessed a good

faith belief of non-infringement is not adequately supported by the record evidence. As

discussed below, the evidence of record does not support a finding that Umicore possessed a

good faith belief of non-infringement. Moreover, there is no evidence that Umicore actually

relied on the information cited by the ALJ —i.e., the Bordeaux Study, the XRD testing, and

Umicore’s 3M license ~ in the context of assessing infringement. See Applied Med. Res. Corp.

v. US. Surgical Corp. , 435 F.3d 1356, 1365 (Fed. Cir. 2006) (holding that a party asserting that

it had a good-faith belief of non-infringement must demonstrate not only that there existed a

potential good-faith basis for believing non-infringement, but that it actually relied upon this

purported basis). p

The record evidence shows that Umicore commissioned the Bordeaux Study to

characterize the composition and crystal structure of the MXIO product. CX-161C; CX-162C.

No evidence suggests that Umicore relied on the Bordeaux Study to conclude that its products

did not infringe prior to this investigation. Indeed, Umicore represented in its briefing before the

Commission that the Bordeaux Study was launched with _[[_ __ I . . . .

]] Respondents’ Opposition to Complainants
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Contingent Petition at 30. 7 7 7 7 7 7 7 7 7 7 7

The ID appears to rely on the testimonies of Umicore’s expert, Dr. Delmas, and

Umicore’s employee, Dr. Levasseur, to support its finding. ID at 81 (citing RRB at 91-95; CX

l6lC at 29). But the testimony of Dr. Delmas that is discussed in the ID’s citation is his expert

testimony developed for this very investigation (RRB at 92-93; RX-753C (Delmas) at Q/A 117),

which cannot support a previous good faith belief of non-infringement.

With respect to Dr. Levasseur, he testified that he relied on the analysis of her legal team

to detennine that Umicore’s accused products do not infringe the asserted patent. CX-3329C at

168:3-13, 174125-175211. However, Umicore refused to disclose the analysis that Dr. Levasseur

allegedly relied upon, and thus the ALJ precluded Umicore from relying on it at the hearing. 18

Hearing Tr. at 770:4-772: l 8. '

Moreover, as both the IA and Complainants point out, and the ID finds, the Bordeaux

Study shows infringement, not non-infringement. Specifically, [[

]] See CX-4C

Q158-177; CX-4C Q158-177; CX-5C Q553-65; ID at 81 [[

1.7

18At the Commission hearing, Complainants distributed an email dated July 14, 2005, purporting
to show that the opinion of counsel was an opinion that the asserted patents were invalid and not
an opinion on infringement. See Commission Hearing Tr. at 29. This is an improper attempt to
introduce into the record evidencethat could have been presented to the ALJ, and thus the
Commission has detennined to reject it. ‘
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i 1 ' I Second, the ID points to’Umico're’s XRD analysis. ID at 81-82. Umicore explains that it

conducted the XRD analysis in response to a concern from its customer, [[ ]], regarding

[[ .]] claim that Umicore’s products are covered by the patents asserted in this investigation.

According to Umicore, [[

]]. See ID at 81; CX-122C.001C; Hr’g Tr. at

797119-798-800:23, 801:18-803:12; CX-123C at 1. But the evidence shows that Umicore was

aware that XRD testing was not sufficient to detemiine whether there was infringement. CX

123C.l-2; Goffaux, Tr. 804115-17;CX-3329C at 156:3-16 (“XRD is not used to check that it

[NMC] is single phase or not”). Thus, the more reasonable conclusion is that Umicore

performed only XRD testing to avoid knowing about possible infringement.

Third, the ID finds that a license agreement between Umicore and 3M “could also be

construed as further evidence that Umicore credibly believed it practiced the 3M patents rather

than the Asserted Patents.” ID at 82. Yet, the evidence tells a different story. [[

A . ]]

Tellingly, the evidence shows that in November 2010, well after the Bordeaux Study and

3M license agreement, [[

. . . . . , , . .. .......]].This...

evidence underminesat least the degree or extent of Umicofe’s alleged good faith belief of non-'

infringement. The Commission has determined to reverse the ID’s finding of sufficient good

Z4

\



PUBLIC VERSION

faithbelief.KK K i KK ' K KK KK K" K K

The ID’s finding of a good faith belief of non-infringement is the sole basis for its finding

no induced infringement. Indeed, the record evidence demonstrates that all elements of induced

infringement are met. ID at 78-81. Specifically, thc record establishes Umicore’s specific intent

to infringe. The evidence shows that in August 2009, BASF approached Umicore about the

possibility of a joint venture for NCM materials. RX-633C.3. During the meeting, Umicore

discovered that BASF had partnered with another company (Toda Kogyo) to make NCM

materials covered by the Asserted Patents. RX-633C.3 (“They pretend to have a co-exclusive

license with Toda (this is not in line with our info, needs to be checked)”); RX-750C Q74-78,

87-89; Goffaux, Tr. 784124-785210. Umicore thus declined to partner with BASF. Yet, Umicore

contacted Argonne on September 29, 2009 “to find out who had access to the ANL patent.”

Goffaux, Tr. 791:13-20. At the meeting-Argonne indicated that Umicore could obtain a

sublicense from BASF or Toda. RX-750C Q92-96; CX—lCQ96-100; CX-1389C (meeting

presentation); CX-2C Q171-75. Umicore, rather than obtaining a license to the ANL patents, '

continued to market its NMC in the United States without a license to the Asserted Patents. RX

750C Q100. V

In 2010, Umicore"s customers began inquiring as to whether Umicore’s products infringe

the asserted ANL patents. Goffaux, Tr. 797:14-798:4. Specifically, one of Umicore’s

customers, [[ ]], gave Umicore a document from [[ ]] that (1) identified

compositions that fallwithin the scope of ANL’s patents and (2) explained how to confirm . . _ .

Whether material falls within the scope of the claims. CX-123 C. 1-3, 5; CX-l22C.1 K

]]; CX-3330C 201 :15-203215. The [[ ]] document
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indicated that although XRD can be used asian initial check for infringement, electron diffraction

(i.e., TEM) should be used if the patented features are not seen in XRD patterns. CX-l23C.l-2;

Goffaux, Tr. 804115-17. In particular the document identified excess lithium NMC 111

(corresponding to Umicore’s MX) as covered by Argonne’s patents, and [[ ]] wanted to

know Umicore’s position on infringement in light of this document. CX-3330C 201:15-203115.

However, in response to [[ ]] inquiry about the [[ ]] doctunent, Umicore only performed

XRD testing, and not TEM. CX-122C.1; Goffaux, Tr. 807:12-808124. Tellingly, [[ ]],

likely convinced that Umicore’s products infringe, obtained a license from ANL in November

2010. CX-66. At a minimum, Umicore willfully blinded itself to infringement. Infi2-Hold, Inc.

v. Muzak LLC, 783 F.3d 1365, 1372-73 (Fed. Cir. 2015) (citing Global-Tech, 131 S. Ct. at 2070)

(willful blindness “requir[es] that the alleged inducer (1) subjectively believe that there is a high

probability that a fact exists and (2) take deliberate actions to avoid learning of that fact.”).

Accordingly, the Commission finds that Complainants have proven that Umicore induces

infringement of the asserted patent claims. '

D. Domestic Industry Under 19 U.S.C. 1337(a)(3)(C) (BASF)

The ID finds that BASF established the existence of a domestic industry under l9 U.S.C.

§§ l337(a)(3)(A), (B), and (C), and that Argonne established the existence of a domestic

industry undcr 19 U.S.C. § 1337(a)(3)(C). ID at 1.3-24. The Commission has determined to

affirm the ID’s finding that BASF established a domestic industry under l9 U.S.C. §§

.1337(a)(3)(A)and (B) andithat Argonne established the existence of a domestic industryunder . .

19 U.S.C. § l337(a)(3)(C), but has determined to take no position on the ID’s finding that’BASF

established a domestic industry under 19 U.S.C. ’§1337(a)(3)(C). .
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' 4 4 ' ' ' V. REMEDY '

A. Limited Exclusion Order

Where a violation of section 337 has been found, the Commission must consider the

issues-of remedy, the public interest, and bonding. Section 337(d)(l) provides that “[i]f the

Commission determines, as a result of an investigation under this section, that there is a violation

of this section, it shall direct that the articles concerned, imported by any person violating the

provision of this section, be excluded from entry into the United States ...” 19 U.S.C. §

1337(d)(l ). The Commission has “broad discretion in selecting the form, scope, and extent of

the remedy.” Viscofan, S.A. v. U.S. Int ’l Trade Comm ’n, 787 F.2d 544, 548 (Fed. Cir. 1986).

The Commission may issue an exclusion order excluding the goods of the person(s) found in

violation (a limited exclusion order) or, if certain criteria are met, against all infringing goods

regardless of the source (a general exclusion order). The Commission also has authority to issue

cease and desist orders in addition to or in lieu of exclusion orders. See 19 U.S.C. § 1337(f).

The Commission generally issues cease and desist orders to respondents who maintain

commercially significant inventories of infringing products in the United States. 19 See, e.g.,

Certain Laser Bar Code Scanners and Scan Engines, Components Thereof and Products

19Commissioner Schmidtlein observes that the existence of a commercially significant domestic
inventory of infringing product is not a statutory requirement. See 19 U.S.C. § 1337(f)(1). The
statutory language of section 337(t)(1) leaves it to the discretion of the Commission and does not
establish any particular test or standard for issuing a cease and desist order against a party in
viqlatiqn. aside fr0m.¢.<>nS.id¢rati0n,of.the Public intflest factors-. Therefore, in Cqmmissioner , .
Schmidtlein’s view the Commission is not obligated to confirm the existence of a commercially
significant domestic inventory of infringing product prior to issuing a cease and desist order. See,
e.g., Certain Three-Dimensional Cinema Systems and Components Thereofl Inv. No. 337-TA
939, Commission Op. at 63~64,n. 33 (Aug. 23, 2016) (footnote expressing Commissioner
Schmidtlein’s views). '
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cnnnnning Same, Inv. No. 337-TA-551, Comm’n Op. at 22 (June 14, 2007). 2° oo

As noted above, the ALJ issued his RD on March 3, 2016. The RD recommends that in

the event the Commission agrees with the ALJ’s finding that a violation of section 337 has

occurred, the Commission should issue an LEO directed to Umicore’s MX and TX products.

RD at 3. The RD, however, does not recommend issuance of cease and desist orders because

“Complainants failed to adduce evidence of a commercially significant inventory of Umicore’s

NMC materials in the United States.” RD at 4.

Complainants and the IA support the RD’s recommendation that the Commission should

issue an LEO directed to Umicore’s infringing products. Compl. Sub. at 47; IA Sub. at 30; RD

at 2-3. Complainants, however, argue that the LEO should include a provision requiring the

Commission rather than U.S. Customs and Border Protection (“CBP”) to adjudicate any

purported redesigns before importation. Compl. Sub. at 47. Complainants in their reply

submission, without pointing to any evidence, state that the Commission should issue a cease and

desist order because Respondents have imported

ll id

Umicore argues that “no remedy can issue as to power tools or power tool batteries,

because there is no respondent in the case found to be in violation with respect to those

products.” Umicore Sub. at 49 (citing Kyocera Wireless Corp. v. ITC, 545 F.3d 1340, 1356

(Fed. Cir. 2008)). Umicore explains that “Makita was the only named respondent that allegedly

imported lithium.-ion batteries for power tools and power tool batteries”. and that ?‘Complainants_

20Commissioner Kieff does not join the Commission’s detennination to not issue cease and
desist orders (“CD05”) in this case for the reasons he recently offered in more detail in the 934
investigation. See Certain Dental Implants, Inv. No. 337-TA-934, Comm’n Op., Additional
Views of Commissioner Kieff (May 11, 2016). .
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settled with Makita, and the Investigation was terminated as to Makital” Id. Umicore further

argues that no remedy should issue “with respect to the remaining ‘cathode materials’

manufactured by Umicore” because “Complainants deliberately reduced the scope of the

Investigation to focus on power tool batteries.” Id. Finally, Umicore contends that any

exclusion order should include an exemption for “R&D, given the important public interest in

cleanenergy R&D using the accused MX/TX materials and the undue impact an exclusion order

would have on such efforts.” Id. According to Umicore, a certification provision should be

included in any LEO so that importers can certify that importations are for research purposes and

not subject to the exclusion order. "

B. Analysis and Recommendation “

The Commission agrees with the RD’s recommendation and issues herewith an LEO

directed to Umicore’s infringing products. As discussed above, we find, as did the ID, that a

violation of section 337 has occurred.

The Commission declines Complainants’ suggestion that the LEO include a provision

requiring the Commission to adjudicate redesigns before importation. CBP is tasked with

administering Commission exclusion orders and has procedures in place for redesigns. We see

nothing in this investigation that warrants inclusion of such provision. In addition, the parties

may choose to seek enforcement, advisory, and/or modification proceedings at the Commission

in accordance with Commission rules.

. . The attachedproposed LEO provides that: _ __ t t . - . . _ _ _ _ - . . . - .

Lithiummetal oxide cathode materials that infringe one'or'mo're of
claims l-4, 7, l3, and 14 ofthe ’O82patent, or claims 1-4, 8, 9, and
17 of the ’143 patent that are manufactured by, or on behalf ofi or
imported by or on behalf of Umicore N.V. and Umicore USA Inc.
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I oriany of their affiliated companies, parents, subsidiaries, agents,
or other related business entities, or their successors or assigns are
excluded from entry for consumption into the United States, entry
for consumption from a foreign trade zone, or withdrawal from a
warehouse for consumption, for the remaining term of the patent,
except under license of the patent’s owner or as provided by law.

The proposed LEO is similar to the order proposed by the IA and Complainants and also

includes a standard certification provision that allows Umicore to certify that under procedures to

be specified by CBP, Umicore is familiar with the terms of the exclusion order, that Umicore has

made appropriate inquiry, and that, to the best of Umicore’s knowledge and belief, the products

being imported are not subject to the exclusion order.

In response to the Commission’s notice requesting information on remedy from the

parties, Complainants did not request cease and desist orders, did not address the ALJ’s

recommendation on cease and desist orders, and did not submit draft cease and desist orders for

the Commission’s consideration. It was only later in in their reply brief responding to Umicore’s

remedy brief that Complainants made their request to the Commission for cease and desist

orders. Complainants state in their reply submission that the Commission should issue cease and

desist orders because Umicore has imported

]] Compl. Reply Subf at 25. Yet Complainants present no

evidence to substantiate that assertion. Accordingly, the Commission declines to issue cease and

desist orders.

Ill. THE PUBLIC INTEREST

I I I Cection 337(d) of the Tariff Act of 193i), as ‘amended, directs the Commission to consider

certain public interest factors before issuing a remedy. These public interest factors include the

effect of any remedial order on the “public health and welfare, competitive conditions in the
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United States <-mnomy,the production of like or directly competitive articles in the United '

States, and United States consumers.” 19 U.S.C. §§ l337(d). In this investigation, the

Commission delegated to the AL] the task of taking evidence on the public interest, and further

took testimony on the public interest at the Commission hearing on November 17, 2016.

Delegation in appropriate cases allows the Commission to develop a record on the public interest

earlier in the investigation, and allows that record (including evidence on the purported public

interest issues) to be developed by the ALJ, the IA, and the parties through the ordinary

adversarial process.

A. ALJ’s Findings g

After considering the evidence, the RD concludes that “none of the public interest factors

weighs against the issuance of a limited exclusion order.” RD at 7. The RD made the following

findings:

1) Public Health and Welfare

The RD notes Umicore’s argument that “[b]asic scientific research and the practical ‘

applications of such research ‘is precisely the kind of activity intended by Congress to be

included in the negative effects of a remedy on the public health and welfare.” RD at 8 (citing

RIB at 207-O8 (citing Certain Inclined-Field Acceleration Tubes, Inv. No. 337-TA-67 ‘

(“Inclined-FieldAcceleration Tubes”), Comm’n Op., 1980 WL 594319 at *ll (U.S.I.T.C. Dec. l,

1980)). The RD, however, finds that unlike in Inclined-Field Acceleration Tubes, “Umicore’s

accused materials are not used for basic.scientific research but for performance testing, along. . 1

with several other competitive materials, for potential use inicommercial downstream products.”

Id. (citing RX-748C, Pillot WS at Q/A 48 (“Since different suppliers’ cathode materials have
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different characteristics, battery manufacturers and OEMS generally conduct research and '

development on samples from various suppliers to evaluate and test the specific attributes and

performance characteristics of each difference material.”)). Specifically, the RD observes that in

Inclined-Field Acceleration Tubes, the evidence showed that “research programs would have to

be modified and some may have to be dropped” because “[t]he users consider the [accused

product] to be greatly superior in perfonnance to the [domestic product]—not to mention

substantially less expensive—and therefore indispensable to their research efforts.” Id. (citing

Inclined-Field Acceleration Tubes, 1980 WL 594319 at *14). Here, in contrast, the RD finds

that there is no evidence that Umicore’s accused materials are indispensable to basic scientific

research or that they are superior to alternative cathode materials (i.2., other cathode materials

such as LCO, NCA, LFP, and LMO), as well as NMC cathode materials that are available from

other suppliers such as Nichia Chemical, Tanaka Chemical, L&F Corporation, Hunan Reshine,

Toda Kogyo, and BASF Toda Battery Materials. Id

2) Competitive Conditions in the U.S. Economy

The RD finds that any effect on the competitive conditions in the U.S. economy is

insuffieient to bar entry of relief in this investigation. RD at 9. Specifically, the RD observes

that “there are several alternative suppliers of NMC materials as well as several alternative

cathode materials (i.e., other than NMC).” Id. .

3) The Production of Like or Directly Competitive Products in the U.S.

. t . The RD.finds1that issuance of an.LEO will notadversely affect the production of like or _

directly competitive products in the United States because the evidence shows that Umicore’s '

accused NMC materials are not currently produced in the United States. RD at 9 (citing CX-8C,
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Mulhern WS at'Q/A 176). The RD further adds that “the evidence shows there are several '

alternative suppliers of NMC materials as well as several alternative cathode materials (i.e., other

than NMC)” Id.

4) United States Consumers

The RD states that “issuance of a limited exclusion order will not adversely affect U.S.

customers because [[ t

]]. RD at 9 (citing SIB at 74). The RD fu1'therstates that “the evidence shows there are

several alternative suppliers of NMC materials as well as several alternative cathode materials

(i.e., other than NMC)” Id.

B. Commission Proceedings

After issuance of the RD, the Commission requested public interest comments from the

general public. In response, 3M, [[ ]], and the Belgian Ambassador provided

comments (summarized further below). As noted above, in its notice of review, the Cormnission

posed a number of questions on the public interest to the parties. The parties’ responses are i

summarized below.

i. Umicore’s Response

Umicore identifies the following entities as using the accused products:

0 3M has used the accused Umicore NMC materials to
develop high-performance Li-ion battery cells for EV
[Electric Vehicle] /PHEV [Plug-in Hybrid Electric
Vehicles], pursuant to a contract funded by the U.S.

~» Department-ofEnergy»-~-~--»------<-~
- [l _
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ll

Umicore Sub. at 40.

Umicore points to the testimony of Mr. Christophe Pillot, the Director of Avicenne

Energy, who testified that “for researchers that have already begun R&D with Umicore’s

M)UTX materials, the impact of an exclusion order would be particularly acute.” Id at 41. Mr.

Pillot explained that “R&D is a lengthy process which lasts on average from three to five years,”

and that “[i]f researchers were forced to switch cathode material, they would generally need to '

restart their R&D efforts from scratch, given that cathode materials are not substitutable in the

R&D process.” Id. (citing RX-738C at 46:11-16, RX-748C at Q42, 46-47. RX-739C at 54:18

56:22RX-748C at Q48; RX-739C at 84:4-21; RX-730C at 130: 8-132:5 (“The process, our

customers introduce a new material, is not just a switch and they start to use it. They need to

qualify it.”)). Thus, Umicore argues that “excluding Umicore’s MX/TX materials would unduly

disrupt ongoing R&D activities and qualifications within the U.S. by 3M, [[ ]], and

others.” Id. at 42 (citing RX-749C at Q62).

Umicore further argues that an exclusion of Umicore’s MX/TX materials would

adversely impact planned and future R&D, because “Researchers will face a significantly

34

)



PUBLIC VERSION

diminished universe of options when selecting the right material for a particular application?’ Id.

(citing RX-748C at Q48). Umicore explains that “materials have different characteristics, and a

wide variety of materials increases the likelihood that a researcher will find the material most

suited for the particular application.” Id Umicore contends that “[e]ven if developers of power

tool batteries could find suitable alternative sources for NMC material, as Mr. Pillot testified,

that is decidedly not true of applications such as EV/ESS ‘[EV(electric vehicle) and ESS (energy

storage system)], where the quality, consistency, and performance of the NMC materialis much

more critical.” Id. at 42 (citing RX-748C at Q43; RX-739C at 67:3-68:18 (discussing

importance of energy density), 76:3-8 (discussing that increased energy density “would benefit
»

the transportation sector [and] the grid storage sector); CX-389C.1 (comparing energy density

required for EV and portable electronics); RX-730C at 82:6-22).

Umicore notes Mr. Pillot’s testimony that “Umicore is one of two suppliers in the

industry (the other being the Japanese supplier Nichia, and certainly not BASF) with the

capability of supplying NMC cathode material with the performance needed for EV/ESS, and on

the commercial scale needed for large volume production (on the scale of thousands of tons per

year).” Id. (citing RX-748C at Q44; RX-749C at Q65). Umicore acknowledges that other

entities produce NMC but argues that “they are not able to produce it on the scale and with the

performance and consistency required for EV/ESS.” Id. (citing RX-748C at Q45). Umicore

states that an exclusion order will prevent the U.S. from having access to the high-quality

products of the world’_sleadingcathode material producer, severely impacting innovationin the r

U.S. EV market and that “[i]f U.S. car manufacturers cannot perform R&D with Umicore’s’ ' i 5i

cathode materials in the U.S., they will be unable to perform the necessary testing to evaluate
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whether batteries incorporatingthose materials are suitable for their EV, HEV [Hybrid Electric V

Vehicle], and PHEV [Plug-In Hybrid Electric Vehicle] applications.” Id.

According to Umicore, “3M has used Umicore’s MX/TX materials to develop high

performance Li-ion battery cells for EV/PHEV since 2011, including research performed

pursuant to a DOE (Department of Energy)-funded contract.” Umicore Sub. at 47-48 (citing 3M

PI Statement at 3-4). Umicore states that “3M has noted the need for high-quality NMC cathode

materials for EV/PHEV” and has found “Umicore’s MX/TX materials particularly suitable for

those applications.” Id. Umicore asserts that “there are few, if any, suitable alternatives to

Umicore’s MX/TX materials for EV/ESS” especially “when considering suppliers that have an

established track record for producing.such materials in large-scale commercial quantitiesfan

end goal which may impact the selection of materials for R&D.” Id. _

Umicore states that “market analysts generally do not track NMC market shares for the

United States” but that data available for the worldwide market shows that “Umicore is the

leading worldwide supplier of NMC.” Umicore Sub. at 48 (citing RX-738C at 388:14-389:2;

RX-730C at 227:2-229:3). According to Umicore, i“in2014, it supplied about 24% of the

worldwide market for NMC (see RX-748C at Q34; RDX-503), which has increased slightly in

2015 to 25%” and that “[t]he next closest individual supplier is Nichia, with 13% of the

worldwide NMC market.” Id. (citing RX-748C at Q35). Umicore adds that its [[

11 Id ,
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A I ' ii. I IA’s Responsezl I ' I I ' I i i I I I ' '

The IA argues that the current record lacks evidence “to fully detail the extent to which _

an exclusion order would affect research and development efforts with respect to lithium ion

batteries by universities and private companies.” IA Sub. atl9. The IA, however, sets forth the

relevant record evidence and argues that it does not warrant denying entry of an exclusion order

in this investigation.

The IA notes that Mr. Pillot testified that from [[

]]. The IA adds that “[e]xcept for [[ ]], Dr.

Pillot did not identify further the extentto which each entity is engaged in research and

development efforts, or specify the nature of their research and development efforts.” Id. at 20.

The IA argues that “[t]hese entities have received only small amounts of Umicore’s NMC

materials, and it appears that other suppliers of NMC materials are able to replace the amount of

Umicore’s NMC materials that may be excluded in this investigation.” Id. at 22. With respect to

the potential impact of switching to another supplier of NMC materials on the research and

development effortsof theseentities, the IA observes that theseentities do not limit themselves

to using only one supplier of NMC materials. Id. The IA further arguesithat there is no evidence’

21Complainants’ comments are similar to the IA’s comments. See Compl. Sub.
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that research and development of lithium ion batteries involving a specific supplier’s NMC‘ ' '

materials will be adversely affected by switching to a different supplier’s NMC materials. Id.

The IA notes Mr. Pillot’s testimony regarding the nature of research and development of

cathode materials and that different suppliers’ materials have different characteristics. Id. (citing

RX-748C (Pillot WS) at Q/A 46-48). However, the IA argues that the record lacks “evidence to

fully detail whether Umicore’s NMC material is uniquely suited for specific applications in

energy saving technology and cutting-edge research and development, including evidence about

specific areas and volumes involved and whether any other material can be used in such

applications.” IA Sub. at 22. Specifically, the IA notes Mr. Pillot’s testimony regarding the

different applications for new batteries, and that for EV and ESS applications, the quality of

NMC cathode material is more important than for portable devices. Id. (citing RX-748C (Pillot

WS) at Q/A 22-23, 43). The IA also noted Dr. Pillot’s testimony that Umicore is one of two

suppliers (the other being Nichia) that currently has the capability to supply NMC material with

the performance needed for EV and ESS applications and on the scale needed for large volume

production (i.e., on the scale of thousands of tons per year). Id. (citing RX-748C at Q/A 44).

The IA, however, notes that Mr. Pillot acknowledged that “other companies such as 3M and

Mitsubishi Chemical are considered to have NMC materials suitable for EV and ESS

applications,” although they “currently are not known to have the expertise or capacity of I

providing those materials in large production quantities with consistency.” Id. (citing RX-748C

(Pillot-WS)atQ/A.46).... .1 ., .. .1

The IA points to the testimony of Complainants’ expert, Ms. Mulhern, who testified that

“it is unlikely that Umicore is the sole source of NMC cathode materials used in domestic
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research and development activities.” Id. at 21 (citing CX-3300C (Mulhern RWS) at Q/A 3l).'

Ms. Mulhern noted that “BASF has supplied NMC materials to [[ ]] customers

of Umicorc in the United States —[[ ]] —which collectively

account for approximately 97% of Umicore’s shipments ofthe accused NMC materials to the

United States.” Id. Ms. Mulhern further testified that “(i) [[ ]] of these customers are

cun'ently using BASF NMC materials [[ ]] or close to qualifying BASF NMC

materials for certain uses‘[[ ]], and (ii) the [[ ]] customer [[ ]] may be

moving away from the use of NMC materials for business reasons.” Id.

The IA also points to Ms. Mulhern’s testimony that “even ifNichia is the only other

supplier of NCM material with the performance needed for EV and ESS applications, as alleged

by Dr. Pillot, there is no further allegation or evidence that Nichia would be unable to supply

sufficient quantities of NMC material with the p€I'fO1']fl'1flI1C€needed for EV and ESS applications

in the event that Umicore’s NCM materials were excluded by an exclusion order in this

investigation.” Id. (citing CX-3300C (Mulhern RWS) at Q/A 38, '44). Ms. Mulhern noted that

Mr. Pillot admitted during his deposition that there are five or six “important” suppliers of NMC

materials. I

Ms. Mulhern also explained that “there are different types (or chemistries) of non

accused materials that are used in lithium ion batteries, including: (i) lithium cobalt oxide

(“LCO”); (ii) lithium manganese oxide (“LMO”); (iii) lithium ion phosphate (“LFP”); and (iv)

lithium nickel cobaltaluminum oxide (‘?NCA”).”-Id. (citing-CX-3300C (Mulhern RWS) at Q/A

31). Ms. Mulhernfiirther explained that “NMC materials (including the accused NMC’ W _

materials) are not the most prevalent chemistry in use currently; and (ii) that NMC materials are
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forecasted to account for only 25% of the various cathode materials used in lithium ionbatteries

in 2025, compared to 22% in 2014.” Id. Ms. Mulhern noted that “[[ ]] has a license

to the Asserted Patents and, thus, would be able to import and use the accused NMC materials in

the United States for research and development purposes, as well as for manufacturing

purposes.”‘ Id. (citing CX-3300C (Mulhern RWS) at Q/A 40). Thus, the IA contends that entry

of an exclusion order in this investigation would not adversely affect the research and

development efforts with respect to lithium ion batteries by the above identified universities and

private companies. Id. at 21-22.

With respect to 3M, the IA asserts that the record evidence does not “fully detail how

Umicore’s NMC material relates to 3M’s research and whether other suppliers provide

comparable NMC material that 3M can use in its research.” IA Sub. at 27-28. The IA notes that

“3M did not seek to intervene in this investigation until afier the Final ID issued and no party

sought to obtain discovery from 3M through a subpoena.” Id. The IA states that 3M’s

comments and the current evidence do not support denying entry of an exclusion order in this

investigation. Id. The IA notes that 3M asserts that it has used “Umicore’s accused materials

almost exclusively in testing and in research and development of its High Energy (HE) LIB

[Lithium Ion Battery] cells” and that “[R]esearch 3M pursues using Umicore’s NMC cathode

materials includes improving the perfonnance of cells through development of improved

electrolytes, improved anode materials, and improved current-collector materials by testing their

perfonnancein cells that include Umicore’s materials and incertain studies matching 3M’_s. _

anodes and electrolytes to Umicore’s materials, including the accused materials.” Id. (citing

3M?s Comments at 3-4). The IA further notes 3M’s statement that “it was the primary recipient
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of a contract that was awarded by the U.S. Departmentof Energy forresearch and development

of an HE LIB cell for PHEV (Plug-In Hybrid Electric Vehicles) and EV (Electric Vehicles).” Id.

(citing 3M’s Comments at 3-4). According to the IA, “[w]hi1ethis contract evidences 3M’s use

of Umicore’s accused materials, this contract does not support denying entry of an exclusion

order.” Id. The IA observes that “3M notes that the work was conducted under the contract

‘from October 1, 20,13to March 31, 2016”’ and that it remains unclear “whether any work

pursuant to the contract has been perfonned beyond March 31, 2016, such that it would be

affected by entry of an exclusion order in this investigation.” Id. Further, the IA points out that

3M has stated that “[i]n conducting the contract, 3M used several "differenttypes of cathode

materials, including Umicore’s accused materials, to produce cells that [[ ]] evaluated

and compared to vehicle requirements.” Id. The IA states that [[ ]] has “a license to the

Asserted Patents and, thus, would be able to import and use the accused NMC materials in the

United States for research and development purposes, aswell as for manufacturing purposes.”

Id. The IA also notes that both Mr. Pillot and Ms. Mulhem testified that “research companies

generally conduct research and development using various suppliers” and that “3M’s statement

regarding the use of different types of cathode materials under the contract is consistent with and

provides support for that testimony.” Id 

The IA states that the current record lacks adequate evidence to completely identify the

suppliers of NMC to the U.S. market and the percentage of the market held by each. IA Sub. at

28.-29. The IA notes, however, that ‘.‘Umicore’switness, Dr. Pillot, and Complainants’. witness, t

Ms. Mulhem, each prepared a demonstrative summarizing worldwide NMC market share for

2014, each demonstrative based on an Avicenne market report prepared by Dr. Pillot.” Id
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(citing RX-748C (Pillot WS) at Q/A 35 (citing RDX-503); CX-0008C (Mulh'ern‘WS) at Q/A 148

(citing CDX-241OC)). Dr. Pillot identified suppliers of NMC materials to the world (and their

shares of the 2014 worldwide NMC market) as follows: (i) Umicore (24%); (ii) Nichia (13%);

(iii) ShanShan (11%); (iv) L&F (9%); (v) Reshine (4%); (vi) EASPRING (3%); (vii) “Chinese”

(9%); and (viii) “Others” (8%). Id. (citing RX-748C (Pillot WS) at Q/A 35 (citing RDX-503)).

Ms. Mulhem identified suppliers of NMC materials to the world (and their shares of the 2014

Worldwide NMC market) as follows: (i_)Umicore (24%); (ii) Sumitomo (16%); (iii) Nichia

(11%); (iv) ShanShan (8%); (v) L&F (6%); (vi) NKS (4%); (vii) Toda (4%); (viii) Reshine (3%);

(ix) “Other China” (8%); and (x) “Others” (5%). Id (citing CX-0008C (Mulhern WS) at Q/A

148 (citing CDX-241OC)).

iii. Public Interest Comments from Others

3M: 3M submitted a public interest statement in response to the RD. Specifically, 3M

contends that “[b]ased on the current posture of this Investigation, a Commission remedy is

neither necessary nor appropriate.” 3M explains that “the Commission instituted this

investigation against consumer power tools, their lithium-ion batteries (“LIBS”), and cathode

materials from which LIBs can be made” and that “Makita, the only respondent importing the

exemplary infringing product, a power drill with an LIB, settled with Complainants.” Thus,

according to 3M, “Complainants have already, by agreement, obtained a complete remedy

against the only consumer products identified in the Complaint.”

~~. . 3M argues that “all that remains forthe Commission to consider, and the onlyactivities .

that a potential remedy would impact, are Umicore’s sale for importation, importation, and/or

sale after importation of research-level quantities of specific fonnulations of excess Lithium type
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nickel-manganese-cobalt oxide materials 4 i.e.,'powder forms of its MX and"TXmaterials

(Umicore’s “NMC Powders”).” 3M explains that “the NMC Powders that Umicore imports into

the United States are not subsequently used in the United States for consumer products” but that

“the limited quantities of NMC Powders that Umicore imports are used for research,

development, and testing in the United States.” 3M states that “[s]uch testing is vital to

advancing LIB technology, particularly in the rapidly growing fields of Plug-in Hybrid Electric

Vehicles (“PHEVS”) and Hybrid Electric Vehicles (“HEVs”)” and that “[b]y issuing a remedy

directed to Umicore’s NMC Powders, the Commission risks disrupting this work —a result

contrary to the public interest.” _ _

_ [[ ]] also submitted public interest corrnnents. Specifically, [[ ]] states that it

[[ » i

]] According to [[ ]], “Umicore is widely

known within the industry as a supplier of cathode materials, and the Umicore cathode materials

are known to have applicability for [[ _ ]]” and that “[r]obust access to a variety of

lithium-ion battery materials in the research and development process facilitates advancement of

those technologies and U.S. research and development activities.” [[ ]] states that “[a]n order

precluding any Umicore cathode materials from the U.S. market would have an adverse impact

on U.S. research and development activities and the public interest.

Belgian Ambassador: The Belgian Ambassador also submitted public interest

comments. .The Ambassador states that Umicore ‘_‘isa global materials technologygcompany that

is headquartered in Belgium and has operations in ten states inithe U.S.” and that Umicore has

“created jobs and technical imiovations in both of our countries.” According to the Ambassador,
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“Umicore is recognized globally as a leader in clean technology and sustainability and has been

t the recipient of numerous prestigious honors and awards.” The Ambassador states that

“Umicore Wasdesignated as one of the world’s most ethical companies by Ethisphere in 2012.”

The Ambassador urges the Commission to “give due regard in its review of the matter to the

well-founded arguments of Umicore regarding negative impact an exclusion order would have

on the public interest in the U.S.” _

On November 9, 2016, the Commission received a letter from a member of Congress,

Jim Bridenstine of the first district of Oklahoma. Mr. Bridenstine states that “[a]s a member of the

House Armed Services Committee,” he urges the Commission to consider the significant national

security implications of this investigation into the advanced battery materials technology and that

“[a]ssured access to critical battery materials —in a competitive market —is increasingly important

for national defense as well as industry.”

C. Commission Hearing

In response to the Corrnnission’s notice inviting government agencies, public interest

groups, and interested members of the public to appear and testify as to the effects of an

exclusion order on the public interest, the entities listed below appeared and participated in a

panel on the public interest.”

22Jeff Dahn, Ph.D., FRSC, Professor of Physics and Atmospheric Science, Dalhousie University,
Halifax, N.S., Canada, submitted comments but did not appear to testify.
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91) Opposing Issuance of Exclusion Order (primarily on the grounds that an '
exclusion order will disrupt research and development efforts using Umicore’s
products):23

0 3M Corporation (represented by Kevin Eberman, Product Development Manager at 3M
and Deanna Okun, Counsel). 3M testified regarding the nature of testing of cathode
materials, the’negative impacts an exclusion order would have on research, development,
and testing of NMC materials in the United States, andthe risk that research entities
would move such activities to other countries.24

I Ruth Cox, VP of Power Marketing, Centuari Energy LLC. Ms. Cox testified about the
importance of battery storage for clean power projects, such as electric vehicles and wind
and solar power generation, and the risks that an exclusion order would reduce available
options for such storage.”

¢ Kip A. Frey, Professor of the Practice of Law and Public Policy and Director of the Law
and Entrepreneurship Program, Duke University, School of Law Mr. Frey testified about
issues related to investment in lithium-ion batteries and electric vehicles, including the
risk that an exclusion order could discourage investment and stall current progress in
innovation.26

0 Ashish Arora, P.E., CFEI, Principal Engineer, Exponent, Engineering and Scientific
Consulting. Mr. Arora testified about the differences among various cathode materials,
the impossibility of simply substituting one material for another, and the delays to
validation, qualification, and testing of cells that result from such substitutions.”

0 Robert D. Hormats, Vice Chairman, Kissinger Associates. Mr. Hormatstestified on the
Federal Govemment’s policies encouraging adoption of hybrid and electric vehicles and
renewable energy technologies, the related efforts to increase domestic manufacturing of

23The Commission notes that most of these witnesses offered information that was in ways
repetitive of what was previously offered before the ALJ; and that several appeared at the behest
of Umicore and were compensated for their time. See Commission Hearing Tr. at 63, 194.

24Connnission Hearing Tr. at 98-104; Request to Appear at Hearing of 3M, EDIS Doc. No.
594147, at Ex. A.

25Commission Hearing Tr. at 140-47; Request to Appear at Hearing of Ruth Cox, EDIS Doc. No
594132, at Ex. B.

C¢1im'fis'si<'>nHearing Tr. at 1'3i4'-319“;Réquestto Appear at Hearing i<>fKipFrey, EDis'Dr>c. l\1o.
594135, at Ex. B. " ,

26

27Commission Hearing Tr. at 119-27; Request to Appear at Hearing of Ashish Arora, EDIS Doc.
No. 594131, at Ex. B.
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lithium-ion batteries, and the harm that an exclusion order could impose onsuch ' V
manufacttuing capability.” A

,0 Major General (Ret) Robert H. Latiff, President, RLatiff Associates, LLC. Maj. Gen.
Latifftestifred about the national security applications of lithium-ion batteries, the
military’s need to procure technology from private industry, and the resultant potential
national security implications of an exclusion order.”

0 Christophe Pillot, Ph.D., Avicemie Energy, France. Dr, Pillot, who was Umicore’s expert
witness before the AL] regarding the on public interest, testified (as he did before the
ALJ) that Umicore was one of the few viable global suppliers of NMC cathode materials
of sufficient quality and in sufficient quantities, and that an exclusion order would hinder
the ability of U.S. companies and universities to innovate in such fields as electric
vehicles and energy storage systems.”

0 Robert Rubino, Director of R&D, Greatbatch Inc., Clarence, New York. Mr. Rubino
testified about the importance of lithium-ion batteries for implantable medical devices
and medical equipment, the advantages of Umicore’s NMC cathode materials for medical
device applications, and the harm that an exclusion order would impose on future
research, development, and commercialization efforts.“

1 Michael Sanders, Senior Advisor, Avicemre Energy, France. Mr. Sanders testified, based
on over 35 years of experience at DuPont, on the nature of research and development in
battery technology, and that because Umicore is a known market leader and its products
have commercial viability, an exclusion order would set back efforts to develop and
produce lithium-ion batteries in the United States.”

I Charles Wessner, Ph.D., Research Professor, Global Innovation Policy, Georgetown
University, Washington, DC. Dr. Wessner testified about the importance of lithium-ion
technologies to innovation in the United States, including with respect to electric
vehicles, renewable energy systems, and national security, and the negative effects that
an exclusion order would have on domestic research and manufacturing in this field.33

28Commission Hearing Tr. at 170-76; Request to Appear at Hearing of Robert Hormats, EDIS
Doc. No. 594138, at Ex. B.

29Commission Hearing Tr. at 163-69; Request to Appear at Hearing of Maj. Gen. Robert H.
Latiff, EDIS Doc. No. 594140, at Ex. B.
30Commission Hearing Tr. at 127-34; Request to Appear at Hearing of Christophe Pillot, EDIS
Doc. N0. 594142, at 4. C

31Commission Hearing Tr. at 112-19; Request to Appear at Hearing of Robert Rubino, EDIS
Doc. No. 594137, at Ex. B.

32Commission Hearing Tr. at 104-11, Request to Appear‘at Hearing of Michael Sanders, EDIS
Doc. No. 594144, at Ex. B.

33Commission Hearing Tr. at 155-63; Request to Appear at Hearing of Charles Wessner, EDIS _
Doc. No. 596145, at Ex. B.
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0 Jennifer Hillnian, Counsel, Cassidy Levy Kent (USA) LLPQMs. Hillman’provided
background information about the statutory public interest test and the Connnission’s
application of it, the importance of the research at issue in this investigation, and the need
to limit any exclusion order to batteries for power tools, which were the focus of the
investigation.“

2) Supporting Issuance of Exclusion Order (primarily on the grounds that not
issuing an exclusion order will be a disincentive to investing in R&D in the
United States, noting the significant investments Complainants and DOE have
made in the patented technology):

0 Kenan Sahin, Ph.D, President of TIAX, LLC and CAMX Power LLC. Mr. Sahin
testified about the significant investments in time and money that are required to develop
battery materials, the need to protect the investments made by ANL and BASF, the
chilling effect on future research and development that would result from denial of a
remedy in this investigation, and the availability of altemative, high performance
materials from suppliers other than Umicore.35

1 Department of Energy (“DOE”) (represented by Steven P. Croley, General Counsel; John
T. Lucas, Deputy General Counsel for Transactions, Technology & Contractor Human
Resources; and Brian J. Lally, Acting Assistant General Counsel for Technology Transfer
and Intellectual Property). The DOE testified about the development of its NMC material
and its licensing to several companies, including BASF, the importance of such licensing
to enable transfer of technology into the marketplace, the key part patent protection plays
in DOE’s innovation pipeline, how failure to enforce patents such as those at issue would
undennine this innovation pipeline and DOE’s ability to partner with universities and
private entities to commercialize DOE-developed technologies, and the availability of
alternate cathode materials and licenses to the patents at issue.“

D. . Analysis

We agree with the RD that “none of the public interest factors weighs against the

issuance of a limited exclusion order.” RD at 7. As the RD observes, the evidence shows that

“.C@mm.iS$i.<>nHearing Tr- at 148-.55.; Request w .A.pp¢=.1rat Irlwing QfJ@11I1if¢YHillmam EDIS .
Doc. No. 594124, at 2.
35Cormnission Hearing Tr. at 176-83; Request to Appear at Hearing of Kenan Sahin, EDIS Doc.
No. 594073, at 2. ' A

36Commission Hearing Tr. at 184-93; Request to Appear at Hearing of Department of Energy,
EDIS Doc. No. 594149, at 3. .
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thereare several altemative suppliers ofNMC materials including Nichia Chemical, Tanaka‘ i '

Chemical, L&F Corporation, Hunan Reshine, Toda Kogyo, and BASF. RD at 8. The evidence

further shows that there are several altemative cathode materials including LCO, NCA, LFP, and

LMO. Id. Witnesses testifying at the Commission hearing confirmed this evidence. See, e.g.,

Commission Hearing Tr. at 248-49. See also CX-8C, Mulhern WS at Q/As 148-49; CX-688 at 38.

Umicore’s principal public interest argument is that an exclusion order will be harmful to

domestic R&D. Indeed, almost all of the Witnesses that appeared at the Commission hearing to

oppose issuance of an exclusion order offered testimony to address this argument. Commission

Hearing Tr. at 98-176. Similarly, in his testimony at the hearing before the ALJ, Dr. Pillot

explained that “R&D is a lengthy process which lasts on averagefrom three to five years,” and

“[i]f researchers were forced to switch cathode material, they would generally need to restart

their R&D efforts from scratch, given that cathode materials are not substitutable in the R&D

process.” RX-738C at 46:1 l-16, RX-748C at Q42, 46-47. But in response to repeated

questioning from the Commission, neither Dr. Pillot nor any other person appearing before the

Commission could identify any particular ongoing research effort that would be impacted by an

exclusion order against the Umicore MX and TX articles at issue in this investigation.

Commission Hearing Tr. at 197-200; 204. Notably, none of Umicore’s four main customers,

who together import about 97% of Umicore’s domestic NMC material, appeared before the

Commission, or at any time during this investigation, to complain about disruptions to their

research efforts. Commission. Hearing Tr. at -194-95;_CX-2()l.;.CX-207.. In addition, . . .

Complainants made clear that they are willing to license the assertedipatents to other entities.

Commission Hearing Tr. at 71 (“BASF is willing, has offered and would offer a license to folks .
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. .”). C ' C

Moreover, the DOE witness noted that “Protecting the two patents in question here would

not impede the development of lithium-ion cathode technology in general, nor would it impede

consumer choice among products that employ that technology, because the two products here

constitute just a subset of the lithium-ion battery family, as recognized by OUll and also Judge

Pender here.” Commission Hearing Tr. at 189. For universities and entities performing basic

science research, the DOE witness explained that since the patents at issue originated from

Argonne, one of the country’s national laboratories, “the entire govermnent retains rights to use

it for university research, defense research or any government research or govermnent-funded

research whatsoever.” Commission Hearing Tr. at 193. He added that “[i]t’s our understanding

that Umicore’s customers are not engaged in basic research at all . . . but rather in what some

would call product qualification or . . . performance research.” Id. at 192-93.

Umicore relies heavily on Inclined-Field Acceleration Tubes, in which the Commission

declined to issue an exclusion order because of its impacts on basic scientific research using the

imported tubes. But as the RD finds, tmlike in Inclined-Field Acceleration Tubes, “Umicore’s

accused materials are not used for basic scientific research but for performance testing, along

with several other competitive materials, for potential use in commercial downstream products.”

RD at 8; RX-748C, Pillot WS at Q/A 48 (“Since different suppliers’ cathode materials have

different characteristics, battery manufacturers and OEMS generally conduct research and

development onsamples fromvarious suppliers to evaluate and test.the specific attributes-and . . .

performancecharacteristics of each difference rriaterial.”). C C

The situation in this investigation is different than that in Inclined-Field Acceleration
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Tubes. In that investigation, the ievidenceshowed that “research programs would have to be '

modified and some may have to be dropped” because “[t]he users consider the [accused product]

to be greatly superior in performance to the [domestic product]——-notto mention substantially

less expensivefand therefore indispensable to their research efforts.” Inclined-Field

Acceleration Tubes, 0080 WL 594319 at *l4. As the RD in this investigation finds, in contrast,

“there is no evidence that Umicore’s accused materials are indispensable to basic scientific

research or that they are superior to alternative cathode materials (i.e., other cathode materials

such as LCO, NCA, LFP, and LMO” or to other NMC cathode materials that are available from

other suppliers such as Nichia Chemical, Tanaka Chemical, L&F Corporation, Hunan Reshine,

Toda Kogyo, and BASF. RD at 8. Testimony offered at the Commission hearing confirmed

the RD’s finding that no basic research is being conducted with respect to the Umicore MX and

TX articles. Commission Hearing Tr. at 244. Testimony at the Commission hearing revealed

that there are several alternative suppliers of NMC materials, including BASF and Nichia.

Commission Hearing Tr. at 206, 218. In addition, Toda and LG Chem have obtained licenses

from ANL to produce NMC material. Commission Hearing Tr. at 70. Indeed, counsel for

Umicore suggested that NMC material from other suppliers could be adequate substitutes for

Umicore’s NMC. Commission Hearing Tr. at 77-78. Moreover, Umicore’s counsel admitted the

record did not contain any direct comparisoniof Umicore MX and TX material to BASF material

in terms of a specific attribute or performance characteristic. Id. at 80.

. . . . . The expressed concern instead, according to Umicore, boils down to a question of . . - A

Whether the other suppliers could providegenough material to supply the U.S. market. Id. at 66

67, 77-79. No evidence in the record suggests that they cannot. To the contrary, ample evidence

50



PUBLIC VERSION

in the record, as well as testimony at the hearing, demonstrates that supplies of NMC powders '

competitive with the'Umicore materials at issue here, including domestic sources such as BASF

and foreign sources such as Nichia, are available in commercial volumes. See, e.g., RD at 6, 9;

Commission Hearing Tr. at 71, 88, 205-06. The evidence shows that [[

]]. See Commission Hearing Tr. (Pillot) at 204.

Some of those appearing before the Commission expressed concerns that an exclusion

order in this investigation might be harmful to national security. See, e.g., Commission Hearing

Tr. (Lattiff, Wessner) at 163-169. However, under 19 U.S.C. § 1337(1)the proposed exclusion

order in this investigation states that “the provisions of this Order shall not apply to infringing

lithium metal oxide cathode materials that are imported by or for the use of the United States, or

imported for and to be used for, the United States with the authorization or consent of the

Government.” In addition, the DOE witness explained that since the patents at issue originated

from Argonne, one of the country’s national laboratories, “the entire government retains rights to

use it for university research, defense research or any government research or government

funded research whatsoever,” and “[t]hat would be true notwithstanding an exclusion order.”

Commission Hearing Tr. (Croley) at 193, 233-34.

Some witnesses argued that any exclusion order should be limited to power tools because

this investigation allegedly from inception was focused on power tools and accessories. 4

Commission Hearing Tr. (Hillman) at 148-155. But as both Umicore and Ms. Hillman

acknowledge.(Commission.Hearing Tr. at 148,17), Mal<ita,.thecntity accused of importing. - . i

power tools, was terminated from the investigation based upon settlement, and the investigation

continued as to the Umicore NMC cathode materials that were within the scope of the
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investigation, with Umicore’s fullip'articiipati0n. I I '

There was also concern exprcssed about the availability of NMC material for the medical

industry. However, Mr. Rubino from Greatbatch, the only representative from the medical

industry to appear, admitted that an exclusion order will have no bearing on its ongoing research

because Greatbatch does not use the Umicore MX and TX cathode materials that are subject to

exclusion in this investigation. Commission Hearing Tr. at 115:13-15, 75-76.

In contrast to those who opposed issuance of an exclusion order, some Witnessestestified

that the public interest would be harmed if an exclusion order is not issued. In particular, there is

testimony that the U.S. government’s efforts to promote domestic economic growth in the area of

clean energy and to license the patented technology, which was developed with taxpayer funds,

would be harmed if the Commission were to decline to issue an exclusion order in this

investigation. Commission Hearing Tr. at 92, 187-188. The DOE witnesses testified that

through its aggressive public licensing efforts concerning the two patents in question here,

“dozens of millions of dollars” were invested to build plants in the United States to make NMC

material and batteries using those materials. Id. If the patent rights asserted here “were not

secure, the brute fact is that companies like BASF will be disinclined to make investments like

those made here.” Id. at 188, 192. Further, they stated that such a result would retard rather than

promote competition. “Competition requires allowing those who license and who take new

technologies to market to protect their investments.” Id.

. . . . As to other general public interest concerns raisedby the witnesses appearing at the . .

Commission hearing, the IA aptly observed that such expressed '¢<>n'<>e'mg“relate to batteries

generally or any materials for making batteries, rather than specifically about the products at
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issue in this investigation. Overly broad concems, such as concems about products that are

beyond the scope of the requested relief, do not weigh against entry of an [exclusion] order that

is directed only to Respondents’ cathode material that infringe these patents.” Commission

Hearing Tr. at 24:8-15.

In sum, the record of the investigation shows that NMC materials covered by the patents

are available in the United States from several sources, for both research and commercial

production, and that there are also numerous alternative cathode materials. The record does not

support Umicore’s contention that any research project in the United States utilizing Umicore

MX and TX material will be impeded or delayed by an exclusion order. Further, pursuant to

DOE’s technology transfer program, licenses to the patented technology ensure that all

govemment sponsored and government funded research may continue, notwithstanding an

exclusion order, and that, under existing licenses and potential future licenses, users have access

to Umicore material. As counsel for Complainants explained, despite Complainants’ willingness

to offer a license, Umicore “has steadfastly refused” to take a license to practice the asserted

patents. Commission Hearing Tr. (LoCascio) at 71 (“And so the U.S. industry and the U.S.

businesses that may be doing R&D around this have access both from other suppliers, including

BASF, [and] the potential for license, which Umicore has steadfastly refused . . .”).

Thus, basedion the evidence in this investigation, the Commission finds that none of the

public interest factors would be adversely affected by an exclusion order directed to the subject

articles found to infringe the asserted patents in violationof Section 337. . i i
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' I I ' K K IV. BOND ' '

During the 60-day period of Presidential review, imported articles otherwise subject to

remedial orders are entitled to conditional entry under bond. 19 U.S.C. § 1337(j)(3). The amount

of the bond is specified by the Commission and must be an amount sufficient to protect the

complainant from any injury. Id; 19 C.F.R. § 210.50(a)(3). The Commission frequently sets the

bond by attempting to eliminate the difference in sales prices between the patented domestic

product and the infringing product. Certain Microsphere Adhesives, Process For Making Same,

and Products Containing Same, Including Self-SlickRepositionable Notes, Inv. No..337-TA-366,

Comm’n Op. at 24, USITC Pub. No. 2949 (Jan. 1996). In other cases, the Commission has

tumed to alternative approaches, especially when the level of a reasonable royalty rate could be

ascertained. See, e.g., Certain Integrated Circuit Telecommunication Chips and Products

Containing Same, Including Dialing Apparatus, Inv. No. 337-TA-337, Comrn’n Op. at 4l (1995)

In cases where the Commission does not have sufficient evidence upon which to base a

determination of the appropriate amount of the bond, the Commission has set a 100 percent bond

See Certain Sortation Systems,Parts Thereof and Products Containing Same, Inv. No. 337-TA

460, Comm’n Op. at 21 (Mar. 2003). Complainants bear the burden of establishing the need for

a bond amount in the first place. Certain Rubber Antidegradants, Components Thereof and

Prods. Containing Same, Inv. No. 337-TA-533, Comm’n Op. at 39-40 (July 21, 2006).

The RD recommends that a bond be set in the amount of three percent of entered value of

infringing Umicore products importedduring the period of Presidentialreview. RD.at 5. .The_.

three percent bond is based upon Argonne’s past licensing practices. See RD at 4-6.

Complainants and the IA agree with the RD regarding the bond amount. See Compl.
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Sub. at 49-50; IA’Sub. at 36. Umicore argues that no bond should issue because “Complainants

presented no such evidence showing need, such as establishing the price differential between the

accused and domestic products, or otherwise showing that they had both suffered harm due to

Umicore’s imports.” Umicore Sub. at 50. 

l We disagree with Umicore. As the RD finds, the evidence shows that Umicore and

BASF are competitors in the marketplace for NMC material and have several customers in

common. See RD at 5-6. Thus, we agree with the RD that a bond is necessary during the period

of Presidential review. The Commission has set bonds based on reasonable royalty rates. See

Integrated Circuit Telecommunication Chips, Inv. No. 337-TA-337, Comm’n Op. at 41. Thus,

as the RD recommends, the Co_mmissionhereby sets a bond in the amount of three percent of

entered value for infringing products imported during the period of Presidential review.

By order of the Commission. '

Lisa_R. Barton _ A

Secretary to the Commission

‘Issued: January 26, 2017
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