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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN COMPUTING OR GRAPHICS | ~ Inv. No. 337-TA-984
SYSTEMS, COMPONENTS THEREOF, AND
VEHICLES CONTAINING SAME

ORDER No. 49: INITIAL DETERMINATION GRANTING JOINT MOTION TO
TERMINATE INVESTIGATION AS TO RESPONDENT TEXAS
INSTRUMENT BASED ON SETTLEMENT AGREEMENT AND
GRANTING JOINT MOTION TO LIMIT SERVICE OF THE
SETTLEMENT AGREEMENT

(August 2, 2016)

1. INTRODUCTION

On July 26, 20 16, Complainant Advanced Silicon Technologies LLC (“Advanced
Silicon”) and Respondent Texas Instruments Inc. (“TT”) (collectively, the “Settling Parties”)
filed a joint motiqn pursuant to 19 C.F.R. § 210.21(b) to terminate TI by settlement. (Motion
Docket No. 98-4-055‘) The motion includes a request.t(’) stay the procedural schedule as to T1.
Concurfently, the Settling Parties also filed a joint motion to limit service of the confidential
| Settlement Agreement. (Motion Docket No. 984-054.) On July 29, 2016, the Commission
InvestigativevAttorney (“Staff”) ﬁled_a response supporting the Joint Motion to Terminate and
the Joint Motion to Limit Service. No other responses were filed.

II. STANDARDS OF LAW

Under Commission Rule 210.21(a)(2),

Any party may move at any time to terminate an investigation in
whole or in part as to any or all respondents on the basis of a
settlement, a licensing or other agreement . . . .
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19 C.F.R. § 210.21(a)(2). Commission Rule 210.21(b)(1) further specifies that the motion to
terminate must include: (1) copies of the licensing or other settlement agreement; (2) any
suppiemental agree’:ments;‘ and (3) a statement that there are no other agreements, written or oral,
express or implied, between the parties conéerning the subjéct matter of the investigation. See
19CFR.§ 210.21(b)(_1). In addition, the Rule requires that the motion must include a public
- version of any lice_nsing or other settlement agreement containing conﬁdential business
information. See‘id. Commission Rule 210.21(b)(1) élso provides that, “[o]n motion for good
cause shown, the administrative law judgé may limit the service of the agreements to the settling
parties and the Commission investigative attorney.” See id.
Pursuant to Commission Rule 210.50(b)(2), I must also consider and make apprbpriate
findings regarding the effect of the proposed settlement on the public interest. See 19 C.F.R.
§ 210.50(b)(2).

III. DISCUSSION

The Settling Parties filed a public version of the motion to terminate that includes a
redacted version (i.e., public version) of the Settlement and Licensing Agreement (Exhibit A,
hereto). Additionally, the Settling Parties filed a confidential version of the Settlement and
Licensing Agreement (Exhibit B, hereto). (EDIS Doc. ID No. 586695) The Settling Parties also
represented that “tﬁere are no other agreerﬁents, written or_oral, express or implied, between the
Settling Parties concerning the subject matter of this Investigation.” (Motiofl to Terminate at 2.)
Accordingly, I find that the requirements of __Comfnission Rule 210.21(b)(1) have been met.

With regard to the public interest, I have reviewed the pleadings filed in connection with
thé Moti;n to Terminate and do not find any information indicating that termination of this

| investigatibn on the basis of the Settlement Agreement is contrary to the public health and
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lwelfare‘, cbmpetitive conditions in the U.S. economy, the production of er or directly
competitive articles ih the United States, or U.S. consumers. To the contrary, I find that
termination of TI is in the public interest and will conserve public and private resources. See,
e g., Certain Consumer Elecs., Including Mobile Phones and T ablets, Inv. No. 337-TA-839,
Order No. 35, 2013 WL 453756, *2 (Feb. 4, 2013) (“[T]ermination of litigation under these |
circumstances as an alternative method of dispute resolution is generally in the public interest
and will conserve public and private resources.”). The Staff agrees. (Staff Response at 4.)

With regard to the Settling Parties’ request to limit service of the confidential Settlement
and Licensing Agreement to the Settling Parties and the Staff, I find good cause exists to grant
said request. First, the Settlement and Licensing Agreement includes Confidential Business
Information as defined in Commission Rule 201.6(a). Second, the disclosure of the precise
terms of the Settlement and Licensing Ag’réement to non-settling respondents could discouragé
settlements. Certain Light-Emitting Diodes and Prods. Containing Same, Inv. No. 337-TA-785,
Order No. 37A, 2012 WL 3766680, at *1 (Aug. 29, 2012) (citations omitted). Accordingly,
service of the confidential Settlement and Licensing Agreement shall be limited to the Settling
Parties and the Staff.

With regard to the Settling Parties’ request to stay the procedural schedule as to T1, I néte
the request was granted via email on July 28, 2016.

IV. CONCLUSION

For the reasons above, it is my Initial Determination to GRANT the Joint Motion to
Terminate (Motion Docket No. 984-055). Respondent TI is hereby terminated from this

investigation. Additionally, the Joint Motion to Limit Service is also GRANTED (Motion '
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Docket No. v984-0.54). Service of the confidential version of the Settlement and Licensing
Agreement shall be limitéd to the Settling Parties and the Staff.

fhis Initial Determination, along with any supporting documentation, is hereby certified
to the Commission. Pursuant to 19 C.F R § 210.42(h),_ thjs:Initiél Determination shall become
the determination of the Commission unless a party files a petition for review of the Initial
Detefmination pursuant to 19 C.F.R. § 210.43(a), or the Commission, pursuant to 19 C.F.R.
§ 210.44, orders, on its own motion, a review of the Initial Determination or certain issues
herein.

SO ORDERED.

B —

Thomas B. Pender
Administrative Law Judge




Public Version

EXHIBIT A
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Settlemen;'t ahd License Agreement

This Settlement and License Agreement (“Agreement”) is made as of July 25,
-+ 2016 (“Effective Date”) between Texas Instruments Incorporated, a Delaware

By corporation with its principal place of business at 12500 TI Boulevard, Dallas, Texas

© 75243 (“TI’) and Advanced Silicon Technologies LLC, a Delaware limited liability

- company with its principal place of business at 118 Maplewood Ave, Box 8 Portsmouth,
~New Hampshire 03801 (“AST”). Asused. herein, “Party” refers to either AST or T, and

“Parties” refers to AST and TI collectively.

WHER.EAS TI desires to acquire a non-exclusive license and covenant not to sue
. * and to

resolve any dISputes related thereto.

WHBREAS the Umted States International Trade Commission (“IT C") instituted
TInvestigation No. 337-TA-984 against TI and others on January 28, 2016, based upon a
Complaint filed by AST on December 28, 2015 (the “Investigation™), and whereas AST
also brought suit against TI in the District of Delaware captioned Advanced Silicon
Technologies LLC v. Texas Instruments Inc., Civil Action No. 15-cv-1175-RGA (the
- “District Court Action”, filed December 21, 2015) (the Investigation and the District
Court Action, collecuvely, the “Lawsuits™);

WHEREAS, Tl initiated three IPRs before the Patent Trials and Appeal Board
captioned Texas Instruments Incorporated v. Advanced Silicon T echnologies LLC,
IPR2016-01108; Texas Instruments Incorporated v. Advanced Silicon T echnologies LLC,
IPR2016-01178; Texas Instruments Incorporated v. Advanced Silicon T echnologies LLC,
IPR2016-01 1266 on U.S. Patents Nos. 8,933,945; 6,339,428, 6,546,439, respectively
(collectively, the “IPRs”) and

WHEREAS the Pames desire to settle the Lawsuits, resolve the IPRs, and enter
into this Agreement providing for a full, final, complete and global settlement of the
Lawsuits, resolution of the [PRs, and for certain releases, licenses and covenants not to

sue, all on the terms and conditions set forth herein.

NOW, THEREFORE, in consideration of the above premises and the mutual
covenants contained herein and other -good and valuable consideration, the receipt and
sufficiency of which are hereby acknowledged the Parties, intending to be legally bound,
» hereby agree as follows:

1.0 . Definitions.

“Affiliate™ means, with respect to a person, corporation or other entity, any other
- person, corporation or entity that directly or indirectly controls, is controlled by, or is
under common control with such carporation or entity. For purposes of this definition,
“control” means the ownership, directly or indirectly, of fifty percent (50%) or more of

SETTLEMENT AND LICENSE AGREEMENT
BETWEEN ADVANCED SILICON AND T1
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the voting equity of such entity, but such person, corporation or other entity shall bc an
Afﬁhate only for as long as such control exists.

means any suit, action or proceeding in any
Junsdlctlon or forum, including but not limited to civil courts, administrative agencies
such as the Patent Trial and Appeals Board, and/or alternative dispute resolution such as
arbitration, anywhere in the world, which suit, action or proceeding relates to or involves
the AST Patents (except for (a) an action or proceeding brought or commenced to address
an alleged material breach of this Agreement and (b) an action or proceeding brought by
Tlin response o an action or proceeding alleging infringement of any of the AST Patents
on the basis, in whole or in part, of a TI product) that is initiated or assisted by TI or its
Affiliates against AST or its Affiliates for the hfe of this Agreement.

SETTLEMENT AND LICENSE AGREEMENT
BETWEEN ADVANCED SILICON AND Ti .
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i.ﬂ LICENSE COVENANT AND RELEASE

2.2 Covenants

2.3 Releases

ETTLEMENT AND LICENSE AGREEMENT
BETWEEN ADVANCED SILICON AND T1
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24 Unknown Claims. The Parties, having specific interit to release the
identified potential claims described in the foregoing Sections 2.1, 2.2 and 2.3, whether
known or unknown, hereéby acknowledge and expressly waive the provisions of Section
1542 of the California Civil Code (and similar provisions in other jurisdictions, whether
by statute or common Taw), which provides: :

“A general release does not extend to claims which the creditor
does not know or suspect to exist in his or her favor at the time of
executing the release, which if known by him or her, must have
materially affected his settlement with debtor.”

SETTLEMENT AND LICENSE AGREEMENT
BETWEEN ADVANCED SILICON AND TI .
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2.5 Agreement Obligations Not Released. Notwithstanding any of the foregoing
in this Section 2, neither the release to TI and its Affiliates in Section 2.3.1 herein, nor the
release to AST and its Affiliates in Section 2.3.2 herein, releases any Party from its

- respective obligations under this Agreement or prevents any Party from enforcing the
terms and conditions of this Agreement ‘against the other.

2.6  Dismissals.

2.6.1 Termination of the Investigation. AST shali file a motion to

terminate the Investigation with the I}ihtefnational Trade Commission, as and to the extent
itrelates to TI and its Affiliates, substantially in the form attached hereto as Exhibit B

©2.6.2 Dismissal of the District Court Action.  AST shall dismiss all

claims brought in the District Court Action with pre;judice ||| | EGNGNGNEEE
. IR 1 - spuion o notce of

dismissal substantially in the form attached hereto as Exhibit C, or in such other form as
required for approval by the Court to effectuate the dismissal.

2.6.3  Withdrawal of Pending IPRs. RN
I 1 511 icaw, or scck leave o withdraw, the [PRs
currently pending before the Patent Trials and Appeal Board captioned Texas Instruments

- Incorporated v. Advanced Silicon Technologies LLC, IPR2016-01108; Texas Instruments
Incorporated v. Advanced Silicon Technologies LLC, IPR2016-01178; Texas Instruments

Incorporated v. Advanced Silicon Technologies LLC, IPR2016-011266.

2.64 No Admissions. TI makes no admission of infringement or
liability by the negotiation, execution, or performance of this Agreement.

ETTLEMENT AND LfCENSE AGREEMENT
BETWEEN ADVANCED SILICON AND T
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30 CONSIDERATION.

40  WARRANTIES.
4.1  Due Authorization. Each Party warrants and represents that it has the full
power and authority to enter into this Agreement and to perform its obligations hereunder

and consummate the transactions contemplated herein.

4.2

SETTLEMENT AND LICENSE AGREEMENT
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4.5 Patents AST represents and warrants to TI that Exhibit A lists (i) each
and every patent and patent application in all jurisdictions worldwide that are, as of the
date of this Agreement, owned by AST, or to which AST has a right to assert a claim of
mfrmgement or to grant licenses.

5.0 TERM AND TERMINATION.

5.1 Term. This Agreement shall not be binding on the Parties until it has been
signed below by both Parties, at which time it shall be deemed effective as of its
Effective Date.

6.0 = ASSIGNABILITY.

SETTLEMENT AND LICENSE AGREEMENT
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6.4  Rights Run with Patents. All license rights and covenants contained
herein shall run with the AST Patents and shall be binding on any successors-in-interest
or assigns thereof. AST shall not assign, or grant any right under, any AST Patent to any

“other party unless such assignment or grant is subject to al! of the terms and conditions of
this Agreement applying to the AST Patents.

6.5  Inurement. This Agreement shall be binding upon, inure to the benefit of
and be enforceable by the Parties and their permitted successors and assigns.

SETTLEMENT AND LICENSE AGREEMENI‘
BETWEEN ADVANCED SILICON AND Ti :




Execution Copy

6.6  Null assignments. Any anempted assignment or grant in contravention of
Sections 6.1-6.5 shall be null and void.

7.0 CONFIDENTIALITY.

7.1 Non-disclosure. The terms of this Agreement and all correspondence
relating to this Agreement are confidential. The Parties shall keep terms and particulars of

this Agreement confidential and no Party shall now or hereafter disclose such terms and
particulars to any third party except:

72 Press Release. Following termination of the Investigation as to T1, either
Party may issue a press release stating that (a) AST and TI have resolved the dispute
between them and (b) the Lawsuits and the IPRs as to TI have been terminated and

dismissed. TI may make any statement it deems appropriate to satisfy its various public
reporting obligations.

7.3

80 NOTICES.

8.1 Delivery. All notices required or permitted to be given hereunder shall be
in writing and shall be deemed delivered (i) upon receipt if delivered by hand, (ii) the

next business day after being sent by prepald nanonally-recogmzed ovemlght air

SETTLEMENT AND LICENSE AGREEMENT
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courier, (iii) five (3) business days after being sent by registered or certified airmail,
return receipt required, postage prepaid, or (iv) upon transmittal when transmitted by
confirmed telecopy (provided that such notice is followed notice pursuant to any of (1) -

- (iii) above).

82  Address. All notices shall be addressed as follows:

For TI: With:a copy to (which shall not -
. constitute notice): : :

&

For AST: - ’ With a copy to (which shall not
o constitute notice): .

90 MISCELLANEOUS.

9.1 - Third Party Infringement Actions. AST has no obligation hereunder to .
institute any action or suit against any third party for infringement of any of the AST
Patents, or to defend against any action challenging the validity of the AST Patents. TI
has no right to institute any action against any thn’d party for’ mfnngement of any AST
Patent.

_ 9.2  Independent Contractors. Nothing in this Agreement is intended or shall
be deemed to constitute a partnership, agency, employer-employee, or joint venture
relationship between the Parties. Neither Party shall incur any debts or make any
commitments for the other. There is no fiduciary duty or special relationship of any kind
between the Parties to this Agreement. Each Party expressly disclaims any reliance on
any act, word, or deed of the other Party in entering into this Agreement.

SETTLEMENT AND LICENSE AGREEMENT
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9.3  Implied Licenses. Unless expressly set forth elsewhere in this Agreement,
nothing herein shall be construed as conferring any right to a license or to otherwise use
any patent, patent application, trademark, service name, service mark, trade dress, trade

. secret or other intellectual property belonging to TI.

9.4  Severability. If any portion of this Agreement is found to be invalid,
illegal, or unenforceable for any reason, the remainder of the Agreement shall continue in
force and, if needed, the Parties or a court of competent jurisdiction shall substitute
suitable provisions having like economic effect and intent.

9.5  Amendment. This Agreement cannot be modified, terminated or amended
in any respect orally or by conduct of the Parties. Any termination, modification, or
amendment may be made only by a writing signed by all Parties. No waiver of any
provision shall be binding in any event unless executed in writing by the Party making
the waiver. :

9.6  Countemarts. This Agreement may be executed in several counterparts,
each of which is deemed to be an original but all of which constitute one and the same
instrument. :

9.7  Drafting. Each Party and counsel have reviewed and approved this

.Agreement, and accordingly any presumption or rule of construction permitting

ambiguities to be resolved against the drafting party shall not be employed in the
interpretation or application of this Agreement.

9.8 Interpretation. The headings inserted in this Agreement are for reference
only and are not intended to form any part of the operative portion of this Agreement, and
they shall not be employed in the interpretation or application of this Agreement.

9.9

9.10° Integration. This Agreement sets forth the entire understanding of the
Parties with respect to the AST Patents, and replaces any prior oral or written
communications, discussions or agreements between them.

| 9.12° LIABILITY. EXCEPT AS PROVIDED EXPLICITLY HEREIN, IN NO
EVENT SHALL ANY PARTY BE LIABLE TO ANY OTHER PARTY OR ANY
OTHER PERSON OR ENTITY (UNDER CONTRACT, STRICT LIABILITY,

NEGLIGENCE, OR OTHER THEORY) FOR SPECIAL, INDIRECT, EXEMPLARY,
SETTLEMENT AND LICENSE AGREEMENT
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INCIDENTAL, OR CONSEQUENTIAL DAMAGES, INCLUDING LOST PROFITS,
OPPORTUNITIES OR SAVINGS, ARISING OUT OF OR RELATED TO THE .
'SUBJECT MATTER OF THIS AGREEMENT.

9.14 Bankruptcy. The Parties acknowledge and agree that the AST Patents are

“intellectual property” as defined in Section 101(35A) of the United States Bankruptcy
_Code (the “Code™), as the same may be amended from time to time, that have been

licensed hereunder in.a contemporaneous exchange for value. AST acknowledges that if
AST, as a debtor in possession or a trustee in bankruptcy in a case under the Code, rejects
this Agreement, T1 may elect to retain its righté under this Agreement as provided in
Section 365(n) of the Code. Upon written request from TI to AST (as applicable) or the
bankruptcy trustee of AST’s election to proceed under Section 365(n), AST (as
applicable) or the bankruptcy trustee shall comply in all respects with Section 365(n),
including, without limitation, by not mterfermg with the rights of TI as provided by this
Agreement. ;

H
k4

. H
5 v
1 i
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IN WITNESS WHEREOEF, this Agreement has been duly executed by the Parties to be
effective as of the Effectlve Date. :

ADVANCED SILICON
TECHNOLOGIES LLC

TEXAS INSTRUMENTS

By:

Name:

Its:

Dated:

SETTLEMENT AND L.ICENSE AGREEMENT
BE 1 WELN ADVANCED SILICON AND TI
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IN WITNESS WHEREOF, this Agreement has been duly executed by the Parties to be
effective as of the Effectlve Date.

TEXAS INSTRUMENTS ADVANCED SILICON
INCORPORATED

By:

Name:

Its:

Dated:
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EXHIBIT A:
AST Patents
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Public Version

EXHIBIT B

(Confidential Settlement and Licensing Agreement Redacted)



IN THE MATTER OF CERTAIN COMPUTING OR 337-TA-984
GRAPHICS SYSTEMS, COMPONENTS THEREOF,
AND VEHICLES CONTAINING SAME

CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached PUBLIC ORDER NO. 49 has been served
upon the Commissig pstigative Attorney, Paul Gennari, Esq., and the following parties as
indicated on Xﬁg ]ﬂ‘? ?ﬂ .

e
1sa R. B’aﬂonﬁ&/f/ﬁéy
U.S. International Trade Commission
500 E Street, SW, Room 112A
Washington, DC 20436

FOR COMPLAINANTS ADVANCE SILICON TECHNOLOGIES, LLC.:

Michael T. Renaud, Esq. ( )Via Hand Delivery
MINTZ LEVIN COHN FERRIS GLOVSKY ( )Via Express Delivery
AND POPEO PC i . 0Q Via First Class Mail
One Financial Center : (' )Other:

Boston, MA 02111

FOR RESPONDENTS HARMAN INTERNATIONAL INDUSTRIES, INC.. HARMON
BECKER AUTOMOTIVE SYSTEMS, INC. , HARMAN BECKER AUTOMOTIVE
SYSTEMS GmbH -

Nina S. Tallon, Esq. - ( )ViaHand Delivery
WILMER CUTLER PICKERING HALE AND DORR LLP - ( )Via Express Delivery
1875 Pennsylvania Avenue, N.W. (X)Via First Class Mail
Washington, DC 20006 ; 3 (' )Other:

FOR RESPONDENTS TOYOTA MOTOR CORPORATION, TOYOTA MOTOR
NORTH AMERICA INC., TOYOTA MOTOR SALES, U.S.A,, INC,,

TOYOTA MOTOR ENGINEERING & MANUFACTURING NORTH AMERICA, INC., -
TOYOTA MOTOR MANUFACTURING, INDIANA, INC., TOYOTA MOTOR
MANUFACTURING, KENTUCKY, INC., TOYOTA MOTOR MANUFACTURING,
MISSISSIPP], INC. -

Thomas W. Winland, Esq. ( )Via Hand Delivery

FINNEGAN, HENDERSON, FARABOW, GARRETT & ( )Via Express Delivery
DUNNER, L.L.P. | ' - (QVia First Class Mail
901 New York Avenue, N.W. (' )Other: ‘

Washington, DC 20001



IN THE MATTER OF CERTAIN COMPUTING OR 337-TA-984
GRAPHICS SYSTEMS, COMPONENTS THEREOF,
AND VEHICLES CONTAINING SAME

FOR RESPONDENTS BAYERISCHE MOTEREN WERKE AG, BMW OF NORTH
AMERICA, LL.C, BMW MANUFACTURING CO.,LLC :

Joseph P. Lavelle, Esgq.

( )Via Hand Delivery

DLA PIPER LLP(US) . ( )Via Express Delivery
500 Eighth Street, N.W. : (X)Via First Class Mail
Washington, DC 20004 ( )Other:

FOR RESPONDENTS FUJITSU TEN LIMITED & FUJITSU TEN CORP. OF
AMERICA,INC., HONDA MOTOR CO., LTD., HONDA NORTH AMERICA, INC,,
AMERICAN HONDA MOTOR CO. INC., HONDA ENGINEERING NORTH
AMERICA, INC., HONDA OF AMERICA MFG., INC., HONDA MANUFACTURING
OF ALABAMA, LLC., HONDA MANUFACTURING OF INDIANA, LLC. & HONDA R
& D AMERICAS, INC.

G. Brian Busey, Esq. ( )Via Hand Delivery
MORRISON & FOERSTER, LLP ( )Via Express Delivery
2000 Pennsylvania Avenue N.W.; Suite 6000 (X)Via First Class Mail
Washington, DC 20006 ( )Other:

FOR RESPONDENT NVIDIA CORPORATION

Maximilian A. Grant, Esq. ( )Via Hand Delivery
LATHAM & WATKINS, LLP (' )Via Express Delivery
555 Eleventh Street N.W., Suite 1000 (X)Via First Class Mail
Washington, DC 20004 : ( )Other:

FOR RESPONDENTS RENESAS ELECTRONICS CORPORATION & RENESAS
ELECTRONICS AMERICA, INC. '

- Liane M. Peterson, Esq. ( )Via Hand Delivery

FOLEY & LARDNER , LLP . ( )Via Express Delivery
3000 K Street N.W., Suite 600 (X)Via First Class Mail
Washington, DC 20007 . ( )Other:

FOR RESPONDENT TEXAS INSTRUMENTS INC.

Sturgis M. Sobin, Esq. ( )Via Hand Delivery
COVINGTON & BURLING, LLP ( )Via Express Delivery
One CityCenter S _ ()QVia First Class Mail
850 Tenth Street, N.W. ( ( )Other:_

Washington, DC 20001
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FOR RESPONDENTS VOLKSWAGEN AG, VOLKSWAGEN GROUP OF AMERICA,
INC., VOLKSWAGEN GROUP OF AMERICA, CHATTANOOGA OPERATIONS
- LLC., AUDI AG & AUDI OF AMERICA, LLC.

Daniel E. Yonan, Esq ' ( )Via Hand Delivery

STERNE, KESSLER GOLDSTEIN & FOX P.L.L.C. ' ( )Via Express Delivery
1100 New York Avenue N.W. ~ (X)Via First Class Mail |

Washington, DC 20005 ( )Other:



