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ORDER SEEKING TO PROHIBIT USE OF THE LASTRA
INVALIDITY REPORT

(April 2, 2014)

On January 23, 2014, Complainant and Respondents Panasonic Corporation and

Panasonic Corporation of North America (collectively, “Panasonic”) jointly filed a motion

seeking to terminate Panasonic on the basis of a settlement. (Motion Docket No. 884-0631.) On

the same day, Panasonic submitted a letter withdrawing its defenses and related papers in this

Investigation, including Dr. Lastra’s December 23, 2013 expert report on invalidity (the “Lastra

Report”). On January 24, counsel for the remaining respondents (“Respondents”), Vizio, Inc.

(“Vizio”)2 and Toshiba Corporation, Toshiba America, Inc., Toshiba America Information

Systems, Inc. (collectively, “Toshiba”), filed objections and affirmed Respondents’ intent to rely

on the Lastra Report. On January 24, 2014, Complainant filed a motion for a protective order,

seeking to preclude reliance on the Lastra Report. (Motion Docket No. 884-064.)

Complainant argues that a protective order is warranted because Dr. Lastra was retained

by Panasonic and Panasonic settled. (Mot. at 1.) According to Complainant, Vizio and Toshiba

never joined the Lastra Report and instead served a separate invalidity report drafted by Dr.

1 A revised motion, Motion Docket No. 884-066, was later granted. (See Order No. 50.)
2 Vizio has since filed for termination from the Investigation. (Motion Docket No. 884-089.)
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Yang. (Id.) As a result, Complainant says that Vizio and Toshiba did not present any expert

opinions on FRAND or Section 112 invalidity defenses. (Id.; Mot. Mem. at 5.) Only Panasonic

pleaded the defense of FRAND in its response to the Complaint, and therefore Complainant says

it would be unfair to allow Toshiba and Vizio to share in that defense. (Mot. Mem. at 2.)

Complainant says that the statement Dr. Lastra made in his report, “I have been retained in this

litigation by Panasonic . . . and my opinions may also be relied upon by the other Respondents in

this Investigation[,]” does not signify because Vizio and Toshiba filed their own report and failed

to affirrnatively say that they “actually joined the report.” (Id. at 3-4 (emphasis in original).)

Complainant says that Vizio and Toshiba first signaled that they intended to rely on the Lastra

Report on January 16, 2014, when Complainant commented on the scope of Dr. Lastra’s

deposition during a scheduling conference; instead, Vizio and Toshiba should have done so on

their own initiative on January 10. (Id. at 1, 6, 7.) Because Panasonic agreed to withdraw the

Lastra Report and because Dr. Yang only incorporated Dr. Lastra’s opinions with respect to

Section 102 and 103 invalidity in his own report, Complainant did not serve “a rebuttal expert

report relating to Dr. Lastra’s opinion as to invalidity under §l 12 or unenforceability under

arguments relating to FRAND[.]” (Id. at 5-6.) Complainant also says that for various reasons it

declined Respondents’ offer to serve a rebuttal report out of time. (Id. at 8, n.3)

On February 5, 2014, Respondents opposed the motion, arguing that they have repeatedly

disclosed their intent to rely on the opinions of Dr. Lastra. (Opp. at 1.) They say Complainant

must have known, since they:

1 formally disclosed to Complainant that Dr. Lastra would be their expert, pLu'suantto
Ground Rule 5 and the Procedural Schedule, in August 2013;

0 gifs;l)c;s3edDr. Lastra again in their Joint Identification of Expert Witnesses in September

0 disclosed Dr. Lastra in their tentative list of hearing witnesses in October of 2013;
I showed they were relying on Dr. Lastra’s invalidity opinions in the Lastra Report; and
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0 showed they were relying on Dr. Lastra’s invalidity opinions in Dr. Yang’s invalidity
report.

(Id. at 2-4; Opp., Exs. A-C; Mot., Ex. 1 at 112.) They say Drs. Lastra and Yang also confirmed

this in their depositions in January and February of 2014, which Complainant acknowledged by

questioning them in detail on their invalidity opinions. (Opp. at 5, 8-9.) Respondents also say

that they did plead FRAND and Section 112 invalidity defenses in their response to the

Complaint. (Id. at 6.) They also say they provided full detail of these defenses in their discovery

responses and that Complainant participated in this discovery. (Id.; Opp., Exs. E-I; Motion

Docket No. 884-047.) Respondents argue that Complainant’s choice not to accept Respondents’

oifer for a rebuttal report was tactical, and that Complainant’s “assertion of harm is insincere.”

(Opp. at 8.)

On February 5, 2014, the Commission Investigative Staff (“Staff”) also opposed the

motion. Staff says that Complainant was on notice that all Respondents would be relying on the

Lastra Report. (Staff Resp. at 4.) This is evidenced by Respondents joint identification of Dr.

Lastra as an expert and Dr. Lastra’s statement in his report that his opinions may be relied on by

the other Respondents. (Id. at 2, 4.) Staff also points out that Dr. Yang’s report was submitted

by all Respondents, so it doesn’t support Complainant’s argument that Toshiba and Vizio

submitted a completely separate report. (Id. at 4.) Specifically with respect to FRAND, Staff

opposes Complainant’s allegation that Vizio and Toshiba did not plead this defense and also

points out that this has been a part of discovery—and not just with respect to Panasonic. (Id. at

5-6.) Staff says that Complainant declined Staffs proposed solution of a supplemental expert

report. (Id. at 7.) In Staffs view, Complainant has not demonstrated a need for a protective

order with respect to the Lastra Report. (Id.)
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As an initial matter, it is noted that the issue of WhetherToshiba may assert a FRAND

defense has already been resolved. On March 14, 2014, Complainant filed a motion in limine

seeking to preclude Respondents from asserting a FRAND defense. (Motion Docket No. 884

086.) The Administrative Law Judge found, inter alia, that Complainant had been on detailed

notice of Toshiba’s FRAND-related defense since October of 2013, but failed to raise any timely

objections. (Order No. 68.)

Turning to the substance of Complainant’s motion, the Administrative Law Judge finds

that Complainant’s position, that the Lastra Report was solely submitted by Panasonic, was

unreasonable under the circumstances presented here. Respondents jointly and repeatedly

disclosed Drs. Lastra and Yang as their experts. (Opp., Exs. A-C.) In addition, Dr. Lastra

clearly stated at the outset in his report that although he was retained by Panasonic, the other

Respondents may also rely on his opinions. (Mot., Ex. l at 1]2.) The report did not say, “unless

Respondents affirmatively notify Complainant, the opinions in this report are solely in support of

Panasonic’s defenses,” and the Administrative Law Judge finds that Complainant’s interpretation

to this effect was unrealistic. Complainant’s subsequent behavior in seeking to have Panasonic

withdraw the report, deciding not to serve a rebuttal report, and declining Respondents’ offer to

permit a belated rebuttal all appear to be tactical in nature. As a result, the Administrative Law

Judge concludes that any potential prejudice to Complainant appears to be of its own making.

Motion Docket No. 884-064 is therefore DENIED.

Within four (4) business days of the date of this document, each party shall submit to the

Office of the Administrative Law Judges a statement as to whether or not3 it seeks to have any

confidential portion of this document deleted from the public version. Any party seeking

3 This means that parties that do not seek to have any portion redacted are still required to submit a statement to this
elfect.
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redactions to the public version must submit to this office two (2) copies of a proposed public

version of this document pursuant to Ground Rule 1.11 with red brackets clearly indicating any

portion asserted to contain confidential business information.

The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned date. In addition, an electronic courtesy copy is required pursuant to Ground

Rule 1.3.2. The parties’ submissions concerning the public version of this document need not be

filed with the Commission Secretary.

SO ORDERED. E2 9, '
E. James Gildea
Administrative Law Judge
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