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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN CONSUMER ELECTRONICS Inv. N0. 337-TA-884
WITH DISPLAY AND PROCESSING
CAPABILITIES

ORDER NO. 76: DENYING MOTION FOR SUMMARY DETERMINATION AS TO
ACCUSED PRODUCTS; AND

DENYING RELATED MOTION TO STRIKE

(April 4, 2014)

On January 10, 2014, Respondents filed a motion for summary determination of no

violation with respect to all, or nearly all, accused products on the basis that they contain

components that are covered by express license, implied license, or the doctrine of patent

exhaustion. (Motion Docket No. 884-060.) Respondents argue that their {

} have express licenses and releases and that their { } is

licensed. (Mot. at 2.)

On January 22, 2014, Complainant opposed the motion, arguing that there are genuine

issues of material fact that preclude summary determination. (Opp. at 1.) Complainant disputes

Respondents’ interpretation of the agreements at issue and Whetherthe accused products and

their components fall within the scope of the licenses. (See, e.g., id. at 12.)

On January 22, 2014, the Commission Investigative Staff (“Staff”) opposed the motion,

arguing that there are disputed issues of material fact. For example, Staff says there are multiple

1 System on a chip.
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interpretations of the meaning of the claimed “display screen”2creating “at least a question of

material fact as to whether the displays in the accused products alone satisfy any limitation of the

asserted claims of the ‘327 [patent.] (Staff Resp. at 6-7.)

In addition, Respondents Toshiba Corp., Toshiba America, Inc., and Toshiba America

Information Systems, Inc. (collectively, “Toshiba”) filed a motion to strike Comp1ainant’snew

arguments regarding the { }: (i) { } were allegedly not sold

within the U.S.; (ii) Toshiba allegedly failed to plead its affirmative defense of patent exhaustion;

and (iii) { } sales allegedly did not exhaust the patent because the product as sold did not

practice the patent. (Motion Docket No. 884-070.) Toshiba says that Complainant failed to

disclose these arguments in its contention interrogatory responses or in its expert’s rebuttal

report. (Mot. at 3-4.) I

On February 18, Complainant opposed the motion to strike, arguing that it has done

nothing more than point out what Toshiba has failed to do. (Opp. at l-2.) Complainant says

Toshiba has not pled patent exhaustion in its response to the Complaint (ii), and that Toshiba has

failed to make certain showings with respect to this defense in the summary detennination

motion (i, iii). (Id.) According to Complainant, pointing out that a movant has failed to meet a

burden is not an affirmative argument that must be disclosed in contention interrogatory

responses. (Id.) I

On February 18, the Commission Investigative Staff (“Staff”) partially supported the

motion to strike. (Staff Resp. at 1.) Staff opposes the portion of the motion (i) related to the

tenitoriality requirement of the patent exhaustion defense. (Id. at 4.) Staff supports Toshiba’s

motion with respect to point (ii) because Complainant was on notice of Toshiba’s patent

2 The Administrative Law Judge notes that the parties did not seek claim construction of this claim language, and
have waived the issue. Pursuant to the Markman Order, the plain and ordinary meaning of this language applies.
(Order No. 52 at 2.)
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exhaustion defense since at least October of 2013. (Id. at 5.) With respect to point (iii), Staff

opposes Toshiba’s motion on the basis that “Toshiba has not shown that it requires additional

discovery from third parties in order to respond to GPH’s allegations, or that Toshiba will be

‘severely prejudiced’ if GPH is not permitted to present them.” (Ia'.)

Respondent Vizio, Inc. (Vizio) has since been terminated by initial determination and is

awaiting final action by the Commission. (Order No. 75.) Any issues relating to Vizio with

respect to this motion for summary detennination are therefore moot and will not be considered

in this Order. Likewise, the ‘88l patent was found to be indefinite in Order No. 53 on February

27, 2014, an initial detennination that was not reviewed by the Commission. Accordingly, the

portions of the motion pertaining to the '881 patent will also not be considered in this Order.

Based on a review of the two sets of motion papers and responses thereto, the

Administrative Law Judge finds as follows.

The Commission Rules permit a party to “move with any necessary supporting affidavits

for a summary determination in its favor upon all or any part of the issues to be determined in the

investigation.” 19 C.F.R. § 210.18(a). Summary determination “shall be rendered if pleadings

and any depositions, answers to interrogatories, and admissions on file, together with the

affidavits, if any, show that there is no genuine issue as to any material fact and that the moving

party is entitled to a summary detennination as a matter of law.” 19 C.F.R. § 210. l8(b).

Summary determination under Commission Rule 210.18 is analogous to summary judgment

under Federal Rule of Civil Procedure 56. See Certain Asian-Style Kamaboko Fish Cakes, Inv.

No. 337-TA-378, Order No. 15 at 3 (U.S.I.T.C., May 21, 1996) (unreviewed initial

determination).
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The moving party bears the initial burden of establishing that there is an absence of a

genuine issue of material fact and that it is entitled to judgment as a matter of law. Celotex Corp.

v. Catrett, 477 U.S. 317, 323 (1986). When such an initial showing is established, the burden

shifts to the opposing party, who “must set forth specific facts showing that there is a genuine

issue for trial.” Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 256 (1986). To avoid summary

judgment, the non-moving party must produce evidence of sufficient caliber to support judgment

in its favor. See Anderson, 477 U.S. at 252. Such evidence must be real and substantial, not

merely colorable. Id. at 249-50; Matsushita Elec. Indus. v. Zenith Radio Corp., 475 U.S. 574,

586 (1986) (“[The non-moving party] must do more than simply show that there is some

metaphysical doubt as to the material facts.”). If the responding party fails to make such a

showing, the moving party is then entitled to judgment as a matter of law. See Celotex, 477 U.S.

at 325.

When ruling on a motion for summary judgment, courts must examine all the evidence in

the light most favorable to the non-moving party. Anderson, 477 U.S. at 255. All “justifiable

inferences” are to be drawn in the non-moving party’s favor. Id.

Here, Respondents allege they are entitled to a summary determination based on their

afiirrnative defenses: patent exhaustion and license (express or implied). A patent license

agreement is essentially a promise by the licensor not to sue the licensee, and “can be written to

convey different scopes of promises not to sue, e.g., a promise not to sue under a specific patent

or, more broadly, a promise not to sue under any patent the licensor now has or may acquire in

the future.” Spindelfabrik Suessen-Schurr, Stahlecker & Grill GmbH v. Schubert & Salzer

Maschinenfabrik Aktiengesellschafi‘, 829 F.2d 1075, 1081 (Fed. Cir. 1987).
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With respect to patent exhaustion, “the initial authorized sale of a patented item

terminates all patent rights to that item.” Tessera, Inc. v. Int'l Trade Comm‘n,646 F.3d 1357,

1369 (Fed. Cir. 2011) (quoting Quanta Computer, Inc. v. LG Elecs., Inc., 553 U.S. 617, 625

(2008)). Patent exhaustion can also apply to uncompleted articles that embody “essential

features”3 of the patented invention. US. v. Univis Lens C0., 316 U.S. 241, 250-51 (1942). The

patent exhaustion doctrine has been tied to a territorial requirement. See, e.g., Ninestar

Technology Co., Ltd. v. Int’! Trade Comm'n, 667 F.3d 1373, 1378-79 (2012); Jazz Photo Corp. v.

Int’l Trade Comm'n, 264 F.3d 1094, 1105 (Fed.Cir.2001).

The implied license defense to patent mfiingement is closely tied to patent exhaustion,

for example when a patentee has sold part, but not all, of a patented combination. Anton/Bauer,

Inc. v. PAG, Ltd., 329 F.3d 1343, 1350, 1353 (Fed. Cir. 2003 (finding purchaser of “female

plate” receives implied license to practice claimed combination, even without purchase of the

required “male plate”).)4 The Federal Circuit has explained that

[this] defense is typically presented when a patentee or its licensee sells an article
and the question is Whether the sale carries with it a license to engage in conduct
that would infringe the patent oWner’s rights. In that setting, this court has set
forth two requirements for the grant of an implied license. First, the equipment
involved must have no noninfringing uses. If there is no noninfringing use, it may
be reasonable to infer that there has been a relinquishment of the patent monopoly
with respect to the article sold. Second, the circumstances of the sale must plainly
indicate that the grant of a license should be inferred.

Zenith Electronics Corp. v. PDI Communication Systems, Inc., 522 F.3d 1348, 1360 (Fed. Cir.

2008) (internal citations and quotations omitted).

3 This has sometimes been characterized as Whetherthe product in issue has “no reasonable noninfringing use,”
although the Federal Circuit does not apply this strictly when “the use in question is the very use contemplated by
the patented invention itself.” LifeScan Scotland, Ltd. v. Shasta Technologies, LLC, 734 F. 3d 1361, 1368-69 (Fed.
Cir. 2013).
l See also UnivisLens, 316 U.S. at 249 (“Sale of a lens blank by the patentee or by his licensee is thus in itself both
a complete transfer of ownership of the blank, which is within the protection of the patent law, and a license to
practice the final stage of the patent procedure”).
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The Administrative Law Judge finds that disputed issues of material fact here prevent a

summary determination with respect to patent exhaustion or express or implied license. For

example, the { } agreements at issue all depend on {

}, a question of fact, to evaluate their scope. (See, e.g., Mot. Mem.

at 4, n. 1; id. at 7; SMF Nos. 8, 26.) The Administrative Law Judge declines to engage in such

an analysis in order to reach the scope of the { } agreements and will wait to review all the

evidence in this Investigation when it has been entered into the record. As another example, both

Complainant and Staff have persuasively pointed out that there is also a factual issue as to

whether the territoriality requirement is met with respect to Tosl1iba’spatent exhaustion defense.

Accordingly, Motion Docket No. 884-060 is DENIED.

Turning to Toshiba’s motion to strike, the Administrative Law Judge has already

resolved the issue (ii) of whether Toshiba may assert a patent exhaustion defense: it may. (Order

No. 67.) As a result, this portion of the motion is DENIED as moot.

With respect to issues (i) and (iii), the Administrative Law Judge finds that these portions

of the motion should also be DENIED. Complainant is correct that there is a difference between

alleging that a party has not met its burden with respect to an element of a defense and alleging

an affinnative basis for why the defense is not met. However, this is a fine line that Complainant

will have to take care not to cross at the hearing, since Complainant does not appear to have

disclosed any contentions or expert opinions on these two issues. Toshiba is free to make well

supported objections at the hearing, if appropriate, if Complainant seeks to present detailed

analyses or opinions as to issues (i) and (iii) instead of limiting themselves in the manner they
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claim in their opposition papers (Opp. at 2-3). In light of the above, Motion Docket No. 884-O70

is DENIED.

Within four (4) business days of the date of this document, each party shall submit to the

Office of the Administrative Law Judges a statement as to whether or nots it seeks to have any

confidential portion of this document deleted from the public version. Any party seeking

redactions to the public version must submit to this office two (2) copies of a proposed public

version of this document pursuant to Ground Rule l.ll with red brackets clearly indicating any

portion asserted to contain confidential business information.

The parties’ submissions may be made by facsimile and/or hard copy by the

aforementioned date. In addition, an electronic courtesy copy is required pursuant to Ground

Rule 1.3.2. The parties’ submissions concerning the public version of this document need not be

filed with the Commission Secretary.

SO ORDERED. ’

5- é awn:-¢¢__ ..
E. James Gildea
Administrative Law Judge

5 This means that parties that do not seek to have any portion redacted are still required to submit a statement to this
effect.
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